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The Trademark Reporter®

UNITED STATES ANNUAL REVIEW

THE SIXTY-FOURTH YEAR OF
ADMINISTRATION OF THE
U.S. TRADEMARK (LANHAM) ACT OF 1946°

INTRODUCTION
By Theodore H. Davis, Jr.”

The most notable developments in trademark and unfair
competition law in the twelve months between the sixty-fourth and
sixty-fifth anniversaries of the Lanham Act’s effective date related
to the aesthetic functionality and utilitarian functionality
doctrines. The former was unexpectedly reanimated by the Ninth
Circuit, only to be hastily reburied by the same court in the same
case less than six months later.! And the latter was applied to
invalidate claims of trade dress protection to a variety of product

* The Annual Review is a continuation of the work originated in 1948 by Walter J.
Derenberg and written by him through The Twenty-Fifth Year in 1972. This Review covers
the period July 1, 2010 through June 30, 2011.

#* Author of the Introduction to, and Part IV of, this volume; Partner, Kilpatrick
Townsend & Stockton LLP, Atlanta, Georgia.

In the interest of full disclosure, the author notes his direct participation or that of his
law firm in the following cases referenced by this volume: Fleischer Studios, Inc. v.
AV.E.LA., Inc., 654 F.3d 958 (9th Cir. 2011) (counsel for amici curiae Major League
Baseball Properties, Inc., NBA Properties, Inc., NFL Properties LLC, NHL Enters., L.P.,
and The Collegiate Licensing Co.); Ga.-Pac. Consumer Prods. LLP v. Kimberly-Clark Corp.,
647 F.3d 723 (7th Cir. 2011) (counsel for plaintiff); Levi Strauss & Co. v. Abercrombie &
Fitch Trading Co., 633 F.3d 1158 (9th Cir. 2011) (counsel for plaintiff); and Universal
Furniture Int’l Inc. v. Collezione Europa USA, Inc., 618 F.3d 417 (4th Cir. 2010) (counsel for
plaintiff). The author and his law firm also represented the plaintiff in the infringement and
unfair competition litigation underlying Interstate Bakeries Corp. v. OneBeacon Ins. Co.,
773 F. Supp. 2d 799 (W.D. Mo. 2011).

The author gratefully acknowledges the editorial contributions of Mary Kathryn
Hagge, as well as the assistance of Louise Adams, Jennifer Elrod, Trevor Rosen, and
Christy Flagler in preparing his contributions to this volume for publication.

1. See Fleischer Studios, Inc. v. A.V.E.L.A., Inc., 636 F.3d 1115 (9th Cir.), withdrawn
and superseded, 654 F.3d 958 (9th Cir. 2011).
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designs, ranging from toilet paper,2 utility knives,® motorcycle
stands,* precast concrete units for constructing bridges and
culverts,5 and flashlight casings;® it also proved to the death knell
for claims to packaging,” as well as to an individual color® and
combinations of colors.?

Where determinations of liability were concerned, several
opinions drove home the point that a defendant’s potential liability
under the Anticybersquatting Consumer Protection Actl® can
change if the defendant’s use of its domain name evolves over time.
One came from the Fourth Circuit, which confirmed that the
successful defense of a registration in an earlier challenge under
ICANN’s Uniform Dispute Resolution Policy may mean nothing if
the subject matter of the website associated with the domain name
at issue changes to feature goods directly competitive to those sold
by the challenger.!! Likewise, the Ninth Circuit affirmed a finding
of liability against a defendant who, despite registering a domain
name with the authority of his employer, eventually held the
domain name hostage in a dispute over sales commissions.!2 As
another court explained, “a bad faith intent to profit from a domain
name can arise either at the time of registration or at any time
afterwards.”13

On the dilution front, the once-popular rule that marks must
be identical or nearly identical to support a finding of likely
dilution was embraced with increasingly mixed enthusiasm.
Reviewing Section 43(c) of the Lanham Act!* following its

2. See Ga.-Pac. Consumer Prods. LP v. Kimberly-Clark Corp., 647 F.3d 723 (7th Cir.
2011).

3. See Great Neck Saw Mfrs., Inc. v. Star Asia U.S.A., LLC, 727 F. Supp. 2d 1038
(W.D. Wash. 2010).

4. In re Van Valkenburgh, 97 U.S.P.Q.2d 1757 (T.T.A.B. 2011).

5. See Kistner Concrete Prods., Inc. v. Contech Arch Techs., Inc., 97 U.S.P.Q.2d 1912
(T.T.A.B. 2011).

6. See Mag Instrument, Inc. v. Brinkmann Corp., 96 U.S.P.Q.2d 1701 (T.T.A.B. 2010),
aff’d per curiam without op., No. 2011-1052, 2011 WL 5400095 (Fed. Cir. Nov. 9, 2011).

7. See Mattel, Inc. v. MGA Entm’t, Inc., 782 F. Supp. 2d 911 (C.D. Cal. 2011).

8. See ERBE Elektromedizin GmbH v. Canady Tech. LLC, 629 F.3d 1278 (Fed. Cir.
2010) (applying Third Circuit law).

9. See Brill v. Walt Disney Co., 246 P.3d 1099 (Okla. Civ. App. 2010).

10. Pub. L. No. 106-113, § 3002(a), 113 Stat. 1501, 1501A-545 (1999) (codified at 15
U.S.C. § 1125(d) (2006)).

11. See Newport News Holdings Corp. v. Virtual City Vision, Inc., 650 F.3d 423 (4th Cir.
2011).

12. See DSPT Int’l, Inc. v. Nahum, 624 F.3d 1213 (9th Cir. 2010).

13. See, e.g., Sound Surgical Techs., LLC v. Leonard A. Rubenstein, M.D., P.A., 734 F.
Supp. 2d 1262 (M.D. Fla. 2010).

14. 15 U.S.C. § 1125(c) (2008).
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amendment by the Trademark Dilution Revision Act,'5 the Ninth
Circuit noted that “any reference to the standards commonly
employed by [pre-2006 federal appellate opinions]—identical,’
‘nearly identical,” or ‘substantially similar—are absent from the
statute;”1® according to the court, that meant that “[tlhe word
chosen by Congress, ‘similarity,” sets forth a less demanding
standard . ...”” In contrast, the Trademark Trial and Appeal
Board had difficulty making up its mind, holding in one case that
“a party must prove more than confusing similarity; it must show
that the marks are ‘identical or very substantially similar,”!8 but
concluding in another that “an important question in a dilution
case is whether the two involved marks are sufficiently similar to
trigger consumers to conjure up a famous mark when confronted
with the second mark.”!? Applications of state dilution laws
produced a similar split, as the Eighth Circuit held that the
Missouri dilution statute? required mark identity,?! but two
federal district courts held that the Texas statute2? did not.23

The First Amendment made appearances in a number of
reported opinions, with varying degrees of influence. On the one
hand, both the Sixth Circuit and the Seventh Circuit were
unsympathetic to invocations of free-speech principles in disputes
in which breakaway members of faiths were accused of
infringement?* and contempt,?> respectively; for whatever reason,
claims to First Amendment protection also fell short in
infringement and right-of-publicity actions brought by performing

15. Pub. L. No. 109-312, 120 Stat. 1730 (codified as amended in scattered sections of 15
U.s.C)).

16. Levi Strauss & Co. v. Abercrombie & Fitch Trading Co., 633 F.3d 1158, 1166 (9th
Cir. 2011).

17. Id.

18. Coach Servs., Inc. v. Triumph Learning LLC, 96 U.S.P.Q.2d 1600, 1613 (T.T.A.B.

2010) (quoting Carefirst of Md., Inc. v. FirstHealth of the Carolinas Inc., 77 U.S.P.Q.2d
1492, 1514 (T.T.A.B. 2005)).

19. Nat’l Pork Bd. v. Supreme Lobster & Seafood Co., 96 U.S.P.Q.2d 1479, 1497
(T.T.A.B. 2010).

20. Mo. Rev. Stat. § 417.061(1) (1995).

21. See Sensient Techs. Corp. v. SensoryEffects Flavor Co., 613 F.3d 754 (8th Cir. 2010),
cert. denied, 131 S. Ct. 1603 (2011).

22. Tex. Bus. & Com. Code Ann. § 16.29 (2007).

23. See Cottonwood Fin. Ltd. v. Cash Store Fin. Servs., Inc., 778 F. Supp. 2d 726, 750
(N.D. Tex. 2011); Santander Consumer USA Inc. v. Walsh, 762 F. Supp. 2d 217, 231 (D.
Mass. 2010).

24. See Gen. Conference Corp. of Seventh-day Adventists v. McGill, 617 F.3d 402 (6th
Cir. 2010).

25. See Nat’l Spiritual Assembly of the Bahd’is of the United States of Am. Under the
Hereditary Guardianship, Inc. v. Nat’l Spiritual Assembly of the Bahd’is of the United
States of Am., Inc., 628 F.3d 837, 846 (7th Cir. 2010).
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groups.26 On the other hand, however, a number of challenged uses
occurring in, or as the title of, artistic works passed constitutional
muster,2’” and one court invoked the First Amendment as a basis
for quashing a subpoena intended to discover the identity of an
anonymous operator of a website dedicated to criticizing the party
seeking to enforce the subpoena.2®

The Board continued its post—In re Bose?? tendency to reject
claims of fraud on the USPTO,30 and, indeed, it held that general
averments of fraudulent procurement based only “on information
and belief” properly be dismissed for failure to state a claim.3! A
number of courts followed the Board’s lead, either dismissing
allegations of fraud at the pleadings stage3? or on the merits,33
with one in particular holding that the employment by an intent-
to-use applicant of the maximum five extensions of time in which
to aver the actual use of its mark was not evidence of fraud.?* More
ominously, however, the Eighth Circuit affirmed a jury finding of
fraudulent procurement based in part on expert witness testimony
that “a reasonable examiner would consider [allegedly undisclosed
information] important in deciding whether to allow the
registration”;35 that standard, of course, tracks the now-discredited
test for materiality in inequitable conduct inquiries far more
closely than it does the “but-for” materiality requirement
traditionally applicable in fraudulent procurement disputes.36

In any case, if the Board was in a forgiving mood where fraud
was concerned, it was nothing of the sort on the issue of

26. See Rebelution, LLC v. Perez, 732 F. Supp. 2d 883 (N.D. Cal. 2010); No Doubt v.
Activision Publ’g, Inc., 122 Cal. Rptr. 3d 397 (Ct. App. 2011).

27. See Best v. Berard, 776 F. Supp. 2d 752 (N.D. I1l 2011); Esch v. Universal Pictures
Co., 97 U.S.P.Q.2d 1237 (N.D. Ala. 2010); Aronson v. Dog Eat Dog Films, Inc., 738 F. Supp.
2d 1104 (W.D. Wash. 2010).

28. See Salehoo Grp. v. ABC Co., 722 F. Supp. 2d 1210 (W.D. Wash. 2010).
29. In re Bose Corp., 580 F.3d 1240 (Fed. Cir. 2009).
30. See, e.g., M.C.1. Foods, Inc. v. Bunte, 96 U.S.P.Q.2d 1544 (T.T.A.B. 2010).

31. See Meckatzer Lowenbriau Benedikt Weill KG v. White Gold, LLC, 95 U.S.P.Q.2d
1185 (T.T.A.B. 2010).

32. See Bauer Bros. v. Nike Inc., 98 U.S.P.Q.2d 1160 (S.D. Cal. 2011); Scooter Store, Inc.
v. SpinLife.com, LLC, 777 F. Supp. 2d 1102 (S.D. Ohio 2011).

33. See Alliance Bank v. New Century Bank, 742 F. Supp. 2d 532 (E.D. Pa. 2010).

34. See Spin Master, Ltd. v. Zobmondo!! Entm’t LL.C, 778 F. Supp. 2d 1052 (C.D. Cal.
2011).

35. See Fair Isaac Corp. v. Experian Info. Solutions, Inc., 650 F.3d 1139, 1149-50 (8th
Cir. 2011).

36. See Therasense, Inc. v. Becton, Dickinson & Co., 649 F.3d 1276, 1291 (Fed. Cir.
2011) (en banc) (“[A]s a general matter, the materiality required to establish inequitable
conduct is but-for materiality.”); see also Modern Fence Techs., Inc. v. Qualipac Home
Improvement Corp., 726 F. Supp. 2d 975, 991 (E.D. Wis. 2010) (denying defense motion for
summary judgment on ground that “it is not clear ... that, but for the misrepresentation
regarding advertising, the federal registrations would not or should not have issued”).
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undocumented averments by applicants of a bona fide intent to use
their marks in connection with the goods and services recited in
their applications. In two separate precedential opinions, the
Board emphasized that the inquiry into an applicant’s bona fide
intent is an objective, rather than a subjective, one.3” The Board’s
explanation in one of those opinions of how that inquiry should be
undertaken is worth reproduction at length for the benefit of
intent-to-use applicants who might not think the issue through
carefully:

[A]lpplicant’s mere statement that it intends to use the mark,
and its denial that it lacked a bona fide intent, do not establish
... that it had a bona fide intent to use the mark in commerce
when it filed the involved application. Evidence bearing on
bona fide intent is “objective” in the sense that it is evidence in
the form of real life facts and by the actions of the applicant,
not solely by applicant’s uncorroborated testimony as to its
subjective state of mind. That is to say, Congress did not
intend the issue to be resolved simply by an officer of applicant
later testifying, “Yes, indeed, at the time we filed that
application, I did truly intend to use the mark at some time in
the future.”8

As the Board explained in the other opinion, this means that the
challenger to an intent-to-use application (or, presumably, a
registration that has matured from it) can satisfy its prima facie
case merely by pointing out the absence of documentary evidence
of the applicant’s intent predating the applicant’s filing date, at
which point the burden shifts to the applicant to rebut the
challenger’s case.??

Finally, the rules of evidence more often than not lack
glamour, but a failure to comply with them can have real
consequences for trademark plaintiffs seeking to avail themselves
of the evidentiary presumptions attaching to their registrations.
For example, having neglected to introduce one of its two
registrations into evidence and to document the incontestable
status of the other until the parties had filed cross-motions for
summary judgment, one registrant struck out in its attempt to
have the Ninth Circuit consider its belated showings on those
issues on appeal.®®© Another putative owner of an incontestable
registration was similarly disadvantaged after the court hearing
its preliminary injunction motion found that it had presented “no

37. See SmithKline Beecham Corp. v. Omnisource DDS, LLC, 97 U.S.P.Q.2d 1300
(T.T.A.B. 2010); Saul Zaentz Co. v. Bumb, 95 U.S.P.Q.2d 1723 (T.T.A.B. 2010).

38. SmithKline Beecham, 97 U.S.P.Q.2d at 1305.
39. See Saul Zaentz Co., 95 U.S.P.Q.2d at 1729.
40. See Fleischer Studios, Inc. v. A.V.E.L.A,, Inc., 654 F.3d 958 (9th Cir. 2011).
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evidence of its compliance with the statutory formalities required
for incontestability.”! And even the Board’s general patience with
pro se litigants ran out when confronted with an opposer whose
proof of its registrations was limited to the identification of them
in the ESTTA filing form.*2 The message should be clear: It is not
enough to plead registrations if they ultimately are not introduced
into the record.

PART I. LIKELITHOOD OF CONFUSION
By John L. Welch’

A. Likelihood of Confusion Found

Texas Department of Transportation v. Tucker

The Trademark Trial and Appeal Board (the TTAB, or the
Board) does not often enter summary judgment on the issue of
likelihood of confusion under Section 2(d) of the Lanham Act.43 But
in this consolidated opposition and cancellation proceeding
involving two entities owning registrations for the mark DON'T
MESS WITH TEXAS for various clothing items, it granted the
summary judgment motion of the plaintiff, the Texas Department
of Transportation (“TxDOT”).4¢ TxDOT proved (and the defendant,
Tucker, admitted) that TxDOT had priority of use, and TxDOT
easily fended off Tucker’s feeble arguments regarding the lack of
“significant” evidence as to TxDOT’s interstate use and the de
minimis nature of its actual confusion evidence.

TxDOT owned four registrations and a pending application for
the subject mark; Tucker owned a registration and a pending
application. TxDOT opposed Tucker’s application and petitioned to
cancel his registration. The Board pointed out that the issue of
priority was different in the two proceedings: “In the opposition,
the issue of priority has been removed by virtue of TxDOT’s

41. See Sound Surgical Techs., LLC v. Leonard A. Rubenstein, M.D., P.A., 734 F. Supp.
2d 1262, 1269 n.14 (M.D. Fla. 2010).

42. See Melwani v. Allegiance Corp., 97 U.S.P.Q.2d 1537 (T.T.A.B. 2010).

# Author of Parts I, II, and III of this volume. Of counsel, Lando & Anastasi, LLP,
Cambridge, Massachusetts. The author wishes to thank Ian S. Mullet and Nathan T. Harris
for their invaluable assistance in preparing this manuscript.

In the interest of full disclosure, the author notes that he and his firm have
participated to a minor extent in Amazon Techs, Inc. v. Wax, 95 U.S.P.Q.2d 1865 (T.T.A.B.
2010), referenced in this volume.

43. 15 U.S.C. § 1052(d).
44. Texas Dep’t of Transp. v. Tucker, 95 U.S.P.Q.2d 1241 (T.T.A.B. 2010).
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submission of status and title copies of its pleaded registrations.”#
By contrast, “in the cancellation proceeding, priority is in issue.”6
Although Tucker admitted that TxDOT had prior use of its mark,
he attacked the nature of that use, arguing that the plaintiff did
not have “significant prior use” outside of Texas. The Board
pointed out, however, that prior significant use within Texas was
sufficient for priority purposes. Tucker then lamely argued that
TxDOT’s evidence of actual confusion was de minimis. The Board
agreed that the evidence might not “conclusively establish actual
confusion,”” but, as we all know, evidence of actual confusion is
not necessary for a finding of likelihood of confusion.

Anthony’s Pizza & Pasta International, Inc. v.
Anthony’s Pizza Holding Co.

Sustaining a Section 2(d) opposition and granting a petition
for cancellation, the Board found the defendant’s mark,
ANTHONY’'S COAL-FIRED PIZZA, in standard character and
design form, for “restaurant services, namely, eat-in and take-out
coal oven pizza and other items” [COAL-FIRED PIZZA disclaimed]
likely to cause confusion with the registered mark ANTHONY’S
PIZZA & PASTA for restaurant services [PIZZA & PASTA
disclaimed].48 The defendant principally argued that because
“Anthony’s” was an extremely weak formative, consumers would
look to other portions of the marks to distinguish them. The
defendant’s testimony, third-party registrations, and telephone
listings led the Board to acknowledge that the name “Anthony’s”
had often been used for restaurant services, in particular for
Italian restaurant and pizzerias. Therefore, the evidence
corroborated the testimony that “Anthony’s” suggested “an Italian
restaurant or even a New York style Italian restaurant,” and as a
consequence the plaintiff's mark should be given “a restricted
scope of protection.”’4® Nonetheless, the Board concluded that
consumers would focus on the name “Anthony’s” in the two
involved marks, and the remaining words were “not sufficient to

45. See King Candy Co. v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 182 U.S.P.Q. 108,
110 (C.C.P.A. 1974) (explaining that Section 2(d) of the Lanham Act requires consideration
of an opposer’s registration, regardless of whether the opposer is the prior user).

46. Tucker, 95 U.S.P.Q.2d at 1244; see Brewski Beer Co. v. Brewski Bros. Inc., 47
U.S.P.Q.2d 1281, 1283-84 (T.T.A.B. 1998) (In a cancellation proceeding where both parties
have registrations, each may rely on the filing date of the application resulting in its
registration, but the evidence of record otherwise determines priority).

47. Tucker, 95 U.S.P.Q.2d at 1245.

48. Anthony’s Pizza & Pasta Int’l, Inc. v. Anthony’s Pizza Holding Co., 95 U.S.P.Q.2d
1271 (T.T.A.B. 2009), aff’d per curiam, Appeal No. 2010-1191 (Fed. Cir. Nov. 18, 2010).

49. Id. at 1278.
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distinguish defendant’s mark from plaintiff’s mark.”50 Thus despite
the demonstrated weakness of “Anthony’s” as a formative, the
Board concluded that the other slices of the du Pont5! likelihood-of-

confusion pie outweighed the weakness wedge.

In re Iolo Technologies, LLC

In this run-of-the-mine decision, the Board affirmed a Section
2(d) refusal to register the mark ACTIVECARE for “software,
namely, a software feature that automatically analyzes and
repairs or optimizes performance settings for personal computers,
sold as a component of personal computer performance and
maintenance utility software.” The Board found the mark likely to
cause confusion with the registered mark ACTIVE CARE for
technical support services, namely, “troubleshooting of electronic
communications computer hardware and software problems by
telephone, by e-mail, by fax and on-site; installation, maintenance
and updating of electronic communications computer software”
[CARE disclaimed].52 The applicant did not dispute that the marks
were substantially identical. The Board noted that there was no
per se rule that computer-related goods and services are related,
but it found that “based on the identifications themselves,” the
applicant offered a product that was “complementary in function
and purpose to the software installation, maintenance and
updating services offered by registrant.”>3 The Examining Attorney
provided third-party registrations covering goods and services of
the type listed in both the application and the cited registration,
and she also submitted evidence from several websites to show
that the involved goods and services were advertised to consumers
under the same mark. The applicant pressed the consumer
sophistication factor but offered no evidence in support. In any
case, as Board precedent dictates, “even sophisticated buyers are
not immune from source confusion where, as here, the marks are
substantially identical.”54

50. Id. at 1280.

51. In re E.I. du Pont de Nemour & Co., 177 U.S.P.Q. 563, 567 (C.C.P.A. 1973). The du
Pont case sets forth the principal factors to be considered in determining likelihood of
confusion.

52. In reIolo Techs., LLC, 95 U.S.P.Q.2d 1498 (T.T.A.B. 2010).
53. Id. at 1500.

54. Id. at 1501; see Cunningham v. Laser Golf Corp., 222 F.3d 943, 55 U.S.P.Q.2d 1842,
1846 (Fed. Cir. 2000) (alleged sophistication of golfers outweighed by strong similarity of
involved marks and goods).
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M.C.1. Foods, Inc. v. Brady Bunte

Although this decision is notable for its ruling on fraud,
discussed below,%® it also included a finding of likelihood of
confusion, the Board granting MCI’s petition for cancellation of
Bunte’s registration for the mark CABO CHIPS for corn chips
[CHIPS disclaimed].?¢ MCI alleged a likelihood of confusion with
its registered marks CABO PRIMO & Design, LOS CABOS &
Design, and CABO CLASSICS, for various Mexican food products.
The Board found the word CABO to be the dominant portion of
three of the four involved marks, and as to the fourth, LOS
CABOS, it found the word CABOS to be highlighted by the word
LOS. It concluded that the CABO CHIPS mark was “similar to all
three of MCI's marks in terms of appearance, sound, meaning and
commercial impression.”’” As to the goods, the Board noted that
MCT’s Mexican foods and Bunte’s corn chips were complementary
products. According to the Board, “when [such products are] sold
under similar marks, consumers are likely to mistakenly believe
that they [the products not the consumers - ed.] emanate from the
same source.”®® Because the involved registrations were
unrestricted as to channels of trade, the Board presumed that the
goods moved in the same channels and were sold to the same
classes of consumers. As to the care with which the goods would be
purchased, three of the four involved marks were for ordinary
consumer products that might be purchased on impulse and
without much care or deliberation. As to the fourth mark, although
the goods of the LOS CABOS registration were sold in bulk to
distributors for sale to institutional purchasers, there was no
evidence as to the degree of care exercised by these purchasers.
Therefore, this factor was neutral as to the LOS CABOS mark.
Balancing the du Pont factors, the Board found confusion likely
and granted the petition for cancellation of the CABO CHIPS
registration.

Mag Instrument, Inc. v. Brinkmann Corp.

The Board resolved cross-oppositions involving likelihood of
confusion between certain word marks owned by competing
flashlight manufacturers.?® In the first, Mag Instrument opposed
Brinkmann’s application to register the mark MAGNUM

55. See Part I11.A.1, infra.

56. M.C.I. Foods, Inc. v. Bunte, 96 U.S.P.Q.2d 1544 (T.T.A.B. 2010).
57. Id. at 1552.

58. Id.

59. Mag Instrument, Inc. v. Brinkmann Corp., 96 U.S.P.Q.2d 1701 (T.T.A.B. 2010), aff'd
per curiam without opinion, Appeal Nos. 2011-1052, 1053 (Fed. Cir. Nov. 9, 2011). A third
opposition, involving functionality, is discussed below in Part IT1.A.4.
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MAXFIRE for “hand-held portable lights, namely flashlights and
spotlights,” alleging likelihood of confusion with Mag’s registered
mark MAG-NUM STAR for flashlight bulbs. The Board began by
rejecting, as usual, Brinkmann’s Morehouse defense.’0 Brinkmann
pointed to its prior registration of MAGNUM MAX for “hand-held
electric spotlights,” but the Board found that mark not to be
substantially identical to the applied-for mark MAGNUM
MAXFIRE, and found the goods not to be substantially the same,
as required for invocation of Morehouse. Turning to the du Pont
analysis, the Board found the dominant element of each mark to
be MAGNUM and therefore found the marks to be “highly similar
in appearance, sound and connotation,” and “the similarities in the
overall commercial impression engendered by the marks as a
whole” to “greatly outweigh the differences.”é! As to the goods, the
Board found them to be complementary and related. Brinkmann
pointed to its twenty-five years of use of MAGNUM MAX without
any incident of actual confusion, but the Board refused to
extrapolate this lack of actual confusion regarding MAGNUM
MAX for spotlights to the MAGNUM MAXFIRE mark for
flashlights. And so the Board found confusion likely and sustained
this opposition.

In the second opposition, Brinkmann challenged Mag’s
application to register the mark MAG STAR for flashlights and
flashlight accessories in view of the registered mark MAXSTAR for
“electric lanterns.” Mag trotted out a “family of marks” argument
in defense, contending that, because of the alleged fame of the
“MAG” family of marks, consumers would understand that its
products came from Mag. The Board, however, pointed out once
again that the family-of-marks doctrine is not available as a
defense in an inter partes proceeding.®?2 The Board sustained the
opposition, finding the marks “very similar” and the goods related.

Productos Lacteos Tocumbo S.A. de C.V. v.
Paleteria La Michoacana, Inc.
After devouring several flavorful evidentiary and procedural

issues, discussed below,% the Board turned its attention to the
rather flavorless Section 2(d) issues. It granted this petition for

60. See Morehouse Mfg. Corp. v. J. Strickland & Co., 407 F.2d 881, 160 U.S.P.Q. 715,
717 (C.C.P.A. 1969) (no injury from registration of BLUE MAGIC for pressing oil when
applicant owned prior registration for BLUE MAGIC for hair dressing and “while there are
trifling differences [between the marks] it takes careful inspection to detect them and the
record showed the products sold under the two marks were ‘one and the same™).

61. 96 U.S.P.Q.2d at 1713.

62. See, e.g., Baroid Drilling Fluids Inc. v. Sun Drilling Prods., 24 U.S.P.Q.2d 1048
(T.T.A.B. 1992).

63. See Parts III.A.14.a and II1.A.14.e(6), infra.
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cancellation of a registration for the mark LA INDITA
MICHOACANA & Design (illustrated below) for “ice cream and
fruit products, namely fruit bars,” on the ground of likelihood of
confusion with the petitioner’s marks LA MICHOACANA, LA
MICHOACANA NATURAL, and LA MICHOACANA NATURAL &
Design, and its “Indian girl” design, registered and/or used for the
same goods.’* The Board found the “Indian girl” portion of the
respondent’s mark to be “remarkably similar” to the petitioner’s
design and found that as to the word marks, LA INDITA
MICHOACANA meant “the Indian girl or woman from
Michoacan.” There was no evidence that “Michoacana” had any
meaning in the United States vis-a-vis ice cream. The respondent
pointed to the lack of proof of actual confusion, but the Board
observed that such lack of evidence was meaningful only if there
had been an appreciable opportunity for confusion. Here the marks
of the respective parties were used in discrete geographical
regions, and so the lack of actual confusion evidence was not
probative. The Board concluded that the respondent’s mark was
similar to the petitioner’s aforementioned marks. Finally, the
petitioner had pleaded another mark, LA FLOR DE MICHOACAN
& Design, but the Board found that the differences between that
mark and the respondent’s mark outweighed any similarities.

R,
3 B

(%4
’, O
Choac®

Rocket Trademarks Pty Ltd. v. Phard S.p.A.

Third-party registrations and website evidence helped
convince the Board that the term “ZU” in the applicant’s stylized
mark ZU ELEMENTS would suffice to distinguish the mark over
the registered mark ELEMENT for overlapping clothing items and

64. Productos Lacteos Tocumbo S.A. de C.V. v. Paleteria La Michoacana, Inc., 98
U.S.P.Q.2d 1921 (T.T.A.B. 2011).
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bags.%5 The Board found this case “akin to” Knight Textile Corp. v.
Jones Investment Co.,%6 where it deemed the mark NORTON
MCNAUGHTON ESSENTIALS to be registrable over
ESSENTIALS for identical clothing items because the shared term
was “highly suggestive as applied to the parties’ [clothing].”67 The
applicant submitted numerous third-party registrations as well as
evidence of third-party use of marks incorporating the word
“elements” for clothing. The Board found that, although these
registrations were not evidence of use of the marks, they did
indicate that the term ELEMENTS had some significance in the
clothing industry, as in “essential” clothing items or the
“fundamentals” of one’s wardrobe.

Hunt Control Systems, Inc. v.
Koninklijke Philips Electronics N.V.

After an extensive analysis of the meanings of the marks, the
Board sustained this opposition to Philips’ application to register
the mark SENSE AND SIMPLICITY for “electrical light dimmers,
electrical circuit boards, printed circuit boards, electrical circuits
for electrical conduction, printed circuits, electrical and
controllers,” in light of Opposer Hunt’s mark SIMPLICITY for
“electrical light dimmers and lighting control panels.”®® Philips
conceded that Hunt had prior common law rights in its mark. The
Board found the involved goods to be, in part, legally identical and
presumed therefore that they traveled through the same trade
channels to the same classes of purchasers. As to the
sophistication of purchasers, the goods included items bought by
individual homeowners at the retail store level, and those
purchasers would exercise only an ordinary amount of care. As to
the marks, the Board noted that the proposed mark, SENSE AND
SIMPLICITY, incorporated Hunt’s previously used and registered
mark, SIMPLICITY, “in its entirety.”¢?

Philips contended that SIMPLICITY was “highly suggestive,
laudatory, and weak” and thus was “only entitled to a narrow
scope of protection.””® The Board agreed that the numerous
registrations for marks containing SIMPLICITY or SIMPLE, and
the parties’ own use of the word “simple,” weakened the scope of
protection for Hunt’s mark. However, this suggestiveness was not

65. Rocket Trademarks Pty Ltd. v. Phard S.p.A., 98 U.S.P.Q.2d 1066 (T.T.A.B. 2011).
66. Knight Textile Corp. v. Jones Investment Co., 75 U.S.P.Q.2d 1313 (T.T.A.B. 2005).
67. Id. at 1315.

68. Hunt Control Sys., Inc. v. Koninklijke Philips Elecs. N.V., 98 U.S.P.Q.2d 1558
(T.T.A.B. 2011).

69. Id. at 1566.
70. Id.
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fatal to Hunt’s opposition because “even weak marks are entitled
to protection against confusion.”” Philips further contended that
the word SENSE was the dominant portion of its mark, because it
appeared first and was “ambiguous” in meaning. The Board,
however, did not find any ambiguity, concluding that consumers
would understand the word “sense” as suggesting that the
products were practical and “mald]le sense.” Given the
suggestiveness of the terms “simplicity” and “sense,” the overall
commercial impressions or connotations created by the marks are
similar. Finally, the Board rejected Philips’ suggestion that
SENSE AND SIMPLICITY was a unitary mark, finding no altered
connotation arising out of the combination of the two words. And
so the Board found that this first du Pont factor favored Hunt.
Concluding that confusion was likely, and resolving any doubts
against Philips, the Board sustained the opposition.

In re Kysela Pere et Fils, Ltd.

In case after case, the Board has found various alcoholic
beverages to be related for purposes of its Section 2(d) du Pont
analysis. Typically, third-party registrations and website evidence
will convince the Board that consumers are accustomed to seeing
different alcoholic beverages, for example, beer and wine, emanate
from the same source under the same mark. That’s what happened
here.”? Despite the applicant’s spirited argument, the Board
deemed wine and beer to be related goods and so it affirmed a
Section 2(d) refusal to register the mark HB for wine, finding it
confusingly similar to two registered design marks (shown below)
for beer.

The Board was, not surprisingly, unimpressed by the
applicant’s attempt to distinguish the marks based on the
registrant’s history as the royal brewhouse of Bavaria, Germany,
in the 16th century, and it brushed aside the argument that the
registered marks could be read as “I-B” with the observation that
many would view the letters as “HB.” Furthermore, because the

71. Id. at 1567; see King Candy Co. v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 182
U.S.P.Q. 108, 109 (C.C.P.A. 1974) (“likelihood of confusion is to be avoided, as much
between ‘weak’ marks as between ‘strong’ marks, or as between a ‘weak’ and ‘strong’
mark.”).

72. In re Kysela Pere et Fils, Ltd., 98 U.S.P.Q.2d 1261 (T.T.A.B. 2011).
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applicant’s mark was in standard character form, a registration
would provide protection for the applicant’s use of HB with a
shared vertical element. In sum, because the letter combination
“HB” dominated the registered marks, the Board concluded that
the involved marks were similar in overall appearance.

As to the relatedness of the goods, the Examining Attorney
submitted a substantial number of third-party registrations (about
twenty being probative) showing that various entities had
registered a single mark for both beer and wine. The applicant
sharpened its pencil and argued that there were thousands of
applications and registrations that included only beer or wine in
their identification of goods, and so the handful of registrations
submitted by the United States Patent and Trademark Office
(USPTO) constituted “a negligible percentage (.00025-.00053),”73
insufficient to establish a relationship between the goods.

Again, the Board was not persuaded. First, it criticized the
applicant’s methodology and its failure to provide complete
information regarding the USPTO records. Second, it pointed out
that there was no requirement that the Examining Attorney
submit all registrations listing beer and wine. It concluded that
this third-party registration evidence sufficed to establish the
relatedness of the goods. Website evidence showing that various
companies made and sold both wine and beer bolstered that
conclusion.

Although the USPTO and the applicant argued over whether
wine was within the natural zone of expansion of the registrant,
the Board pointed out that this doctrine was “more appropriate to
inter partes cases.”’ In the context of an ex parte proceeding, “the
analysis should be whether consumers are likely to believe that
the services emanate from a single source, rather than whether the
owner of the cited registration has or is likely to expand its
particular business to include the goods of applicant.”?

Observing that the goods would be sold in the same trade
channels to the same classes of consumers, who were not
particularly sophisticated, the Board affirmed the Section 2(d)
refusal to register.

73. Id. at 1264.
74. 1d. at 1266.
75. Id.
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B. Likelihood of Confusion Not Found

Citigroup, Inc. v. Capital City Bank Group, Inc.

The Federal Circuit affirmed the Board’s decision in Citigroup
Inc. v. Capital City Bank Group, Inc.,’® ruling that the Board had
properly applied the du Pont factors in dismissing Citibank’s
Section 2(d) opposition to registration of four standard character
marks that include the phrase CAPITAL CITY BANK.?” Citibank
dropped its dilution claim on appeal, and instead focused on the
two du Pont factors that the Board decided in Capital City Bank’s
favor: the dissimilarity of the marks and the lack of actual
confusion.

The appellate court ruled that substantial evidence supported
the Board’s factual finding that the CAPITAL CITY BANK marks
and the mark CITIBANK were “dissimilar in appearance, sound,
connotation, and commercial impression.”’® The court did,
however, conclude that the Board erred in its view that only
“reasonable” manners of depicting a standard character mark were
to be considered.

Neither Phillips nor any other opinion of the United States
Court of Customs and Patent Appeals, our predecessor court,
or this court has endorsed the T.T.A.B.’s “reasonable manner”
limitation of variations evaluated in the DuPont analysis.

The T.T.A.B.’s “reasonable manner” standard limits the range
of marks considered in the DuPont analysis. ... The T.T.A.B.
should not first determine whether certain depictions are
“reasonable” and then apply the DuPont analysis to only a
subset of variations of a standard character mark. The
T.T.A.B. should simply use the DuPont factors to determine
the likelihood of confusion between depictions of standard
character marks that vary in font style, size, and color and the
other mark. As explained in Phillips, illustrations of the mark
as actually used may assist the T.T.A.B. in visualizing other
forms in which the mark might appear.”™

As to the lack of actual confusion evidence, the court concluded
that substantial evidence supported the Board’s factual finding.
Citigroup argued that the lack of actual confusion was not
significant, because Capital City Bank had “not used all of the

76. Citigroup Inc. v. Capital City Bank Grp, Inc., 94 U.S.P.Q.2d 1645 (T.T.A.B. 2010)
(discussed in the 63rd United States Annual Review, 101 TMR 340-41 (2011)).

77. Citigroup, Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 98 U.S.P.Q.2d 1253
(Fed. Cir. 2011).

78. Id. at 1259.
79. Id. at 1258-59.
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potential variations of the standard character mark.”s0 The court
was not persuaded: “Although the most potentially confusing form
of CCB’s marks, that is, a version deemphasizing ‘Capital’ and
emphasizing ‘City Bank,” has not yet been used, the critical words
are all in use and there is no evidence of actual confusion.”s!
However, the Federal Circuit also noted that the actual confusion
factor was of “limited probative value in this case.”82

Finally, the Federal Circuit agreed with the Board’s legal
conclusion of no likelihood of confusion.

In re HerbalScience Group, LLC

The Board reversed a Section 2(d) refusal to register the mark
MINDPOWER for botanical extracts for use in the manufacture of
various products, including nutraceuticals, finding it not likely to
cause confusion with the registered mark MIND POWER RX for
“dietary and nutritional supplements.”® Third-party registration
evidence demonstrated that many entities had adopted a single
mark for the involved goods, but the applicant successfully argued
that the trade channels and classes of customers for the goods did
not overlap because the purchasers of dietary and nutritional
supplements would never encounter the applicant’s goods. The
applicant’s botanical extracts are sold to manufacturers of
medicinal, pharmaceutical, herbal, and food products, while
registrant’s goods would be found in drug stores and health food
stores. The Board observed that there were no limitations as to
trade channels in the involved application and registration and
therefore the goods must be presumed to travel in the normal
channels of trade for those goods. But there was nothing in the
record to show that dietary and nutritional supplements were sold
to the manufacturers that would purchase the applicant’s goods.
Moreover, the buyers of the applicant’s goods would be
knowledgeable and careful purchasers. Although the Board agreed
with the Examining Attorney (and the applicant) that the
registrant’s products might be purchased by ordinary consumers
on impulse, those consumers would be unaware of the applicant’s
goods and mark, and therefore confusion as to source would not be
likely.

80. Id. at 1260.

81. Id.

82. Id. at 1261.

83. In re HerbalScience Grp., LLC, 96 U.S.P.Q.2d 1321 (T.T.A.B. 2010).
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Coach Services, Inc. v. Triumph Learning LLC

The Board dismissed this three-pronged opposition brought by
the owner of the registered mark COACH for leather goods and
various other consumer items.8 The opposer contended that
Applicant Triumph’s mark COACH for educational test
preparation materials would be likely to cause confusion with, or
dilution of, the opposer’'s COACH mark.85 Thirdly, the opposer
claimed that Triumph’s mark COACH was merely descriptive of
Triumph’s goods.86

The Board found the opposer’s mark COACH to be famous for
purposes of the likelihood of confusion analysis, based in part on
annual sales of $3.5 billion and advertising expenditures of $10 to
$60 million per year. However, fame proved not to be enough for
victory. The Board found the involved goods to be dissimilar and
unrelated, and the channels of trade to be distinct. Most
importantly, the Board found that the marks created different
connotations and commercial impressions. The opposer’'s COACH
mark, when used in connection with fashion accessories, was
either arbitrary or suggestive of travel accommodations, such as by
stagecoach, train, or motor coach, thereby engendering the
commercial impression of a traveling bag. The applicant’s COACH
mark, on the other hand, called to mind a tutor who prepares a
student for an examination. Balancing the relevant du Pont
factors, the Board found confusion unlikely, and it dismissed the
2(d) claim.

In re Giovanni Food Co.

The Board reversed a Section 2(d) refusal to register the mark
JUMPIN’ JACKS for barbecue sauce in view of the registered
mark JUMPIN JACK’S for catering services.8” In an extension of
existing precedent, it ruled that the USPTO had failed to provide
the “something more” required by Jacobs v. International
Multifoods Corp.,88 to show that food items were related to catering
services. The applicant did not contest that the marks were
“similar.” The real question was whether barbecue sauce and
catering services are sufficiently related that confusion of source
was likely. The Board noted for the umpteenth time that there is
no per se rule that restaurant services and food products are

84. Coach Servs., Inc. v. Triumph Learning LLC, 96 U.S.P.Q.2d 1600 (T.T.A.B. 2010).
85. The dilution issue is discussed in Part III.A.2, infra.

86. The mere descriptiveness issue is discussed in Part III.A.5, infra.

87. In re Giovanni Food Co., 97 U.S.P.Q.2d 1990 (T.T.A.B. 2011).

88. dJacobs v. Int’l Multifoods Corp., 212 U.S.P.Q. 641 (C.C.P.A. 1982).
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related.®® In order to establish such a likelihood of confusion, the
USPTO had to “show something more than that similar or even
identical marks” are used for food products and for restaurant
services.”® The Board deemed it “appropriate” to apply the
“something more” requirement to other services involving prepared
foods, such as catering services.

The Examining Attorney relied on third-party registrations
showing that a single mark had been registered for both “barbeque
sauce” and “restaurant and catering services,” and on website
printouts “showing that barbeque restaurant and catering services
and barbeque sauce” were “offered under the same mark from a
single source.”” The Board pointed out, however, that the
proffered websites and all but one of the registrations involved
restaurant and catering services specializing in barbecue. “The
mere fact that some restaurants that specialize in barbeque also
provide catering services and sell barbeque sauce is not sufficient
to establish a relationship between catering services in general
and barbeque sauce.[2] ... There is no evidence that registrant’s
catering services specialize in barbeque.”?3 Moreover, nothing in
the record demonstrated that the cited mark was a “very unique,
strong” term like the mark MUCKY DUCK in In re Mucky Duck
Mustard.?* In short, there was insufficient evidence to show that
barbeque sauce and catering services were related.

PART II. EX PARTE CASES
By John L. Welch

A. United States Court of Appeals for the Federal Circuit
1. Inherent Distinctiveness

In re Chippendales USA, Inc.

The U.S. Court of Appeals for the Federal Circuit affirmed the
Board’s decision? holding that Chippendales’ “Cuffs & Collar”

89. See Lloyd’s Food Prods., Inc. v. Eli’s, Inc., 987 F.2d 766, 25 U.S.P.Q.2d 2027 (Fed.
Cir. 1993).

90. In re Giovanni Food Co., 97 U.S.P.Q.2d at 1991 (quoting Jacobs, 212 U.S.P.Q.2d at
642) (emphasis added by T.T.A.B.).

91. Id. at 1991.
92. See In re Coors Brewing Co., 68 U.S.P.Q.2d 1059, 1063 (Fed. Cir. 2003).
93. In re Giovanni Food Co., 97 U.S5.P.Q.2d at 1992.

94. In re Mucky Duck Mustard, 6 U.S.P.Q.2d 1467, 1469 (T.T.A.B. 1988) (MUCKY
DUCK for mustard found confusingly similar to MUCKY DUCK for restaurant services).

95. In re Chippendales USA, Inc., 90 U.S.P.Q.2d 1535 (T.T.A.B. 2009) (discussed in the
62nd United States Annual Review, 101 TMR 27-29 (2011)).
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costume mark was not inherently distinctive for “adult
entertainment services, namely exotic dancing for women.”9
Applying the Seabrook test?” for product packaging, the Federal
Circuit agreed with the Board that the Chippendales’ mark was a
mere variant or refinement of the well-known Playboy mark that
combined cuffs and collar with bunny ears.

The court first considered whether Chippendales’ ownership of
a Lanham Act Section 2(f)? registration for this same mark
rendered the question moot. Chippendales urged that a
registration issued without a Section 2(f) showing was a stronger
and more readily enforceable registration. The court agreed,
observing that, although Chippendales’ particular situation was
unlikely to arise again, there would be “potential collateral
consequences” flowing from the particular form of registration, and
this would create a “viable controversy.”

Chippendales argued that inherent distinctiveness should be
determined as of the time the mark is first used, while the USPTO
asserted that it should be measured at the time of registration. The
court agreed with the USPTO, concluding that it would be unfair for
an applicant to benefit by delaying its application for registration in
order to gain a more favorable date for measuring distinctiveness.
Under such a scheme, an applicant could preempt intervening
users, who may have relied on the fact that registration based on
inherent distinctiveness had not been sought earlier.

According to the Federal Circuit, the Board erred in
suggesting that any costume in the context of the adult
entertainment industry would lack inherent distinctiveness, but
the Board was correct in its ultimate conclusion: under the third
Seabrook factor: the “Cuffs & Collar” mark constituted “a mere
refinement of a commonly-adopted and well-known form of
ornamentation for a particular class of goods.”®® The Board had
found that the “Cuffs & Collar” mark was not inherently
distinctive in light of the Playboy mark. Chippendales limply

96. In re Chippendales USA, Inc., 622 F.3d 1346, 96 U.S.P.Q. 2d 1681 (Fed. Cir. 2010).

97. Seabrook Foods, Inc. v. Bar-Well Foods, Ltd., 568 F.2d 1342, 196 U.S.P.Q. 289
(C.C.P.A. 1977). The Board had stated that under Seabrook it must consider the evidence
related to the applicant’s “Cuffs & Collar” mark and determine:

1. whether the Cuffs & Collar Mark is a common basic shape or design; 2. whether the
Cuffs & Collar Mark is unique or unusual in the particular field; 3. whether the Cuffs
& Collar Mark is a mere refinement of a commonly-adopted and well-known form of
ornamentation for a particular class of goods or services viewed by the public as a
dress or ornamentation for the goods or services; or 4. whether the Cuffs & Collar
Mark is capable of creating a commercial impression distinct from any accompanying
words.

In re Chippendales, 90 U.S.P.Q.2d at 1539.
98. 15 U.S.C. § 1052().
99. Seabrook, 568 F.2d at 1344.
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argued that there were separate markets for male adult
entertainment and female adult entertainment, and therefore the
Playboy bunny suit was not relevant. The court, however, saw no
reason to disturb the Board’s finding that the relevant market was
adult entertainment, not adult entertainment specifically for
women.

Finally, Chippendales quixotically offered its own “better test”
for inherent distinctiveness, maintaining that the Supreme Court’s
decision in Wal-Mart'® was at odds with Seabrook and that
Seabrook should therefore be overruled. The court, however,
pointed out that the Supreme Court expressed no disagreement
with Seabrook (although rejecting it as a test for product
configuration marks). In any event, the Federal Circuit panel
pointed out that it was bound by Seabrook and that only the court
en banc could overturn it.

B. Trademark Trial and Appeal Board
1. Inherent Distinctiveness
In re Chevron Intellectual Property Group LLC

A punster might say that Chevron simply ran out of gas in its
attempt to register the shape of its “pole spanner sign” (illustrated
below) for “vehicle service station services and automobile
maintenance and repair services.”l%! The Board found that the
design comprised non-distinctive trade dress that had not acquired
distinctiveness. The Board again applied the C.C.P.A.’s Seabrook%2
test to determine whether Chevron’s spanner design was
inherently distinctive trade dress. Chevron argued that its three-
dimensional, six-sided shape was distinctive and created a
commercial impression separate from any other matter on the pole
spanner. The Examining Attorney submitted photographs of pole
spanner signs from other service stations, maintaining that
Chevron’s design was nothing more than a refinement of common
and well-known pole spanner shapes. The Board agreed, finding
that under the third and fourth Seabrook factors, the design was a
mere refinement of a common form of ornamentation that does not
create its own commercial impression. In short, it was not
inherently distinctive.

100. Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 210-11 (2000).
101. In re Chevron Intellectual Prop. Grp. LLC, 96 U.S.P.Q.2d 2026 (T.T.A.B. 2010).
102. Seabrook, 568 F.2d at 1344.
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2. Acquired Distinctiveness
In re Chevron Intellectual Property Group LLC

Having failed on the inherent distinctiveness issue, Chevron
claimed acquired distinctiveness in its pole spanner design,
pointing out that it had used the design since 1988 at about 8,000
gas stations across the country, which were visited 467 to 667
million times between 2007 and 2008.103 The Examining Attorney
noted that, in the evidence of record, there was no mention made of
the specific design features that Chevron claimed would be
recognized by consumers. The Board observed that the amount of
evidence necessary to establish acquired distinctiveness varies
with the nature of the mark and its manner of usage.l®¢ Here,
because the subject design was a mere refinement of a commonly
used design, Chevron faced a relatively high hurdle for
establishing acquired distinctiveness. Even assuming Chevron’s
stations were highly successful, the Board pointed out, success
would not itself demonstrate that the spanner design was
perceived as a source indicator. Chevron did not offer any “look for”
advertisements promoting the design as a source indicator, nor
any evidence to show that its customers viewed the design as a
mark. And so the Board found that Chevron had failed to establish
acquired distinctiveness under Section 2(f).

In re Thomas Nelson, Inc.

Reversing a refusal to register the mark NKJV for bibles, the
Board found that, in light of the applicant’s long use, substantial

103. In re Chevron Intellectual Prop. Grp. LLC, 96 U.S.P.Q.2d 2026 (T.T.A.B. 2010).

104. See, e.g., Yamaha Int’l Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 6 U.S.P.Q.2d
1001, 1008 (Fed. Cir. 1988) (where the product design sought to be registered was common
or ornamental, applicant has an “unusually heavy burden” to show acquired
distinctiveness); In re Owens-Corning Fiberglas Corp., 774 F.2d 1116, 227 U.S.P.Q. 417, 424
(Fed. Cir. 1985) (“By their nature color marks carry a difficult burden in demonstrating
distinctiveness and trademark character”).
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sales and advertising, and ownership of two incontestable
registrations issued under Section 2(f) for marks that included the
term NKJV, the mark had acquired distinctiveness.1%5 The Board
pointed out that, for NKJV to be merely descriptive of bibles, the
evidence must show that (1) NKJV was an abbreviation for “New
King James Version,” (2) “New King James Version” was merely
descriptive of bibles, and (3) a relevant consumer viewing NKJV in
connection with bibles would recognize it as an abbreviation of the
term “New King James Version.” First, the Board concluded that
NKJV was an abbreviation for New King James Version, based on
Acronymfinder.com and other website evidence, and on the
practice of using various acronyms or initials for various version of
the Bible. Furthermore, the applicant’s own registered mark
NKJV NEW KING JAMES VERSION suggested that NKJV was
an acronym for NEW KING JAMES VERSION. Next, based on
dictionary definitions and website evidence, the Board found that
NEW KING JAMES VERSION was descriptive of a particular
version of the Bible. Finally, the website evidence demonstrated
that consumers would recognize NKJV as an abbreviation for
“New King James Version.” In view of the applicant’s evidence of
acquired distinctiveness and its two incontestable 2(f)
registrations, the Board expressed its displeasure that this matter
was not resolved without the need for an appeal, remarking that
the Examining Attorney’s position that the mark lacked acquired
distinctiveness appeared “illogical on its face.”106

In re Van Valkenburgh

After finding this applicant’s design for a motorcycle stand to
be unregistrable on the ground of functionality,'9” and
emphasizing that a functional design is ipso facto unregistrable,
the Board considered the alternative refusal based on lack of
acquired distinctiveness.'® Van Valkenburgh claimed 16 years of
continuous and exclusive use of the design, and he submitted 14
declarations from consumers, 23 “consumer surveys,” and proof of
intentional copying by infringers. Not good enough, said the Board:
“First, applicant’s 16 years of use is substantial but not necessarily
conclusive or persuasive considering that its mark is a product
configuration.”'% According to the Board, popularity or commercial

105. In re Thomas Nelson, Inc., 97 U.S.P.Q.2d 1712 (T.T.A.B. 2011).
106. Id. at 1718.

107. In re Van Valkenburgh, 97 U.S.P.Q.2d 1757 (T.T.A.B. 2011); the functionality issue
is discussed in Part I1.B.8, infra.

108. Of course, under the Supreme Court decision in Wal-Mart Stores, Inc. v. Samara
Bros., Inc., 529 U.S. 205 (2000), a product configuration can never be inherently distinctive.

109. In re Van Valkenburgh, 97 U.S.P.Q.2d at 1766; see In re R.M. Smith, Inc., 734 F.2d
1482, 222 U.S.P.Q. 1, 3 (Fed. Cir. 1984) (eight years of use not sufficient evidence of
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success of the product do not automatically demonstrate that
consumers recognize the shape as a source indicator.

Van Valkenburgh declined to provide sales figures, citing
confidentiality concerns; he also declined to offer information
regarding advertising expenditures or market share. His “surveys”
were questionnaires filled out by several people at motorcycle
events, and the Board treated them as mere declarations: “To put
the matter simply, that 16 people in the entire ‘Sportbike
Motorcycle/Motorsports Industry’ through applicant’s 16 years of
doing business, have come to recognize applicant’s product
configuration as a trademark for motorcycle stands is not
persuasive.”!10 Finally, the Board refused to accept the applicant’s
evidence of copying as probative of acquired distinctiveness
because “[w]here the proposed mark is a product design, the copier
may be attempting to exploit a desirable product feature, rather
than seeking to confuse customers as to the source of the
product.”!1! And so the Board affirmed the alternative refusal.

3. Genericness

In re Trek 2000 International Ltd.

In a case whose outcome was surprising to more than a few,
the Board reversed a refusal to register the mark THUMBDRIVE
for portable electronic storage devices, ruling that the USPTO had
failed to meet its burden to provide the required clear evidence to
support its genericness refusal.l’2 The record included both
trademark and generic uses, as well as evidence of lack of
competitor use, which, at a minimum, created doubt “sufficient to
tip the balance in favor of registration.”!13

The Board stepped back to view the policy behind genericness
refusals: to prevent harm resulting from monopolization of a term
that should be available to competitors. A finding of genericness is
a “fateful step” that tosses the term into the public domain, a step
not to be taken “until the trademark has gone so far toward
becoming the exclusive descriptor of the product that sellers of

acquired distinctiveness for the configuration of pistol grip water nozzle for water nozzles);
In re ic! berlin brillen GmbH, 85 U.S.P.Q.2d 2021, 2023-24 (T.T.A.B. 2008) (five years of use
not sufficient to establish acquired distinctiveness for a configuration of an earpiece for
sunglasses and spectacles); In re Ennco Display Sys. Inc., 56 U.S.P.Q.2d 1279, 1286
(T.T.A.B. 2000) (applicant’s use of product designs ranging from 7 to 17 years insufficient to
bestow acquired distinctiveness).

110. In re Van Valkenburgh, 97 U.S.P.Q.2d at 1768.

111. Id.

112. In re Trek 2000 Int’l Ltd., 97 U.S.P.Q.2d 1106 (T.T.A.B. 2010).

113. Id. at 1114.
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competing brands cannot compete effectively without using the
name to designate the product they are selling.”!14

The Examining Attorney relied on excerpts from various
Internet websites showing that several retailers use the term
“thumb drive” generically for portable data storage devices. Trek
pointed to its ownership of a Supplemental Registration for
THUMBDRIVE for various computer-related goods, including
apparatus for storing data, arguing that the Examining Attorney
had not met her evidentiary burden because the record raised
doubt about whether the mark was generic.

Trek’s evidence showed that it coined the term
THUMBDRIVE in 2000, that its sales exceeded $4 million from
2002 through 2007, that it advertised and promoted the mark and
authorized others to co-brand and sell USB storage devices bearing
the mark, and that it policed the mark. It also submitted Internet
pages showing media usage of THUMBDRIVE as a brand name, a
Wikipedia entry referring to the term as a trademark, and
“negative” dictionary evidence (i.e., evidence that the term does not
appear in certain dictionaries).

The Board particularly noted the absence of generic use of the
terms THUMBDRIVE or THUMB DRIVE by competitors during
the applicant’s ten years of use of THUMBDRIVE. Instead,
competitors call their devices “flash drives,” demonstrating the
lack of a competitive need for the term “thumb drive.” “[W]here the
record demonstrates both trademark and generic uses, evidence of
the lack of competitor use, at a minimum, may create doubt
sufficient to tip the balance in favor of registration.”’’> The Board
found this case to be similar to In re America Online Inc.''6 in its
“mixed record on the question of genericness.”!'7 Such a mixed
record creates a doubt that must be resolved in favor of the
applicant.

Recognizing that its genericness determination is an “all or
nothing” proposition and that the USPTO’s evidentiary burden to
prove genericness is a heavy one, the Board refused to take the
“fateful step” of full “eradication” of Trek’s rights. The Board
distinguished this case, involving “a coined term used as a
trademark [and] quickly taken up by the public but not by
competitors,’!18 from those in which a term was in the public

114. Id. at 1108 (quoting Ty Inc. v. Softbelly’s Inc., 353 F.3d 528, 69 U.S.P.Q.2d 1213,
1215 (7th Cir. 2003)).

115. In re Trek 2000 Int’l Ltd., 97 U.S.P.Q.2d at 1114.

116. In re Am. Online Inc., 77 U.S.P.Q.2d 1618 (T.T.A.B. 2009) (reversing genericness
refusals of INSTANT MESSENGER and AOL INSTANT MESSENGER for electronic
messaging services).

117. In re Trek 2000 Int’l Ltd., 97 U.S.P.Q.2d at 1113.
118. Id. at 1114.
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domain at the time of adoption (e.g., POCKET BOOK9) and those
where the term is simply a combination of generic terms (e.g.,
SCREENWIPE!20),

The reader will note that the outcome of the genericness issue
could be different in an inter partes context, where an adversary
might offer survey evidence, or in an infringement context, where
the genericness question may not be an “all or nothing” proposition
because the court may craft injunctive relief that “protect[s]
trademark significance while allowing other generic uses.”2!

There is a lesson here for trademark owners trying to fend off
a potential claim of genericness: actively police your mark, hound
the media about using the mark correctly, and insist that
dictionaries recognize the mark as a trademark. Also note that
Wikipedia is available for posting a favorable entry regarding the
mark. A trademark owner, particularly in the case of a very strong
and unique mark, will never be able to stop all improper usage by
ordinary consumers (on eBay, Twitter, and the like). Nonetheless,
a reasonable policing effort is the price of creating and maintaining
a strong trademark. In that regard, the owner might take some
solace in the Board’s observation regarding the modern media:

Today, with a 24-hour news cycle and 24/7 online global
activity, undoubtedly many trademarks are misused
repeatedly, perhaps, in part, because there is less time for
editing and reflection before news reports or blog posts are
released, and, in part, because what was the casual spoken

word between people is now the written word posted to the
world.122

In re Greenliant Systems, Litd.

In an interesting companion case to Trek, the Board affirmed a
refusal to register the term NANDRIVE, finding it generic for
“electronic integrated circuits.”23 Alternatively, it found the term
to be merely descriptive and lacking in acquired distinctiveness.
The Examining Attorney relied on a number of Internet web pages
and dictionary definitions in contending that “applicant’s
electronic integrated circuits are memory storage devices which
utilize NAND flash memory technology or are flash memory

119. In re Ex Parte Pocket Books, Inc., 91 U.S.P.Q. 182, 185 (Chief Examiner 1951).
120. In re Gould Paper Corp., 834 F.2d 1017, 5 U.S.P.Q.2d 1110 (Fed. Cir. 1987).

121. In re Trek 2000 Int’l Ltd., 97 U.S.P.Q.2d at 1114; see, e.g., King-Seeley Thermos Co.
v. Aladdin Indus., Inc., 138 U.S.P.Q. 349, 352-353 (2d Cir. 1963) (allowing competitors to
use the term “thermos” with a lower-case “t” but not with the words “original” or genuine”).

122. In re Trek 2000 Int’l Ltd., 97 U.S.P.Q.2d at 1113.
123. In re Greenliant Sys., Ltd., 97 U.S.P.Q.2d 1078 (T.T.A.B. 2010).
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drives. The applicant’s goods are NAND drives.”'?¢ The Board
found the genus of the goods to be “electronic integrated circuits,”
and further that this genus encompasses solid state flash memory
drives. “In other words,” the Board stated, “while the broad
category of goods in the present case may be electronic integrated
circuits, there is a narrower category of solid state flash drives
within that broad category.”'?5 Relevant precedent holds that
“registration is properly refused if the subject matter for
registration is generic of any one of the goods for which
registration is sought.”!26 The Board then found “clear evidence to
support a finding that the relevant public, when it considers
NANDRIVE in conjunction with electronic integrated -circuits,
readily understands that term as identifying a type of electronic
integrated circuit, namely, a solid-state flash drive.”'2” The Board
deemed the combination, or “telescoping,” of the terms “NAND”
and “drive” to be immaterial because any purchaser would
recognize the combination as meaning “NAND drive.”

Applicant Greenliant pointed out that 48 of 52 hits for
NANDRIVE in an Internet search referred to its devices, as did all
132 Lexis/Nexis hits. The Board was not impressed:

First, as indicated above, because applicant may be the only
user of the compound term NANDRIVE, its internet and
Lexis/Nexis hits are going to be heavily skewed to articles
referencing applicant. Second, it is not clear to us how
consumers will perceive the term NANDRIVE as used in the
articles. . .. There is simply no evidence to support applicant’s
claim that consumers will perceive NANDRIVE or NANDrive
as a trademark or anything other than a generic term.128

Turning to the Section 2(e)(1)!2% refusal, and assuming
arguendo that NANDRIVE was not generic, Greenliant relied on
the fact that it was the only user of the term (beginning its use in
2007). But the Board was again not impressed: “This evidence
merely demonstrates that applicant is the only company that
misspells the term NAND drive, not that the relevant consumers
of such products have come to view the designation NANDRIVE as
applicant’s source identifying trademark.”?30 The Board found that,

124. Id. at 1079.
125. Id. at 1082.

126. Id.; see, e.g., In re Analog Devices, Inc., 6 U.S.P.Q.2d 1808, 1810 (T.T.A.B. 1988),
affd, 871 F.2d 1097, 10 U.S.P.Q.2d 1879 (Fed. Cir. 1989) (unpublished) (registration is
properly refused if the subject matter for registration is generic of any one of the goods for
which registration is sought).

127. In re Greenliant Sys., Ltd., 97 U.S5.P.Q.2d at 1083.
128. Id. at 1084.

129. 15 U.S.C. § 1052(e)(1).

130. In re Greenliant Sys., Ltd., 97 U.S.P.Q.2d at 1084.
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given the highly descriptive nature of NANDRIVE, the applicant’s
Section 2(f)13!  evidence fell “far short” of establishing
distinctiveness. “Notably,” the Board stated, “the record contains
little direct or circumstantial evidence that the relevant classes of
purchasers of applicant’s goods view NANDRIVE as a distinctive
source indicator for applicant’s goods.”132 Moreover, Greenliant did
not submit any evidence regarding its sales, advertising, market
share, or renown in the field. And so the Board affirmed the
alternative Section 2(e)(1) refusal.

4. Failure to Function
InreT.S. Designs, Inc.

The Board affirmed a refusal to register the mark “Clothing
Facts” in standard character form for various clothing items, on
the ground that the mark as appearing on the specimens of use
(illustrated below) functions as informational matter and not as a
source-identifier.’33 The Examining Attorney agreed with the
applicant that its “Clothing Facts” label was “reminiscent of the
‘Nutrition Facts’ label required for food products by the United
States Food and Drug Administration (USFDA).” The Board
appreciated that this imagery involved “a humorous play on the
USFDA’s ubiquitous nutrition labeling device” and was “designed
to communicate applicant’s commitment to social justice and
environmental stewardship.”134

Clothing Facts
Amount Per Shirt

% Daily Values
Sweatshop Labor 0%
Pesticides Used 0%
Plastic Prints 0%
Harsh Resins 0%
Certified Organic
Cotton 100%
Water Based Inks  100%
ts

printing tshirts for gnm:im:
02007/

However, the Board agreed with the Examining Attorney that
prospective consumers would view the words “Clothing Facts” as

131. 15 U.S.C. § 1052(D).

132. In re Greenliant Sys., Ltd., 97 U.S.P.Q.2d at 1085.

133. In re T.S. Designs, Inc., 95 U.S.P.Q.2d 1669 (T.T.A.B. 2010).
134. Id. at 1671.
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informational matter, not as a source identifier for the goods. The
Board concluded as follows: “The likelihood that consumers will so
perceive these words on the label is enhanced because the label
contains two clear source identifiers, namely ‘tsdesigns.com’ and
‘printing t-shirts for good,” the latter specifically bearing the
informal ‘TM’ designation, while the phrase Clothing Facts does
not.”135

In re Eagle Crest, Inc.

In affirming a refusal to register the slogan ONCE A

MARINE, ALWAYS A MARINE for various clothing items, the
Board pointed out that

[N]ot every designation that is placed or used on or in
connection with a product necessarily functions ... as a
trademark for said product; not every designation adopted
with the intention that it perform[] a trademark function and
even labeled as a trademark necessarily accomplishes that
purpose; and there are certain designations that are
inherently incapable of functioning as trademarks to identify
and distinguish the source of the products in connection with
which they are used.136

Of course, the decision as to whether a particular designation
functions as a trademark hinges on public perception of the mark,
based on the specimens and other evidence of record showing how
the designation is used in the marketplace.!®” Informational
matter and common laudatory phrases ordinarily used in a
business or industry are not registrable.!38

The Examining Attorney maintained that the slogan at issue,
as it appeared on Eagle Crest’s specimens of use (a T-shirt and a
cap), would be perceived as merely informational and not as a
trademark. Eagle Crest admitted that the phrase was a “motto
associated with and used by and about Marines by them and their
admirers,” and website evidence showed that this slogan was
commonly used on T-shirts and other products.!3® The Board

135. Id.

136. In re Eagle Crest, Inc., 96 U.S.P.Q.2d 1227, 1229 (T.T.A.B. 2010) (quoting Am.
Velcro, Inc. v. Charles Mayer Studios, Inc., 177 U.S.P.Q. 149, 154 (T.T.A.B. 1973)).

137. See In re Volvo Cars of N. Am. Inc., 46 U.S.P.Q.2d 1455 (T.T.A.B. 1998) (DRIVE
SAFELY not registrable because it does not function as a trademark for applicant’s
automobiles).

138. See In re Boston Beer Co. L.P., 53 U.S.P.Q.2d 1056 (Fed. Cir. 1999) (holding THE
BEST BEER IN AMERICA incapable of registration as a trademark for beer). Furthermore,
the more common the phrase, the less likely it will be perceived as a mark. See Reed v.
Amoco Oil Co., 225 U.S.P.Q. 876, 877 (M.D. Tenn. 1984) (On preliminary injunction motion,
plaintiff not likely to prove secondary meaning for the phrase GOIN’ THE EXTRA MILE).

139. In re Eagle Crest, 96 U.S.P.Q.2d at 1229.
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found, moreover, that the applicant’s manner of use of the slogan
would likely reinforce the perception of ONCE A MARINE,
ALWAYS A MARINE as merely informational: Eagle Crest offered
the customer this and eight other military or patriotic messages
for imprinting on a clothing item. The Board declared:

There is no dispute that the phrase ONCE A MARINE,
ALWAYS A MARINE is an old and familiar Marine
expression, and as such it is the type of expression that should
remain free for all to use. In fact, the evidence shows that the
slogan is commonly used in an informational and ornamental
manner on t-shirts and various other retail items produced
and/or sold by others.... Applicant is not entitled to
appropriate the slogan to itself and thereby attempt to prevent
competitors from using it to promote the sale of their own
clothing.140

In re Brouwerij Bosteels

In a case that raised several unique issues, the Board
considered the USPTO’s refusal to register the applied-for mark
(shown in the photograph below) consisting of a flask, flask
holder/stand, scrollwork, and wording, for beer, on the ground that
the alleged mark was “merely a glass” and did not “serve as
product packaging for the applicant’s beer.”'4! The applicant
contended, however, that the mark comprised product packaging
that was either inherently distinctive or had acquired
distinctiveness in view of twenty-five years of use.

The Board noted that the applicant sought to register the
configuration as a trademark for “beer,” not for a “beer glass and
stand with wording and scrollwork.”*#2 Thus the mark was not a

140. Id. at 1230.
141. In re Brouwerij Bosteels, 96 U.S.P.Q.2d 1414, 1415 (T.T.A.B. 2010).
142. Id. at 1420.
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product configuration that would be precluded from being
inherently distinctive under Wal-Mart.143

The Examining Attorney contended that the proposed mark
would be perceived as a mere “serving suggestion” and would not
function as a mark, and further that it was not product packaging
because the beer did not “reside” in the mark.44 The Board,
however, construed the goods to be “beer sold in restaurants, bars,
pubs and the like,” and it deemed the purported mark to be “trade
dress in the nature of product packaging.”'#> Therefore, the issues
to be decided were “whether the alleged mark, i.e., the beer glass
and stand with wording and scrollwork,” was “inherently
distinctive” or had “acquired distinctiveness for beer sold in
restaurants, bars, pubs and the like.”146

To determine whether this packaging was inherently
distinctive, the Board again applied the Court of Customs and
Patent Appeals (C.C.P.A.)’s Seabrook test.!*”7 The Examining
Attorney stated that the configuration was a mere refinement of a
“commonly-adopted style of beer glass” known as a “yard of ale
glass,” relying on Internet web pages showing more than ten
examples of beer-glass-and-stand products described as “Yard,”
“Half Yard,” or “Foot of Ale Glass with Stand.” The Board observed
that these other glasses and stands were not being used as source
indicators and were not associated with particular brands of beer.
It therefore found it “reasonable to assume that the public’s
perception of the alleged mark would be as a mere refinement of
this type of beer glass and stand, rather than an inherently
distinctive indicator of source for the beer served within it in a bar
or restaurant.”*8 The inclusion of the brand name PAUWEL
KWAK and the other wording and scrollwork did not render the
beer glass and stand inherently distinctive.

The applicant pointed to its sale of gift sets comprising bottled
beer and its beer glass and stand, but the Board found that fact
not to be probative of consumer perception regarding use of the
glass and stand as a container in restaurants and bars. Third-
party website evidence was likewise unpersuasive and third-party
registrations for bottle and container designs were irrelevant to
the consideration of the particular configuration here at issue.

143. Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 54 U.S.P.Q.2d 1065
(2000).

144. In re Brouwerij Bosteels, 96 U.S.P.Q.2d at 1416.
145. Id. at 1420.
146. Id.

147. Seabrook Foods, Inc. v. Bar-Well Foods, Inc., 568 F.2d 1342, 196 U.S.P.Q. 289
(C.C.P.A. 1977).

148. In re Brouwerij Bosteels, 96 U.S.P.Q.2d at 1421.
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And so the Board concluded that the applied-for mark was “a
mere refinement of a common Yard, Half Yard, or Foot of Ale glass
with stand” and therefore fell “short of being inherently
distinctive” for the applicant’s goods.14?

As to the second issue, acquired distinctiveness, the Board
agreed with the Examining Attorney that, because the alleged
mark was® highly similar to a specific type of glass and stand for
serving and holding beer,” the applicant’s claim of twenty-five
years of use was insufficient to prove acquired distinctiveness,
particularly without evidence of the extent of use. “[M]ore evidence
would be necessary to show that it has become distinctive of
applicant’s goods, e.g., affidavits or declarations from the ultimate
purchasers and/or unsolicited publicity and references in the
media.”150

In this case, there is simply no evidence that the alleged mark
has ever been promoted by applicant as its trademark in the
United States using “Look for . ..” promotions, and the record
is devoid of evidence that anyone other than applicant regards
a beer glass and stand with wording and scrollwork as a
trademark for beer sold at restaurants, bars, pubs and the
like.151

The applicant lamely argued that it could rely on the transfer of
acquired distinctiveness from its registration of a two-dimensional
mark consisting of a line drawing of a beer glass and stand. The
Board observed that such a transfer of distinctiveness requires
that the two marks be “the same mark,” that is, they must be legal
equivalents.’®2 That was not the case here.

And so the Board affirmed the refusal to register under
Sections 1, 2, and 45 of the Lanham Act!%3 on the ground that the
applied-for mark fails to function as a trademark.

5. Consent of Living Person
In re Hoefflin

In one of those cases that makes you want to ask someone,
“would you have appealed?,” the Board affirmed a rare Section 2(c)
refusal to register the marks OBAMA BAHAMA PAJAMAS,
OBAMA PAJAMA, and BARACK’S JOCKS DRESS TO THE LEFT

149. Id. at 1422.
150. Id. at 1424.
151. Id.

152. See Trademark Rule 2.41(b), 37 C.F.R. § 2.41(b); see also Van Dyne-Crotty, Inc. v.
Wear-Guard Corp., 926 F.2d 1156, 17 U.S.P.Q.2d 1866, 1868 (Fed. Cir. 1991); In re Dial-A-
Mattress Operating Corp., 240 F.3d 1341, 57 U.S.P.Q.2d 1807, 1812 (Fed. Cir. 2001).

153. 15 U.S.C. §§ 1051, 1052, 1127.
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for pajamas and briefs, because the file did not include the written
consent of President Barack Obama, the living individual
identified in the marks.154

Section 2(c) of the Lanham Act!% “absolutely bars the
registration of a designation that identifies a particular living
individual absent written consent.”’%¢ In determining whether a
particular living individual with that “name” would be associated
with the mark, the Board must consider “(1) if the person is so well
known that the public would reasonably assume the connection, or
(2) if the individual is publicly connected with the business in
which the mark is being used.”??” In short, this provision of the Act
“Is intended to protect the intellectual property right of privacy
and publicity that a living person has in his/her identity.”158

The Examining Attorney cited a January 2009 news story
regarding the “Obamification” that the nation had experienced
over the year prior to Barack Obama’s election as President, that
is, the manufacture of words from Obama’s name. One “early
online favorite” was “Obama pajama.”'®® The Board commended
the Examining Attorney (another rarity) for an “excellent job” in
marshalling various media excerpts to demonstrate “the obvious—
namely, that President Barack Obama is extremely well known.”160
Each of the names “Barack” and “Obama” is “so closely associated
with this particular historic individual that the usages of these
names in applicant’s three claimed trademarks will instantly
create an association with the President.”161

Applicant Hoefflin, himself an attorney, weakly claimed that
the terms “Barack” and “Obama” did not refer to any particular
individual, and certainly not to “the United States President
Barack Hussein Obama I1.”162 The Board had no doubt, however,
that the three marks referred to the 44th President of the United
States. Section 2(c) is not limited in scope to full names but
encompasses “surnames, shortened names, nicknames, etc., so long

154. In re Hoefflin, 97 U.S.P.Q.2d 1174 (T.T.A.B. 2010).
155. 15 U.S.C. § 1052(c).
156. In re Hoefflin, 97 U.S.P.Q.2d at 1175.

157. Id. at 1176; see Martin v. Carter Hawley Hale Stores, Inc., 206 U.S.P.Q. 931, 933
(T.T.A.B. 1979) (dismissal of opposition based on Section 2(c) because Opposer Neil Martin
not sufficiently well known nor publicly associated with men’s shirts); In re Sauer, 27
U.S.P.Q.2d 1073 (T.T.A.B. 1993), affd, 26 F.3d 140 (Fed. Cir. 1994) (affirming Section 2(c)
refusal to register BO BALL for a ball due to lack of consent from sports star Bo Jackson).

158. In re Hoefflin, 97 U.S.P.Q.2d at 1176.
159. Id.

160. Id. at 1177.

161. Id.

162. Id. at 1176.
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as the name in question does, in fact, ‘identify’ a particular living
individual.”163

Moreover, when an individual is so well known, he or she is
entitled to the protection of Section 2(c) without having to show a
connection with the involved goods or services: e.g.,
EISENHOWER was refused registration for greeting cards,!64
PRINCE CHARLES for meat.165

Applicant Hoefflin pointed to various third-party registrations
for marks including given names like “George,” “Ronald,” and
“Jimmy,” but those names (unlike “Barack”) are in common usage.
And Hoefflin had the same problem with his surname evidence:
the Examining Attorney showed that, while the Whitepages.com
directory lists tens (if not hundreds) of thousands of persons
having the surnames of the six immediate past presidents, the
surname Obama appears in the same directory only 82 times.

Vetoing Hoefflin’s assertion that the terms “Barack” and
“Obama” are arbitrary and distinctive, the Board panel voted to
affirm.

6. Primarily Merely a Surname
In re P.J. Fitzpatrick, Inc.

The Board reversed a Section 2(e)(4)166 refusal to register the
mark P.J. FITZPATRICK, INC. for various construction services,
finding the mark not to be primarily merely a surname.!¢” The
Board attempted to clarify prior case law by stating that “if a mark
consists of two initials (or more) coupled with a surname, it
typically will convey a commercial impression of a personal name,
and thus generally will not be primarily a surname.”'® The case
that particularly needed clarification was the C.C.P.A.’s decision in
In re I. Lewis Cigar Mfg. Co.,1'%° in which the court found the mark
“S. Seidenberg & Co.’s” to be primarily merely a surname. The
Board observed that in Lewis Cigar, “the court did not find as a
matter of law that a single initial added to a surname could never
convey something other than surname significance.”'’® It depends
on the facts.

163. Id. at 1177.

164. In re Masucci, 179 U.S.P.Q. 829 (T.T.A.B. 1973).

165. In re Steak & Ale Rests. of Am., Inc., 185 U.S.P.Q. 447 (T.T.A.B. 1975).
166. 15 U.S.C. § 1052(e)(4).

167. In re P.J. Fitzpatrick, Inc., 95 U.S.P.Q.2d 1412 (T.T.A.B. 2010).

168. Id. at 1413.

169. In re 1. Lewis Cigar Mfg. Co., 98 U.S.P.Q. 265 (C.C.P.A. 1953).

170. In re P.J. Fitzpatrick, Inc., 95 U.S.P.Q.2d at 1413.
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Here there were two initials, not one. The Board found that “a
segment of society uses multiple initials in lieu of given names, a
fact not before the court in Lewis Cigar.” According to the Board,
Lewis Cigar suggested “that the coupling of two initials and a
surname creates a full name and therefore a registrable mark.” Of
course, the term “INC.” has no effect on the Section 2(e)(4)
question. The Board therefore held that P.J. FITZPATRICK, INC.

was not primarily a surname.

7. Geographically Deceptive Misdescriptiveness
In re Jonathan Drew, Inc. d/b/a Drew Estate

The Board sought to clarify the law of Section 2(e)(3)!™ in this
affirmance of a refusal to register KUBA KUBA for cigars, tobacco,
and related products, on the ground that the mark was primarily
geographically deceptively misdescriptive of the goods.172 Applicant
Drew did not dispute that the primary meaning of “Cuba” was
geographic or that Cuba was famous for its tobacco products and
cigars. Although Drew conceded that its products would not
originate in Cuba, nor would its products be made from Cuban
seed tobacco, it argued that the term KUBA and the mark KUBA
KUBA had meanings and associations different from the country
of Cuba. In particular, Drew contended that KUBA would be
viewed as a non-geographic term with a meaning associated with
the art and culture of the African Kuba Kingdom, and that KUBA
had several other geographic meanings—including locations in
Uzbekistan, Panama, Azerbaijan, and Japan—and non-geographic
meanings—KUBA was a Polish given name and an acronym for
the Korea University Buddy Assistance (KUBA) program. Drew
also maintained that the Examining Attorney did not meet the
high burden of proving that a substantial portion of relevant
consumers would be materially influenced by the mark to purchase
the products, and he further argued that because of the United
States embargo on goods from Cuba, consumers would not likely
believe that Drew’s goods originated in Cuba.

The Board found nothing unusual or fanciful about the
spelling of Cuba as KUBA, and it found no evidence that the
“alternative” meanings offered by Drew were anything other than
obscure to the ordinary consumer. The Board pointed out that the
mark must be considered in the context of the involved goods,
which include tobacco and cigars purchased by the general public.
In that light, the Board concluded that the term KUBA KUBA
denotes Cuba, a well-known geographic location, and further that

171. 15 U.S.C. § 1052)(e)(3).
172. In re Jonathan Drew, Inc., 97 U.S.P.Q.2d 1640 (T.T.A.B. 2011).
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the geographic meaning was its primary meaning. It observed that
even if the Kuba Kingdom were commonly known, that would not
diminish “the significance of KUBA KUBA as a reference to Cuba,”
because Drew’s goods were “cigars, not tribal artifacts.”173

The Board then turned to the issue of materiality, because a
Section 2(e)(3) refusal requires that the misrepresentation be a
material factor in the consumer’s purchasing decision. The Federal
Circuit held in In re Spirits International N.V.,17* that “in order to
establish a prima facie case of materiality there must be some
indication that a substantial portion of the relevant consumers
would be materially influenced in the decision to purchase the
product or service by the geographic meaning of the mark.”'7> The
Examining Attorney’s evidence established Cuba’s renown for
high-quality tobacco and cigars. Therefore, the Board could “infer
that at least a substantial portion of consumers who encounter
KUBA KUBA on applicant’s cigars” were “likely to be deceived into
believing” that the cigars came from Cuba.l76

Drew urged that the Federal Circuit’s decisions in Spirits and
in In re California Innovations Inc.l” increased the USPTO’s
burden by requiring a higher showing of deceptiveness, and
claimed that direct evidence of public deception is required. The
Board, however, disagreed with Drew’s reading of those two cases,
and it ruled that a “strong or heightened goods/place association,
which we have here, is sufficient to support a finding of
materiality.”2”® Moreover, direct evidence of public deception is not
required. Evidence of the relevant public’s understanding of a term
may be shown by direct evidence, such as consumer testimony and
surveys, but it also may be inferred from indirect or circumstantial
evidence, such as the gazetteer entries and third-party website
evidence.

The Board concluded that it could be inferred “from the
evidence showing that Cuba is famous for cigars, that a
substantial portion of relevant consumers would be deceived.”'7
Finally, with respect to the embargo argument, the Board noted
that it had previously considered and rejected that same
argument, citing In re Boyd Gaming Corp,'%0 and it pointed out

173. Id. at 1643.
174. In re Spirits Int’l N.V., 563 F.3d 1347, 90 U.S.P.Q.2d 1489, 1495 (Fed. Cir. 2009).

175. In re Drew, Inc., 97 U.S.P.Q.2d at 1644 (quoting In re Spirits, 90 U.S.P.Q.2d at
1495).

176. Id. at 1645.

177. In re California Innovations Inc., 66 U.S.P.Q.2d 1853 (Fed. Cir. 2003).
178. In re Drew, Inc., 97 U.S.P.Q.2d at 1645.

179. Id. at 1646.

180. In re Boyd Gaming Corp., 57 U.S.P.Q.2d 1944, 1946 (T.T.A.B. 2000).
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that Drew offered no evidence that the embargo would have any
effect on the perception of KUBA KUBA as a geographically
deceptive term.

8. Functionality
In re Van Valkenburgh

Once this applicant’s utility patent reared its ugly head, the
issue of functionality cast an ominous shadow over his appeal from
a Section 2(e)(5)'8! refusal to register the product configuration
illustrated below.182 The Board found the design to be functional
for a “motorcycle stand,” and alternatively, if not functional, then
lacking in Section 2(f)182 acquired distinctiveness. In typical
fashion, the Board applied the Morton-Norwich factors,'®* first
concluding that although the configuration was not identical to the
patented invention, the proposed mark adopted “a significant
portion of the invention disclosed in the patent”; it was “not merely
an ornamental, incidental, or arbitrary aspect of the motorcycle
stand.”185
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In view of the facts that the drawing of the invention in U.S.
Patent No. 7,000,901 incorporates the proposed mark, the
“detailed description of the invention” describes the proposed
mark, and Claim 1(a) of the patent claims the proposed mark
as part of the subject matter of applicant’s invention, we find
that the patent is prima facie evidence that the proposed mark
is functional. In the face of this showing, it was incumbent
upon applicant to rebut why the patent does not disclose the
utilitarian advantages of the proposed mark.186

181. 15 U.S.C. § 1052(e)(5).

182. In re Van Valkenburgh, 97 U.S.P.Q.2d 1757 (T.T.A.B. 2011).

183. 15 U.S.C. § 1052(D).

184. In re Morton-Norwich Prods. Inc., 671 F.2d 1332, 213, U.S.P.Q. 9 (C.C.P.A. 1982).
185. In re Van Valkenburgh, 97 U.S.P.Q.2d at 1760.

186. Id. at 1761.
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Van Valkenburgh argued that there were alternative designs for
motorcycle stands, but he failed to explain “why the design of the
supporting base” was “not essential to the function or purpose of
the motorcycle stand or why it did not affect [the] quality of the
product. Thus, the applicant failed to carry his ‘heavy burden of
showing that the feature [was] not functional.”187 Furthermore,
advertising by the applicant’s competitors touted the utilitarian
advantages of motorcycle stands similar in design to the proposed
mark. Although Van Valkenburgh claimed that there were 85
alternative designs for motorcycle stands, the Board noted that
“the availability of alternative designs does not convert a
functional design into a non-functional design.”!®® According to the
Board, “registration of the claimed matter could well hinder
competitors who would not know if the features they used in the
supporting base of their motorcycle stands, whose overall
configurations are not dissimilar from those of applicant, might
well subject them to a suit for trademark infringement.”189

As to the fourth Morton-Norwich factor, the Board found that
“the cost and complexity of manufacturing applicant’s product
design [was] comparable to some of his competitors. Nevertheless,
even if applicant’s motorcycle stands with this design [were] more
costly to produce, a higher cost [would] not detract from its
functionality.”??0 According to the Board, “[a]s stated in TrafFix, 58
U.S.P.Q.2d at 1006, a product feature is functional ‘when it affects
the cost or quality of the article. (Emphasis added [by the Board]).
Thus, even at a higher manufacturing cost, applicant would have a
competitive advantage for what is essentially, as claimed in the
patent, a superior motorcycle stand.”9!

The Board therefore affirmed the functionality refusal,
concluding that the proposed mark was “an efficient and superior
design for the supporting base of a motorcycle stand and, thus,
functional.”192

187. Id. (quoting TrafFix Devices, Inc. v. Mktg. Displays, Inc., 5632 U.S. 23, 58 U.S.P.Q.2d
1001, 1005 (2001)).

188. TrafFix Devices, Inc. v. Mktg. Displays, Inc., 58 U.S.P.Q.2d at 1006 (“Here, the
functionality of the spring design means that competitors need not explore whether other
spring juxtapositions might be used. The dual-spring design is not an arbitrary flourish in
the configuration of MDI’s product; it is the reason the device works. Other designs need not
be attempted.”).

189. In re Van Valkenburgh, 97 U.S.P.Q.2d at 1763.
190. Id. at 1765.

191. Id.

192. Id.
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9. Consent to Register
In re Wacker Neuson SE

The Board reversed a refusal to register the mark WACKER
NEUSON for machines for the building industry and the building
material industry, finding it not likely to cause confusion with the
registered mark NEUSON for construction excavators.'®3 The
applicant dug itself out of the Section 2(d)!** hole by submitting a
consent agreement and a license from the registrant, which the
Board found sufficient to outweigh the other du Pont factors. There
was little dispute that the marks were similar and the goods
related. The Examining Attorney argued that the consent was
“naked” and that there was no evidence of a “unity of control” such
that the applicant and the registrant could be considered the same
source. The Board reviewed the law as to the weight to be accorded
a consent agreement and the determination of what constitutes a
single source. First, for background, it revisited the Federal
Circuit’s statement regarding the USPTO’s examination function,
as memorably characterized in In re Four Seasons Hotels Ltd.:

Believing that its role in enforcing section 2(d) of the Lanham
Act 1s to second-guess the conclusions of those most familiar
with the marketplace, the PTO is, at times, like a cat watching
the wrong rat hole. The role of the PTO is not in denying
registration if it feels there 1is, by its independent
determination, any likelihood of confusion of any kind as
between the mark sought to be registered and the prior
registration, without regard to the desires, opinions or
agreements of the owner of the prior registration. ... Rather,
the PTO’s role is to protect owners of trademarks by allowing
them to register their marks. Denial of registration does not
deny the owner the right to use the mark, and thus, will not
serve to protect the public from confusion. No government
could police trademark use so as to protect the public from
confusion. It must count on the self-interest of trademark
owners to do that.19

193. In re Wacker Neuson SE, 97 U.S.P.Q.2d 1408 (T.T.A.B. 2010).
194. 15 U.S.C. § 1052(d).

195. In re Four Seasons Hotels Ltd., 987 F.2d 1565, 26 U.S.P.Q.2d 1071 (Fed. Cir. 1993)
(citations and internal quotations omitted); see also Bongrain Int’l v. Delice de France, 811
F.2d 1479, 1 U.S.P.Q.2d 1775, 1778 (Fed. Cir. 1987) (“We have often said in trademark
cases involving agreements reflecting parties’ views on the likelihood of confusion in the
marketplace, that they are in a much better position to know the real life situation than
bureaucrats or judges and therefore such agreements may, depending on the circumstances,
carry great weight. ... Here, the board appears effectively to have ignored the views and
conduct of the parties.”).
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With that in mind, the Board turned to the facts at hand. As to the
“unity of control” issue, the Board noted that “in some
circumstances, where there is a relationship, but perhaps not the
‘unity of control’ envisioned by the Wella doctrine,[1%¢] a consent
from a related company may suffice.”'9” Reviewing the consent
agreement and the license submitted by the applicant, the Board
found that they overcame the other du Pont factors. The registrant
clearly consented (albeit in a “thin consent”) to the applicant’s use
and registration of WACKER NEUSON. Moreover, the parties
were related and the goods and services under both marks were
provided by the applicant. The license agreement acknowledged
the applicant’s right to register and use the WACKER NEUSON
mark, and an addendum recognized the “applicant’s proprietary
rights in the WACKER NEUSON trademark, inasmuch as” it
provided that the applicant grant the registrant a right to use the
NEUSON mark “in the event that applicant’s ‘industrial property
rights in the WACKER NEUSON trademark™ otherwise prevented
such use.198

The Board therefore concluded, based on the particular
relationship and arrangements between the parties, that confusion
was not reasonably likely to occur.

10. Specimens of Use

In re Anpath Group, Inc.

The Board affirmed a refusal to register the mark ANPATH
for disinfectant cleaning preparations, on the ground that the
mark, as used on the applicant’s specimens of use (a pamphlet and
a flyer), failed to function as a trademark for the goods.®® The
applicant argued that its specimens should be treated as point-of-
sale displays, but the Board found them to be merely promotional
pieces touting the advantages of the products and lacking
sufficient ordering information to qualify as a proper trademark
specimen. The Board observed that there is a “clear line of
demarcation” between mere advertising materials (unacceptable)
and point-of-purchase materials (acceptable as a display associated
with the goods). The Examining Attorney maintained that, despite
the prominent inclusion of a toll-free telephone number, the
specimens did not provide sufficient information to allow the
customer to actually order the goods. The applicant asserted that

196. In re Wella A.G., 5 U.S.P.Q.2d 1359, 1361 (T.T.A.B. 1987), rev'd and remanded on
other grounds, In re Wella A.G., 8 U.S.P.Q.2d 1365 (Fed. Cir. 1988).

197. In re Wacker Neuson SE, 97 U.S.P.Q.2d at 1413; see In re Sumitomo Elec. Indus.,
Ltd., 184 U.S.P.Q. 365 (T.T.A.B. 1974).

198. In re Wacker Neuson SE, 97 U.S.P.Q.2d at 1415.
199. In re Anpath Grp., Inc., 95 U.S.P.Q.2d 1377 (T.T.A.B. 2010).
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the specimens were the mechanisms through which purchases of
the goods could be made. The Board found that the applicant’s
“pamphlet” and its “product ordering information” did not have
“the many characteristics of the Land’s End catalogue?® (e.g.,
detailed descriptions and pictures having trademarks displayed
prominently nearby, specifications and options, prices, colors,
sizes, a detailed order form, etc.)” and hence were “not clearly
analogous to printed material” from which the goods were
ordered.?°! In sum, the Board agreed with the Examining Attorney
that the specimens did not contain sufficient information to allow a
consumer to decide to purchase the goods and to place an order:
the specimens were “nothing more than mere advertisements that
do not show use of ANPATH as a trademark for the goods.”202

In re Osmotica Holdings Corp.

The Board affirmed a refusal to register the mark OSMODEX
for “consultation services regarding controlled release drug
delivery technology for pharmaceutical companies,” on the ground
that the mark did not function as a service mark.20 Although the
applicant’s specimens (website screenshots) included the word
OSMODEX, the Board concluded that the specimens would be
perceived by the relevant public as referring only to the applicant’s
drug delivery technology and not to its consulting services. The
Examining Attorney maintained that the mark OSMOTICA was
used in connection with the only reference to “consulting” and that
OSMODEX merely referred to one of the applicant’s many
technologies. The applicant feebly argued to the contrary.

The Board observed that it was not enough that the mark
appeared in a specimen that referred somewhere to the services.
There must be a direct association between the mark and the
services offered; that is, the mark must identify the service and its
source.?* The Board found that, although the subject mark
OSMODEX was used to identify the applicant’s technologies, it did
not identify the consultation services. Rather, the statements in
the specimens called out by the applicant were “at most oblique
references to consulting services and would only be so construed if
the reader already knew that applicant offered such services.”205
This did not create the required direct association between
OSMODEX and the applicant’s consulting services.

200. Land’s End, Inc. v. Manbeck, 797 F. Supp. 511, 24 U.S.P.Q.2d 1314 (E.D. Va. 1992).
201. In re Anpath Grp., Inc., 95 U.S.P.Q.2d at 1381.

202. Id. at 1382.

203. In re Osmotica Holdings Corp., 95 U.S.P.Q.2d 1666 (T.T.A.B. 2010).

204. See In re Aerospace Optics Inc., 78 U.S.P.Q.2d 1861, 1862 (T.T.A.B. 2006).

205. In re Osmotica Holdings Corp., 95 U.S.P.Q.2d at 1669.
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PART III. INTER PARTES CASES
By John L. Welch

A. Trademark Trial and Appeal Board
1. Fraud
Meckatzer Lowenbrdu Benedikt Weif3 KG v. White Gold, LLC

In several post-Bose2%6 decisions, the Board has attempted to
clarify the pleading requirements for a claim of fraud on the
USPTO. Petitioner Lowenbriau alleged that, according to its
investigation, Respondent White Gold, at the time of filing its
Statements of Use, was using its marks only on vodka and not on
all the goods listed in its two registrations.207 Furthermore,
Lowenbriu alleged that the respondent (but not any particular
individual) had the requisite intent to deceive the USPTO. The
Board found those allegations sufficiently specific and particular to
satisfy the heightened pleading standard of Rule 9(b) of the
Federal Rules of Civil Procedure,208 and it accordingly denied the
respondent’s motion to dismiss.

The respondent received registrations in 2008 for its mark
WHITE GOLD in standard character and design form, for some
thirty alcoholic products, including vodka. Lowenbrau alleged:

“[u]lpon information and belief, and upon the results of the
investigation” that: (1) at the time it filed Statements of Use in
connection with the applications that issued as its
Registrations, the subject marks “were not in use in
connection with all of the goods referenced in the Statements
of Use;” and that (2) “Respondent knowingly made false,
material misrepresentations of fact in procuring the
Registrations with the intent to defraud the U.S.P.T.O.”
because “Respondent knew that [its involved marks] were not
in use in connection with all of the goods referenced in the
Statements of Use at the time the Statements of Use were
filed. . . .7209

The respondent moved to dismiss, contending that Lowenbrau did
not allege sufficient facts for the Board to “reasonably infer that a

206. In re Bose Corp., 580 F.3d 1240, 91 U.S.P.Q.2d 1938 (Fed. Cir. 2009).
207. Meckatzer Lowenbrau Benedikt Weill KG v. White Gold, LLC, 95 U.S.P.Q.2d 1185
(T.T.A.B. 2010).

208. Fed. R. Civ. P. 9(b) (“Fraud or Mistake; Conditions of Mind: In alleging fraud or
mistake, a party must state with particularity the circumstances constituting fraud or
mistake. Malice, intent, knowledge, and other conditions of a person’s mind may be alleged
generally.”).

209. Meckatzer Lowenbrdau, 95 U.S.P.Q.2d at 1186.
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specific individual knew of the withheld material information or of
the falsity of the material misrepresentation, and withheld or
misrepresented this information with a specific intent to deceive
the PTO.”210 It further argued that, in any case, it was entitled to
registrations covering vodka.

The Board observed that, although allegations of fraud made
on mere information and belief, without more, do not satisfy the
particularity requirements of Rule 9(b),2!! Lowenbrau’s allegations
were based not just on “information and belief,” but on a factual
investigation. Moreover, Lowenbriau properly pleaded that the
respondent “knowingly made false, material misrepresentations of
fact in procuring the Registrations with the intent to defraud the
U.S.P.T.0.”212 The Board pointed out that the proper inquiry is
whether the owner of the challenged registrations—not a non-
party, specific individual—had the requisite intent.

We do not read In re Bose as requiring that a party identify a
“specific individual” who “knew of the withheld material
information or of the falsity of the material misrepresentation,
and withheld or misrepresented this information with a
specific intent to deceive the PTO,” as respondent argues.2!3

As to the respondent’s assertion that in any case it was
entitled to keep its registrations, but only for vodka, the Board
remarked that “In re Bose did not change the consequences of
fraud, when it is proved. A finding of fraud with respect to a
particular class of goods or services renders any resulting
registration void as to that class.”?14

M.C.1. Foods, Inc. v. Bunte

The preceding case provides some guidance on pleading fraud,
but pleading is the relatively easy part. Proving fraud post-Bose is
another story altogether, because the requirement that intent to
deceive be proven “to the hilt” by clear and convincing evidence
makes it unlikely that fraud will be established except in the
rarest case. This case underscores the point.2’> Bunte petitioned
for cancellation of MCI’s registration for the mark CABO PRIMO
& Design for various Mexican style food products, including
burritos, tacos, tortillas, tamales, and the like. He alleged that

210. Id. at 1187.

211. See Asian and Western W. Classics B.V. v. Selkow, 92 U.S.P.Q.2d 1478 (T.T.A.B.
2009).

212. Meckatzer Lowenbrdau, 95 U.S.P.Q.2d at 1186.

213. Id. at 1188.

214. Id.

215. M.C.I. Foods, Inc. v. Bunte, 96 U.S.P.Q.2d 1544 (T.T.A.B. 2010).
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MCI never used the mark for nearly all the goods identified in its
registration. Indeed, MCI’s president testified that it had used the
mark only on burritos and that MCI included the additional goods
“in anticipation of future use.”216

The Board found that, in filing its application to register, MCI
made a false representation when it claimed use of the mark on
products other than burritos, and that it did so to obtain as broad a
scope of protection as possible. Nonetheless, the Board found that
MCI did not intend to deceive the USPTO when it filed its
application: “Because MCI filed its application to register the
CABO PRIMO and design mark with the advice of counsel, the
overly expansive description of goods, while a false statement, falls
short of constituting a fraudulent statement which carries with it
an actual or implied intent to deceive the USPTOQ.”217

Pointing out that there was no evidence indicating that MCI
was advised that it could not or should not apply for Mexican food
products not identified by its CABO PRIMO & Design mark, the
Board refused to find an intent to deceive. It was Bunte’s burden to
establish a factual basis for its allegation of intent to deceive by,
for example, obtaining further testimony as to the actual advice
that MCI received when it discussed with its counsel the goods it
intended to include in the application, and as to whether or to
what extent MCI relied on that advice. Bunte failed to show by
direct evidence that MCI intended to deceive the USPTO, or by
indirect evidence that no reasonable conclusion could be drawn by
the Board other than that MCI intended to deceive the USPTO.

The Board hastened to add that its finding did not mean that
the mere assertion that one acted with advice of counsel would
automatically comprise a good defense to a fraud claim. Instead,
the party claiming fraud must show that the advice of counsel
defense, once raised, is “inapplicable or inappropriate under the
particular circumstances of the case at hand.”?'® And so the Board
denied Bunte’s fraud claim, but it ordered that MCI’s registration
be restricted to burritos.

2. Dilution
National Pork Board v. Supreme Lobster and Seafood Co.

Since dilution became available as a ground for opposition and
cancellation in 1999, only once had the Board upheld a dilution
claim: namely, in Nasdaq Stock Market Inc. v. Antartica S.r.l.21?

216. Id. at 1548.
217. Id. at 1549.
218. Id. at 1550.
219. Nasdaq Stock Mkt. Inc. v. Antartica S.r.1., 69 U.S.P.Q.2d 1718 (T.T.A.B. 2003).
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But after a seven-year hiatus, it found the mark THE OTHER
RED MEAT for “fresh and frozen salmon” to be dilutive of the
registered mark THE OTHER WHITE MEAT for “association
services, namely, promoting the interests of members of the pork
industry.”?20° A well-designed telephone survey demonstrated an
association between the marks, and played a crucial role in the
Board’s decision.

In its 59-page opinion, the Board addressed in some detail the
elements of a Section 43(c)22! dilution claim: (1) whether the
opposers’ mark is famous: (2) whether it became famous prior to
the applicant’s (constructive) first use date (i.e., its filing date); and
(3) whether the applicant’s mark 1is likely to blur the
distinctiveness of the opposers’ famous mark. Advertising
expenditures, tracking studies, consumer surveys, and media
references convinced the Board that THE OTHER WHITE MEAT
was famous. In particular, 80 to 85 percent of the general adult
population was aware of the mark and nearly 70 percent could
correctly identify its source, placing the mark among the most
well-known advertising slogans in the country. The Board also
concluded that the fame of THE OTHER WHITE MEAT was
established prior to the filing date of the challenged application.

Turning to the issue of blurring, the Board ran through the
nonexclusive factors set out in Section 43(c)(2)(B).222 It found the
marks to be highly similar: they had the same structure and
cadence, and elicited the same type of mental comparison.
Moreover, survey evidence showed that more than 35 percent of
survey respondents associated the applicant’'s THE OTHER RED
MEAT mark with the opposer’s THE OTHER WHITE MEAT mark
or with the pork being promoted by the opposer’s mark. The Board
concluded that this degree of association demonstrated that “a
sizeable segment of the target population” considered the two
marks to be “highly similar.”223

Because the opposers’ mark was registered, it was entitled to a
presumption of inherent distinctiveness. Moreover, the mark was
merely suggestive of “a healthy attribute of the commodity being
promoted by the pork industry, namely, the color of some cuts of

220. Nat'l Pork Bd. v. Supreme Lobster & Seafood Co., 96 U.S.P.Q.2d 1479 (T.T.A.B.
2010).

221. 15 U.S.C. § 1125(c).
222. Section 43(c)(2)(B) lists six factors:

(i) The degree of similarity between the mark or trade name and the famous mark; (i1)
The degree of inherent or acquired distinctiveness of the famous mark; (iii) The extent
to which the owner of the famous mark is engaging in substantially exclusive use of
the mark; (iv) The degree of recognition of the famous mark; (v) Whether the user of
the mark or trade name intended to create an association with the famous mark; (vi)
Any actual association between the mark or trade name and the famous mark.

223. Nat’l Pork Bd., 96 U.S.P.Q.2d at 1497.
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pork after being cooked.”??* The Board found the mark to be
inherently distinctive, and this factor weighed in the opposers’
favor. Moreover, the opposers’ use of the mark was virtually
exclusive, which, again, supported a finding of dilution by blurring.
Voluminous evidence established the wide recognition of the
opposers’ mark and led the Board to conclude that THE OTHER
WHITE MEAT had become “part of the fabric of popular culture in
the United States”?2> and that dilution by blurring would be likely
to occur upon introduction of the applicant’s mark.

As to the applicant’s intent, the Board was reluctant to find
bad faith on the part of the applicant (not required under Section
43(c), anyway), but it did find that the applicant’s principals may
have believed it was permissible to create such an association, and
so the Board concluded that this intent factor favored the opposers.
Finally, as to any actual association between the applicant’s mark
and the opposers’ mark, the Board noted that the applicant had
not yet used its mark, and so it found, somewhat strangely, that
this factor was “neutral but consistent with a likelihood of dilution
by blurring.”226

The Board therefore ruled that dilution by blurring was likely,
and it sustained the opposition on that ground, declining to reach
the opposers’ likelihood-of-confusion claim.

Coach Services, Inc. v. Triumph Learning LLC

The owner of the registered mark COACH for leather goods
and various other consumer items brought a claim under Section
43(c), alleging that its mark would likely be diluted by Applicant
Triumph’s mark COACH for educational test preparation
materials.22” The Board began by observing that proof of fame for
dilution purposes requires a more stringent showing than fame for
Section 2(d)?28 purposes. Quoting the Board’s seminal Toro
decision: “the owner of a mark alleged to be famous must show
that a change has occurred in the public’s perception of the term
such that it is now primarily associated with the owner of the
mark even when it is considered outside of the context of the
owner’s goods or services.”??? The Board found the opposer’s
evidence insufficient to prove fame for dilution purposes. The
opposer’s brand awareness study was of doubtful probative value,

224. Id.
225. Id. at 1493.
226. Id. at 1498.

227. Coach Servs., Inc. v. Triumph Learning, LLC, 96 U.S.P.Q.2d 1600 (T.T.A.B. 2010);
see Parts 1.B, supra, and I11.5, infra, for discussion of other issues in this case.

228. 15 U.S.C. § 1052(d).
229. Toro Co. v. ToroHead Inc., 61 U.S.P.Q.2d 1164, 1180-1181 (T.T.A.B. 2001).
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its media evidence failed to show widespread recognition in the
general populace, and its evidence of sales and advertising
expenditures was limited to a single year. While lack of fame was
alone enough to deep-six the dilution claim, the Board proceeded to
plow through the other dilution factors. It first found that the
opposer failed to prove that its mark had become famous before
Triumph’s first use date. It next found that the marks were not
“essentially the same,” as required for dilution. And there was no
evidence that Triumph intended to create an association with the
opposer’s mark. Balancing the relevant Section 43(c) factors, the
Board found no likelihood of dilution by blurring. Furthermore, the
opposer’s claim of dilution by tarnishment also proved to be a dud
because there was no evidence that the opposer’s mark would
suffer any negative association by Triumph’s use of its mark.

3. Lack of Bona Fide Intent
Saul Zaentz Co. v. Bumb

This applicant’s quest for the golden ring of registration went
up in flames when the Board sustained an opposition to
registration of the mark MITHRIL for various jewelry items,
finding that Mr. Bumb lacked the requisite bona fide intention to
use the mark in commerce when he filed his intent-to-use
application.230 There was no dispute that “mithril” is the name of a
mythical precious metal that figures prominently in J.R.R.
Tolkien’s works. The opposer had standing to oppose because it
was licensed to use the mark MITHRIL MINIATURES for
collectible figurines. Mr. Bumb admitted that, other than his
intent-to-use application and documents pertaining to his
registration of several domain names, he had no documentation
relating to his adoption of the subject mark or his intent to use it.
Moreover, the candid trial testimony of Mr. Bumb (taken by the
opposer) established that he adopted the MITHRIL mark because
of its significance in the Tolkien works and that his intention as of
the filing date was at most merely to reserve a right in the term
MITHRIL without a bona fide intent to actually use the mark in
commerce.

Q. And did you have any plans for a particular product line?

A. No, not specifically. I mean just the opportunity to create
something in the future.

Q. I guess what I'm trying to understand is whether you were

going to make a line of jewelry and call it Mithril or LOTR or
whether there were going to be two separate lines of jewelry.

230. Saul Zaentz Co. v. Bumb, 95 U.S.P.Q.2d 1723 (T.T.A.B. 2010).
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A. I had no intent either way.
Q. Okay.

A. At this point I was just applying for the trademark or first
the domain and then cover the trademark in lieu of something
growing. No intent.231

The Board regularly relies on Commodore Electronics Ltd. v.
CBM Kabushiki Kaisha?3? for the proposition that the lack of
documentary evidence on the part of an applicant regarding its
intent to use an applied-for mark is sufficient to establish a prima
facie case of lack of bona fide intent. It is then incumbent upon the
applicant to rebut that prima facie case with objective evidence.
Mr. Bumb’s lack of documentation, coupled with his testimony,
sufficed to establish the opposer’s prima facie case. Mr. Bumb
submitted no testimony or other evidence in rebuttal. Finding that
Mr. Bumb’s subjective assertions regarding his intent do not
constitute objective evidence that would rebut the opposer’s prima
facie case, the Board sustained the opposition and ruled that the
application was void ab initio.

SmithKline Beecham Corp. v. Omnisource DDS, LLC

Similarly, the Board sustained this opposition to the
registration of AQUAJETT for “dental instruments, namely, oral
irrigators,” on the ground that Applicant Omnisource lacked a
bona fide intent to use its mark in commerce.??3 Again, the
applicant had no documentation to demonstrate the requisite bona
fide intent, and neither its filing of a trademark application nor its
mere statement that it intended to use the mark was probative
evidence.

Probing the evidentiary record, the Board located a major
cavity: Omnisource had no business plans, no documents relating
to manufacture, licensing, marketing, or use of the mark, and no
labels or promotional materials. Thus the opposer, SmithKline,
established its prima facie case. Omnisource tried in vain to fill the
hole in its proofs. It pointed to two patents for dental irrigators
owned by its principal, Dr. William Weissman, but the patents did
not mention the AQUAJETT mark. The fact that Dr. Weissman, a
practicing dentist, attended trade shows where oral irrigators were
marketed by others was not probative of his intent to use the
mark, nor were his statements that he contemplated how and to
whom the goods would be marketed. Vague references to business

231. Id. at 1728-29.

232. Commodore Elecs. Ltd. v. CBM Kabushiki Kaisha, 26 U.S.P.Q.2d 1503, 1507
(T.T.A.B. 1993).

233. SmithKline Beecham Corp. v. Omnisource DDS, LLC, 97 U.S.P.Q.2d 1300 (T.T.A.B.
2010).
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plans and research and development, contained in the minutes of
the applicant’s annual meeting, were not enough. And the mere
fact that the applicant had filed an application to register a
trademark cannot establish a bona fide intent because if that were
the case, lack of bona fide intent would never be a ground for
opposition or cancellation.

Lastly, and rather desperately, Omnisource contended that
SmithKline must show that the applicant acted in bad faith and
that SmithKline’s claim was like an accusation of fraud that must
be specifically pled and proven by clear and convincing evidence.
The Board, however, observed that Omnisource cited no authority
in support of its argument and indeed had incorrectly conflated the
requirements for pleading and proving lack of bona fide intent
with those for fraud. A showing of bad faith is not required to
prove a lack of bona fide intent.

4. Functionality

Kistner Concrete Products, Inc. v.
Contech Arch Technologies, Inc.

Giving heavy weight to five utility patents that showed “the
functionality of each of the features claimed to be respondent’s
trademark,” and little weight to “respondent’s evidence and
speculation about other alternative designs,” the Board granted a
petition for cancellation of a Supplemental Registration for the
product configuration (illustrated below)23* for a precast concrete
unit for constructing a bridge or culvert, finding the design to be de
jure functional under Sections 2(e)(5) and 23(c).235

Applying the Morton-Norwich?3% factors, the Board concluded
that they weighed decidedly in favor of a finding that the design is

234. According to the registration, “[tJhe mark consists of the configuration of a one-piece
open bottom bridge unit, with parallel spaced vertical side walls connected by an arched top
wall and having sharp outside corners and a width substantially greater than its length.”

235. Kistner Concrete Prods., Inc. v. Contech Arch Techs., Inc., 97 U.S.P.Q.2d 1912, 1931
(T.T.A.B. 2011). 15 U.S.C. §§ 1052(e)(5) and 1091(c).
236. In re Morton-Norwich Prods. Inc., 671 F.2d 1332, 213 U.S.P.Q. 9, 12-15 (C.C.P.A.

1982); see Valu Eng’g Inc. v. Rexnord Corp., 278 F.3d 1268, 61 U.S.P.Q.2d 1422 (Fed. Cir.
2002) (restating the Morton-Norwich factors as follows: “1. The existence of a utility patent
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functional. First, the Board observed that a utility patent is strong
evidence that the features claimed in the patent are functional. It
found that each element of the design is an essential element of
one particular patent, and that the respondent failed to show that
any of the elements is ornamental, incidental, or arbitrary.
Although the respondent had also obtained design patents for very
similar designs, that was “insufficient to counter the significant
probative value accorded to the utility patents.”237

Furthermore, the respondent’s advertising and other
materials touted the utilitarian benefits of the specific
configuration of its bridge units: for example, the arch shape
requires less material, it carries heavy loads at low stress levels,
its curved top sheds water, and it provides large waterway
openings with minimum headroom and compact shape.

In light of the heavy probative weight to be given the utility
patents, the Board saw no need to consider alternative designs.
Nonetheless, it declared that, even if it did consider alternative
designs, it would not rule in the respondent’s favor. The Board
pointed out that the question was whether there are alternative
designs that perform equally well. The parties submitted detailed
testimony involving geometric ratios and other numeric values,
but the Board found the respondent’s highly technical expert
testimony from a patent lawyer to be unhelpful, and it gave little
weight to the respondent’s hypothetical design alternatives.

The respondent pointed out that the utility patent claims
recite specific geometric ratios, arguing that there are designs that
fall within the scope of the purported trademark that are not
covered by the patent claims. The Board was not impressed:

While the patent claims specific geometric ratios, this fact does
not establish the non-functionality of the trademark that lacks
the same specificity, because the patent shows that the
features claimed as respondent’s trademark are essential or
integral parts of the invention and have utilitarian
advantages. Simply put, respondent’s trademark comprises
functional features as set forth in the patent, minus the
mathematical ratios (except to the extent that one might view
“a width substantially greater than 1its length” as a
substitution for the ratios in a very general sense).238

that discloses the utilitarian advantages of the registered design; 2. Advertising by the
registrant that touts the utilitarian advantages of the registered design; 3. Facts pertaining
to the availability of alternative designs; and 4. Facts pertaining to whether the registered
design results from a comparatively simple or inexpensive method of manufacture.”).

237. Kistner Concrete Prods., 97 U.S.P.Q.2d at 1924.
238. Id. at 1931 (citations omitted).
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Finally, the Board found that the respondent’s design was less
costly to produce than other designs, which may require more
concrete and/or reinforcing materials.

Mag Instrument, Inc. v. Brinkmann Corporation

Brinkmann challenged Mag’s attempt to register the product
design mark illustrated below, for flashlights, the proposed mark
consisting of two bands encircling the barrel of the flashlight.
Brinkmann maintained that this configuration was functional, and
if not found functional, then it should be found lacking in
distinctiveness.23? The Board agreed on both counts.
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According to Brinkmann, the ring design was “necessary to
charge the flashlight and the reason that the charging feature
works.”240 Mag contended that the mark, as used, consisted of two
bands that visibly contrasted with the body of the flashlight, but
the Board found no indication in the application that the bands
contrasted with the body.

The Board again applied the Morton-Norwich?4' factors,
finding that the first three pointed in Brinkmann’s favor. First, the
Board reviewed an expired utility patent owned by Mag and
concluded that the features of the proposed mark were covered by
the expired patent, which patent also disclosed the utilitarian
advantages of the two bands. As to the second factor, the Board
found that Mag had touted several advantages of the dual bands:
“you can get 360 degree contact ... no matter how you place the
flashlight in the charger.”?*2 And as to alternative designs, Mag
offered only some theoretical possibilities and none that included
the 360-degree feature. Finally, the evidence was inconclusive
regarding whether the Mag design resulted in an easier or less
expensive manner of production. The Board concluded that the
proposed mark was functional.

239. Mag Instrument, Inc. v. Brinkmann Corp., 96 U.S.P.Q.2d 1701 (T.T.A.B. 2010), aff'd
per curiam without opinion, Appeal Nos. 2011-1052, 1053 (Fed. Cir. Nov. 9, 2011).

240. Id. at 1717.
241. See note 236, supra.
242. Mag Instrument, 96 U.S.P.Q.2d at 1720.
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For purposes of completeness, and assuming arguendo that
the subject design was not de jure functional, the Board considered
Mag’s Section 2(f)243 evidence of acquired distinctiveness, finding it
inadequate. According to the Board, Mag had to show that “the
primary significance of the two bands or recharging rings in the
minds of the consumers was not the utilitarian parts of the
flashlight but the source of that flashlight, in order to establish
acquired distinctiveness.”?** The Board once again belittled the
probative value of form declarations, and it further observed that
only one of the declarants was an end consumer, the others being
sales reps or employees of retail companies. The Board also pooh-
poohed Mag’s indirect evidence—sales and advertising figures—
particularly harping on what it found to be “most damaging” to
Mag’s case: the lack of “look for” advertising. And so the Board
ruled that, in the alternative, Mag had failed to prove acquired
distinctiveness for its proposed product configuration mark.

5. Acquired Distinctiveness
Coach Services, Inc. v. Triumph Learning LLC

The opposer claimed that Triumph’s mark COACH was merely
descriptive of the goods identified in the opposed application:
“educational materials for preparing for standardized tests.”245 The
dictionary definition of the word, as well as its use in the titles of
educational books and CDs, led the Board to conclude that the
word COACH directly informs consumers that the products are for
instruction. Triumph pleaded as an affirmative defense that its
marks have acquired distinctiveness, based on revenues in the
“seven figures” and on distribution of some four million
promotional pieces in 2008. The Board noted that COACH was
descriptive, but not so highly descriptive that the applicant needed
to show a correspondingly high level of acquired distinctiveness.
The opposer argued that Triumph’s only evidence of acquired
distinctiveness, the testimony of its own witness, was self-serving
and uncorroborated, but the Board pointed out that the witness
was rigorously cross-examined and it found her testimony credible.
Concluding that Triumph’s use of the COACH marks had been
substantially exclusive for its goods, and that its marks had “made

243. 15 U.S.C. § 1052(f).

244. Mag Instrument, 96 U.S.P.Q.2d at 1723; see In re Steelbuilding.com, 415 F.3d 1293,
75 U.S.P.Q.2d 1420, 1422 (Fed. Cir. 2005); In re Ennco Display Sys. Inc., 56 U.S.P.Q.2d
1279 (T.T.A.B. 2000).

245. Coach Servs., Inc. v. Triumph Learning, LL.C, 96 U.S.P.Q.2d 1600 (T.T.A.B. 2010).
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an impact on the purchasing public,”?4¢ the Board dismissed the
opposer’s Section 2(e)(1)%47 claim.

6. Priority of Use
Weatherford/Lamb, Inc. v. C&J Energy Services, Inc.

This rather mundane decision2® was likely deemed
precedential by the Board in order to showcase its Alternative
Case Resolution (ACR) procedure.24 The parties to this
cancellation proceeding opted for ACR to resolve the only issue in
dispute: priority of use. After filing cross-motions for summary
judgment, they entered into a stipulation that permitted the Board
to resolve the proceeding based on the summary judgment
submissions, resolving any genuine issue of material fact without
trial. Weatherford sought cancellation of C&dJ’s registration for the
mark FRAC-SURE for “oil and gas well treatment services; oil and
gas well fracturing services,” claiming likelihood of confusion with
its allegedly earlier-used mark FRACSURE for oil well fracturing
and oil and gas treatment services.

Likelihood of confusion was not in dispute, only priority. The
earliest date upon which Respondent C&dJ could rely was the filing
date of its underlying application; it offered no evidence of use of
its mark prior to that date. Weatherford needed to prove, under
Section 2(d),250 that it owned “a mark or trade name previously
used in the United States ... and not abandoned.” Although the
prior use need not be “technical trademark use,’?5! Weatherford
relied on “actual or technical use of its mark in commerce.” C&dJ
strenuously argued that FRACSURE is laudatory and not
inherently distinctive, but the Board found no evidence thereof.
The Board observed that FRACSURE “appears ... to be a coined
term, albeit one that 1s evocative of the term fracture.”252
Moreover, C&dJ’s own registration issued without any claim to
acquired distinctiveness. Looking at the totality of the evidence,

246. Id. at 1620.

247. 15 U.S.C. § 1052(e)(1).

248. Weatherford/Lamb, Inc. v. C&J Energy Servs., Inc., 96 U.S.P.Q.2d 1834 (T.T.A.B.
2010).

249. See Section 528.05(a)(2) of the Trademark Board Manual of Procedure (TBMP) (3d
ed. 2011).

250. 15 U.S.C. § 1052(d).

251. A party may establish prior use through “use analogous to trademark use” which is
nontechnical use of a trademark in connection with the promotion of services “under
circumstances which do not provide a basis for an application to register, usually because
the statutory requirement for use on or in connection with the sale of goods [or services] in

commerce has not been met.” Shalom Children’s Wear Inc. v. In-Wear A/S, 26 U.S.P.Q.2d
1516, 1519 (T.T.A.B. 1993).

252. Weatherford/Lamb, 96 U.S.P.Q.2d at 1838.
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the Board concluded that Weatherford had established its priority
of use, and so it sustained the petition for cancellation.

7. Lawful Use

Automedx, Inc. v. Artivent Corp.

The sole contested issue in this Section 2(d)%%3 opposition was
also priority of use, but with a twist involving the question of
whether the prior use was lawful.?2’4¢ The Board sided with the
opposer, Automedx, based on its earlier sale of ventilators to the
Air Force for purposes of testing and refinement, sustaining a
Section 2(d) opposition to registration of the mark SAVE for
medical “ventilators” on the ground of likelihood of confusion with
Automedx’s mark SAVe for portable ventilators. Applicant
Artivent was entitled to claim the filing date of its intent-to-use
application as its date of first use. Automedx relied on sales of its
ventilators before that date, which sales were “made for purposes
of testing and were completed prior to FDA approval of opposer’s
ventilators for human use.”?55 Artivent contended that those sales
constituted neither bona fide use, nor lawful use.

As to the sales themselves, the issue was whether the
opposer’s sales were test sales for legitimate commercial purposes
in the ordinary course of trade, or token sales to reserve the mark
for registration. The Board found the former and not the latter. It
disagreed with Artivent’s assertion that FDA approval is required
before a sale of goods for human use may be bona fide. The sales
were mutually beneficial because they permitted the military to
test the units before making a larger commitment, and they
permitted Automedx to refine the product in order to make it more
commercially attractive. These were arm’s-length transactions in
which properly labeled SAVe ventilators were sold and transported
in commerce. The fact that they were sold for testing purposes did
not make the sale and transportation of the goods less bona fide.

The issue of whether use of a mark is unlawful involves two
questions: (1) whether there is a previous determination that a
party has not complied with a relevant statute; or (2) whether there
is a per se violation of a statute.2’6 Here, there was no prior
determination of illegality and so Artivent relied on the per se prong
of the test. According to Artivent, if the portable ventilators are
goods in trade, which they must be in order for Automedx to claim

253. 15 U.S.C. § 1052(d).
254. Automedx, Inc. v. Artivent Corp., 95 U.S.P.Q.2d 1976 (T.T.A.B. 2010).
255. Id. at 1978.

256. General Mills Inc. v. Healthy Valley Foods, 24 U.S.P.Q.2d 1270, 1273 (T.T.A.B.
1992).
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priority, then the sale of the portable ventilators must be approved
for human use by the USFDA to constitute lawful use in commerce.
Thus, according to Artivent, the sales violated USFDA regulations.
The Board, however, reiterated that there is no requirement of
USFDA approval for goods sold to the military for testing purposes,
and it found no per se violation of any laws or regulations.

8. Assignability of Intent-to-Use Application
Amazon Technologies, Inc. v. Wax

Decisions that involve the application of Section 10 of the
Lanham Act?57 to the “assignment” of Section 1(b)2%® intent-to-use
applications are rare. Here, the opposed ITU application for the
mark AMAZON VENTURES for investment consultation services
was originally filed jointly by the applicants, Wax and Friedman,
in 2000.259 Friedman assigned his interest in the application to
Wax in 2008. The business had no assets and no business plan; it
never paid taxes and never advertised. Friedman testified that he
had no intent to use the mark and never worked with Wax on any
project. Wax, on the other hand, provided declarations from third
parties stating that he did provide consultation services under the
mark. He claimed that Friedman had been out of the business
since 2001 and that the assignment was formally executed only
when needed (in 2008). The Board ruled as a matter of law that
Section 10 had not been violated by the “assignment” from
Friedman to Wax.

The Board observed that an “assignment” is defined as “[a]
transfer or making over to another the whole of any property.”260

In this case, there was no transfer to “another,” as Mr. Wax
was an original joint applicant and is now the sole remaining
applicant. In fact, the “Trademark Assignment” in this case
was more akin to a change in the type of entity which owned
the application than to a traditional assignment of a mark
from one unrelated party to another.26!

The Board noted that the purpose of Section 10 is to preclude
“trafficking” in unused trademarks. Here there was no
“trafficking.”

In short, the assignment from one joint applicant to another,
where the assignee joint applicant was and remains an owner

257. 15 U.S.C. § 1060.

258. Id. § 1051(b).

259. Amazon Techs., Inc. v. Wax, 95 U.S.P.Q.2d 1865 (T.T.A.B. 2010).
260. Id. at 1871.

261. Id.
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of the application, is more in the nature of a “relinquishment”
of ownership rights by one of the joint owners than a true
“assignment” to a different legal entity and, thus, it is not
prohibited under Section 10 of the Trademark Act.262

9. Effect of Third-Party Consent Agreement

Anthony’s Pizza & Pasta International, Inc. v.
Anthony’s Pizza Holding Co.

In this previously discussed263 Section 2(d)?6* proceeding
involving the plaintiff’s mark ANTHONY’S PIZZA & PASTA and
the defendant’s mark ANTHONY’S COAL-FIRED PIZZA, both for
restaurant services, the defendant maintained that the plaintiff
was barred from challenging the defendant’s mark because of a
prior consent agreement that the plaintiff had reached with a third
party.265

Prior to filing its application to register, the plaintiff had
signed a consent agreement with the Army and Air Force
Exchange Service (the Service), owner of a registration for
ANTHONY’S PIZZA THE WORLD’S GREATEST & Design for
restaurant services. The Service had agreed to use its mark only
on military bases, while the plaintiff agreed not to do so. The
defendant contended that (1) the agreement showed an
acknowledgment that two ANTHONY’S restaurants could co-exist,
and the plaintiff could not change positions on that point, and
(2) in its application the plaintiff verified that no other confusingly
similar marks existed, thereby conceding that slight variations in
ANTHONY’S marks were sufficient to distinguish them for Section
2(d) purposes. The Board did not agree. It pointed out that “file
wrapper estoppel” does not apply in trademark cases,266 and that
the plaintiff’s opinion regarding the two marks involved in the
agreement does not rise to the level of an admission against
interest.26” Moreover, entry into a coexistence agreement when the
plaintiff believed that the different channels of trade would

262. Id. at 1872.

263. See Part LA, supra.

264. 15 U.S.C. § 1052(d).

265. Anthony’s Pizza & Pasta Int’l, Inc. v. Anthony’s Pizza Holding Co., 95 U.S.P.Q.2d
1271 (T.T.A.B. 2009), aff’d per curiam, Appeal No. 2010-1191 (Fed. Cir. Nov. 18, 2010).

266. See, e.g., Giant Food, Inc. v. Standard Terry Mills, Inc., 229 U.S.P.Q. 955, 963
(T.T.A.B. 1986).

267. Interstate Brands Corp. v. Celestial Seasonings, Inc., 576 F.2d 926, 198 U.S.P.Q.
151, 153-154 (C.C.P.A. 1978) (noting likelihood of confusion is a legal conclusion; therefore,
it cannot be an admission because only facts may be admitted).
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prevent confusion epitomized “the type of circumstance in which
the Federal Circuit has encouraged such agreements.”268

10. Ownership of Pleaded Registration

Hunt Control Systems Inc. v.
Koninklijke Philips Electronics N.V.

In this Section 2(d)%%° opposition, Applicant Philips objected to
Opposer Hunt’s reliance on a registration that matured from a
pleaded application on the ground that Philips had not been fairly
apprised that Hunt would rely on the subsequently issuing
registration.2’0 The Board overruled the objection, pointing out
that Philips had been put on notice that Hunt sought to rely on the
application, and that Philips would have an opportunity to oppose
the issuance of a registration or to counterclaim for cancellation
once the registration issued.?’! Nonetheless, the Board refused to
allow Hunt to rely on the registration for a different reason: the
registration was not owned by Hunt but by a holding company, a
separate legal entity. The presumptions afforded by Section 7(b)272
do not inure to the opposer, and so it may not rely on the
registration for purposes of priority.273

11. Standing for Foreign Trademark Owner

Petréleos Mexicanos v. Intermix S.A.

The Board denied Respondent Intermix’s Rule 12(b)(6) motion
for dismissal of this cancellation proceeding involving its
registration for the mark PEMEX for petroleum products and

268. Anthony’s Pizza & Pasta, 95 U.S.P.Q.2d at 1282.
269. 15 U.S.C. § 1052(d).

270. Hunt Control Sys. Inc. v. Koninklijke Philips Elecs. N.V., 98 U.S.P.Q.2d 1558
(T.T.A.B. 2011).

271. See UMG Recordings Inc. v. O’'Rourke, 92 U.S.P.Q.2d 1042, 1045 n.12 (T.T.A.B.
2009) (“The pleading of the application . .. provided sufficient notice to the applicant that
the opposer would rely on a registration from the application for its likelihood of confusion
claim.”).

272. 15 U.S.C. § 1057(b).

273. See Chem. N.Y. Corp. v. Conmar Form Sys., Inc., 1 U.S.P.Q.2d 1139, 1144 (T.T.A.B.
1986) (wholly owned subsidiary of owner of registrations may not rely on registrations to
prove priority); Yamaha Int'l Corp. v. Stevenson, 196 U.S.P.Q. 701, 702 (T.T.A.B. 1979)
(opposer could not rely on Section 7(b) presumptions where registration is owned by its
parent company); Fuld Bros., Inc. v. Carpet Tech. Serv. Inst., Inc., 174 U.S.P.Q. 473, 475-76
(T.T.A.B. 1972) (although petitioner can rely on its wholly owned subsidiary’s use of a mark,
petitioner cannot rely on the registrations owned by its wholly owned subsidiary for
statutory presumptions); Joseph S. Finch & Co. v. E. Martinoni Co., 157 U.S.P.Q. 394, 395
(T.T.A.B. 1968) (opposer cannot rely on registrations owned by its parent or its parent’s
subsidiaries); see also TBMP 704.03(b)(1)(B) (3d ed. May 2011). See also Section 7(b) of the
Lanham Act, 15 U.S.C. § 1057.
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services. The Board found that the petitioner, Petréleos Mexicanos,
had standing and had properly pleaded three claims for relief:
false association under Section 2(a),2* likelihood of confusion
under Section 2(d),2”> and fraud.2?6 In its motion, Intermix asserted
that the petitioner lacked standing because it neither pleaded use
nor registration of its identical mark PEMEX in the United States,
nor did it otherwise claim any trademark rights in the mark that
are protectable in the United States. Intermix also argued that the
petitioner could not rely on the alleged fame of its mark in Mexico
under a “famous mark” theory, because the Board does not
recognize the “well known mark” or “famous foreign mark”
doctrine as a basis for preventing registration by another.277

The Board pointed out that if the petitioner established
standing as to any of its pleaded grounds, then it had the right to
assert any other ground having a reasonable basis in fact that
would negate the applicant’s right to registration.2’ First turning
to the Section 2(a) claim of false association, the Board observed
that the petitioner need not allege proprietary rights in its name
for purposes of this claim. “[A] petitioner may have standing by
virtue of who petitioner is, that is, its identity.”2”® Here, the
petitioner adequately pleaded that “it is the actual institution with
which consumers will presume a false suggestion of a connection
when confronted with respondent’s identical PEMEX mark, and
which is allegedly implicated by that false suggestion.”280

Moreover, the petitioner also sufficiently pleaded its Section
2(d) claim by alleging that it had “extensive business activities” in
the United States. The respondent Intermix argued that these
activities fell far short of the required bona fide use of a
trademark. The Board, however, pointed out that Section 2(d), by
its terms, requires merely that a prior mark has been “used in the
United States by another.” The foreign owner’s use need not meet
the level of use required for obtaining a registration in this
country. As the Federal Circuit held in First Niagara Insurance
Brokers Inc. v. First Niagara Financial Group Inc., “a foreign
opposer can present its opposition on the merits by showing mere

274. 15 U.S.C. § 1052(a).
275. Id. § 1052(d).
276. Petrdleos Mexicanos v. Intermix S.A., 97 U.S.P.Q.2d 1403 (T.T.A.B. 2010).

277. See, e.g., Bayer Consumer Care AG v. Belmora LLC, 90 U.S.P.Q.2d 1587 (T.T.A.B.
2009).

278. See Lipton Indus., Inc. v. Ralston Purina Co., 213 U.S.P.Q. 184, 188 (C.C.P.A. 1982).

279. 97 U.S.P.Q.2d at 1405 (citing Estate of Biro v. Bic Corp., 18 U.S.P.Q.2d 1382, 1385
(T.T.A.B. 1991)).

280. Id. at 1406.



58 Vol. 102 TMR

use of its mark in the United States.”28! Specifically, the First
Niagara court held that a Canadian insurance company, operating
out of Canada and having no physical presence in the United
States, had sufficient connections with the United States to
establish priority of use under Section 2(d) by reason of, inter alia,
selling policies issued by United States—based underwriters and
selling policies to United States -citizens having Canadian
property. And so the Board concluded that the petitioner’s Section
2(d) allegations were adequate, pointing out that whether those
activities “constitute use, or use analogous to trademark use, . ..
sufficient to prove priority, is a matter for trial.”282

Finally, the Board reviewed the petitioner’s fraud allegations
and found them to be sufficient as well: “[Pletitioner alleges with
particularity that respondent knowingly, with the intent to deceive
the USPTO, made a material misrepresentation that it was using
its mark in commerce in the United States on the identified goods
and services as of the time it filed its statement of use, when no
such use had been made.”283

Foreign trademark owners seeking to protect their marks in
this country would be wise to keep this case in mind, along with
last year’s decision in Fiat Group Autos S.p.A. v. ISM, Inc.28
There, the Board ruled that a foreign owner without use of its
mark in the United States may bring a claim for dilution based on
the fame of its mark here, provided that it has filed an application
to register the mark in this country.

12. Partial Cancellation or Disclaimer of a Generic Term

Montecash v. Anzar Enterprises Inc.

In a case of first impression involving Section 18 of the
Lanham Act,2% the Board granted the respondent’s Rule 12(b)(6)
motion to dismiss this petition for cancellation of a more-than-five-
year-old registration for the mark MONTEPIO & Design for “pawn
shop services,” on the ground that the petition failed to state a
claim on which relief could be granted.2®¢ Montecash alleged that
MONTEPIO means “pawnshop” in Spanish and is therefore
generic, requiring (1) cancellation of the entire registration, or
(2) cancellation of the registration in part by removing the word

281. First Niagara Ins. Brokers, Inc. v. First Niagara Fin. Grp., Inc., 476 F.3d 867, 81
U.S.P.Q.2d 1375, 1378 (Fed. Cir. 2007).

282. Petréleos Mexicanos, 97 U.S.P.Q.2d at 1406.

283. Id. at 1408.

284. Fiat Grp. Autos. SpA. v. ISM, Inc., 94 U.S.P.Q.2d 1111 (T.T.A.B. 2010).
285. 15 U.S.C. § 1068.

286. Montecash LLC v. Anzar Enters., Inc., 95 U.S.P.Q.2d 1060 (T.T.A.B. 2010).
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MONTEPIO from the mark, or (3) restriction of the registration by
entering a disclaimer of MONTEPIO.

The Board observed that, under its decision in Finanz St.
Honore, B.V. v. Johnson & Johnson,?87 a registration that is more
than five years old may not be cancelled on the ground that a
portion of the registered mark is generic. Moreover, deletion of
matter from a registered mark is not provided for under Section
14(3)%88 of the Lanham Act and is therefore unavailable. Indeed, a
deletion of matter from a registered mark that would materially
alter the mark as used by the registrant is prohibited.289

Finally, as to restriction of the registered mark by means of a
disclaimer of MONTEPIO, the Board construed this claim as one
seeking relief under Section 18 of the Lanham Act. Reviewing the
terms of Section 18 and its legislative history, the Board concluded
that this type of relief is not expressly contemplated and
furthermore would be inconsistent with the plain wording of both
Sections 14(3) and 18. The legislative history indicates that
Section 18 would provide the Board with authority to limit or
otherwise modify the goods and services in a registration or
application to avoid a likelihood of confusion, even for a
registration more than five years old. However, restriction of a
registration is allowed in Section 2(d)?% cases in order to avoid a
likelihood of confusion when the opponent is not using its mark on
the goods or services to be deleted, “so as to allow the claiming
party a place for its mark on the register.” Here, in contrast, the
request for a disclaimer of a part of the registered mark, unlike
cases involving restriction of the identification of goods, would not,
in and of itself, allow two conflicting marks to coexist on the
register. The Board pointed out that its jurisdiction is limited to
issues relating to the registrability of marks, and a claim for
restriction under Section 18 must not only be commercially
significant but must also be related to the registrability of marks
on the register. The petitioner’s claim was not aimed at allowing it
to register its own mark and therefore it failed to state a claim
under Section 18.

287. Finanz St. Honore, B.V. v. Johnson & Johnson, 85 U.S.P.Q.2d 1478 (T.T.A.B. 2007).
288. 15 U.S.C. § 1064(3).
289. See Trademark Rule 2.72, 37 C.F.R. § 2.72; TMEP §§ 807.14(a) (8th ed., Oct. 2011).
290. 15 U.S.C. § 1052(d).
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13. Cancellation for Noncompliance with
Regulatory Requirements

Flash & Partners S.p.A. v. LE. Manufacturing LLC

Opposer Flash moved under Rule 12(b)(6), Federal Rules of
Civil Procedure, to dismiss the applicant’s counterclaim for
cancellation of one of the opposer’s pleaded registrations, and the
Board granted the motion on the ground that the applicant’s
allegations, based on ex parte examination matters, failed to state
a claim upon which relief can be granted.29! The underlying intent-
to-use application for the challenged registration was originally
filed without a verification. The drawing page was then amended
and the verification was subsequently filed, confirming the
applicant’s bona fide intent as of the original filing date. The
applicant contended that (1) the underlying application was
incomplete and thus void ab initio, and (2) the opposer did not
have a bona fide intent to use the original mark, nor to use the
mark as amended. As to (1), the Board pointed out that even an
unsigned application is given a filing date. The Examining
Attorney must require that the applicant submit a verification that
relates back to the original filing date, and that is what happened
here. The determination of the opposer’s compliance with the
signature requirement was an ex parte examination issue
addressed during prosecution. That issue, as with similar ex parte
examination matters, does not form a basis for cancellation. As to
(2), the submission of an amended drawing does not require
verification, and the submission does not raise the issue of the
opposer’s bona fide intent. The Examining Attorney’s acceptance of
the amended drawing is an ex parte decision that necessarily
involves the determination of whether the amended mark creates
the same commercial impression as the original mark. The
opposer’s filing of an amended drawing therefore did not affect its
statutory allegation of a bona fide intent to use either the original
or the amended mark as of the application filing date. As the
Board pointed out, canceling a registration based on a finding of a
material alteration to the mark would have the effect of punishing
the opposer for the Examining Attorney’s alleged error, without
allowing the opposer the opportunity it would have had to remedy
the matter if it had been raised during prosecution.

We recognize that prosecution of a trademark application
involves numerous regulatory requirements, and that whether
an applicant has satisfied them often entails some degree of
subjective judgment on the part of the examining attorney.

291. Flash & Partners S.p.A. v. I. E. Mfg. LLC, 95 U.S.P.Q.2d 1813 (T.T.A.B. 2010); see
also Fed. R. Civ. P. 12(b)(6).
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Considerations of due process, as well as fairness to parties
against whom allegations of examination error are asserted,
dictate that such matters be solely a matter for ex parte
determination, and not grounds for opposition or
cancellation.292

14. Procedural Issues
a. Issues Tried by Implied Consent

Productos Lacteos Tocumbo S.A. de C.V. v.
Paleteria La Michoacana Inc.

In this Section 2(d)?93 cancellation proceeding, the petitioner
attempted to rely on marks that were not pleaded, arguing that
the marks were put in issue by implied consent.2?* The Board
observed that implied consent to the consideration of an unpleaded
issue may be found “only where the nonoffering party (1) raised no
objection to the introduction of evidence on the issue, and (2) was
fairly apprised that the evidence was being offered in support of
the issue.”?% The question is one of fairness: “[tlhe non-moving
party must be aware that the issue is being tried, and therefore
there should be no doubt on this matter.”2% In its final brief, the
petitioner claimed rights in the marks LA MICHOACANA and an
“Indian girl” design, but the respondent objected on the ground
that those marks were not pleaded. Reviewing the testimony and
evidence, the Board ruled that the issue of likelihood of confusion
as to those two marks was tried by consent because the respondent
was made aware of the petitioner’s intention to rely on those
marks both by the petitioner’s notices of reliance and by its
testimony depositions, at which time the respondent did not object.
In fact, in a separate deposition that it took during its own
testimony period, the respondent questioned one of the petitioner’s
witnesses regarding use of those two marks. The Board therefore
overruled the respondent’s objection, and it deemed the pleadings
amended to conform to the evidence pursuant to Rule 15 of the
Federal Rules of Civil Procedure.

292. Flash, 95 U.S.P.Q.2d at 1816.
293. 15 U.S.C. § 1052(d).

294. Productos Lacteos Tocumbo S.A. de C.V. v. Paleteria La Michoacana Inc., 98
U.S.P.Q.2d 1921, 1924 (T.T.A.B. 2011).

295. Id. at 1924 (quoting TBMP § 507.03(b)); see also Morgan Creek Prods. Inc. v. Foria
Int’l Inc., 91 U.S.P.Q.2d 1134, 1138 (T.T.A.B. 2009); H.D. Lee Co. v. Maidenform Inc., 87
U.S.P.Q.2d 1715, 1720-1721 (T.T.A.B. 2008); Long John Silver’s Inc. v. Lou Scharf Inc., 213
U.S.P.Q. 263, 266 n.6 (T.T.A.B. 1982); Boise Cascade Corp. v. Cascade Coach Co., 168
U.S.P.Q. 795, 797 (T.T.A.B. 1970).

296. Productos Lacteos, 98 U.S.P.Q.2d at 1925 (quoting Morgan Creek Prods. Inc. v.
Foria Int’l Inc., 91 U.S.P.Q.2d at 1139).
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b. Claim Preclusion
Orouba Agrifoods Processing Co. v. United Food Import

The Board denied Petitioner Orouba a second bite of the apple
by entering summary judgment on its various claims for
cancellation of a registration for a particular design mark for
frozen fruit and vegetables.2%7 Orouba had previously opposed the
application that matured into the challenged registration, but the
opposition was dismissed with prejudice when Orouba failed to
take testimony or submit evidence. That opposition was based on
allegations that the respondent United was a mere importer and
had committed fraud by claiming ownership of the applied-for
mark.

The petition for cancellation added claims of likelihood of
confusion under Section 2(d),2%8 false suggestion of a connection
under Section 2(a),2%® and misrepresentation of source under
Section 14(3).390 United argued that Orouba was relying on the
same set of transactional facts as in the opposition proceeding and
that nothing raised in the pending cancellation petition could not
have been raised in the opposition. Orouba maintained that,
although the Board rendered a final decision in the opposition
proceeding, it did not reach the substantive merits of the case, and
further that the cancellation petition is based on different facts
(particularly regarding confusion), that some of the allegations
were newly discovered, and that the graveness of the allegations
regarding misappropriation of a mark by a distributor required
their consideration by the Board.

The Board granted United’s summary judgment motion on the
ground of claim preclusion. It observed that the judgment in the
opposition was a final judgment on the merits, which “bars a
second suit involving the same parties or their privies based on the
same cause of action.”’?0! The Board noted that although the
dismissal of the prior opposition would not be sufficient for issue
preclusion purposes, it is a final judgment on the merits for
purposes of claim preclusion.?%?2 The question, then, was whether
the allegations in the petition for cancellation were based on the
same transactional facts as, and could have been litigated in, the

297. Orouba Agrifoods Processing Co. v. United Food Imp., 97 U.S.P.Q.2d 1310 (T.T.A.B.
2010).

298. 15 U.S.C. § 1052(d).
299. Id. § 1052(a).
300. Id. § 1064(3).

301. Jet, Inc. v. Sewage Aeration Sys., 223 F.3d 1360, 55 U.S.P.Q.2d 1854, 1856 (Fed.
Cir. 2000) (quoting Parklane Hosiery Co. v. Shore, 439 U.S. 322, 326 n. 5 (1979)).

302. Young Eng’rs, Inc. v. U.S. Int’l Trade Comm’n, 721 F.2d 1305, 219 U.S.P.Q. 1142,
1151 (Fed. Cir. 1983).
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prior opposition. The Board found the transactional facts in the
two proceedings to be the same: allegations of ownership, priority
of use, and fraud. Orouba’s assertions that the allegations were
newly discovered was just a different way of describing a new legal
theory on the same transactional facts. “Petitioner cannot avoid
the application of claim preclusion by merely bringing additional
claims in this proceeding based on the same transactional facts as
the prior opposition.”’303 Although the pleaded grounds in the
opposition did not include priority and likelihood of confusion, false
suggestion of a connection, or misrepresentation of source, those
claims are based on the same facts alleged in the opposition and
Orouba “could (and should) have asserted each of these
[additional] claims in the earlier case.”3%¢ Finally, the petitioner’s
characterization of its allegations as “grave” did not move the
Board: it pointed out that Orouba had failed to pursue the
opposition and failed to respond to the Board’s inquiry regarding
the status of a pending civil action between the parties.

Zoba International Corp. v.
DVD Format/LOGO Licensing Corp.

The respondent moved for summary judgment on the ground
of claim preclusion in these three consolidated cancellation
proceedings involving registrations for the mark DVD in logo form
for optical disks, readers, and related devices.?%5 The respondent
contended that the petitioner’s fraud and abandonment claims
were virtually identical to counterclaims that were previously
dismissed with prejudice by stipulation and order in a prior civil
action between the parties. The Board granted the motion as to
two of the three proceedings.

The Board observed that “[a] subsequent claim will be barred
by claim preclusion if: ‘(1) there is identity of parties (or their
privies); (2) there has been an earlier final judgment on the merits
of a claim; and (3) the second claim i1s based on the same set of
transactional facts as the first.”306

As to the claim preclusion factors for the first two
cancellations, there was no dispute that the parties here are
identical to those in the civil action. Likewise, there was no
“genuine” dispute that the stipulated order in the civil action was a

303. Vitaline Corp. v. General Mills Inc., 891 F.2d 273, 13 U.S.P.Q.2d 1172, 1173 (Fed.
Cir. 1989).

304. Orouba Agrifoods, 97 U.S5.P.Q.2d at 1314.

305. Zoba Intl Corp. v. DVD Format/LOGO Licensing Corp., 98 U.S.P.Q.2d 1106
(T.T.A.B. 2011).

306. Jet, Inc. v. Sewage Aeration Sys., 223 F.3d 1360, 55 U.S.P.Q.2d 1854, 1857 (Fed.
Cir. 2000), reh’g and reh’g en banc denied (Sept. 28, 2000), citing Parklane Hosiery Co. v.
Shore, 439 U.S. 322, 326 n.5 (1979).
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final judgment. As to the third factor for claim preclusion—
namely, whether the claims in the later proceeding are based on
the same set of transactional facts as those asserted in a prior
action—the Board “must consider whether [the petitioner’s]
counterclaims comprise the same ‘core [or nucleus] of operative
facts’ or are ‘based on the same, or nearly the same, factual
allegations’ as those asserted in these proceedings.”307

The fraud claims raised by the petitioner relied on the same
allegedly false affidavits and specimens of use filed by the
respondent when renewing two of its registrations, and so the
Board concluded that the third factor had been satisfied as to these
claims. Likewise, the third factor was satisfied as to the
petitioner’s abandonment claims, which were based on the same
set of transactional facts that gave rise to its counterclaims in the
civil action: namely, that the respondent was not using the DVD
Logo as a trademark for its own goods; that the DVD Logo was
being used by third parties; and therefore that the DVD Logo no
longer identified a single source. Although the terminology used in
the cancellation petitions was different from that in the civil action
counterclaims, that did “not raise a genuine dispute” as to whether
the counterclaim and the instant claims were “based on the same
set of transactional facts.”308 And so the Board granted the motion
for summary judgment as to the first two cancellation proceedings.

As to the third cancellation, the challenged registration was
not pleaded by the respondent in the prior civil action, and the
petitioner therefore had no obligation to assert a defense of
trademark invalidity regarding that registration. And although
the mark was the same as in the other two registrations, the goods
are different and broader. Thus the fraud and non-use
counterclaims in the prior civil action were not based on the same
transactional facts as in this cancellation proceeding.3%® Moreover,
because the third registration was not pleaded in the civil action,
the complaint did not provide the petitioner with notice that it had
a right or need to assert a defense against that registration. The
Board ruled, based on both precedent and fairness, that the

307. Zoba, 98 U.S5.P.Q.2d at 1111 (quoting Jet, 55 U.S.P.Q.2d at 1857).
308. Zoba, 98 U.S.P.Q.2d at 1113; see Jet, 55 U.S.P.Q.2d at 1856.

309. See Nasalok Coating Corp. v. Nylok Corp., 86 U.S.P.Q.2d 1369, 1374 (Fed. Cir. 2008)
(“preclusion as to validity applies only ‘if the accused product in the second suit [is]
“essentially the same” as the specific device that was before the court in the first suit’)
(internal citations omitted); Mayer/Berkshire Corp. v. Berkshire Fashions Inc., 424 F.3d
1229, 76 U.S.P.Q.2d 1310, 1314 (Fed. Cir. 2005); Realex Chem. Corp. v. S.C. Johnson & Son,
Inc., 849 F.2d 299, 7 U.S.P.Q.2d 1161, 1164 (8th Cir. 1988) (“There is no res judicata or
claim preclusion where, while the legal theory is the same, the accused mark is a newly
designed label used on a different product. The cause of action is different and there is no
‘splitting’ of a cause of action.”).
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petitioner’s fraud and abandonment claims in the third proceeding
were not barred by the doctrine of claim preclusion.

c. Issue Preclusion

Stephen Slesinger Inc. v. Disney Enterprises Inc.

The Board granted Disney’s summary judgment motion in this
consolidated proceeding (eleven oppositions and one cancellation),
ruling that collateral estoppel barred Stephen Slesinger Inc. (SSI)
from relitigating the issue of ownership of various WINNIE THE
POOH trademarks.?© Absent ownership, SSI's claims for
likelihood of confusion, dilution, and fraud must fail.

This proceeding is but one chapter in a long-running battle
over rights arising out of the works of A.A. Milne; this case
involved only the registrability of certain trademarks. The dispute
centers on a 1983 agreement between the parties. SSI claimed that
certain rights in the POOH works were reserved to it by the
agreement, whereas Disney maintained that the agreement
assigned all of SSI’s ownership rights (including trademark rights)
to Disney.

Here, Disney sought to register several Pooh-related marks for
a variety of goods. SSI opposed on the grounds of likelihood of
confusion, dilution, fraud, and lack of ownership. SSI also sought
to cancel more than a dozen Disney registrations on the same
grounds. Disney moved to dismiss all of SSI’s claims on the ground
that SSI is collaterally estopped from relitigating the issue of
ownership of the marks because that issue was decided in 2009 in
a civil action between the parties. SSI argued that the court did
not actually decide that issue, and further that any such
determination was not necessary to the district court’s judgment.
It asserted that the court decided only whether Disney’s uses were
authorized, without having to reach the issue of whether there was
an assignment or a mere license of the rights. Disney, on the other
hand, contended that the issue of ownership was extensively
briefed and was necessarily decided by the court in order to
consider SSI’s counterclaims for trademark infringement and for a
declaratory judgment that would require the USPTO to correct the
title of Disney’s registrations. Because both parties relied on
documents outside of the pleadings, the Board treated Disney’s
motion to dismiss as a motion for summary judgment.

Four requirements must be met for issue preclusion to apply:
(1) the issues must be identical in each case; (2) the issue must
have been raised and adjudicated in the prior action; (3) the
determination of the issue must have been necessary and essential

310. Stephen Slesinger, Inc. v. Disney Enters., Inc., 98 U.S.P.Q.2d 1890 (T.T.A.B. 2011).
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to the prior judgment; and (4) the party precluded must have been
fully represented in the prior case.?'! SSI had the burden to prove
ownership in the TTAB proceeding because its claims were not
based on its own federal registrations and it therefore could not
rely on any presumption of validity. The Board noted that, in the
district court, the action involved the specific issue of which party
owned the POOH marks as a result of the contracts between the
parties. There was no dispute that the issue of ownership was
raised and adjudicated in the court, or that SSI was fully
represented by counsel. Finally, the Board was persuaded by the
entire record that the district court’s determination regarding the
nature and scope of the conveyance from SSI to Disney was
necessary and essential to the resulting judgment in the civil
action.

[Blefore considering whether Disney’s actions were infringing
(or whether SI was entitled to have USPTO records regarding
Disney’s registrations corrected to show SSI as owner), the
district court necessarily had to consider whether SSI had any
rights in the POOH works. The question of whether Disney’s
uses were infringing or ‘authorized’ is only relevant once SSI's
rights are established.312

The Board therefore granted Disney’s motion for summary
judgment on the ground of issue preclusion.

d. Stay of Proceedings

Super Bakery, Inc. v. Benedict

On remand from the Federal Circuit,313 the Board ruled that
Trademark Rule 2.127(d)3!* does not provide for an automatic stay
of a proceeding when a party files a motion for summary
judgment.3> As a consequence, the Board again granted Super

311. See Mayer/Berkshire Corp. v. Berkshire Fashions Inc., 424 F.3d 1229, 76 U.S.P.Q.2d
1310, 1312-13 (Fed. Cir. 2005); Jet, Inc. v. Sewage Aeration Sys., 223 F.3d 1360, 55
U.S.P.Q.2d 1854, 1858-59 (Fed. Cir. 2000); Larami Corp. v. Talk To Me Programs Inc., 36
U.S.P.Q.2d 1840, 1843-44 (T.T.A.B. 1995).

312. Stephen Slesinger, 98 U.S.P.Q.2d at 1897.
313. Benedict v. Super Bakery, Inc., Appeal No. 2010-1085 (Fed. Cir., Mar. 3, 2010).
314. Trademark Rule 2.127(d), 37 C.F.R. § 2.127(d), states:

When any party files a motion to dismiss, or a motion for judgment on the pleadings,
or a motion for summary judgment, or any other motion which is potentially
dispositive of a proceeding, the case will be suspended by the Trademark Trial and
Appeal Board with respect to all matters not germane to the motion and no party
should file any paper which is not germane to the motion except as otherwise specified
in the Board’s suspension order. If the case is not disposed of as a result of the motion,
proceedings will be resumed pursuant to an order of the Board when the motion is
decided.

315. Super Bakery, Inc. v. Benedict, 96 U.S.P.Q.2d 1134 (T.T.A.B. 2010).
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Bakery’s petition for cancellation as a sanction against Respondent
Benedict for failing to comply with a Board discovery order.316
Benedict, appearing pro se, was twice ordered by the Board to
respond to Bakery’s discovery requests. One day before his
responses were due (for the second time, and twenty months after
the discovery requests were served), Benedict filed a motion for
summary judgment. Eighteen days later, the Board issued a
suspension order pending determination of the motion. The
opposer then filed a response to the summary judgment motion
and a motion for sanctions, asking the Board for judgment under
Rule 2.120(g). The Board granted the sanction motion, entered
judgment against Benedict, and denied the summary judgment
motion as moot. Benedict appealed to the Federal Circuit, which
vacated the Board’s decision and remanded the case for
consideration of the applicability of Rule 2.127(d).

The Board ruled that the mere filing of a dispositive motion
does not automatically suspend a proceeding; only a formal
suspension order by the Board has that effect.3!” Here, because the
Board’s suspension order was not issued until March 30, 2009,
Benedict was still obligated to respond to petitioner’s discovery
requests, as ordered, by the March 13, 2009 deadline set by the
Board. The Board observed that, in certain situations, the filing of
a motion for summary judgment may serve as good cause for not
responding to discovery requests. But not this time:

Rather than providing justification for the failure to comply
with the Board’s order, the filing of respondent’s clearly
meritless motion for summary judgment just one day before
respondent’s discovery responses were due can only be viewed
as an effort to further obstruct petitioner’s rights to obtain
discovery under the Board’s rules, the Board’s order
compelling discovery, and the Board’s order granting discovery
sanctions.?18

The Board recognized that the sanction of judgment was harsh,
but pointed out that Benedict had been given multiple
opportunities to comply with the Board’s discovery rules and

316. The C.A.F.C. affirmed this decision in December 2011. Ward E. Benedict v. Super
Bakery, Inc., 101 U.S.P.Q.2d 1089 (Fed. Cir. 2011). It concluded that the Board had not
abused its discretion in entering judgment in light of Benedict’s repeated failures to comply
with Board orders. As to the question of whether the case was or was not suspended
automatically upon the filing of Benedict’s summary judgment motion, the court found Rule
2.127(d) too ambiguous for purposes of the Board’s sanction. Nonetheless, the CAFC ruled
that the entry of judgment by default was “well supported without this event.” Id. at 1092.

317. See Giant Food, Inc. v. Standard Terry Mills, Inc., 229 U.S.P.Q 955, 965 (T.T.A.B.
1986); Consultants & Designers, Inc. v. Control Data Corp., 221 U.S.P.Q. 635, 637 n.8
(T.T.A.B. 1984).

318. Super Bakery, 96 U.S.P.Q.2d at 1136.
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orders, and 1t found no reason to believe that, afforded additional
opportunities, he would do so.

e. Admissibility of Evidence
(1) Hearsay Objections

In two precedential decisions, the Board ruled on rather
elementary hearsay objections. In one, it held that testimony that
third-party restaurants answer their telephones using the word
“Anthony’s” is not inadmissible hearsay, but that testimony
regarding conversations with third parties (e.g., how long the
restaurant had been open or what kind of food it served), was
inadmissible because it was offered to prove the truth of the
statements and was not based on something the witness herself
knew or experienced.’’® In another, it ruled that a witness’s
testimony that certain items were for sale or in stock, based on
what she was told by store employees, and handwritten notes to
that effect attached to exhibits, may not be used as evidence to
prove that those items were on sale or in stock; however, the
exhibits, comprising website pages for the stores, were not
excluded outright because they had been authenticated and on
their face showed that public may have been exposed to retail
websites and may be aware of advertisements on such sites.320

(2) Pre-Litigation Surveys
National Pork Board v. Supreme Lobster and Seafood Co.

The Board deemed admissible nearly 20 years’ worth of the
opposers’ annual tracking surveys, despite an objection that they
were not properly authenticated.?2! The opposers’ witnesses
testified that the studies were regularly kept business records that
the opposers relied upon for various purposes. The surveys had
probative value because each contained extensive information
concerning the methodology of the survey, the survey
questionnaire used, and the demographics of the respondents
questioned.

319. Anthony’s Pizza & Pasta Int’l, Inc. v. Anthony’s Pizza Holding Co., 95 U.S.P.Q.2d
1271 (T.T.A.B. 2009), aff'd per curiam, Appeal No. 2010-1191 (Fed. Cir. Nov. 18, 2010).

320. Rocket Trademarks Pty Ltd. v. Phard S.p.A., 98 U.S.P.Q.2d 1066 (T.T.A.B. 2011).

321. Nat’l Pork Bd. v. Supreme Lobster & Seafood Co., 96 U.S.P.Q.2d 1479 (T.T.A.B.
2010).
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(3) Testimony Based on Witness’s Experience
Mag Instrument Inc. v. Brinkmann Corp.

The Board overruled an objection to the testimony of
Brinkmann’s president regarding the utilitarian advantages of
Mag’s flashlights, concluding that his testimony was not
objectionable expert testimony but rather was based upon his
experience in the industry and his familiarity with flashlight
products.322 According to the Board, his opinions concerning the
features or advantages of the flashlights fell within the scope of
expertise expected from an individual who is not an expert witness
but has experience and knowledge in the industry.

(4) Testimony from Prior Proceedings
Threshold.TV Inc. v. Metronome Enterprises, Inc.

The Board sustained Applicant Metronome’s objection to the
admissibility of discovery deposition testimony from a prior civil
action.323 It pointed out that testimony from another proceeding
must be introduced pursuant to a stipulation of the parties
approved by the Board or by motion granted by the Board.
Moreover, the Board has construed the term “testimony,” as used
in Trademark Rule 2.122(f),32¢ as meaning only (1) trial testimony,
or (2) a discovery deposition that was used, by agreement of the
parties, as trial testimony in the other proceeding.32> However, the
Board overruled Metronome’s objection to the discovery deposition
testimony of another witness in the same prior civil action because
that witness testified at trial that certain exhibits were copies of
his deposition and declaration, that his deposition testimony was
truthful, and that the statements in the declaration were true and
accurate. Trademark Rule 2.122(f) did not require a different
result because that Rule is meant to be “a relatively quick and
simple means by which to introduce testimony from another
proceeding into evidence. It is not intended as specifying the only

322. Mag Instrument Inc. v. Brinkmann Corp., 96 U.S.P.Q.2d 1701 (T.T.A.B. 2010).

323. Threshold. TV, Inc. v. Metronome Enters., Inc., 96 U.S.P.Q.2d 1031 (T.T.A.B. 2010).

324. Trademark Rule 2.122(f), 37 C.F.R. § 2.122(f), provides:
Testimony from other proceedings. By order of the Trademark Trial and Appeal Board,
on motion, testimony taken in another proceeding, or testimony taken in a suit or
action in a court, between the same parties or those in privity may be used in a
proceeding, so far as relevant and material, subject, however, to the right of any
adverse party to recall or demand the recall for examination or cross-examination of
any witness whose prior testimony has been offered and to rebut the testimony.

325. See TBMP §§ 530 and 704.13 (2d ed. rev. 2004).
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means by which oral or written statements from another
proceeding can be introduced at trial in a Board proceeding.”326

(5) Introducing Registrations into Evidence
Melwani v. Allegiance Corp.

A pro se opposer was tripped up at the TTAB’s doorstep when
he failed to properly submit into evidence his three pleaded
registrations.?2” The Board ruled that it is not enough for a
plaintiff to identify his registrations on the electronic filing form.
Although Rule 2.122 has been liberalized,??8 the Rules do not
contemplate the “mere inputting of a registration number when
prompted by the ESTTA.”329 The opposer must electronically
attach copies of the database printouts or otherwise comply with
the Rule. Even though completion of the Electronic System for
Trademark Trials and Appeals (ESTTA) filing form results in the
creation of electronic records in the Board’s TTABVUE system,
and although such records are linked to information regarding a
pleaded registration, that arrangement is purely for
administrative ease, and completion of the form does not make the
pleaded registrations of record.

(6) No Probative Value for Non-English Documents

Productos Lacteos Tocumbo S.A. de C.V. v.
Paleteria La Michoacana Inc.

The petitioner introduced several documents written in
Spanish without providing English translations.330 Although the
respondent did not object to those documents and treated them as
being of record, the Board accorded them no probative value

326. Threshold. TV, 96 U.S.P.Q.2d at 1035.
327. Melwani v. Allegiance Corp., 97 U.S.P.Q.2d 1537 (T.T.A.B. 2010).

328. The Board amended Trademark Rule 2.122(d)(1), 37 C.F.R. § 2.122(d)(1), effective
August 31, 2007, to expand the means for introducing a pleaded registration into evidence.
The rule now reads, in relevant part, as follows:

A registration of the opposer or petitioner pleaded in an opposition or petition to
cancel will be received in evidence and made part of the record if the opposition or
petition is accompanied by an original or photocopy of the registration prepared and
issued by the United States Patent and Trademark Office showing both the current
status of and current title to the registration, or by a current printout of information
from the electronic database records of the USPTO showing the current status and
title of the registration.

329. Melwani, 97 U.S.P.Q.2d at 1540.

330. Productos Lacteos Tocumbo S.A. de C.V. v. Paleteria La Michoacana, Inc., 98
U.S.P.Q.2d 1921 (T.T.A.B. 2011).



Vol. 102 TMR 7

because the Board conducts its proceedings in English.35!
Nonetheless, because the respondent did not object to the
testimony regarding the documents, the Board considered the
testimony of the witnesses regarding the documents.

(7) Adequacy of Pre-Trial Disclosures

Carl Karcher Enterprises, Inc. v.
Carl’s Bar & Delicatessen, Inc.

The Board used this mundane case as an opportunity to
expound on the workings of its pre-trial disclosure scheme.332 The
applicant moved to strike the opposer’s trial testimony and
exhibits, asserting that the opposer did not timely serve its pre-
trial disclosures nor file them with the Board, and further that the
information the opposer did provide prior to trial was insufficient.
The Board, however, found that the opposer served its disclosures
in timely fashion, declared (not surprisingly) that pre-trial
disclosures need not be filed with the Board, and concluded that
the opposer’s disclosures were adequate.

The opposer served its pre-trial disclosures on October 13,
2009, one day before the due date. Subsequently the opposer
moved for summary judgment, and after that motion was denied
the Board, as a matter of routine, reset the deadline for the
opposer’s pretrial disclosures on several occasions. The Board ruled
that there was no need for the opposer to re-serve the disclosures
each time the date was reset. Its only obligation would be to
supplement the disclosures as necessary.

As to filing of the disclosures, Trademark Rule 2.121(e) does
not require a party making a pretrial disclosure to file same with
the Board. Moreover, the Board observed, there is no reason why a
party should be required to file its pretrial disclosures because
trial testimony is taken out of the presence of the Board anyway.
As to the adequacy of the disclosures: the opposer named its
potential witness and provided a general summary of the topics on
which the witness was expected to testify and a general summary
of the types of documents and things to be introduced during the
testimony of the witness. Accordingly, this case did not involve
presentation of a witness or exhibits not revealed by the original
disclosure, nor a failure to timely amend or supplement the
disclosure. And so the Board denied the motion and issued a new
scheduling order for the remainder of the case.

331. See Hard Rock Cafe Licensing Corp. v. Elsea, 48 U.S.P.Q.2d 1400, 1405 (T.T.A.B.
1998) (holding that documents in a language other than English are inadmissible).

332. Carl Karcher Enters., Inc. v. Carl’s Bar & Delicatessen, Inc., 98 U.S.P.Q.2d 1370
(T.T.A.B. 2011).



72 Vol. 102 TMR

(8) Documents Not Produced During Discovery
Rocket Trademarks Pty Ltd. v. Phard S.p.A.

The Board overruled the opposer’s objections to the
admissibility of certain documents at trial, which documents the
applicant claimed should have been produced during discovery.333
The Board noted that the documents were not within the
applicant’s possession or control when it was responding to
document requests, but rather were obtained or created in
anticipation of its testimony period. The applicant did not have a
duty to investigate third-party use during discovery.33* Moreover,
the applicant’s attempt to present this evidence of third-party use
should not have surprised the opposer because it is common
practice to introduce third-party use to demonstrate that a mark is
weak and consequently entitled to only a narrow scope of
protection. The documents at issue were publicly available via the
Internet, and furthermore the opposer had ample time to prepare
any rebuttal against the evidence of third-party use.

f. Pleading in Madrid Protocol Cases
(1) Completion of the ESTTA Form

Hunt Control Systems Inc. v.
Koninklijke Philips Electronics N.V.

An opposition to a Section 66(a)33> application (i.e., a Request
for Extension of Protection under the Madrid Protocol) must be
filed via ESTTA, the Board’s electronic filing system, and the
notice of opposition may not be amended to add new grounds.33¢
These rules facilitate prompt notification to the World Intellectual
Property Organization (WIPO) that an opposition has been filed.
This notification must be sent within strict time limits, and failure
to timely notify WIPO may result in the opposition being limited
by the information sent or dismissed entirely.

ESTTA generates an opposition form that is automatically
forwarded to WIPO. Here, on the ESTTA form, the opposer listed
six of the items in the applicant’s Class 9 list of goods, but argued
that the scope of the opposition was broader because it had
attached to the ESTTA form a supplementary explanation of the
basis for the opposition that specifically recited the same six goods

333. Rocket Trademarks Pty Ltd. v. Phard S.p.A., 98 U.S.P.Q.2d 1066 (T.T.A.B. 2011).

334. See Sports Auth. Mich. Inc. v. PC Auth. Inc., 63 U.S.P.Q.2d 1782, 1788 (T.T.A.B.
2001) (no obligation to search for third-party uses).

335. 15 U.S.C. § 1141f(a).
336. See Trademark Rules 2.101(b)(2) and 2.107(b), 37 C.F.R. §§ 2.101(b)(2) and 2.107(b).
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as well as “related products in International Class 9.7337 The Board
ruled that, for Madrid oppositions, the opposed goods must be
limited to those identified on the ESTTA form because that is the
information transmitted to WIPO. Otherwise, the USPTO would
not be in compliance with its obligations to WIPO.

(2) Amending a Notice of Opposition
O.C. Seacrets, Inc. v. Hotelplan Italia S.p.A.

This opposer sought to amend its Notice of Opposition to add a
new ground (lack of bona fide intent), but it ran into one big
problem: the opposed application was filed under Section 66(a),
and Rule 2.107(b)338 prohibits such an amendment.33 The opposer
claimed that it was merely clarifying an existing ground, but the
Board disagreed and it denied the motion to amend. The opposer’s
notice of opposition alleged that “Applicant lacks a bona fide intent
to use SECRETS LINE ... and therefore, has committed fraud on
the U.S. Patent and Trademark Office.”3® The proposed
amendment would have replaced that allegation with the
following: “In violation of 15 U.S.C. 1141(f) Applicant lacked a
bona fide intent to use SECRETS LINE” for certain goods and
services in the opposed application.?4! The opposer argued that the
lack of bona fide intent was an element of its original fraud claim,
and that the proposed amendment is therefore a permissible
clarification of an existing ground. The Board found that argument
unpersuasive:

Although the particular basis for opposer’s claim of fraud in
this case was the allegation that applicant falsely stated it had
a bona fide intent to use its mark on all of its identified goods
and services, applicant was apprised of only one ground by
Paragraph 13 of the original notice of opposition, that of fraud.
Fraud was the ground that applicant defended against in its
motion for judgment on the pleadings, and the ground upon
which judgment for applicant was entered by the Board in its
April 2, 2010 order. We will not parse an asserted ground to

337. Hunt Control Sys., Inc. v. Koninklijke Philips Elecs. N.V., 98 U.S.P.Q.2d 1558, 1561
(T.T.A.B. 2011).

338. Section 2.107(b) states:

Pleadings in an opposition proceeding against an application filed under Section 66(a)
of the Act may be amended in the same manner and to the same extent as in a civil
action in a United States district court, except that, once filed, the opposition may not
be amended to add to the grounds for opposition or to add to the goods or services
subject to opposition.

339. 0.C. Seacrets, Inc. v. Hotelplan Italia S.p.A., 95 U.S.P.Q.2d 1327 (T.T.A.B. 2010).
340. Id. at 1329.
341. Id.



74 Vol. 102 TMR

see if any of the elements that go to pleading that ground
would independently state a separate ground.3*2

g. Affirmative Defenses
Blackhorse v. Pro Football Inc.

The long-running battle over the REDSKINS trademark
registrations began in 1992, when seven Native Americans filed a
petition for cancellation, asserting that the REDSKINS marks are
disparaging under Section 2(a) of the Lanham Act.?*3 In the last
court decision,?*4 the U.S. Court of Appeals for the District of
Columbia Circuit affirmed a district court ruling that the
disparagement claims of the plaintiffs were barred by laches.
However, in 2006 a new petition for cancellation had been filed by
six different Native American petitioners, including Amanda
Blackhorse, seeking to knock out the same six REDSKINS
registrations on the ground of disparagement. The petition alleges
that the new petitioners had only just recently reached the age of
majority, the age from which the D.C. Circuit Court of Appeals has
determined that laches begins to run.

Exercising its inherent authority to control its docket, the
Board ordered the parties to appear for a pre-trial conference.34®
The Board declared that it would be “taking a more active role in
pretrial management of cases that the Board identifies as having
the potential to become overly contentious and/or involve creation
by the parties of excessive records.”?*6 It required the parties to
submit a detailed table of evidence and asked for further comment
on certain issues of law, aiming toward an agreement regarding
the applicable law prior to trial.347

As part of its effort to streamline the case, the Board reviewed
the respondent’s affirmative defenses and ruled that ten of twelve
were out of bounds, including failure to state a claim (not an
affirmative defense), lack of standing (not an affirmative defense),
equitable estoppel (overlaps with the defense of laches), lack of
damage (actual damage not required), and several constitutional
violations (not within the Board’s jurisdiction).

In particular, the Board observed that standing is an element
of the petitioners’ claim, and so lack of standing is not considered a
defense. As to the asserted lack of damages, it pointed out that the

342. Id. at 1329.

343. 15 U.S.C. § 1052(a).

344. Pro Football Inc. v. Harjo, 90 U.S.P.Q.2d 1593 (D.C. Cir. 2009).

345. Blackhorse v. Pro Football Inc., 98 U.S.P.Q.2d 1633 (T.T.A.B. 2011).
346. Id. at 1634.

347. Id. at 1637.
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term “damage” as used in Sections 13 and 143%® concerns only a
party’s standing to file an opposition or petition to cancel. A party
may establish its standing to oppose or to petition to cancel by
showing that it has a real interest in the case—that is, a personal
interest beyond that of the general public. There is no requirement
that actual damage be pleaded and proved in order to establish
standing or to prevail in an opposition or cancellation
proceeding.?*® Finally, five of the respondent’s purported
affirmative defenses were based on constitutional grounds: that
Section 2(a) violates the right of freedom of speech guaranteed by
the First Amendment, that it is constitutionally overbroad and
void for vagueness, and that, as applied, it deprives the registrant
of due process. The Board swept these defenses aside because they
would require the Board to rule on the constitutionality of the
Lanham Act. “Simply put the Board does not have the authority to
determine constitutional claims.”350

h. TTAB Review of Procedural Errors
In re Trek 2000 International Ltd.

Applicant Trek maintained that this case had been improperly
restored to the Examining Attorney after publication because no
showing of “clear error” was made with regard to the approval for
publication.??! The Board pointed out that any question involving
the application of the “clear error” standard is properly the subject
of a petition to the Director of the USPTO, not an appeal to the
Board.?52 The Board’s jurisdiction is limited to the correctness of
the substantive refusal, and does not encompass procedural issues
arising out of prosecution practice.3>3

348. 15 U.S.C. §§ 1063-1064.

349. See Books on Tape Inc. v. Booktape Corp., 836 F.2d 519, 5 U.S.P.Q.2d 1301 (Fed.
Cir. 1987); Jewelers Vigilance Comm. Inc. v. Ullenberg Corp., 823 F.2d 490, 2 U.S.P.Q.2d
2021 (Fed. Cir. 1987); Int’l Order of Job’s Daughters v. Lindeburg & Co., 727 F.2d 1087, 220
U.S.P.Q. 1017 (Fed. Cir. 1984).

350. Blackhorse, 98 U.S.P.Q.2d at 1638. See TBMP § 102.01 (2d ed. rev. 2004); see
generally In re Mavety Media Grp. Ltd., 33 F.3d 1367, 1374, 31 U.S.P.Q.2d 1923 (Fed. Cir.
1994); In re Int’l Flavors & Fragrances Inc., 183 F.3d 1361, 1368, 51 U.S.P.Q.2d 1513 (Fed.
Cir. 1999).

351. In re Trek 2000 Intl Ltd., 97 U.S.P.Q.2d 1106 (T.T.A.B. 2010); for a discussion of the
genericness issue, see Part I11.B.3, supra.

352. See In re Jump Designs, LLC, 80 U.S.P.Q.2d 1370, 1373 (T.T.A.B. 2006).

353. See In re Sambado & Son Inc., 45 U.S.P.Q.2d 1312, 1314-15 (T.T.A.B. 1997); see also
Trademark Rules 2.63 and 2.146, 37 C.F.R. §§ 2.63 and 2.146.
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15. Motion Practice
a. Motion to Compel Discovery Responses

Johnson & Johnson v.
Obschestvo s ogranitchennoy, otvetstvennostiu “WDS”

The applicant responded to certain interrogatories by
referencing its business records, pursuant to Rule 33(b), Federal
Rules of Civil Procedure.?3* The documents were in Russian. When
the opposers moved to compel supplemental responses that did not
reference the Russian documents, the Board granted the motion.
The applicant failed to demonstrate that it would be unduly
burdensome to provide separate and full answers to the
interrogatories. Moreover, the Board found that the applicant’s
burden to ascertain the answers from its own business records
would be far less than the opposers’ burden of deriving same from
documents in Russian.3%® The Board pointed out that, by requiring
written responses in English, it was ordering the applicant and its
counsel merely to summarize the documents they had already
reviewed and to explain how and why the documents were
responsive.

Amazon Technologies Inc. v. Wax

Amazon produced 31,000 pages of documents without an
index and not in chronological order.?¢ The Board deemed the
production “a textbook document dump,’?” and it granted a
motion to compel Amazon to organize and label the documents to
correspond to the categories in the applicant’s discovery requests.
The Board also required Amazon to provide an index within
thirty days, and to fully respond in narrative form to two
interrogatories.

354. Johnson & dJohnson and RoC Intl S.A.R.L. v. Obschestvo s ogranitchennoy;
otvetstvennostiu “WDS,” 95 U.S.P.Q.2d 1567 (T.T.A.B. 2010).

355. Id. at 1570. Curiously, the Board stated that it was unaware of any precedential
decision involving foreign language documents, but see Hard Rock Cafe Licensing Corp. v.
Elsea, 48 U.S.P.Q.2d 1400, 1405 (T.T.A.B. 1998) (holding that documents in a language
other than English are inadmissible); Productos Lacteos Tocumbo S.A. de C.V. v. Paleteria
La Michoacana, Inc., 98 U.S.P.Q.2d 1921 (T.T.A.B. 2011); see discussion, Part I11.A.14.e(6),
supra (rejecting Spanish-language documents).

356. Amazon Techs., Inc. v. Wax, 95 U.S.P.Q.2d 1865 (T.T.A.B. 2010).

357. Id. at 1868.
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b. Motion to Exclude Witness
Byer California v. Clothing for Modern Times Ltd.

In its initial disclosures, the opposer, Byer, did not name a
potential witness, one Mr. Manburg, as a person with knowledge of
relevant facts.358 Byer did, however, name Mr. Manburg in its
discovery responses and in its pre-trial witness list. But because
the applicant waited until the last day of the discovery period to
serve its discovery demands, it did not learn of Manburg during its
discovery period and did not have a chance to depose Manburg. So
it moved to exclude Manburg as a trial witness. Noting the fairly
unique circumstances at hand, the Board concluded that fairness
required a compromise approach. It decided to reopen discovery to
allow Manburg’s deposition to be taken and to permit Manburg to
testify at the trial stage, but only as to subject matter to which
only he and not the other trial witness (properly identified by
Byer) could accurately testify.

c. Motion to Exclude Expert Witness’s
Anticipated Testimony

General Council of the Assemblies of God v.
Heritage Music Foundation

The Board denied the petitioner’s motion to exclude the
respondent’s expert witness, ruling that the respondent had cured
any technical deficiencies in its expert disclosure by prompt
supplementation.?>® The respondent served its expert disclosures
in timely fashion under Rule 2.120(a)(2), thirty days prior to the
close of discovery. One week later, the petitioner moved to “strike”
the respondent’s expert witness testimony (i.e., exclude it, because
the testimony hadn’t been given yet) on the ground that the
disclosure failed to comply with Rule 26(a)(2) of the Federal Rules
of Civil Procedure: it was not signed by the expert, did not include
a list of her publications, did not include a list of cases in which
she had testified, and did not state her compensation. In response,
the respondent promptly provided the missing information. The
Board ruled that the problem had been satisfactorily resolved, and
it reset the discovery and trial dates.

358. Byer Cal. v. Clothing for Modern Times Ltd., 95 U.S.P.Q.2d 1175 (T.T.A.B. 2010).

359. General Council of the Assemblies of God v. Heritage Music Found., 97 U.S.P.Q.2d
1890 (T.T.A.B. 2011).
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d. Motion to Amend First Use Dates

Threshold. TV, Inc. v. Metronome Enterprises, Inc.

An applicant may be entitled to prove an earlier date of use
than that alleged in its application, but its proof “must be clear
and convincing and must not be characterized by contradiction,
inconsistencies or indefiniteness.”?¢0 Here, because there was no
evidence in the record to support the proposed new dates, the
applicant failed to meet that evidentiary standard. The Board
therefore denied the applicant’s motion to amend its first use
dates.

e. Motion for Involuntary Dismissal
Melwani v. Allegiance Corp.

The Board showed this pro se opposer a quick exit by granting
the applicant’s Rule 2.132(a) motion to dismiss for failure to
prosecute and by denying the opposer’s motion to reopen the
case.381 Opposer Melwani asserted that he mistakenly thought the
case was suspended when the applicant included in its answer a
motion to strike one of his claims, and so he submitted no evidence
or testimony during his trial period.362 As to the motion to reopen,
the Board applied the Supreme Court’s four-factor Pioneer test to
determine whether Melwani had established excusable neglect.363
As usual, the Board said no, finding that the reasons for his
inaction did not amount to excusable neglect that would justify
reopening the case.

360. Threshold. TV, Inc. v. Metronome Enters., Inc., 96 U.S.P.Q.2d 1031, 1036 (T.T.A.B.
2010). See Hydro-Dynamics, Inc. v. George Putnam & Co., Inc., 811 F.2d 1470, 1 U.S.P.Q.2d
1772, 1773 (Fed. Cir. 1987).

361. Melwani v. Allegiance Corp., 97 U.S.P.Q.2d 1537 (T.T.A.B. 2010).

362. As to Melwani’s unsuccessful attempt to rely on three registrations identified on the
ESTTA electronic form, see Part II1.A.14.e(5), supra.

363. Pioneer Inv. Servs. Co. v. Brunswick Assoc. Ltd. P’ship, 507 U.S. 380, 395 (1993).
The factors are: (1) the danger of prejudice to the nonmoving party; (2) the length of delay
and its potential impact on judicial proceedings; (3) the reason for the delay, including
whether it was within the reasonable control of the moving party; and (4) whether the
moving party has acted in good faith. Several courts have stated that the third factor may
be considered the most important factor in a particular case. See Pumpkin Ltd. v. The Seed
Corps, 43 U.S.P.Q.2d 1582, 1586 n.7 (T.T.A.B. 1997).
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PART IV. TRADEMARK INFRINGEMENT AND UNFAIR
COMPETITION IN THE COURTS OF GENERAL
JURISDICTION

By Theodore H. Davis, <Jr.

A. Establishing Protectable Trademark and
Service Mark Rights

1. The Effect of Federal Trademark Registrations
on the Mark Validity Inquiry

A putative mark owner lacking a federal registration bears the
burden of demonstrating that it owns protectable rights to its
mark.364 That principle 1is expressly codified in Section
43(a)(1)(A)(3) of the Lanham Act3% where the functionality inquiry
is concerned, and courts addressing the issue in the distinctiveness
context reached the same conclusion.3¢¢ Moreover, as the Federal
Circuit confirmed in an application of Third Circuit law, that
principle applies as well to owners of registrations on the
Supplemental Register;367 simply put, “[there] is no authority for
the proposition that the Supplemental Register carries the same
clout as the Principal Register. In fact, the opposite is true.”368

As a pair of plaintiffs learned the hard way at the hands of the
Ninth Circuit, it also applies in cases in which registrants fail to
place their registrations into evidence.%® In the case producing this
cautionary lesson, the lead plaintiff neglected to introduce one of
its registrations until after the parties had filed cross-motions for
summary judgment and the district court had asked for
supplemental briefing on those motions. The district court declined
to consider the registration, and the Ninth Circuit affirmed:
Although the district court might have exercised its discretion to
admit the untimely-filed evidence, it was not obligated to do s0.370

364. For an example of a court making this point despite the plaintiff's ownership of six
Massachusetts registrations, see Peoples Fed. Sav. Bank v. People’s United Bank, 750 F.
Supp. 2d 217, 221-23 (D. Mass. 2010).

365. 15 U.S.C. § 1125(a)(1)(A)(3) (2006) (“In a civil action for trade dress infringement . . .
for trade dress not registered on the principal register, the person who asserts trade dress
protection has the burden of proving that the matter sought to be protected is not
functional.”).

366. See, e.g., Borescopes R Us v. 1800Endoscope.com, LLC, 728 F. Supp. 2d 938, 946
(M.D. Tenn. 2010).

367. See ERBE Elektromedizin GmbH v. Canady Tech. LLC, 629 F.3d 1278, 1288 (Fed.
Cir. 2010).

368. Great Neck Saw Mifrs., Inc. v. Star Asia U.S.A., LLC, 727 F. Supp. 2d 1038, 1061
n.11 (W.D. Wash. 2010).

370. See id. at 966.
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With the appellate court further holding that it would not take
judicial notice of the registration, any presumption of validity the
claimed mark might have enjoyed was lost.37

Things were different, however, when registrations on the
Principal Register actually were introduced. The Lanham Act
defines in straightforward terms the evidentiary value of a federal
registration on the Principal Register that has not become
incontestable, either because it is less than five years old or
because the registrant has not filed a declaration of
incontestability under Section 15 of the Act.32 As Section 7(b)
provides, “[a] certificate of a mark upon the principal register . . .
shall be prima facie evidence of the validity of the registered mark

. ;378 Section 33(a) is to identical effect.37* The situation changes,

however, once a registration passes its fifth anniversary of
issuance: It is automatically immune from cancellation except on
the limited grounds recognized by Section 14(3),37> and, as most
(but not all) courts recognized, it becomes “conclusive evidence” of
the registered mark’s validity under Section 33(b)376 if a Section 15
declaration is filed,377 subject to the affirmative defenses provided
for by Section 33(b)(1)-(9).378

Consistent with the majority rule (but not the arguable trend),
some courts held that a nonincontestable registration affirmatively
shifts the burden of proof on mark validity from the plaintiff to the
defendant; the defendant therefore must establish by a
preponderance of the evidence that the registered mark is not
valid.?” For the most part, these holdings occurred in the context
of plaintiffs seeking to prove the distinctiveness of their marks. As
one court held:

371. See id.
372. 15 U.S.C. § 1065 (2006).
373. Id. § 1057(b).

374. Id. § 1115(a) (“Any registration . . . of a mark registered on the principal register . . .
shall be prima facie evidence of the validity of the registered mark . . ..”).

375. Id. § 1064(3). For an application of Section 14(3), see Fiji Water Co. v. Fiji Mineral
Water USA, LLC, 741 F. Supp. 2d 1165, 1170 n.1 (C.D. Cal. 2010) (“[The defendant’s]
alleged intention to file a lawsuit challenging the [plaintiff’s incontestably registered] mark
as a geographic description is not enough to rebut the presumption of validity, because the
grounds on which an incontestable mark can be challenged are prescribed by statute and do
not include descriptiveness.”).

376. 15 U.S.C § 1115(b).

377. Id. § 1065. For an example of a court failing to recognize the evidentiary significance
of an incontestable registration and conducting an inquiry into the underlying mark’s
secondary meaning, possibly because of the registrant’s failure to argue the point, see R.dJ.
Ants, Inc. v. Marinelli Enters., 771 F. Supp. 2d 475, 483, 492-93 (E.D. Pa. 2011).

378. See 15 U.S.C. § 1115(b)(1)-(9).

379. See, e.g., Ricks v. BMEzine.com, LLC, 727 F. Supp. 2d 936, 953 (D. Nev. 2010) (“If
the mark has been properly registered, the burden shifts to the alleged infringer to show by
a preponderance of the evidence that the mark is not protectable.”).
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A certificate of registration with the PTO is prima facie
evidence that the mark is valid (i.e., protectible), that the
registrant owns the mark, and that the registrant has the
exclusive right to use the mark in commerce. Registration by
the PTO without proof of secondary meaning creates the
presumption that the mark is more than merely descriptive,
and, thus, that the mark is inherently distinctive. As a result,
when a plaintiff sues for infringement of its registered mark,
the defendant bears the burden to rebut the presumption of
[the] mark’s protectibility by a preponderance of the
evidence.380

Of course, in jurisdictions following this rule, there is no need
to distinguish between nonincontestable registrations and their
incontestable counterparts. Thus, in an action in which the senior
user’s (substantively identical) marks were covered by both types
of registrations, the Ninth Circuit did not see fit to articulate
separate rules governing the evidentiary weight properly afforded
to the two types.?®! Rather, a one-size-fits-all standard was
appropriate: Because the disputed term was a registered
trademark, it had “a presumption of validity” that placed the
burden of proving genericness upon the defendant.382 While
entertaining an appeal that presented a similar mix of
registrations, the Eighth Circuit took the same approach, holding
broadly that “[the defendants] [have] the burden of proving by a
preponderance of the evidence that the registered marks are
generic and that their registrations should thus be cancelled.”38
And still another court held that “[t]he first two elements required
to prove infringement and unfair competition under the Lanham
Act—validity and ownership of the mark—are satisfied by a
showing that the plaintiff’'s mark is registered upon the Principle
Register of the U.S. Patent and Trademark Office (USPTO),
particularly if the mark has become incontestable.”384

Unusually, there were no reported opinions over the past year
adopting the minority rule that a nonincontestable registration
merely obligates a challenger to the underlying mark’s validity to
produce at least some cognizable evidence or testimony that the
mark lacks distinctiveness. One unreported opinion, however, held

380. Pretty Girl, Inc. v. Pretty Girl Fashions, Inc., 778 F. Supp. 2d 261, 266-67 (E.D.N.Y.
2011) (citation omitted) (quoting Lane Capital Mgmt., Inc v. Lane Capital Mgmt., Inc., 192
F.3d 337, 344 (2d Cir. 1999)).

381. See Advertise.com, Inc. v. AOL Adver., Inc., 616 F.3d 974, 976-77 (9th Cir. 2010).
382. Id. at 977.

383. Cmty. of Christ Copyright Corp. v. Devon Park Restoration Branch of Jesus Christ’s
Church, 634 F.3d 1005, 1011 (8th Cir. 2011).

384. CSC Holdings, LLC v. Optimum Networks, Inc., 731 F. Supp. 2d 400, 406 (D.N.J.
2010).
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that “[t]Jrademark registration is prima facie evidence that the
registered term is not generic; however, this presumption of
validity merely serves to shift the burden of producing sufficient
evidence that the term is generic to the party seeking to invalidate
a registration.”?® Another similarly concluded that “[t]rademark
registration confers only procedural advantages, and does not
enlarge the registrant’s ownership rights. Registration creates a
prima facie rebuttable presumption that the one registering the
mark is its owner, and that the trademark is valid; the burden of
production shifts to the alleged infringer.”386

In cases in which the registration in question was
incontestable and evidence of that incontestability was a matter of
record,?®’ most courts had little difficulty determining the
significance of the “conclusive” evidence of validity provided for by
Section 33(b): Such a registration shifts the burden of proof from
the registrant to any challenger to the registered mark’s validity.
This was apparent in a holding by the Sixth Circuit in the
distinctiveness context that “we agree with the district court ...
that the [plaintiffs’] mark is presumptively nongeneric and that
[the defendant] bore the burden of proving otherwise (because the
mark([] had become ‘incontestable,” which [the defendant] did not
challenge) . .. .”388 The import of this shift was apparent in the
court’s rejection of the defendant’s contention that the plaintiff’s
mark was generic: “[The defendant] works to show that the
plaintiffs’ evidence—previous judicial rulings, survey evidence,
expert testimony—does mnot establish genericness by a
preponderance of the evidence, but that approach gets the burden
of persuasion backwards.”389

Indeed, even the mere averment of an incontestable
registration may suffice to defeat a motion to dismiss grounded in
the theory that the registered mark lacks distinctiveness. In one
case making this point, the defendants invited the court to hold at

385. Assurant, Inc. v. Medassurant, Inc., No. 3:08-CV-569-RJC-DCK, 2010 WL 3489129,
at *6 (W.D.N.C. July 26, 2010).

386. Z Prods., Inc. v. SNR Prods., Inc., No. 8:10-CV-966-T-23MAP, 2011 WL 3754693, at
*4 (M.D. Fla. Aug. 18, 2011).

387. For examples of cases in which registrants introduced evidence of their registrations
but nevertheless failed to document their incontestability, see Fleischer Studios, Inc. v.
A.V.E.LA., Inc, 654 F.3d 958, 967 (9th Cir. 2011) (declining to allow registrant to
supplement record on appeal to document incontestability and therefore acknowledging
possibility of defendants rebutting evidence of distinctiveness attaching to registrations);
Sound Surgical Techs., LLC v. Leonard A. Rubenstein, M.D., P.A., 734 F. Supp. 2d 1262,
1269 n.14 (M.D. Fla. 2010) (“Plaintiff presents no evidence of its compliance with the
statutory formalities required for incontestability.”).

388. Gen. Conference Corp. of Seventh-day Adventists v. McGill, 617 F.3d 402, 415 (6th
Cir. 2010), cert. denied, 131 S. Ct. 2097 (2011).

389. Id.
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the pleadings stage of the litigation that the plaintiff’s mark was
generic and therefore unprotectable.?? The court declined to do so,
concluding instead that it “need not reach these issues on a motion
to dismiss because it accepts as true plaintiff’s allegation that the
[plaintiff’s] mark is registered and incontestable. In so doing, the
Court finds that the mark is valid and legally protectable ... .”391
According to the court, therefore, the allegation of an incontestable
registration “refutes defendants’ argument that the mark is not
entitled to legal protection.”392

Nevertheless, the Seventh Circuit took a different approach to
the proper significance of an incontestable registration on the
Principal Register to the nonfunctionality inquiry.39® Faced with
both incontestable registrations and utility patents bearing on the
designs claimed as trade dress, the court held with respect to the
former that “the burden of proof originates with the party seeking
to invalidate the registered mark.”3?* The court then backtracked
into an analysis more consistent with the theory that ownership of
an incontestable registration merely shifts the burden of
production, rather than proof, on the issue of functionality. Where
the distinctiveness of word marks is concerned, that court follows
the minority rule that nonincontestable registrations have such an
effect,?% and that case law clearly had an effect on the court’s
treatment of the relationship between functionality and
incontestability:

Under the Lanham Act, registration of a trademark creates
a rebuttable presumption that the mark is valid, but the
presumption evaporates as soon as evidence of invalidity is
presented. Thus, the burden of proof originates with the party
seeking to invalidate the registered mark. But if that party
can put forward strong evidence of functionality, the mark
holder carries a heavy burden of showing that the feature is
not functional, for instance by showing that it is merely an
ornamental, incidental, or arbitrary aspect of the device. Here,
the burden of proof lies with [the defendant], but [the
defendant] can shift that burden to its opponent by producing
strong evidence of functionality.396

390. See CSC Holdings, LLC v. Optimum Networks, Inc., 731 F. Supp. 2d 400 (D.N.J.
2010).

391. Id. at 408 n.3.
392. Id. at 408.

393. See Ga.-Pac. Consumer Prods. LP v. Kimberly-Clark Corp., 647 F.3d 723 (7th Cir.
2011).

394. Id. at 727.
395. See, e.g., Door Sys., Inc. v. Pro—Line Door Sys., Inc., 83 F.3d 169, 172 (7th Cir. 1996).

396. Ga.-Pac. Consumer Prods., 647 F.3d at 727 (citations omitted) (internal quotation
marks omitted).
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The court’s approach therefore sets up an incongruous approach to
burden-shifting similar to that disapproved of in KP Permanent
Make-Up, Inc. v. Lasting Impression I, Inc.:37 The party with the
burden of proof as part of an affirmative defense need not satisfy it
by a preponderance of the evidence, but can do so instead merely
by submitting “strong evidence,” at which point the party that
originally did not have the burden of proof now must overcome the
other party’s affirmative defense by a preponderance of the
evidence.39®

2. Proving Use in Commerce

a. The Nature and Quantity of Use in Commerce
Necessary to Establish Protectable Rights

For the most part, use in commerce is a prerequisite for
protectable rights to a trademark or service mark under the
Lanham Act’s likelihood-of-confusion-based causes of action,3? as
well as corresponding state-law claims,%00 while mere “use” in and
of itself can create standing for a plaintiff in inter partes litigation
before the Trademark Trial and Appeal Board.*! The Second
Circuit had the opportunity to address the relationship between
these two concepts, as well as the proof required under the first, in
a case involving multiple claims by numerous parties to marks
consisting, in salient part, of the word “Patsy’s.”492 The evidence
and testimony presented at trial led the district court to instruct
the jury that an intervenor in the action (joined by its licensing

397. 543 U.S. 111 (2004).

398. In KP Permanent Makeup, the Court held that, because a showing of likely
confusion is part of a prima facie case for infringement, it was reversible error to require a
defendant to disprove likely confusion as part of an affirmative defense. “[I]t would make no
sense to give the defendant a defense of showing affirmatively that the plaintiff cannot
succeed in proving some element (like confusion); all the defendant needs to do is to leave
the factfinder unpersuaded that the plaintiff has carried its own burden on that point.” See
id. at 120.

399. Section 43(a) of the Act expressly requires a plaintiff proceeding under it to show
prior “use[] in commerce,” 15 U.S.C. § 1125(a) (2006), while the treatment of the issue under
Section 32, id. § 1114, is more nuanced: The cause of action under the latter statute is
restricted to owners of federal registrations, which, at least where United States
domiciliaries are concerned, require showings of use in commerce to issue. See id. § 1051(a)-
(b). Under either cause of action, the date of a mark’s “invention” is irrelevant. See Sound
Surgical Techs., LLC v. Leonard A. Rubenstein, M.D., P.A., 734 F. Supp. 2d 1262, 1274 n.24
(M.D. Fla. 2010).

400. See, e.g., La. Granite Yard, Inc. v. LA Granite Countertops, L.L.C., 47 So. 3d 573,
579 (La. Ct. App. 2010) (“Substantive rights in a trade name [under Louisiana law] may be
acquired only by actual usage.”).

401. See, e.g., First Niagara Ins. Brokers, Inc. v. First Niagara Fin. Grp., 476 F.3d 867,
870-71 (Fed. Cir. 2007).

402. See Patsy’s Italian Rest., Inc. v. Banas, 658 F.3d 254 (2d Cir. 2011).
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agent) was the successor in interest to a business in East Harlem
that began using the PATSY’S PIZZERIA mark in connection with
the sale of pizza in 1933;403 because that date was prior to any that
the plaintiffs could claim, the district court ordered the
cancellation of two registrations covering restaurant services
owned by the lead plaintiff.

The plaintiffs’ challenge to this outcome on appeal rested on
the theory that the lead intervenor had failed to prove use of its
mark, much less prove it as a matter of law, sufficient to give it
standing to pursue the cancellation of the lead plaintiff's
registrations. As an initial matter, the Second Circuit rejected the
plaintiffs’ legal argument that the lead intervenor was required to
demonstrate prior use “in commerce”:

Local rights owned by another have been consistently
viewed as sufficient to prevent a party from obtaining [federal]
registration of a . . . mark.

... In fact, Section [2(d) of the Lanham Act] itself provides
that a mark cannot be registered if it “[cJonsists of or
comprises a mark which so resembles a mark registered in the
Patent and Trademark Office, or a mark or trade name
previously used in the United States and not abandoned, as to
be likely ... to cause confusion . ...” Thus, the very language
of the statute contemplates that a mark used anywhere in the
United States can be sufficient to block federal registration.404

The court then disposed of the plaintiffs’ factual argument
that the absence from the trial record of evidence of advertising by
the lead intervenor and its predecessors precluded the finding of
prior use as a matter of law made by the district court. Not only
had the mark in question been “prominently displayed on
numerous versions of the Patsy’s Pizzeria menu entered into
evidence as well as displayed on the exterior of the East Harlem
building,” that location was “easily accessible from several nearby
interstate highways,” and, additionally, “there was testimony that
cab drivers knew where Patsy’s Pizzeria was, that people ‘[came]
from all over’ to go there, and even that pizza was shipped to the
west coast.”¥% Under these circumstances, “the district court
properly instructed the jury to find that [the intervenor and its

403. The plaintiffs objected to the district court’s finding as a matter of law on this issue,
but only on appeal: Because they had failed to do so below, the Second Circuit declined to
entertain their latter-day attack on the privity between the past and present owners of the
PATSY’S PIZZERIA mark. See id. at 267.

404. Id. at 266 (third, fourth, and fifth alterations in original) (quoting 15 U.S.C.
§ 1052(d) (2006)).

405. Id. at 268 (alteration in original).
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licensing agent] used their mark in interstate commerce as a
matter of law.”406

At the same time, the court declined to set aside as clearly
erroneous the jury’s finding that the lead intervenor’s priority of
rights extended only to pizzeria services, and not to restaurant
services generally. The USPTO might classify both in
International Class 2, but, as the court explained, the lead
intervenor’s argument that this practice resolved the issue
“misunderstands the purpose of the PTO’s classification system.
The PTO’s classifications exist for administrative purposes, and
does [sic] not affect the substantive rights of a mark’s owner in any
way. Rather, [the lead intervenor’s] substantive rights are defined
by the scope of the services used in connection with the mark.”407
Reviewing the parties’ showings at trial, the court then noted that
the jury had had before it a wealth of menus from the parties and
from third-party pizza purveyors, as well as additional evidence
suggesting that the lead intervenor and its predecessors
historically had focused on selling pizza by the slice.?%8 The
absence of a definition of “pizzeria” from a jury instruction
distinguishing between restaurant services and pizzeria services
was not fatal “because the jury was capable of determining the
meaning of that term, which 1is neither technical nor
ambiguous.”409

Although the proposition that prior use in commerce is a
prerequisite for the enforcement of trademark rights is easily
stated, its application can become difficult if the parties in a
priority dispute cooperated in bringing the mark in question to the
marketplace. Such was the scenario in a case in which the
manufacturer of a thermometer moved for a preliminary injunction
against a former distributor.4® The subject of the parties’
disagreement was a trade dress consisting of the packaging in
which the thermometer was first distributed, which featured both
the plaintiffs’ trademark and the lead defendant’s corporate name.
Weighing the defendants’ argument that they, rather than the
plaintiff, enjoyed prior use of the trade dress, the court held as an
initial matter that “[w]hen disputes arise between a manufacturer
and distributor, courts will look first to any agreement between the
parties regarding trademark rights.” However, ‘[iln the absence of

406. Id. at 269 (citation omitted)

407. Id.

408. See id. at 269.

409. Id. at 270.

410. See Tecnimed SRL v. Kidz-Med, Inc., 763 F. Supp. 2d 395 (S.D.N.Y. 2011).
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an agreement between the parties, the manufacturer is presumed
to own the trademark.”411

As the distributorship agreement between the parties was
silent on the issue, the court turned to whether the defendants
could rebut their presumptive lack of ownership of the trade dress.
The court held that inquiry to turn on the following factors: (1)
which party invented and first affixed the trade dress to the
packaging; (2) which party’s name appeared with the trade dress;
(3) which party maintained the quality and uniformity of the
associated goods; (4) with which party the public identified the
product and to whom purchasers made complaints; and (5) “which
party possesses the goodwill associated with the product, or which
party the public believes stands behind the product.”!2 Because
the preliminary injunction record established that the plaintiff
“had conceived of many of the salient features of the trade dress

before [the lead defendant] became its distributor,” and
because the lead defendant did “not dispute that [the plaintiff]
manufactured the goods and exercised control over their nature
and quality,” the court found that the manufacturer owned the
disputed trade dress; the lead defendant’s receipt of complaints
about the associated goods did not compel a different result.*!3

b. Prior Use Through Tacking

U.S. trademark law contemplates the evolution of marks over
time, and, specifically, that a mark owner may be able to “tack” a
claim of priority onto an earlier version of its mark. Nevertheless,
“la] stringent standard exists for a mark owner to prove
tacking . ... [I]f the new mark is the legal equivalent of the old
mark—either indistinguishable from or creating the same
commercial impression as the old mark—use of the new mark does
not abandon the old mark.”#* Not surprisingly, one court applying
this standard declined to allow a group of plaintiffs to claim for
their ANDROID’S DUNGEON mark a priority date based on their
earlier (but discontinued) use of the ANDROID DATA mark.
Granting the defendant’s motion for summary judgment, it held
that “Plaintiffs have altered their original mark—which created a
computer services or products impression—and created a mark
with allusions to robotic prisons, futuristic vaults, or a number of
other meanings about which the Court will not speculate.”#15

411. Id. at 403 (citation omitted) (alteration in original) (quoting Sengoku Works v. RMC
Int’l, 96 F.3d 1217, 1220 (9th Cir. 1996)).

412. Id. at 403 (quoting Sengoku, 96 F.3d at 1220).

413. Id. at 403-04.

414. Specht v. Google Inc., 758 F. Supp. 2d 570, 583 (N.D. I1l. 2010).
415. Id. at 584.
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c. Use-Based Geographic Rights

Ownership of federal registration on the USPTO’s Principal
Register carries with it national constructive priority,*6 but, as a
pair of plaintiffs learned the hard way at the hands of the Second
Circuit, that benefit vanishes if the registration is cancelled.*!” The
lead plaintiff in the case producing this result, the operator of a
Midtown Manhattan restaurant, owned two registrations of its
mark for restaurant services. Those were cancelled, however, after
an intervenor in the action proved to a jury’s satisfaction that a
predecessor in interest of the intervenor was using two closely
similar marks for pizzeria services well before the lead plaintiff’s
use. Having proven that certain uses by the lead intervenor’s
licensees were infringing, the plaintiffs sought a geographically
unrestricted injunction against those uses, only to have the Second
Circuit affirm the district court’s refusal to grant relief beyond the
island of Manhattan, where the plaintiffs were located. As the
appellate court pointed out, “[b]ecause the district court validly
cancelled [the lead plaintiff’s] registrations, [the plaintiffs] are no
longer entitled to the presumptive right to use the marks
nationwide that a federal registration provides.”418

3. Proving Distinctiveness
a. Distinctiveness of Word Marks
(1) Generic Terms and Designations

According to a Ninth Circuit opinion:

Generic terms are those that refer to the genus of which the
particular product or service is a species, i.e., the name of the
product or service itself. To determine whether a term is
generic, we look to whether consumers understand the word to
refer only to a particular producer’s goods or whether the
consumer understands the word to refer to the goods
themselves. . .. Generic terms cannot be valid marks subject
to trademark protection . .. .419

416. See 15 U.S.C. §§ 1072 (2006).

417. See Patsy’s Italian Rest., Inc. v. Banas, 658 F.3d 254 (2d Cir. 2011).

418. Id. at 273.

419. Advertise.com, Inc. v. AOL Adver., Inc., 616 F.3d 974, 977 (9th Cir. 2010) (alteration
omitted) (citation omitted) (internal quotation marks omitted); see also R.J. Ants, Inc. v.
Marinelli Enters., 771 F. Supp. 2d 475, 491 (E.D. Pa. 2011) (“A Term is generic if it
functions as the common descriptive name of a class of products.”); La. Granite Yard, Inc. v.
LA Granite Countertops, L.L.C., 47 So. 3d 573, 581 (La. Ct. App. 2010) (“A generic term is
the name of a particular genus or class of which an individual article, service or business is
but a member.”).
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This restatement of the law of genericness was triggered by an
appeal of a district court finding that the claimed—and federally
registered—mark “advertising.com” was protectable for various
services related to the placement and dissemination of online
advertising. Although paying lip service to the anti-dissection
rule—“the distinctiveness inquiry considers the impression
conveyed by the mark as a whole’420—the court nevertheless began
its analysis with the observation that “[t]aken separately, it is
clear that ‘advertising’ and ‘.com’ reflect only the genus of the
services offered.”#2! It then rejected the plaintiffs’ argument that
the combination of the two elements necessarily resulted in a
protectable mark, citing, inter alia, a dictionary definition of “.com”
as “of or relating to business conducted on the Internet: dot com
advertising,”*?2 “extensive Federal Circuit precedent” holding that
“adding ‘.com’ or another [top-level domain (TLD)] to an otherwise
unprotectable term will only in rare circumstances result in a
distinctive composite,’#23 and evidence of “how the mark has been
used in other domain names.”#24 Finally, it rejected the plaintiffs’
argument that the addition of a top-level domain necessarily
expanded the meaning of the generic word “advertising” because
consumers understood that only a single entity can own a
particular domain name at any given time, holding that:

Notwithstanding that only one entity can hold a particular
domain name, granting trademark rights over a domain name
composed of a generic term and a TLD grants the trademark
holder rights over far more intellectual property than the
domain name itself. In addition to potentially covering all
combinations of the generic term with any TLD (e.g., “.com”;
“biz”; “org”), such trademark protection would potentially
reach almost any use of the generic term in a domain
name. . .. This would make it much more difficult for these
entities to accurately describe their services.*25

Accordingly, the court held that the district court had abused its
discretion in entering a preliminary injunction against the

defendant’s use of ADVERTISE.COM.426

420. Advertise.com, 616 F.3d 974, at 977.
421. Id. at 978.
422. Id. (quoting Am. Heritage Dictionary of the English Language 538 (4th ed. 2006)).

423. Id. at 978-79 (citing In re Hotels.com, 573 F.3d 1300, 1304 (Fed. Cir. 2009); In re
1800Mattress.com IP, LLC, 586 F.3d 1359, 1361-62 (Fed. Cir. 2009); In re Reed Elsevier
Props. Inc., 482 F.3d 1376, 1378 (Fed. Cir. 2007)).

424. Id. at 980.
425. Id. at 980-81.
426. See id. at 982.
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A variation on this theme occurred in an action to protect the
claimed WWW.BORSECOPESRUS.COM mark, in which the
defendant argued that its own “www.borescopes.us.com” domain
name was generic in connection with the sale and repair of
borescopes for medical, veterinary, and industrial use and
therefore not subject to challenge.*27” Although the case might well
have been resolved under the rubric of the descriptive fair use
defense, the district court assigned to it accepted the defendant’s
argument and entered summary judgment of nonliability. There
was no dispute that the “borescope” component of the defendant’s
domain name was generic, and the court accepted the defendant’s
argument that the “www” and “.us.com” components did nothing to
confer trademark significance to the overall domain name.*28

Not all findings of genericness arose in the Internet context,
and, indeed, two courts tackled the issue of whether bricks-and-
mortar businesses could claw generic terms back from the public
domain. In the first case, the claimed mark was “overhead door,”
which both parties used in connection with the sale and
maintenance of automatic garage doors.*? The defendants arrived
at the summary judgment stage of the proceedings loaded for bear.
In support of their bid for judgment as a matter of law, they
documented generic uses of “overhead” by third-party competitors
that the plaintiff had failed to challenge,*3° dictionary definitions of
the word as “operating, lying, or coming from above” or “having the
driving part above the part driven,”#3! and evidence that the word
had been used generically in those contexts as early as 1874.432
The plaintiff's responsive showing included survey evidence of
distinctiveness, but the court held that survey results were moot in
light of the defendants’ proof of preexisting generic use:

Plaintiff does not claim that it coined the term ‘overhead’ or
that the word otherwise began life as a coined term. It appears
that the term was commonly used before its association with
the products involved in this case. Accordingly, the [plaintiff’s]
[slurvey is irrelevant with respect to whether “overhead” is a
generic term.433

The court then rejected the plaintiff’s reliance on actual confusion
as proof of distinctiveness on the ground that actual confusion also

427. See Borescopes R Us v. 1800Endoscope.com, LLC, 728 F. Supp. 2d 938 (M.D. Tenn.
2010).

428. See id. at 949.

429. See PSK, LLC v. Hicklin, 757 F. Supp. 2d 836 (N.D. Iowa 2010).
430. See id. at 858.

431. Quoted in id.

432. See id.

433. Id. at 859.
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was irrelevant once genericness was established.3* Finally, the
court took aim at the plaintiffs argument that local telephone
directories did not contain separate categories for “overhead
doors,” holding that “[t]he genericness of a term is not synonymous
or co-extensive with that term’s stature as a separate category in a
telephone directory. ... [T]he term ‘overhead’ may be a generic
term regardless of whether that term supports a separate section
of the phone book.”435

Having unsuccessfully sought to protect its claimed “ale
house” mark in an earlier suit arising in North Carolina, which
produced a finding that the phrase was generic,*¢ the plaintiff in
the second case argued that it was entitled to present evidence of
the same mark’s distinctiveness in Florida.*3” Although
acknowledging the existence of at least some controlling authority
holding that terms previously found to be generic could be
recovered from the public domain,*® the court was unconvinced
that the plaintiff before it had accomplished this feat. Rather, it
held, not only had there been no intervening change in
circumstances since the earlier suit, but the plaintiff “must show
that consumer perception has changed nationwide, not only in a
particular state.”#?® In any case, the court concluded, there was
undisputed evidence that the plaintiff's mark remained generic,
including the defendant’s showings of “multiple dining
establishments that use the generic term ‘ale house’ in their
names” and “several current dictionaries that define ‘alehouse’ as a
generic term for a place that serves ale.”*4 Although the plaintiff
countered with “South Florida phone books and webpage
restaurant directories that do not use the term ‘ale house’ as a
category heading,”#4! as well as with testimony of actual confusion,
the court ultimately held that “[v]iewing the reasonable inferences
from the evidence in [the plaintiff’s] favor, [the plaintiff’s] evidence
is insufficient as a matter of law to bring before a jury.”442

A relatively rare finding of genericness by a jury came in an
action in Texas state court.443 The claimed mark was “habitat,”

434. See id. at 860.
435. Id.
436. See Ale House Mgmt., Inc. v. Raleigh Ale House, Inc., 205 F.3d 137 (4th Cir. 2000),

437. See Miller’s Ale House, Inc. v. Boynton Carolina Ale House, LL.C, 745 F. Supp. 2d
1359 (S.D. Fla. 2010).

438. See Singer Mfg. Co. v. Briley, 207 F.2d 519, 522 (5th Cir. 1953).
439. See Miller’s Ale House, 745 F. Supp. 2d at 1372.

440. Id. at 1371.

441. See id. at 1372-73.

442. Id. at 1373.

443. See Hot-Hed, Inc. v. Safehouse Habitats (Scotland), Ltd., 333 S.W.3d 719 (Tex. App.
Ct. 2011).
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which the lead plaintiff claimed to have used in connection with
inflatable welding enclosures for two decades prior to the inception
of the parties’ dispute; the lead plaintiff also placed into evidence a
Texas registration covering its putative mark, which the court held
shifted the burden of production on the issue of the validity to the
defendants. The jury delivered a defense verdict, which a panel of
the Texas Court of Appeals declined to disturb. Reviewing the
record, the appellate court concluded that “[the defendants]
presented copious evidence that the term ‘habitat’ had been in use
to describe welding enclosures generally for decades before [the
lead plaintiff] claimed it created and began using the term,
including numerous patent applications and other instances of
use.”#44 “This evidence,” it then held, “was sufficient to allow
reasonable and fair-minded jurors to conclude that ‘habitat’ was
ineligible for protection.”445

These findings and holdings notwithstanding, some courts
rejected genericness-based challenges to marks but declined to
indicate where else on the spectrum of distinctiveness the marks
should be placed. An example of such an outcome came in an
Eighth Circuit appeal in which the defendants operated a church
using service marks that were either identical or substantially
identical to those of the denomination from which they had broken
away.*6 The defendants’ argument that the marks were generic
failed before the district court, and it failed on appeal as well. One
consideration underlying the court’s holding that the plaintiffs’
motion for summary judgment had properly been granted below
was the defendants’ concession that they could accurately describe
their religious services without using the plaintiffs’ marks;
moreover, beyond affidavits from two dissident church leaders,
they also failed to adduce any evidence on the key issue of the
marks’ primary significance to the relevant public. Finally,
“contrary to [the defendants’] assertion that religious
denomination names are generic terms, other courts have found
them descriptive and not generic.”447

A federal district court opinion denying a summary judgment
motion grounded in the theory that a registered color mark was
generic similarly left open the question of precisely where on the
spectrum of distinctiveness the mark belonged.**® The registered
mark was the color pink, which the counterclaim plaintiff applied
to medical marker devices used to demarcate particular body

444. Id. at 731.
445. Id.

446. See Cmty. of Christ Copyright Corp. v. Devon Park Restoration Branch of Jesus
Christ’s Church, 634 F.3d 1005 (8th Cir. 2011).

447. Id. at 1012.
448. See DeSena v. Beekley Corp., 729 F. Supp. 2d 375 (D. Me. 2010).
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features in x-rays. The parties competed in the mammography
market in particular, and the counterclaim defendants argued that
the use of pink in connection with breast cancer treatment and
related activities was so ubiquitous that the color had become
generic.

The court rejected the counterclaim defendants’ proposed
methodology and their proffered evidence. As to the former, it held
that:

Although [the counterclaim defendants] assert[] that the
class of products here is goods and services whose purchase
will either support a breast-cancer-related non-profit
organization or be used in connection with breast cancer
detection or treatment, the relevant class of goods and services
is identified in the mark’s certificate of registration. ... Thus,
in order to prove that pink has become generic, [the
counterclaim defendants] must establish that the primary
significance of the color pink, when applied to mammography-
related identification markers for skin, is to identify that class
of products, rather than [the counterclaim plaintiff] as a
source.*4?

And, as to the latter, the court found that, notwithstanding the
counterclaim defendants’ showing of third-party uses of pink, they
had “offered no evidence that consumers have come to view pink as
a generic indicator that goods or services marked with that color
are related to those activities, or that imaging markers of that
color would be seen as necessarily mammography-related.”#?0 In
the final analysis:

Proof that a mark has become an indicator of a class of product
or service ... and not its source ... requires more than the
subjective view of a casual purchaser; there must be evidence
that the generic reference has become the mark’s primary
significance to members of the “relevant public.”451

(2) Descriptive Marks

A descriptive word or phrase “describes the ingredients,
characteristics, qualities, or other features of the product and may
be used as a trademark only if it has acquired a secondary
meaning.”#52 The Eighth Circuit applied this standard to affirm a

449. Id. at 396.
450. Id.
451. Id.

452. Fair Isaac Corp. v. Experian Info. Solutions, Inc., 650 F.3d 1139 (8th Cir. 2011)
(quoting Schwan’s IP, LLC v. Kraft Pizza Co., 460 F.3d 971, 974 (8th Cir. 2006)); see also
R.J. Ants, Inc. v. Marinelli Enters., LLC, 771 F. Supp. 2d 475, 491 (E.D. Pa. 2011) (“A
descriptive term used as a mark conveys an immediate sense of the ingredients, qualities, or
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finding as a matter of law that the federally registered 300-850
mark was merely descriptive of credit scoring and credit risk
management services.*?® The appellate court began by noting that
the defendants were required to rebut the presumption of mark
validity attaching to the lead plaintiff’s registration under Section
33(a).#¢ It then held that the defendants had done just that by
adducing evidence and testimony that the mark was descriptive;*>®
indeed, the court concluded, “[v]iewing the evidence in the light
most favorable to FICO, there is no genuine issue of fact that
consumers in the market immediately understand ‘300-850’ to
describe the qualities and characteristics of [the lead plaintiff’s]
credit score [system]—that the credit score will be within the
range of 300-850.7456

Observing that “a descriptive term describes the intended
purpose, function or use of the goods” with which the mark is
associated,*®” a Tenth Circuit district court found that the
1800CONTACTS mark was descriptive when used in connection
with retail contact lens sales. The court initially observed that:

When one dials a telephone number to place an order, that
number only connects to one source. Selecting [the] particular
name [at issue] in the 1990s therefore made sense.
Nonetheless, the mark itself has no distinctive component. It
is comprised of generic terms that only in combination move[]
it from a generic mark [sic] to a descriptive mark.458

The mark’s use in the Internet context, in which its “1800”
component might well have been found to be meaningless, did not
alter this result. Rather, “the phrase ‘1-800’ is also used by
different contact lens companies who offer customers a toll free
number to call”’;*59 as a consequence, “[w]hile the court recognizes
that Plaintiff's mark must be viewed as a whole, rather than by its
parts, this does not nullify the problem that others necessarily
must use similar generic and descriptive phrases to market their
product[s] on-line or through a toll free number.”460

characteristics of goods bearing that mark.”); La. Granite Yard, Inc. v. LA Granite
Countertops, L.L.C., 47 So. 3d 573, 581 (La. Ct. App. 2010) (“Descriptive terms identify a
characteristic or quality of an article, service, or business.”).

453. See Fair Isaac, 650 F.3d at 1147-48.
454. See id. at 1147.

455. See id.

456. Id. at 1148.

457. 1-800 Contacts, Inc. v. Lens.com, Inc., 755 F. Supp. 2d 1151, 1178 (D. Utah 2010)
(internal quotation marks omitted).

458. Id. at 1179.
459. Id.
460. Id.
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A finding of descriptiveness also came in a case in which the
counterclaim defendant argued that the counterclaim plaintiff’s
BME mark was generic as a matter of law for an electronic
publication aimed at the body modification community, while the
counterclaim plaintiff argued that the mark was suggestive.46! As
characterized by the court, the counterclaim defendant’s motion for
summary judgment on this point relied “entirely on the argument
that BME is an abbreviation for Body Modification Ezine, and
those words generically describe a class of products.”#2 That
argument, however failed for want of factual support: “[The
counterclaim defendant] has presented no evidence that a class of
products known as body modification ezines even exists.”463
Moreover, “[the counterclaim defendant] has not identified a single
other entity which identifies itself as a body modification ezine.
The fact that no other competitor would answer the question ‘what
are you’ by describing itself as a body modification ezine, much less
as ‘BME, weighs against a finding of genericness.”#¢ The
counterclaim defendant’s showing therefore compared unfavorably
with that of the counterclaim plaintiff, which, in response to the
counterclaim defendant’s motion for summary judgment, adduced
“evidence that the relevant community within the purchasing
public recognizes the abbreviation ‘BME’ as a source identifier for
the [counterclaim plaintiff], and not with body modification ezines
generally.”465 At the same time, however, “the consumer needs to
use little to no imagination to determine the nature of the product
or services [the counterclaim plaintiff] offers under the BME mark
when considered in context....”%66 The mark was therefore
descriptive and unprotectable in the absence of secondary
meaning.467

A more dubious finding of descriptiveness came in a battle
over rights to the words “peoples” and “people’s” in connection with
banking services.® Rejecting the plaintiff’s argument that its
PEOPLES, PEOPLES FEDERAL, and PEOPLES FEDERAL
SAVINGS BANK mark were inherently distinctive, the court
found that “[a]lthough perhaps a close call, the PEOPLES mark is
properly-classified [sic] as descriptive rather than suggestive

461. See Ricks v. BMEzine.com, LLC, 727 F. Supp. 2d 936 (D. Nev. 2010).
462. Id. at 953.

463. Id.

464. Id.

465. Id.

466. Id. at 962.

467. See id.

468. See Peoples Fed. Sav. Bank v. People’s United Bank, 750 F. Supp. 2d 217 (D. Mass.
2010).
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because it does not require a stretch of imagination to associate it
with banking services.”#69 The court identified three reasons for
this conclusion, the first of which was that “the term ‘People’s’ is a
straightforward way to describe a bank as ‘people-oriented.”*70 The
second was that “the FDIC’s website indicates that ‘people’ ranks
as the 12th most commonly used word in bank names, appearing
in the names of 159 banks across the nation. Such frequent use of
the term ‘People’ in connection with banking services supports a
finding that the mark is descriptive.”#’* The third was that another
court recently had reached the same finding.472

Under Florida law, “an ‘arbitrary’ or fanciful name when
attached to a place or location is generally protectable as a trade
name or mark, without the necessity to prove a secondary
meaning.”473 Nevertheless, secondary meaning may be necessary
“if the name has been used by others near, in and around the area,
so that what was once an arbitrary name has become, in the public
mind, a geographic place.”#’* Consistent with these principles, a
panel of the Florida Court of Appeals found as a matter of law on
appeal that the CONCH REPUBLIC INDEPENDENCE
CELEBRATION mark was descriptive when used in connection
with a festival in the Florida Keys.*” As the court explained the
mark’s provenance, “[the mark] identifies its purpose—to celebrate
the satirical 1982 secession of the Florida Keys from the United
States. It also designates the geographical location of the
celebration—the Conch Republic, which is the name Key West’s
former mayor, Dennis Ward, coined for the Florida Keys in
1982.7476

Findings that marks were descriptive also swept in more
conventional geographic place names, including the following:
NEWPORT NEWS for clothing originating in that municipality;*?”
LOUISIANA GRANITE YARD, LA GRANITE YARD, and LA
GRANITE for the retail sale of granite countertops in the state of

469. Id. at 223.
470. Id.
471. Id. (citation omitted).

472. See id. (citing United Bank v. Peoplesbank, No. 3:08cv01858 (PCD), 2010 WL
2521069, at *4 (D. Conn. Jun. 17, 2010)).

473. Tortoise Island Homeowners Ass’n v. Tortoise Island Realty, Inc., 790 So. 2d 525,
533 (Fla. Dist. Ct. App. 2001).

474. Id.
475. See Anderson v. Upper Keys Bus. Grp., 61 So. 3d 1162 (Fla. Dist. Ct. App. 2011).
476. Id. at 1172 (citation omitted).

477. See Newport News Holdings Corp. v. Virtual City Vision, Inc., 650 F.3d 423, 434
(4th Cir.), cert. denied, 132 S. Ct. 575 (2011).
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Louisiana;*’® A TASTE OF PHILADELPHIA for gift baskets
containing foods associated with the City of Brotherly Love;47 and,
in a less-than-convincing finding apparently resting on a violation
of the anti-dissection rule, ALABAMA KING and DIXIE LILLY for
milled food products manufactured in the state of Alabama.480
Because “[plersonal names are only treated as protectable
trademarks when a plaintiff demonstrates they have acquired
distinctiveness,”#®! findings of descriptiveness similarly captured
surnames, including the FAGNELLI,*2 TANA,*3 ARNETT’S,84
DOYLE ALLIANCE GROUP,*% and GORDON CARPET marks,86
as well as the LEE TETER mark for fine art depicting scenes from
American frontier life.487

(3) Suggestive Marks

“Suggestive marks require consumer ‘imagination, thought, or
perception’ to determine what the [associated] product is.”48 An
application of this standard led the Third Circuit to find as a
matter of law on appeal that the FORSLEAN mark was suggestive
when used in connection with a nutraceutical product ingredient.
Although not placing the mark on the spectrum of distinctiveness,
the district court concluded after a bench trial that the mark’s
perceived weakness weighed in the defendant’s favor. In contrast,
the Third Circuit tackled the distinctiveness issue head-on,
rejecting the defendant’s argument that the mark was descriptive
because “lean” was generic and because the mark’s “fors” element

478. See La. Granite Yard, Inc. v. LA Granite Countertops, L.L.C., 47 So. 3d 573, 581
(La. Ct. App. 2010).

479. See R.J. Ants, Inc. v. Marinelli Enters., 771 F. Supp. 2d 475, 492 (E.D. Pa. 2011).

480. See Brown Bark II, L.P. v. Dixie Mills, LL.C, 732 F. Supp. 2d 1353, 1360 (N.D. Ga.
2010).

481. Fagnelli Plumbing Co. v. Gillece Plumbing & Heating Inc., 98 U.S.P.Q.2d 1997,
2000 (W.D. Pa. 2011).

482. See id.

483. See Tana v. Dantanna’s, 611 F.3d 767, 774 (11th Cir. 2010).

484. See Brown Bark II, 732 F. Supp. 2d at 1360.

485. See Brown & Brown, Inc. v. Cola, 745 F. Supp. 2d 588, 611 (E.D. Pa. 2010).

486. See Marks Org., Inc. v. Joles, 784 F. Supp. 2d 322, 329 (S5.D.N.Y. 2011).

487. See Teter v. Glass Onion, Inc., 723 F. Supp. 2d 1138, 1154-55 (W.D. Mo. 2010).

488. Sabinsa Corp. v. Creative Compounds, LLC, 609 F.3d 175, 185 (3d Cir. 2010)
(quoting A & H Sportswear, Inc. v. Victoria’s Secret Stores, Inc., 237 F.3d 198, 221 (3d Cir.
2000)), cert. denied, 131 S. Ct. 960 (2011); see also R.J. Ants, Inc. v. Marinelli Enters., 771 F.
Supp. 2d 475, 491 (E.D. Pa. 2011) (“A suggestive mark requires consumer imagination,
thought, or perception to determine what the product is.”); La. Granite Yard, Inc. v. LA
Granite Countertops, L.L.C., 47 So. 3d 573, 581 (La. Ct. App. 2010) (“A suggestive term
suggests, rather than describes, a characteristic of the goods, services or business and

requires an effort of the imagination by the consumer in order to draw a conclusion as to the
nature of the goods, services, or business.
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was an abbreviation of the generic term “forskohlin.” According to
the court, “[t]he parties to this case are the only two that use ‘fors’
as an abbreviation for forskohlin, and while ForsLean is not a term
that was created completely out of whole cloth, it certainly
requires consumer ‘magination, thought, or perception’ to
determine the nature of the product.”489

Entertaining an appeal from a bench verdict of liability for
infringement and cybersquatting, the Ninth Circuit declined to
disturb a finding that the VERICHECK mark was suggestive
when used in connection with check verification services.*% It held
that the district court had properly considered the distinctiveness
of the mark’s two components as a preliminary step toward
determining the protectability of the mark as a whole. The
appellate court also approved of the district court’s reliance on an
expired registration of the same mark for the same services once
owned by a third party: “[W]hile a statutory presumption of
distinctiveness only applies when the same mark has been
registered, courts may also defer to the PTO’s registration of
highly similar marks.”#9! As a final consideration, “the PTO has
completed its initial examination of [the plaintiff’s] application to
register VERICHECK and has approved it for publication for
opposition, indicating that the PTO still considers the mark
distinctive.”#92 Particularly in light of the “great deal of deference
[owed] to the district court’s trademark classification,” the lower
court’s finding of suggestiveness stood up on appeal.93

At the trial court level, the past year produced a bumper crop
of findings that marks were suggestive with little or no weight
given to the registrations covering them. In one case, this trend
worked to the advantage of a plaintiff seeking to protect three
marks used in connection with sparkling wine.** Those marks
were: (1) CRISTAL CHAMPAGNE and design, covered by a federal
registration from which “cristal champagne” had been disclaimed;
(2) CRISTAL CHAMPAGNE, covered by an incontestable
registration issued under Section 2(f) of the Act4% and from which
“champagne” had been disclaimed; and (3) the unregistered
CRISTAL mark. For a variety of reasons, some more convincing
than others, the court declined to hold the concessions of

489. Sabinsa, 609 F.3d at 186 (quoting A & H Sportswear, 237 F.3d at 222).
490. See Lahoti v. Vericheck, Inc., 636 F.3d 501 (9th Cir. 2011).

491. Id. at 507 (internal quotation marks omitted).

492. Id.

493. Id.

494. See Champagne Louis Roederer v. J. Garcia Carrién, S.A., 732 F. Supp. 2d 836 (D.
Minn. 2010).

495. 15 U.S.C. § 1052(f) (2006).
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descriptiveness in the prosecution history of the plaintiff’'s two
registrations against the plaintiff.49 It then found that:

The term “CRISTAL” is not arbitrary because it suggests the
sparkling quality of the champagne once it is released from
the bottle. However, it requires imagination and reasoning by
consumers to make the connection between the sparkle of
crystal and the sparkle of champagne. Consequently,
“CRISTAL” 1is suggestive when used in connection with
champagne.497

In far more cases, it was the plaintiffs, rather than the
defendants, who were disadvantaged by courts’ failure to give the
plaintiffs’ registrations meaningful weight. For example, the
marks sought to be protected by the plaintiffs in one case were
MENTOS PURE FRESH and PURE WHITE, both of which were
used in connection with chewing gum.% There was no dispute that
the MENTOS component of the former mark was arbitrary,** but
the defendant contested the distinctiveness of the remaining
elements of both marks. The court sided with the plaintiffs: “As
used by [the plaintiffs] in this context, the terms ‘pure,” ‘fresh,” and
‘white’ are suggestive because they call to mind the qualities or
benefits of chewing [the plaintiff's] gum—i.e., unadulterated

496. On this issue, the court noted that, not surprisingly, “Defendants assert that [the
plaintiff’s] concession of descriptiveness in its registration of the [CRISTAL CHAMPAGNE
(and design)] mark extends to the [registered CRISTAL CHAMPAGNE] mark and the
common-law CRISTAL mark.” Roederer, 732 F. Supp. 2d at 865. Although acknowledging
that the plaintiff’'s registration of its CRISTAL CHAMPAGNE mark under Section 2(f) was
also a concession of descriptiveness, the court rejected the proposition that the plaintiff’s
conduct with respect to its registered marks necessarily established the descriptiveness of
its unregistered CRISTAL mark:

[I]t is well-established that federal registration of a mark does not affect the
registrant’s common-law rights ... because those rights arise from wuse, not
registration. [The plaintiff's] registration of the [CRISTAL CHAMPAGNE] mark
[under Section 2(f)] does not affect the conceptual strength of the [CRISTAL
CHAMPAGNE (and design)] mark or the common-law CRISTAL mark.

... “No disclaimer . . . shall prejudice or affect the applicant’s or registrant’s rights
then existing or thereafter arising in the disclaimed matter, or his right of registration
on another application if the disclaimed matter be or shall have become distinctive of
his goods or services.” The [CRISTAL CHAMPAGNE (and design)] mark’s disclaimer
does not affect [the plaintiff’s] rights in the [registered CRISTAL CHAMPAGNE]
mark, nor does either disclaimer affect [the plaintiff’s] rights in the common-law
CRISTAL mark.

Id. at 865-66 (third alteration in original) (quoting 15 U.S.C. § 1056(b) (2006)) (citation
omitted).

497. Id. at 866.

498. See Perfetti Van Melle USA v. Cadbury Adams USA LLC, 732 F. Supp. 2d 712 (E.D.
Ky. 2010).

499. See id. at 719. Although the plaintiff apparently did not press the point, the absence
of any widely accepted meaning of MENTOS suggests that it should have been classified as
coined or fanciful instead of arbitrary.
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freshness and/or intense whitening power—instead of describing
the appearance or purpose of the product.”500

The tendency of some courts to bypass the possible
significance of registrations to the distinctiveness inquiry also was
apparent in an opinion addressing the protectability of the
CAKEBOSS mark for bakery management software, online cake-
baking instruction, and other online cake baking information.50!
Although noting “[flor the record” that the mark was registered,592
the court jumped straight to the conclusion that “[w]hen applied to
[the plaintiff’s] software, it suggests the principal feature of the
product, management of a bakery business.”® The court found
support for this conclusion in the nature of the defendants’ use of
their own CAKE BOSS mark, which was in connection with a
reality show about a New Jersey bakery: “When applied to [the
defendants’] television show, it suggests [the bakery’s principal]
himself, the boss of a bakery focused on cakes.”504

A registration of the BITCHEN KITCHEN mark for the retail
sale of cooking-related goods similarly proved no obstacle to an
examination from scratch of the mark’s distinctiveness when used
in connection with the retail sale of cooking-related goods.505
Because the mark was “not a symbol signifying nothing other than
the product or service to which the mark has been assigned,” the
court declined to find that the mark was fanciful.5%6 Moreover,
“[u]lnlike Apple Computers or Camel cigarettes, [the] mark does
not have some significance recognized in everyday life which
nevertheless is unrelated to the product or service to which the
mark is attached, 1i.e., it is not ‘arbitrary’....”?07 Likewise,
“Bitchen Kitchen’ probably should not be characterized as a
‘descriptive’ mark, like SuperGlue, because it does not describe the
products directly.”>08 Instead, the court found, the mark “is best
characterized as ‘suggestive’ . . ., because it evokes some quality of
the products, i.e., they are ‘bitchin’, meaning cool or hip and
desirable.”>09

500. Id.

501. See Masters Software, Inc. v. Discovery Commc’ns, Inc., 725 F. Supp. 2d 1294 (W.D.
Wash. 2010).

502. Id. at 1300 n.3.
503. Id. at 1300.
504. Id.

505. See Martha Elizabeth Inc. v. Scripps Networks Interactive LLC, 100 U.S.P.Q.2d
1799 (W.D. Mich. 2011).

506. See id. at 1814 (citation omitted).
507. Id.
508. Id.
509. Id.
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Yet another court breezed past two registrations of the YOLK
mark for restaurant services on its way to finding that the mark
was suggestive.’l0 The defendants did not help themselves by
advancing the improbable argument that the mark was generic,5!!
but, in any case, the court had no difficulty concluding on the
plaintiffs’ preliminary injunction motion that the mark was
inherently distinctive. As it explained, “[a] reasonable consumer
would not immediately think of a restaurant or restaurant services
when hearing the word ‘yolk.”512 Instead, “[a] consumer would
have to use his or her imagination to appreciate or perceive the
suggestion that Yolk is a restaurant that serves meals made with
eggs.”513

A mark not covered by a registration, MIRINA, was similarly
found to be suggestive when used in connection with microRNA-
based therapeutic research and drug development.?* To establish
the mark’s strength for purposes of the likelihood-of-confusion
inquiry, the plaintiff argued that the mark was either coined or
arbitrary. The court, quoting from the plaintiff's preliminary
injunction papers, found instead that “Plaintiff’s arbitrariness
argument is undercut by its own briefing: Plaintiff admits that
[the mark’s] spelling ‘suggests’ an association with mirco-RNA
(sic).””515 In addition, it concluded, “[t]hat other businesses ... in
the micro-RNA industry use an [sic] ‘mir’ prefix further belies the
arbitrariness of Plaintiff’s mark.”516

A more dubious finding of suggestiveness came in a suit to
protect the CUSTOMER FIRST mark for community banking
services.’17 The court might well have found the mark to be
laudatory (and therefore lacking inherent distinctiveness), but it
took a different direction in finding that “[tlhe mark does not
provide any direct information regarding [the plaintiff’s] banking
services, and the mark does not forthwith convey what service is at
issue and to whom the service is directed. A consumer would not
immediately connect CUSTOMER FIRST with community
banking services.”®8 As a consequence, “[b]Jecause the mark ...
requires imagination and thought to reach a conclusion as to the

510. See Kastanis v. Eggstacy LL.C, 752 F. Supp. 2d 842 (N.D. Ill. 2010).

511. See id. at 849 (“The word ‘yolk’ is not a generic term for a restaurant serving
breakfast food[s] and egg based dishes.”)

512. Id. at 850.

513. Id.

514. See Mirina Corp. v. Marina Biotech, 770 F. Supp. 2d 11563 (W.D. Wash. 2011).
515. Id. at 1157 (alteration in original).

516. Id.

517. See Alliance Bank v. New Century Bank, 742 F. Supp. 2d 532 (E.D. Pa. 2010).
518. Id. at 548 (internal quotation marks omitted).
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nature of the service[s] provided, CUSTOMER FIRST is a
suggestive mark.”519

Only after reaching this conclusion did the court address and
reject the defendant’s responsive argument that “the terms
‘customer’ and ‘first’ are ubiquitous in [the] banking and financial
industries.”?20 In support of this position, the defendant submitted
TESS records from the USPTO’s website, printouts from third-
party websites, and the results of a dilution search it had
commissioned from an outside vendor. The court was unimpressed:

While evidence of third party use of similar marks on similar
goods may be relevant to show that a mark is relatively weak,
courts and commentators have recognized that the significance
and evidentiary impact of third party marks turns entirely
upon their usage (not likely usage) and the impact that such
use has had on the minds of consumers.

... [N]o evidence is offered as to how these third party
registrations are used and how they are perceived by
consumers. ... Consequently, merely listing the number of
third party registrations without showing the extent of
individual use or consumer perception is not particularly
persuasive. For this reason, [the defendants’] argument that
[the plaintiff’s] mark cannot be considered inherently
distinctive because of third party use of [its constituent] terms
fails.521

Some marks were found to be suggestive based on the parties’
apparent or express agreement that they fell into that category.
These included ACTIVEBATCH for job scheduling and
management software.522 They also included a variety of marks
based on the word “go” and used in connection with oral-care
products such as teeth-whitening systems.523

(4) Arbitrary Marks

“Arbitrary’ marks use common words but have no relationship
to the goods or services being offered, such as IVORY soap (which

519. Id.
520. Id. at 551.
521. Id. at 552-53.

522. See Network Automation, Inc. v. Advanced Sys. Concepts, Inc., 638 F.3d 1137, 1150
(9th Cir. 2011).

523. The “numerous marks” at issue included GO SMILE, GO HEALTHY, GO TRAVEL,
GOSMILE, GOSMILE AM, GOSMILE AM/PM, GOSMILE PM, TOOTH WHITENING On
the GO, SMILECEUTICALS, SMILE ON THE GO, ON THE GO, GOMAINTAIN,
GOPROTECT, GO DISCOVER, GO ALL OUT, GO ON ... SMILE!, GO DAILY, GO, and
GOSMILE SMILE WHITENING SYSTEM. See GoSMiLE, Inc. v. Dr. Jonathan Levine,
D.M.D. P.C., 769 F. Supp. 2d 630, 635 (S.D.N.Y. 2011).
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is not made of ivory), APPLE computers, and ROYAL baking
powder.”?2¢ Apart from a case in which the issue was conceded by
the defendant,525> there was only one readily apparent example of a
mark actually being found to be arbitrary, which was the
ORIENTAL mark for banking services.5?6 Although the mark’s
geographic connotations might well have rendered it descriptive,
the defendant’s failure to press the point allowed the court to
conclude that “[iJnsofar as ‘Oriental’ is a common word applied to
Plaintiffs’ financial services as a mark, we find that it is an

arbitrary mark that merits protection under federal trademark
law.”527

(5) Fanciful or Coined Marks

Findings and holdings of fanciful or coined marks were rare in
reported cases. Bucking the trend, however, the Eighth Circuit
upheld a district court finding that the SENSIENT FLAVORS
mark was fanciful when used in connection with a flavor-delivery
system but did so as a result of the defendant’s failure to contest
the issue below.?2® And a panel of the Florida Court of Appeals
noted in dictum that “[e]xamples of fanciful marks are: KODAK,
POLAROID, and XEROX.”529

b. Distinctiveness of Nontraditional Marks

The anti-dissection rule, recognized nearly a century ago by
the Supreme Court, prohibits the placement of a word mark on the
spectrum of distinctiveness based only on the distinctiveness of its
individual components.530 As one court held, the rule is fully
applicable in the trade dress context, in which product packaging
may consist of combinations of both verbal and design elements:

The fact that a ... trade dress incorporates common
elements ... does not demonstrate that the trade dress as a
whole is generic. Even where “each of these elements

524. Anderson v. Upper Keys Bus. Grp., 61 So. 3d 1162, 1168-69 (Fla. Ct. App. 2011).

525. See Blackwall Grp. v. Sick Boy, LLC, 771 F. Supp. 2d 1322, 1326 (M.D. Fla. 2011)
(SICK BOY arbitrary when used in connection with clothing and accessories).

526. See Oriental Fin. Grp. v. Cooperativa de Ahorro y Crédito Oriental, 750 F. Supp. 2d
396 (D.P.R. 2010).

527. Id. at 403.

528. See Sensient Techs. Corp. v. SensoryEffects Flavor Co., 613 F.3d 754, 763 (8th Cir.
2010), cert. denied, 131 S. Ct. 1603 (2011).

529. Anderson v. Upper Keys Bus. Grp., 61 So. 3d 1162, 1168 (Fla. Ct. App. 2011).

530. See Estate of P.D. Beckwith, Inc. v. Comm’r of Patents, 252 U.S. 538, 545-46 (1920)
(“The commercial impression of a trade-mark is derived from it as a whole, not from its

elements separated and considered in detail. For this reason it should be considered in its
entirety.”).
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individually would not be inherently distinctive, it is the
combination of elements and the total impression that the
dress gives to the observer that should be the focus of a court’s
analysis of distinctiveness.” The logic behind this rule is that
“[o]ne could no more deny protection to a trade dress for using
commonly used elements than one could deny protection to a
trademark because it consisted of a combination of commonly
used letters of the alphabet.”?31

This was not the only doctrinal principle favoring the plaintiff’s
successful claim of inherent distinctiveness for a thermometer
package, as the court also held that “[s]ince the choices that a
producer has for packaging its products are almost unlimited,
typically a trade dress will be arbitrary or fanciful and thus
inherently distinctive, and the only real question for the courts will
be whether there is a likelihood of confusion.”?32

In addition to the anti-dissection rule, this outcome reflects
the tendency of some courts to place nontraditional marks on the
same spectrum of distinctiveness applicable to conventional word
marks.?33 This practice also was apparent in another opinion that
addressed the protectability of a series of cartoon figures, which
originally appeared in books, but which were eventually licensed
for use in connection with clothing.?** The characters inevitably
appeared in immediate proximity to word marks consisting of
“little miss” combined with such character traits as “bossy,”
chatterbox,” “splendid,” and “sunshine,” and this produced two
findings in response to the defendant’s motion for summary
judgment: “First, the ... characters are fanciful and, as such, are
inherently distinctive. Second, the format—e.g., the selection of
bold, block lettering—is also arbitrary.”??® The defendant argued
that the descriptiveness of the marks’ verbal components
precluded them from qualifying as inherently distinctive, but the
court held that that position failed to acknowledge “not only the
fanciful nature of the characters and the arbitrary design
elements, but also that distinctiveness is assessed in terms of the
mark as a whole. Viewed through that lens, [the plaintiff’s]

531. Tecnimed SRL v. Kidz-Med, Inc., 763 F. Supp. 2d 395, 405 (S.D.N.Y. 2011) (citation
omitted) (quoting Paddington Corp. v. Attiki Imps. & Distribs., Inc., 996 F.2d 577, 584 (2d
Cir. 1993)).

532. Id. (quoting Paddington, 996 F.2d at 583)).

533. See, e.g., RNA Corp. v. Procter & Gamble Co., 747 F. Supp. 2d 1008, 1018 (N.D. Il
2010) (determining, without extended analysis, that counterclaim plaintiff’s packaging for
shampoo and conditioner “is suggestive of something that is floral in nature”).

534. See THOIP v. Walt Disney Co., 736 F. Supp. 2d 689 (S.D.N.Y. 2010).
535. Id. at 707-08 (footnote omitted).
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mark[s] [are] inherently distinctive and, consequently, [are]
protectable without a showing of acquired [secondary] meaning.”536

The difficulties in squeezing claimed nontraditional marks
into a framework designed for conventional verbal ones has led
some courts to abandon that framework.537 One was the Court of
Customs and Patent Appeals, whose alternative “Seabrook test”
for inherent distinctiveness®® has proven to be particularly
popular in packaging cases. One court applied it to find that trade
dress consisting of the bottle and label for artesian water qualified
for protection without a showing of secondary meaning:

To determine whether packaging is so “unique, unusual, or
unexpected in this market that one can assume without proof
that it will automatically be perceived by consumers as an
indicator of origin,” the court may look to (1) whether the
design is a common, basic shape or design, (2) whether it [is]
unique or unusual in a particular field, (3) whether it [is] a
mere refinement of a commonly-adopted and well-known form
or ornamentation for a particular class of goods viewed by the
public as a dress or ornamentation for the goods, or (4)
whether it [is] capable of creating a commercial impression
distinct from the accompanying goods.539

The record established that one element of the claimed trade dress
at issue—“the square bottle and blue cap”—was “fairly common in
the bottled water industry,’®*® but numerous others were not.
Those included “the stylized hibiscus, the palm fronds and the
three-dimensional effect of the transparent front label with palm
fronds on the inside back label,” combined with the plaintiff's
presentation of its FIJI word mark in “stylized white block letters
with metallic outline.”®! Particularly in light of the plaintiff’s
showings that “no other brands ... combine the elements of the
square bottle, three-dimensional labeling effect, and tropical motif”
and that the packaging had won “international awards for print
and packaging excellence and design innovation in the food

536. Id. at 708.

537. See, e.g., Graphic Design Mktg., Inc. v. Xtreme Enters., 772 F. Supp. 2d 1029, 1034
(E.D. Wis. 2011) (finding on plaintiffs motion for preliminary injunction that “[t]he
[plaintiff's] packaging is inherently distinctive because the ... red header uses stylized
white lettering edged in red against a totally black background, with further descriptive
language in a standard white font”).

538. See Seabrook Foods, Inc. v. Bar-Well Foods, Ltd., 568 F.2d 1342, 1344 (C.C.P.A.
1977).

539. Fiji Water Co. v. Fiji Mineral Water USA, LLC, 741 F. Supp. 2d 1165, 1176 (C.D.
Cal. 2010) (quoting Seabrook, 568 F.2d at 1344).

540. Id. at 1176.
541. Id.
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packaging industry,”’®*2 the trade dress was inherently
distinctive.543

Seabrook also came into play in a case in which the court
declined to resolve the question of inherent distinctiveness on the
parties’ cross-motions for summary judgment but instead chose to
defer that resolution until trial.’** The claimed trade dress in
question was a plastic motor-oil bottle, which the plaintiffs
admitted had evolved over time. The court was not particularly
concerned with the changes to the bottle, but it also was unwilling
to find that the bottle was or was not inherently distinctive as a
matter of law. It might be true, the court noted in response to the
plaintiffs’ motion, that “product packaging has a tendency to be
inherently distinctive.”>%5 Nevertheless, “there is no bright-line
rule that packaging is always inherently distinctive, and the
threshold question remains whether its ‘intrinsic nature serves to
identify a particular source.”?*6 In substantial part because the
summary judgment record reflected third-party uses of the
individual components of the plaintiffs’ bottle, the court was
unwilling to hold the bottle inherently distinctive at that stage of
the litigation; at the same time, however, the absence from that
record of any third-party bottles featuring the same combination of
components as that incorporated into the plaintiffs’ bottle left the
court equally reluctant to require the plaintiff to prove secondary
meaning.5*” Because there were “disputed factual questions that
could reasonably lead to either outcome,” the Court found it
“appropriate for the jury to decide this question.”548

Eleventh Circuit district courts applied the Seabrook test in
two cases to the detriment of the plaintiffs prosecuting them. The
first turned on the protectability of a restaurant trade dress
described by the court as the combination of:

server uniforms consisting of a dark polo shirt and khaki
pants, two persons present at the host station, dock wood on
the walls, a centrally located rectangular peninsular bar with
seating on both sides, a soffit over the bar, an “open” kitchen

542. Id.
543. Id. at 1177.

544. See Shell Trademark Mgmt. B.V. v. Warren Unilube, Inc., 765 F. Supp. 2d 884 (S.D.
Tex. 2011).

545. Id. at 897.

546. Id. (quoting Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 210 (2000)).
547. See id. at 897-98.

548. Id. at 898.
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that allows customers to see food preparation, and “high-top”
tables on the right hand side of the restaurant.549

Granting a defense motion for summary judgment, the court made
short work of the plaintiff’s argument that these components could
make up an inherently distinctive trade dress. In its view, “there is
nothing unique or unusual about the interior elements [the
plaintiff] claims as its trade dress. . .. [The] claimed trade dress is
merely a refinement of [a] commonly-adopted form of
ornamentation for sports bars and casual restaurants.”550

Tasked with evaluating the protectability of another claimed
product packaging trade dress, the district court in the second case
rolled out a variation on the Seabrook standard to reject a claim of
inherent distinctiveness outright on the parties’ cross-motions for
summary judgment:

Whether trade dress is inherently distinctive depends on
whether: “(1) the design or shape is a common, basic shape or
design; (2) it was unique or unusual in a particular field; and
(3) it was a mere refinement of a commonly-adopted and well-
known form of ornamentation for a particular class of goods
which consumers view as ornamentation.” In other words,
trade dress is inherently distinctive if “the design, shape or
combination of elements is so unique, unusual or unexpected
in this market that one can assume without proof that it will
automatically be perceived by customers as an indicator of
origin.”?51
The court did not describe the components of the plaintiff’s claimed
trade dress, but, whatever they were, “there is no evidence to show
that the trade dress associated with the products at issue 1is
inherently distinctive . . . .”552
A Ninth Circuit district court’s application of the same three-
pronged version of the Seabrook test similarly led to findings as a
matter of law that two designs for doll boxes lacked inherent
distinctiveness.?> The characteristic of the first design the
counterclaim plaintiff claimed as proprietary trade dress was its
trapezoidal shape, but the court concluded that “[a] trapezoid is
the sort of intuitive, ‘ordinary geometric shape’ that courts
generally ‘regard[] as non-distinctive and protectable only upon

549. Miller’s Ale House, Inc. v. Boynton Carolina Ale House, LLC, 745 F. Supp. 2d 1359,
1364 (S.D. Fla. 2010).

550. Id. at 1375.

551. Brown Bark II, L.P. v. Dixie Mills, LLC, 732 F. Supp. 2d 1353, 1360 (N.D. Ga. 2010)
(citations omitted) (quoting 1 J. Thomas McCarthy, 1 McCarthy on Trademarks and Unfair
Competition § 8:13 (4th ed. 2010)).

552. Id.
553. See Mattel, Inc. v. MGA Entm’t, Inc., 782 F. Supp. 2d 911 (C.D. Cal. 2011).
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proof of secondary meaning™;55¢ particularly because “[i]Jt cannot be
disputed that toys, and even dolls, have been sold in trapezoids for
decades,”5%> the court held that “[t]rapezoidal packaging standing
alone is not an unusual design and is not inherently distinctive.”556
The court went on to conclude that the second design, which
consisted of a heart shape, “a window through which multiple dolls
can be viewed, the brand name displayed halfway down the middle
of the packaging, and a decorative handle, is not inherently
distinctive either.”?5” The bases for this conclusion were that “[t]he
heart is a ‘common, basic shape, similar to a geometrical design”558
and that “[t]he product’s use of a handle is unremarkable as well
as obviously functional . . . .”559

c. Secondary Meaning Determinations
(1) Cases Finding Secondary Meaning

Faced with the need to evaluate the protectability of a
surname coupled with a generic term, a Second Circuit district
court offered up the following doctrinal test for acquired
distinctiveness:

The Second Circuit has enumerated several considerations
that must be analyzed in determining whether a mark has
acquired secondary meaning: (1) advertising expenditures; (2)
sales success; (3) unsolicited media coverage of the product; (4)
attempts to plagiarize the mark; (5) the length and exclusivity
of the mark’s use; and (6) consumer surveys linking the name
to a source.?¢0

Under these factors, the mark’s exclusive use in the region for over
sixty years weighed in the plaintiff’s favor, as did the defendant’s
intentional opening of a directly competitive store under an
identical mark less than a third of a mile from the plaintiff’s store.
Indeed, with respect to the latter consideration, the court
concluded that “the very fact that Defendant chose the [same]
name ... , with the intent to exploit the good will in the
[plaintiff’s] mark, is essentially a concession that the mark had
acquired secondary meaning in the market.”?%1 Accordingly, the

554. Id. at 1004 (second alteration in original) (quoting Wiley v. Am. Greetings Corp., 762
F.2d 139, 142 (1st Cir. 1985)).

555. Id.

556. Id.

557. Id. at 1005.

558. Id. (quoting Wiley v. Am. Greetings Corp., 762 F.2d 139, 142 (1st Cir. 1985)).
559. Id.

560. Marks Org., Inc. v. Joles, 784 F. Supp. 2d 322, 329 (S.D.N.Y. 2011).

561. Id. at 330.
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plaintiff had set forth a sufficient showing of acquired
distinctiveness to support entry of a preliminary injunction.562

A Ninth Circuit district court applied the test for secondary
meaning extant in that jurisdiction to find that the packaging for
artesian water had acquired distinctiveness:

Secondary meaning can be established by direct consumer
testimony or survey evidence that purchasers associate the
design with the source, the length and manner of advertising,
the amount of sales and number of customers, the length,
manner and exclusive use of the particular trade dress, and
proof of intentional copying by the defendant.>¢3

Evidence weighing in the plaintiff’s favor included United States
sales of almost one billion bottles of water in the twelve years
before the defendants’ use, “more than $65 million in advertising”
by the plaintiff, including the sponsorship of “numerous high
profile charity events,” and the appearance of the packaging “in
around 30 popular TV shows and nearly 20 major motion
pictures.”?®* The icing on the cake, however, was “[t]he obvious
similarity between the [defendant’s] bottle and the [plaintiff’s]
trade dress[, which] supports an inference of deliberate copying.”56>
The Ninth Circuit’s secondary meaning factors also came into
play in a case presenting less well-developed evidence of acquired
distinctiveness.?® Significantly, the court concluded from the
summary judgment record before it that “[t]here is no evidence
regarding the degree and manner of advertising under the
[counterclaim plaintiff's] trademark beyond [the associated
electronic magazine’s] existence and use of the ... mark for many
years on ... various websites....”67 Despite what might well
have been considered a glaring hole in the counterclaim plaintiff’s
case, the court found more convincing the counterclaim plaintiff’s
proof of long-time exclusive use, that “independent media sources”
referred to the counterclaim plaintiff by using the mark, and that
the counterclaim plaintiff had managed to license the mark’s use
to third parties.?®® Not only did these showings establish the
mark’s secondary meaning, they did so as a matter of law.?69

562. See id.

563. Fiji Water Co. v. Fiji Mineral Water USA, LLC, 741 F. Supp. 2d 1165, 1177 (C.D.
Cal. 2010).

564. Id.

565. Id.

566. See Ricks v. BMEzine.com, LLC, 727 F. Supp. 2d 936 (D. Nev. 2010).
567. Id. at 963.

568. See id.

569. See id.
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In a dispute between players in the Western Pennsylvania
market for plumbing and HVAC-related services, a Third Circuit
district court applied two different standards for evaluating the
degree of acquired distinctiveness attaching to the plaintiff’s
surname mark.?” For purposes of the plaintiff’s claim under the
Anticybersquatting Consumer Protection Act, the court looked to
Section 43(d)(1)(A)(11)(I)*™ to hold that:

The following factors ... may be considered in determining
whether a mark is distinctive: (A) the degree of inherent or
acquired distinctiveness of the mark; (B) the duration and
extent of use of the mark in connection with which the mark is
used; (C) the duration and extent of advertising and publicity
of the mark; (D) the geographical extent of the trading area in
which the mark is used; (E) the channels of trade for the goods
and services with which the mark is used; (F) the degree of
recognition of the mark in the trading areas and channels of
trade used by the marks’ owner and the person against whom
the injunction is sought; and (G) the nature and extent of [the]
use of the same or [a] similar mark by third parties.572

When evaluating the plaintiff's likelihood-of-confusion-based
claims, however, it held that:

Although there is not a consensus as to the specific elements of
secondary meaning, in determining whether [the plaintiff’s]
mark has the required secondary meaning, the Court will
apply the following factors: (1) the extent of sales and
advertising leading to buyer associations; (2) the length of use;
(3) exclusivity of use; (4) the fact of copying; (5) customer
surveys; (6) customer testimony; (7) the use of the mark [in]
trade journals; (8) the size of the [plaintiff’s] company; (9) the
number of sales; (10) the number of customers; and (11) actual
confusion.57

Under applications of both tests, however, the court found on the
parties’ cross-motions for summary judgment that the plaintiff's
surname mark had acquired secondary meaning in the fifty years
prior to the defendants’ registration of a domain name
corresponding to the plaintiff’'s mark.57* Not only did that period of
formerly exclusive use weigh in the plaintiff's favor, but the
plaintiff also adduced: (1) evidence and testimony of annual

570. Fagnelli Plumbing Co. v. Gillece Plumbing & Heating Inc., 98 U.S.P.Q.2d 1997,
2000 (W.D. Pa. 2011).

571. 15 U.S.C. § 1125(d)(1)(A)Gi)(I) (20086).

572. Fagnelli Plumbing, 98 U.S.P.Q.2d at 2000.
573. Id. at 2003.

574. See id. at 2000-01, 2003-04.
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advertising expenditures in the tens of thousands;>7 (2) “affidavits
from four long-time customers who stated that ‘the [plaintiff’s
mark] has become closely associated with plumbing, heating and
cooling services in Allegheny County”;?”® and (3) testimony from
an additional witness in his capacity “as a plumbing inspector for
the Allegheny County Health Department and his position as the
Chairman of the Allegheny County Plumbing Advisory Board.”>77

An application of the First Circuit’s secondary meaning factors
also drove findings that the PEOPLES, PEOPLES FEDERAL, and
PEOPLES FEDERAL SAVINGS BANK marks for banking
services had acquired distinctiveness:

Courts consider various factors, including 1) the length and
manner of the term’s exclusive use, 2) the size and prominence
of plaintiff’s enterprise, 3) the nature and extent of advertising
of the mark[,] 4) evidence of successful product sales and 5)
efforts at promoting a conscious connection, in the public’s
mind, between the mark and the particular product.578

In successfully proving secondary meaning under this rubric, the
marks’ owner relied on its $325,000 annual promotional budget,
which included investments in “radio, TV and print advertising,
marketing literature, sponsorship of sports teams and other
community organizations and distribution of promotional items,”
as well as its “charitable contributions, civic involvement and
personalized banking practices.”®™ The court accepted this
evidence and that of the plaintiff’s success in expanding its
business as establishing consumers’ recognition of the marks, but
only within particular geographic areas in Eastern
Massachusetts.?80

In a final federal district court opinion, which found secondary
meaning as a matter of law, it was the Sixth Circuit’s acquired-
distinctiveness factors that drove the relevant inquiry, namely, “(1)
direct consumer testimony; (2) consumer surveys; (3) exclusivity,
length and manner of use; (4) amount and manner of advertising;
(5) amount of sales and number of customers; (6) established place
in the market; [and] (7) proof of intentional copying.”?8! Although
introducing evidence and testimony on the first, third, and fifth of

575. See id.
576. Id. at 2000.
577. Id. at 2001.

578. Peoples Fed. Sav. Bank v. People’s United Bank, 750 F. Supp. 2d 217, 223 (D. Mass.
2010).

579. See id. at 224.
580. See id.

581. Innovation Ventures, LLC v. N2G Distrib., Inc., 779 F. Supp. 2d 671, 675 (E.D.
Mich. 2011) (quoting DeGidio v. W. Grp., 355 F.3d 506, 513 (6th Cir. 2004)).
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these considerations, the plaintiff placed its greatest emphasis on
the second and seventh. As to the second, the plaintiff adduced the
results of three separate surveys employing three different
methodologies and targeting three different (but overlapping)
universes, and the court credited each set of results.?®2 Based on a
simple comparison of the parties’ goods as they appeared in the
marketplace, the court found that the plaintiff’s accusations of
intentional copying were justified, and that the seventh factor also
weighed in the plaintiff’s favor: “[V]iewing the marks at issue in
conjunction with their trade dress, the evidence of intentional
copying 1s so clear that Plaintiffs mark should be afforded
secondary meaning.”583

At the state court level, a panel of the Louisiana Court of
Appeals affirmed a finding that the LA GRANITE and
LOUISIANA marks had acquired secondary meaning in
connection with the retail sale of granite countertops.?%* Although
holding that “[t]o establish secondary meaning, a plaintiff must
show that, in the minds of the public, the primary significance of a
product feature or term is to identify the source of the product
rather than the product itself,?8> the court did not set forth or refer
to a test for gauging acquired distinctiveness. The court did,
however, cite approvingly to the plaintiff's use of its marks for
slightly over three years before the defendant’s entry into the
marketplace.>36

(2) Cases Declining to Find Secondary Meaning

The existence or nonexistence of acquired distinctiveness is
typically a question of fact, but an unusually large number of
reported opinions over the past year resolved it as a matter of law.
For example, the Federal Circuit applied Third Circuit law to drive
home the point that claimed owners of nontraditional marks
should come to the table with more evidence of secondary meaning
than mere long-time use and half-hearted “look-for” advertising.587
The occasion of this reminder was a dispute between purveyors of
endoscopic probes in which the plaintiffs claimed protectable
rights to the blue color of their probes. The plaintiffs’ showing in
response to the defendants’ motion for summary judgment

582. See id. at 676.
583. Id. at 678.

584. See La. Granite Yard, Inc. v. LA Granite Countertops, L.L.C., 47 So. 3d 573 (La. Ct.
App. 2010).

585. Id. at 580.
586. See id. at 582.

587. See ERBE Elektromedizin GmbH v. Canady Tech. LLC, 629 F.3d 1278 (Fed. Cir.
2010).
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apparently was limited to declaration testimony that the plaintiffs
had used the particular color on its products for thirty years and
that the color had more recently been featured in its advertising
materials in conjunction with the slogan “True Blue Probe for
Argon Plasma Coagulation.”?8® Affirming the district court’s
finding of unprotectability as a matter of law, the Federal Circuit
noted that:

[The lead plaintiff] does not offer any evidence—such as sales
and advertising leading to buyer association, customer
surveys, customer testimony, the number of sales, the number
of customers, the use of the mark in trade journals, or actual
confusion—that creates a genuine issue of material fact with
regard to whether the color blue on its flexible endoscopic
probes has secondary meaning.>$9

The unlicensed sale of blue-colored products by a third-party
competitor of the parties was additional evidence that the
plaintiffs had failed to prove a disputed question of fact as to
whether the color had acquired distinctiveness when applied to
their own goods.590

If third-party uses can weigh against a showing of secondary
meaning,’?! a plaintiff’s own private labeling of a claimed trade
dress can prove downright fatal. One plaintiff, a manufacturer of
folding utility knives, learned this lesson the hard way when its
claim of acquired distinctiveness was dismissed on a defense
motion for summary judgment.’92 The court’s treatment of the
issue was driven by its consideration of a single issue, which was
the plaintiff’s practice of allowing two significant retailers, Sears
and The Home Depot, to sell the plaintiff’s knives under their own
marks:

In light of the evidence . . . that two entities, which operate
in the relevant market and distribute products nationwide,
sell utility knives with the exact configuration at issue under
brands other than [the plaintiff’s], the Court HOLDS that [the
plaintiff] has not established the requisite distinctiveness to
pursue its claims under the Lanham Act.593

Third-party usage of marks played an even more significant
role in findings as a matter of law of no acquired distinctiveness

588. Quoted in id. at 1290.
589. Id. at 1290.
590. See id. at 1290 n.4.

591. For another example of an opinion applying this rule in the preliminary injunction
context, see Z-Man Fishing Prods., Inc. v. Renosky, 790 F. Supp. 2d 418, 432 (D.S.C. 2011).

592. See Great Neck Saw Mfrs., Inc. v. Star Asia U.S.A., LLC, 727 F. Supp. 2d 1038
(W.D. Wash. 2010).

593. Id. at 1064.
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for the titles and lyrics of various songs by the late guitarist Jimi
Hendrix.5%¢ In finding as a matter of law that the plaintiffs had
failed to prove secondary meaning, the court credited the
defendants’ showing that all but one of the titles at issue were the
subject of federal registrations owned by third parties.5%5 Moreover,
however much the titles might be linked to Hendrix, the plaintiffs
had not demonstrated that that association extended to their goods
and services. Under the circumstances, “although the titles or
lyrics might be strongly associated with Jimi Hendrix in the music
industry, they do not have the crossover secondary meaning
necessary to support a false designation of origin claim.”59

The Ninth Circuit took an equally skeptical view of a showing
of acquired distinctiveness, this one relating to the cartoon
character Betty Boop.??7” Having failed to introduce into evidence a
registration covering their claimed mark, the plaintiffs sought to
fend off a defense motion for summary judgment through
declaration testimony of their attendance at trade shows, their
numerous licensees, and the increasing commercial success of the
Betty Boop property. The testimony’s fatal flaw was that it came
from a single individual, namely the lead plaintiff’s chief executive
officer. Although the district court had not addressed the
testimony, the Ninth Circuit chose to do so on appeal, concluding
that “[e]vidence of secondary meaning from a partial source
possesses very limited probative value.’ The probative value of
such evidence is so limited that, standing alone, it is not sufficient
to withstand summary judgment.”?® As a consequence, “the
company CEQO’s ‘uncorroborated, and clearly self-interested

594. See Experience Hendrix, L.L.C. v. HendrixLicensing.com, LTD., 766 F. Supp. 2d
1122 (W.D. Wash. 2011).

595. As the court summarized the summary judgment record on this issue:

[D]efendants provide evidence that more than a dozen “live” registrations for the mark
“PURPLE HAZE” exist, none owned by [the plaintiffs]. In addition, the United States
Patent and Trademark Office (“PTO”) website reveals that “FOXY LADY” appears in
five “live” registrations, while “STONE FREE” (either alone or in combination with
other terms) is the subject of two “live” and two “dead” registrations, likewise not
belonging to [the plaintiffs]. . . .

The PTO website also indicates that “HIGHWAY CHILE” was described as a
service mark in two abandoned applications, that “AXIS: BOLD AS LOVE” contains a
phrase (i.e., “BOLD AS LOVE”) registered by two different entities for use in
connection with apparel, and that “CASTLES MADE OF SAND” involves two terms
(i.e., CASTLE and SAND) that appear in some combination in eight “live”
registrations or applications. The only title without matching records in the PTO
database is “THE WIND CRIES MARY.”

Id. at 1148-49 & n.29 (citation omitted).
596. Id. at 1148-49.
597. See Fleischer Studios, Inc. v. A V.E.LLA,, Inc., 654 F.3d 958 (9th Cir. 2011).

598. Id. at 967 (quoting Filipino Yellow Pages, Inc. v. Asian Journal Publ’'ns, Inc., 198
F.3d 1143, 1152 (9th Cir. 1999)).
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testimony did not create a genuine issue for trial as to whether
[Betty Boop] has acquired secondary meaning.”599

This holding by its reviewing court was anticipated by a Ninth
Circuit district court, which also determined that self-serving
testimony by a plaintiff’s own employees could not create a factual
dispute regarding the alleged acquired distinctiveness of the
plaintiff’'s automobile tail-light components.6%© As described by the
court, the plaintiff’s response to the defendants’ motion for
summary judgment consisted of “one article and declarations from
its own employees.”®?! The court found that the article “provides
little information about consumer behavior beyond noting that
Plaintiff’s product is a hot seller, and it does not reference
Plaintiff’s design or its connection to the mark.”6%2 The plaintiff’s
declarations were similarly deficient because they contained “no
evidence of the effectiveness of [the plaintiff’'s] advertising in
creating a secondary meaning other than providing the dollar
figure of [its] advertising budget, which has little meaning without
context”03 and because the plaintiff's raw sales figures had
“limited value without further details regarding market and
competitor sales figures.”6%¢ Particularly in light of the plaintiff’s
failure to corroborate its allegations of intentional copying and the
defendant’s showing that “as many as eight other companies” were
using similar designs, summary judgment in the defendants’ favor
was warranted.60%

Entertaining cross-motions for summary judgment, a different
Ninth Circuit district court found other reasons to reject claims of
acquired distinctiveness for the appearances of two boxes in which
the counterclaim plaintiff sold dolls.6%6 There was no factual
dispute as to the secondary meaning of one box, which featured a
trapezoidal shape, primarily because of the absence from the
summary judgment record of any references to the shape in
advertising or third-party media references to the dolls sold in the
box.697 The counterclaim plaintiff’'s showing with respect to the
second box, which was heart-shaped, was even more lacking: “[The
counterclaim plaintiff’s] heart shaped packaging ... did not

599. Id. (alteration in original) (quoting Filipino Yellow Pages, 198 F.3d at 1152).

600. See Grand Gen. Accessories Mfg. v. United Pac. Indus., 732 F. Supp. 2d 1014, 1027
(C.D. Cal. 2010) (“The testimony from Plaintiff’s employees has very limited probative
value.”).

601. Id.

602. Id. at 1028.

603. Id.

604. Id.

605. Id.

606. See Mattel, Inc. v. MGA Entm’t, Inc., 782 F. Supp. 2d 911 (C.D. Cal. 2011).
607. See id. at 1004-05.
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acquire secondary meaning because it didn’t even exist when [the
counterclaim defendant] started selling its allegedly infringing
products.”608

A claim of secondary meaning for a restaurant trade dress
likewise fell short as a matter of law in a Florida federal district
court’s application of the following factors for measuring acquired
distinctiveness:

(1) the length and manner of use; (2) the nature and extent of
advertising and promotion; (3) the efforts made by [the]
plaintiff to promote a conscious connection with the public’s
mind between the name and [the] plaintiff’s product; and (4)
the extent to which the public actually identifies the name
with [the] plaintiff’s product.6%9

The reason for the plaintiff’s failure to satisfy this standard was a
simple one: Its showing of secondary meaning was limited to that
attaching to a claimed word mark it was attempting to protect,
rather than its trade dress.610

As another summary judgment opinion proved, even a plaintiff
making a colorable showing of acquired distinctiveness may not
prevail if the showings are evaluated under an improper legal
standard.®!! The court’s analysis began in promising fashion, with
the identification of an appropriate list of factors for consideration:

Secondary meaning exists where there 1s a mental
association between a product’s trademark and its source. The
plaintiff must prove that such an association exists by a
preponderance of the evidence. In so doing, the following
factors may be relevant: (1) direct consumer testimony; (2)
consumer surveys; (3) exclusivity, length, and manner of use;
(4) amount of sales and number of customers; (5) established
place in the market; (6) amount and manner of advertising;
and (7) proof of intentional copying.612

An application of these factors led the court to conclude that there
was “significant evidence” in support of a finding of secondary
meaning, including the long-standing use of all the marks at issue
and an incontestable registration covering one of them.®3 Yet,
because the plaintiff had acquired its mark from a predecessor, the
court entered summary judgment in the defendants’ favor, holding

608. Id. at 1006.

609. Miller’s Ale House, Inc. v. Boynton Carolina Ale House, LL.C, 745 F. Supp. 2d 1359,
1375 (S.D. Fla. 2010) (quoting Vital Pharms., Inc. v. Am. Body Bldg. Prods., LLC, 511 F.
Supp. 2d 1303, 1311 (S.D. Fla. 2007)).

610. See id. at 1375-76.

611. See Brown Bark II, L.P. v. Dixie Mills, LLC, 732 F. Supp. 2d 1353 (N.D. Ga. 2010).
612. Id. at 1358-59.

613. See id. at 1360-61.
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that “there is no evidence that the mark has secondary meaning
identifying the Plaintiff as the source of any products.”614

In the second of these conclusions, the court erred as a matter
of law. Section 45 of the Act provides that “[t]he term ‘trademark’
includes any word, name, symbol, or device, or any combination
thereof . .. used by a person ... to identify and distinguish his or
her goods, including a unique product, from those manufactured or
sold by others and to indicate the source of the goods, even if that
source is unknown.”®15 Under the statute’s express text, consumers
need not know the identity of the producer of goods bearing a
mark; rather, they need only understand that goods bearing that
mark come from a single source. In the absence of a finding that
the plaintiff had acquired its rights through an invalid assignment
in gross, the plaintiff therefore should have been entitled to the
secondary meaning cultivated by its predecessor.® Indeed, the
court’s contrary holding presumably would require the recreation
of secondary meaning upon each assignment of a mark, even an
incontestably registered one, clearly an untenable result.

Although determinations of no secondary meaning on motions
to dismiss for failure to state a claim are (quite properly) rare in
opinions from federal courts, that is not necessarily true at the
state level. Thus, for example, an Oklahoma intermediate
appellate court upheld the dismissal of an infringement action
brought by a professional stock car driver who alleged protectable
rights in the appearance of his vehicle, which featured a
combination of the color red and the number 95 in yellow.617
Apparently relying on material outside the scope of the plaintiff’s
complaint, the court noted that “[c]learly, ... the number 95 has
been used for many years on other race cars, thus, [the plaintiff's]
claim of exclusive use is without merit.”618 Then, dispensing with
notice pleading principles, it concluded that “[the plaintiff]
similarly fails to demonstrate that [the] requisite secondary
meaning, i.e., that in the minds of the public, the primary
significance of the color/number of his race car identifies him
rather than the car itself.”619

In more conventional treatments of the issue, two reported
opinions addressed the adequacy of plaintiffs’ showings of
secondary meaning at trial. The first arose from an attempt to
protect an incontestably registered, geographically descriptive

614. Id. at 1361 (emphasis added).
615. 15 U.S.C. § 1127 (2006) (emphasis added).

616. Significantly, the court did find the existence of an assignment in gross with respect
to another mark at issue in the litigation. See Brown Bark II, 732 F. Supp. 2d at 1358-59.

617. See Brill v. Walt Disney Co., 246 P.3d 1099 (Okla. Civ. App. 2010).
618. Id. at 1105.
619. Id.
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mark.620 Ignoring what should have been the “conclusive evidence”
of validity represented by the plaintiff’s incontestable registration
under Section 33(b),%2! the court held as an initial matter that:

When determining whether a disputed mark has acquired
secondary meaning, the Third Circuit has articulated the
following factors for consideration: (1) the extent of sales
advertising leading to consumer association; (2) the length of
the mark’s use; (3) the exclusivity of use; (4) the fact of
copying; (5) customer surveys; (6) customer testimony; (7) the
use of the mark in trade journals; (8) the size of the company;
(9) the number of sales; (10) the number of customers; and (11)
actual confusion.622

Reviewing the plaintiff’s showing under these factors, the court
found it wanting. It was certainly true that the plaintiff's mark
had been continuously used for three decades, that the plaintiff
had extracted a license from the city of Philadelphia, that “three
separate national news articles have featured Plaintiff’s business
over the past decade,” and that the plaintiff had received
misdirected phone calls intended for the defendant.623 Those facts,
however, were outweighed by the plaintiff's modest advertising
expenditures, third-party use “demonstrating that Plaintiff does
not exclusively use the mark,” the absence of survey evidence of
distinctiveness, the dearth of references to the plaintiff's mark in
trade journals, and the lack of profitability of the plaintiff’s
business.624

The second opinion resulted from a dissatisfied plaintiff’s
motion for judgment as a matter of law after a Western District of
Texas jury found the plaintiffs mark to be descriptive and then
rejected the plaintiff’'s claim of secondary meaning.62> The court
was disinclined to disturb the jury’s verdict. Noting the Fifth
Circuit’s preference for survey evidence on the issue of acquired
distinctiveness, the court faulted the plaintiff for not conducting a
survey itself and, additionally, for not having retained an expert
witness to respond to a survey commissioned by the defendant.626
“[E]ven more importantly,” the court concluded, “[the plaintiff’s]
evidence on the issue of secondary meaning, despite its

620. See R.J. Ants, Inc. v. Marinelli Enters., 771 F. Supp. 2d 475 (E.D. Pa. 2011).

621. See id. at 483 (“Plaintiff’'s mark has been granted incontestable status by the filing
of a combined Section 8 & Section 15.”).

622. Id. at 492.

623. See id. at 492-93.

624. See id. at 493.

625. See Honestech, Inc. v. Sonic Solutions, 725 F. Supp. 2d 573 (W.D. Tex. 2010).
626. See id. at 578.
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protestations, was not substantial’®2? under the other factors
relevant to the inquiry, namely: “(1) length and manner of use of
the mark, (2) volume of sales, (3) amount and manner of
advertising, (4) nature of use of the mark ... in newspapers and
magazines, (5) direct consumer testimony, and (7) [sic] the
defendant’s intent in copying the mark.”¢28 That evidence included
no more than three years’ worth of the mark’s use, $7.7 million in
sales under it, $2.3 million in promotional expenditures, at least
some third-party publicity, alleged copying by the defendant, and
two instances of actual confusion.f?® Dismissing the plaintiff’s
proffered sales figures as “hardly decisive,’®30 the court held with
respect to the advertising figures that “[t]he jury may well have
declined to assume—based solely on the amount of money [the
plaintiff] had spent—that the advertising in this case was effective
in altering the meaning of the [plaintiff’s mark] in the minds of the
consuming public.”®3! The court was similarly deferential on the
issues of intentional copying and actual confusion, as to which it
concluded that the jury might well have determined that “the
various emails or presentations by [the defendant’s] employees
which referred to [the plaintiff’s] product showed a normal level of
competitiveness . ..”632 and that “the evidence of ‘actual confusion’
was actually just evidence of a few inadvertent typographical
errors.”®33 Rather than demonstrating secondary meaning as a
matter of law, therefore, the trial record showed that “[t]here was
simply no convincing evidence offered which indicated the primary
significance of [the plaintiff's mark] in the minds of the consuming
public is not the product, but the producer.”634

(3) Secondary Meaning to Be Determined

As always, the inherently factual nature of the secondary
meaning inquiry led some courts to deny motions to dismiss
grounded in the lack of secondary meaning attaching to claimed
marks.%% In a leading example of such a disposition, the complaint

627. Id. (internal quotation marks omitted).
628. Id. at 579.

629. See id.

630. Id.

631. Id. at 580.

632. Id.

633. Id.

634. Id.

635. See, e.g., Glassybaby LLC v. Provide Gifts Inc., 100 U.S.P.Q.2d 1547, 1549 (W.D.
Wash. 2011) (denying motion to dismiss based on allegation that plaintiff’s product design
had acquired distinctiveness through “widespread coverage in print and television
journalism, extensive marketing and promotion, and appearances on national broadcast
television and radio programs”).
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recited that the plaintiff’s claimed trade dress—consisting of the
appearance of electronic audit report templates—had acquired
distinctiveness.3¢ Reviewing that pleading, the court noted that
that document contained averments that the plaintiff had engaged
in longstanding and exclusive use of its claimed trade dress and
that users of the plaintiff’s templates recognized the plaintiff as
the templates’ origin. According to the court, “[t]hese facts,
particularly the [second] one, raise a plausible inference that
consumers generally view[] the alleged trade dress as primarily
identifying [the plaintiff] as the source of the product, rather than
merely identifying the product itself.”637

Another case presenting a failed motion to dismiss on the
theory that the plaintiffs’ surname mark lacked distinctiveness
turned on an application of the factors governing secondary
meaning determinations in the Third Circuit:

(1) the extent of sales and advertising leading to buyer
association; (2) length of use; (3) exclusivity of use; (4) the fact
of copying; (5) customer surveys; (6) customer testimony; (7)
the use of the mark in trade journals; (8) the size of the
company; (9) the number of sales; (10) the number of
customers; and (11) actual confusion.638

In denying the motion, the court faulted the defendants for
“mistakenly attempt[ing] to hold Plaintiffs to a summary judgment
standard of proof, despite the fact that this case is at its earliest
stages.”839 As the court pointed out, the factual recitations in the
plaintiffs’ complaint were necessarily true for purposes of the
defendants’ motion. Moreover, those recitations included
averments that the plaintiffs had “developed a substantial level of
success in the marketing and commercialization of ... insurance
services sold under the [plaintiffs’] [m]ark, ... and have created a
strong following of loyal customers for such services,”640 that the
plaintiffs had acquired the rights to their mark through an
assignment that included the mark’s goodwill,64land that the
defendants themselves knew that the mark was “recognized in the
insurance industry in the mid-Atlantic region.”¢*2 These
allegations, the court held, were sufficient to move the case beyond
the pleadings stage.643

636. See DocMagic, Inc. v. Ellie Mae, Inc., 745 F. Supp. 2d 1119 (N.D. Cal. 2010).
637. Id. at 1140.

638. Brown & Brown, Inc. v. Cola, 745 F. Supp. 2d 588, 611 (E.D. Pa. 2010).

639. Id. at 612.

640. Quoted in id.

641. See id.

642. Quoted in id.

643. See id.
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Courts deferring resolution of the secondary meaning inquiry
more commonly did so at the summary judgment stage, with the
leading opinion to do so coming from the Ninth Circuit.64 The
mark at issue in the appeal before that court was BETTY BOOP,
which was used in connection with a variety of licensed goods
bearing the image of the cartoon character of that name. The
copyright and merchandising rights covering the character were
owned by several entities, and that divided ownership led the
district court to hold as a matter of law that the plaintiffs could not
prove that their claimed word mark had acquired secondary
meaning. The Ninth Circuit disapproved of the district court’s
broad holding on this point:

We agree that the fractured ownership of a trademark may
make it legally impossible for a trademark owner to prove
secondary meaning, but we disagree that the facts here
establish, as a matter of law, that the theory applies. From a
logical standpoint, the mere fact of fractured ownership is not,
by itself, conclusive evidence of a lack of secondary meaning.
There must be something more.%45

Particularly because the district court had concluded from the
summary judgment record that there were no other then-extant
authorized uses of the mark, the court concluded that the required
“something more” was lacking, and it therefore vacated the district
court’s entry of summary judgment in the defendants’ favor and
remanded the action for further proceedings.646

At the trial court level, a Minnesota federal district court
dished out a reminder that secondary meaning must attach to a
plaintiff’'s mark prior to the defendant’s date of first use.f*” As an
initial doctrinal matter, it summarized the Eighth Circuit’s test for
secondary meaning in the following manner:

Direct evidence of secondary meaning most often comes in
the form of consumer testimony and surveys. Circumstantial
evidence typically includes: (1) exclusivity, length and manner
of use; (2) the amount and manner of advertising; (3) the
amount of sales and number of customers; (4) an established
place in the market; and (5) proof of intentional copying.548

The court discounted the plaintiff’s primary direct evidence of
secondary meaning in the form of survey results because the
survey had been conducted some three years after the defendant’s

644. See Fleischer Studios, Inc. v. A.V.E.L.A., Inc., 654 F.3d 958 (9th Cir. 2011).
645. Id. at 967.

646. See id. at 968.

647. See PSK, LLC v. Hicklin, 757 F. Supp. 2d 836 (N.D. Iowa 2010).

648. Id. at 863 (citations omitted).
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entry into the market.49 Still, however, it found that the plaintiff
had introduced sufficient evidence and testimony into the record to
withstand the defendants’ motion for summary judgment. That
showing included proof of “Plaintiff’s advertising efforts, amount of
sales, evidence customer association and/or confusion and proof of
intentional copying”; it also swept in “the testimony of several
consumers” that they associated the mark with the plaintiff.650

A defense motion for summary judgment also foundered on the
shoals of the First Circuit’s test for secondary meaning, which, in
addition to direct evidence of consumers’ perception of the
plaintiffs’ marks, took into account: (1) the length and exclusivity
of the marks’ use; (2) the size or prominence of the plaintiffs’
business; (3) the existence of substantial advertising by the
plaintiffs; (4) the established place in the marketplace of the
plaintiffs’ services; and (5) proof of intentional copying by the
defendants.6! The plaintiffs’ response to the defendants’ motion
incorporated showings on the first four of these enumerated
factors, including evidence and testimony that each of their marks
had been used for at least a decade in connection with automobile-
related financial services, that the plaintiffs distributed materials
bearing the marks through “[a]pproximately 10,500 dealer
partners in 49 states,” that the plaintiffs independently promoted
the marks themselves, and that “[fl[rom 2000 to 2004, plaintiffs
expended at least $3.6 million ... to market and advertise their
brand.”%52 Under the circumstances, “[a]lthough consumer surveys
and other direct evidence is lacking, the record is sufficient to
avoid summary judgment on secondary meaning.”653

A Fifth Circuit district court took into account the following
factors en route to a similar holding that the motor-oil bottle the
plaintiffs claimed as protectable trade dress had not, at least as a
matter of law, acquired secondary meaning:

(1) length and manner of use of the mark or trade dress, (2)
volume of sales, (3) amount and manner of advertising, (4)
nature of use of the mark or trade dress in newspapers and
magazines, (5) consumer-survey evidence, (6) direct consumer
testimony, and (7) the defendant’s intent in copying the trade
dress.%54

649. See id. 864-65.
650. See id. at 864.

651. See Santander Consumer USA Inc. v. Walsh, 762 F. Supp. 2d 217, 229 (D. Mass.
2010).

652. See id.
653. Id. at 229-30.

654. Shell Trademark Mgmt. B.V. v. Warren Unilube, Inc., 765 F. Supp. 2d 884, 896
(S.D. Tex. 2011) (quoting Pebble Beach Co. v. Tour 18 I Ltd., 155 F.3d 526, 543 (5th Cir.
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The plaintiffs adduced survey evidence in support of the putative
acquired distinctiveness of their bottle, and, despite the
defendants’ withering criticisms of the survey’s methodology, the
court concluded that “[e]ven discounting for the flaws with the
survey, the [resulting] 54.5% identification rate is sufficient to
create a genuine issue of material fact.”6% Nevertheless, and
although the court also accepted the plaintiffs’ showings of possible
intentional copying by the defendants, as well as of the plaintiffs’
sales and advertising figures, that was not enough to carry the day
on summary judgment.®56 The court did not expressly identify the
reasons for its holding, but they apparently included the
defendants’ arguments that the plaintiffs’ bottle had evolved over
time, that the plaintiffs’ advertising failed to emphasize the bottle,
and that the defendants had not, in fact, copied the plaintiffs’
bottle.657

d. Survey Evidence of Distinctiveness

Judicial discussions of survey evidence of acquired
distinctiveness fell off over the past year, but they did occur. In a
case producing perhaps the most comprehensive treatment of a
secondary meaning survey, the parties were competitors in the
motor-oil industry, and the plaintiffs claimed that the defendant
had copied the appearance of their bottle.t58 The defendant
attacked the results of a survey introduced by the plaintiffs on
multiple grounds, including that: (1) although she had designed
the survey, the plaintiffs’ testifying expert had not actually
participated in 1its administration;®’® (2) the universe of
respondents was underinclusive because the survey targeted long-
haul truckers at the expense of including other users of motor
0il;660 and (3) the salient question—“If you have an opinion, what is
the brand of motor oil product in the picture I showed you’—was
leading.56! The court declined to hold that the “identification rate
of 54.5%” among respondents established the bottle’s secondary
meaning as a matter of law,%2 but it also sustained the
admissibility of the results against the defendant’s challenges

1998), abrogated on other grounds by TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S.
23 (2001)).

655. Id. at 898.

656. See id. at 898-99.
657. See id. at 898.

658. See id. at 887-89.
659. See id. at 891.

660. See id. at 892.

661. Quoted in id. at 893.
662. See id. at 898-89.
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because: (1) although the failure of the testifying expert to conduct
the survey herself was “indeed troubling,” she “was sufficiently
involved in the survey for [her] foundation testimony to establish
its trustworthiness™;%3 (2) “while not optimal, the wuniverse
surveyed here remains to some degree probative of the views of
consumers of heavy-duty motor oils”;%6¢4 and (3) the objectionable
question was “only slightly leading.”665

The results of three secondary-meaning surveys were well
received by a court finding that a mark used in connection with
energy drinks had acquired distinctiveness as a matter of law.666
Seventy-seven percent of respondents in the first survey, described
as “a nationally representative sample of males and females, 18 to
34 years of age, who had consumed a 2-ounce energy drink two or
more times in the past 12 months,”’®¢7 recognized the plaintiff’s
mark as a brand name.?8 The second survey, which polled males
between the ages of 18 and 50 and women between the ages 18 and
30 but which did not target consumers of energy drinks, yielded a
39 percent to 52 positive response rate.®®® And the third, a
telephone survey of “a nationwide random sample of 300 adults
age 18 or older who were prospective purchasers of energy
drinks,”’¢70 found that 64 percent of respondents associated the
plaintiffs mark with the plaintiff.67? Although the defendants
proffered an expert witness who criticized the three surveys, the
court did not describe his criticisms in detail nor did it explain why
it found the plaintiff’s survey experts more credible.672

One district court addressed a distinctiveness survey while
evaluating the mark-strength factor in the infringement context
and found the results wanting.6”® The plaintiff was a vendor of
contact lenses, and the salient question of its survey was “Which
companies have you ever seen or heard of that sell contact lenses
by phone, mail, or on the Internet?’6’* Respondents were then

663. Id. at 892 (quoting Chase Fed. Sav. & Loan Ass'n v. Chase Manhattan Fin. Serv.
Inc., 681 F. Supp. 2d 771, 780 (S.D. Fla. 1987)).

664. Id. at 890
665. See id.

666. See Innovation Ventures, LL.C v. N2G Distrib., Inc., 779 F. Supp. 2d 671 (E.D. Mich.
2011).

667. Quoted in id. at 676.

668. See id.

669. See id.

670. Quoted in id.

671. See id.

672. See id. at 6717.

673. See 1-800 Contacts, Inc. v. Lens.com, Inc., 755 F. Supp. 2d 1151 (D. Utah 2010).
674. Quoted in id. at 1179.
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asked to identify any other companies of which they were aware
that also sold contact lenses through the same media. The court
found that the results—40 percent of respondents to the first
question identified the plaintiff, while only one percent of
respondents to the second question could identify a competitive
vendor—were evidence of some marketplace recognition, but it also
concluded that the survey was “not without its flaws.”67> Those
deficiencies included a failure to measure the plaintiff’s reputation
outside of the channels of distribution mentioned in the questions,
a methodology that required respondents’ answers to be
pigeonholed into closed-end categories, and an absence of double-
blind safeguards.7® Of perhaps greatest significance, however, was
the court’s conclusion that the 40 percent response rate to the first
question was “somewhat marginal”’ in light of what it previously
had found to be the “weak conceptual strength” of the plaintiff’s
mark.677

4. Proving Nonfunctionality
a. Utilitarian Nonfunctionality

As usual, claims of nonfunctional trade dress consisting of
product designs or configurations fared poorly,6® especially in
opinions in which the disclosure of related utility patents came
into play. Those opinions more often than not applied the so-called
“Morton-Norwich” factors, which take into consideration: (1) the
disclosure of a related utility patent, or in some jurisdictions,
whether the design has utilitarian advantages; (2) advertising
materials touting the design’s functional advantages; (3) the
availability to competitors of functionally equivalent designs; and
(4) facts indicating that the design results in a comparatively
simple or cheap method of manufacturing the product.¢” One court
applying these factors observed that “[t]he ‘inquiry is not directed
at whether the individual elements are functional but whether the
whole collection of elements taken together are [sic] functional.”680

675. Id. at 1180.
676. See id.
677. Id. at 1181.

678. See, e.g., Glassybaby LLC v. Provide Gifts Inc., 100 U.S.P.Q.2d 1547, 1549 (W.D.
Wash. 2011) (dismissing cause of action for trade dress infringement on ground that
plaintiff’s failure to describe its claimed product design trade dress prevented court from
evaluating sufficiency of plaintiff’s allegation of nonfunctionality).

679. See In re Morton-Norwich Prods. Inc., 671 F.2d 1332, 1341 (C.C.P.A. 1982).
680. Fiji Water Co. v. Fiji Mineral Water USA, LLC, 741 F. Supp. 2d 1165, 1172 (C.D.

Cal. 2010) (quoting Int’l Jensen, Inc. v. Metrosound U.S.A., Inc., 4 F.3d 819, 822 (9th Cir.
1993)).
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In a case presenting both incontestably registered marks and
the disclosure of related utility patents, the Seventh Circuit
accorded the latter greater significance.58! The parties were direct
competitors in the toilet paper industry, and the plaintiff owned
several incontestable registrations of marks consisting of
variations on a lattice-and-flower design. After applying to register
its designs as marks, the plaintiff applied for, and received, five
utility patents that discussed the use of offset embossing as a
means to decrease an undesirable phenomenon known as
“nesting.” The patents described an offset embossed diamond
design as the “most preferred embodiment” of the claimed
inventions, and this consideration largely drove the district court’s
decision to enter summary judgment in the defendants’ favor. The
Seventh Circuit then affirmed this disposition of the plaintiff’s
claims on appeal.

Like the district court, the court of appeals held that the
contents of the plaintiffs patents—including the drawings,
specifications, and the actual claims—deserved considerable
weight in the analysis. Quoting TrafFix Devices, Inc. v. Marketing
Displays, Inc.,%®2 the court concluded that the designs covered by
the registrations corresponded to the “central advance” of the
patents, which meant that the patents were “strong evidence” of
the functionality of the designs.683 The court then addressed and
disposed of the record evidence and testimony adduced by the
plaintiff in response to the defendants’ summary judgment motion,
which included: (1) design patents covering similar designs owned
by both parties, which the court held “do not preclude a finding of
functionality”;68¢ (2) expert testimony, which the court held should
be disregarded to the extent it was inconsistent with the court’s
reading of the utility patents;®85 (3) evidence that technological
improvements had rendered the designs nonfunctional, which the
court discounted because two of the utility patents at issue
remained extant;®®¢ and (4) the availability of alternative designs,
of which the court observed that “the fact that there are numerous
alternative designs does not, on its own, render the design
nonfunctional and incidental.”®8” On the basis of these conclusions,

681. See Ga.-Pac. Consumer Prods. LP v. Kimberly-Clark Corp., 647 F.3d 723 (7th Cir.
2011).

682. 532 U.S. 23, 30 (2001).

683. See Ga.-Pac. Consumer Prods., 647 F.3d at 728.
684. Id. at 729.

685. See id. at 730.

686. See id.

687. Id. at 731.
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the court then held that the plaintiff was not entitled to
protectable rights in the depiction of its design on its packaging.638

In an application of the Ninth Circuit’s version of the Morton-
Norwich factors,® the disclosure of a related utility patent
similarly helped sink a claim of trade dress protection for the
configuration of a folding utility knife.®?0 In weighing a defense
motion for partial summary judgment, the court initially noted of
the elements of the plaintiff’s claimed trade dress that “[a]s
evidenced by the specification in [the plaintiff’s] existing utility
patent, ... most, if not all, of these features are functional in
nature.”®! Although the plaintiff relied upon an expert’s
identification of a purported alternative design under the second
Morton-Norwich factor, the same witness opined that that design
infringed the plaintiff’s design patents, which caused the court to
conclude that the expert’s report did “not demonstrate
meaningfully  ‘available’ alternatives.”®92  The  utilitarian
advantages of the claimed design touted in the plaintiff’s
promotional materials likewise resulted in an application of the
fourth Morton-Norwich factor favoring the defendant.®?3 And, as to
the fourth factor, the court found that the plaintiff’'s expert had
failed to place into dispute testimony from the defendant’s expert
that at least some of the features of the plaintiff's design were
comparatively easier and less costly to manufacture.f% Summary
judgment therefore was appropriate on the ground that “[the
plaintiff’s] trade dress is de jure functional and therefore not
entitled to trade dress protection.”6%

In an appeal turning on Third Circuit law, the Federal Circuit
affirmed a finding that the color blue was functional as a matter of
law when used on flexible endoscopic probes for argon plasma
coagulation and argon gas-enhanced electrocoagulation
equipment.f9% According to the court, “[c]olor may not be granted
trademark protection if the color performs a utilitarian function in

688. See id. at 732 (“[I]f a product is functional and thus unregistrable, as we have found
[the plaintiff's design] to be, then ‘the accurate depiction of that [product] is also
unregistrable.” (second alteration in original) (quoting In re CNS, Inc., No. 76250116, 2005
WL 3175107, at *6 n.11 (T.T.A.B. Nov. 18, 2005)).

689. See Clamp Mfg. Co. v. Enco Mfg. Co., 870 F.2d 512, 516 (9th Cir. 1989).

690. See Great Neck Saw Mfrs., Inc. v. Star Asia U.S.A., LLC, 727 F. Supp. 2d 1038
(W.D. Wash. 2010).

691. Id. at 1060.
692. Id. at 1061.
693. See id.

694. See id. at 1062.
695. Id. at 1063.

696. See ERBE Elektromedizin GmbH v. Canady Tech. LLC, 629 F.3d 1278 (Fed. Cir.
2010).
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connection with the goods it identifies or there are specific
competitive advantages for use.”®9” Reviewing the summary
judgment record, the court concluded that just a wutilitarian
function and competitive advantages existed. As it explained, “[the
lead plaintiff] fails to present a genuine issue of material fact that
the color blue does not make the probe[s] more visible through an
endoscopic camera or that such a color mark would not lead to
anticompetitive effects.”®%8 In particular, “[t]he evidence in the
record is that the blue color is prevalent in the medical field, the
color blue enhances identification of the endoscopic tip, and several
companies use blue endoscope probes.”69

One counterclaim plaintiff was tagged with findings of
utilitarian functionality when it tried to protect alleged
unregistered trade dress consisting of the boxes in which the
counterclaim plaintiff sold two lines of dolls.”% The box for the first
line featured a trapezoidal shape, and the summary judgment
record was replete with admissions against interest by the
counterclaim plaintiff’s designated witness on the subject that the
shape had been chosen to illuminate the product contained in it.
Although the counterclaim plaintiff argued that the box’s shape
had functional disadvantages, the court brushed that showing
aside to find as a matter of law that “[tjoy manufacturers may
ultimately conclude that the illuminating functions of the
trapezoidal package are outweighed by the disadvantages cited by
[the counterclaim plaintiff], but the trade dress still has functional
qualities.””™ The design of the second box at issue allowed
consumers to see multiple dolls through the same viewing window,
and that was all she wrote as far as the utilitarian functionality of
the design was concerned.?02

A far less convincing finding of utilitarian functionality for a
mark consisting in part of a color came at the pleadings stage in a
case brought under Oklahoma state law.?93 The plaintiff was a
stock car racer whose vehicle was painted red and carried the
yellow number 95. His challenge to the appearance in an animated
film of a car featuring allegedly similar characteristics was
dismissed for failure to state a claim, and the dismissal survived
on appeal. The appellate court held that “[d]espite [the plaintiff’s]
assertion that he has the exclusive right to drive a red race car

697. Id. at 1288.

698. Id. at 1289.

699. Id.

700. See Mattel, Inc. v. MGA Entm’t, Inc., 782 F. Supp. 2d 911 (C.D. Cal. 2011).
701. Id. at 1007.

702. See id.

703. See Brill v. Walt Disney Co., 246 P.3d 1099 (Okla. Civ. App. 2010).
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with the number 95 on it, his argument lacks merit because
numbers and colors on race cars serve a primary functional
purpose for which the law provides no trademark protection.”704
Failing to recognize that a primary purpose of trademark
protection is to allow consumers to identify the origin of competing
goods and services, the court further explained that “[c]learly,
numbers on race cars serve a functional purpose to distinguish the
competing racers.”705

A distinct minority of reported opinions over the past year was
less sympathetic to claims of utilitarian functionality, including
one opinion that declined to reach a finding of functionality at the
pleadings stage.’ The claimed trade dress at issue was the
appearance of an electronic audit form, and the court’s denial of
the defendant’s motion to dismiss demonstrated the ease with
which a well-pleaded complaint can state a cause of action despite
less-than-compelling facts:

[The plaintiff] has ... alleged sufficient facts to support a
barely plausible inference that its claimed trade dress is
nonfunctional. . .. Although [the plaintiff] may have great
difficulty proving that the features it alleges as its trade dress
could be denied to other competitors without putting them at a
non-reputation-related disadvantage, the question of whether
[the plaintiff’s] trade dress is functional or nonfunctional is a
factual one that cannot be resolved on a motion to dismiss.
Construing [the plaintiff's] complaint, it has alleged facts
showing that competitors would not need the features of its
audit report which it identifies as its trade dress in order to
compete without disadvantage.”07

Another opinion was more definitive in its dismissal of defense
claims of the functionality of a trade dress consisting of the
packaging for the plaintiff’s bottled artesian water.’°8 Because
there were no related utility patents in play, the court’s application
of the first Morton-Norwich factor focused on whether the claimed
trade dress affected “the ‘cost or quality’ of the product” or whether
the features were “the actual benefit” that the consumer wished to
purchase, “as distinguished from an assurance that the [plaintiff]

704. Id. at 1104.

705. Id. at 1105.

706. See DocMagic, Inc. v. Ellie Mae, Inc., 745 F. Supp. 2d 1119 (N.D. Cal. 2010).
707. Id. at 1141 (citations omitted).

708. See Fiji Water Co. v. Fiji Mineral Water USA, LLC, 741 F. Supp. 2d 1165 (C.D. Cal.
2010).
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made, sponsored, or endorsed [the associated] product.”709
Reviewing the plaintiff’s bottle and label, the court concluded that:

In this case, [the plaintiff’s] claimed trade dress is primarily
based on aesthetic elements . . .. None of these elements affect
the “actual benefit” that the consumer wishes to purchase.
Consumers do not buy bottled water based on how its
packaging looks, but rather based on how the water tastes or
how much it costs. Instead, the combination of aesthetic
elements identifies the bottle as the [plaintiff’s] brand.10

The remaining Morton-Norwich factors of record also favored a
finding of nonfunctionality: (1) the record included “substantial
evidence that ‘commercially feasible alternative configurations
exist’ such that ‘providing trademark protection to one design
would not hinder competition”;7!! (2) “[the plaintiff] also has
provided evidence that its trade dress is not the result of a simple
or inexpensive method of manufacturing”;7'2 and (3) even though
the plaintiff had placed “relatively minimal” advertising touting
the utilitarian advantages of its square-shaped bottle, “[m]ost of
[the plaintiff's] advertisements and other articles about [the
plaintiff’s water] feature the water’s pristine purity, its high silica
content, and the quality assurance that comes from bottling the
water at its source.””'3 Thus, at least for purposes of the plaintiff's
preliminary injunction motion, “all four [factors] weigh in favor of
a finding that [the plaintiff’s] bottle and label trade dress is non-
functional.”714

b. Aesthetic Nonfunctionality

The Ninth Circuit has long taken inconsistent approaches to
the doctrine of aesthetic functionality, which focuses not on the
utilitarian advantages of a claimed trademark but instead on the
mark’s appeal to consumers. On the one hand, the court
determined in International Order of Job’s Daughters v. Lindeburg
& Co.,"5 that a collective membership mark was functional when
applied to jewelry because the mark was the actual benefit that
consumers of the jewelry wished to purchase. On the other hand,
however, numerous post-Job’s Daughters opinions from the same

709. Id. at 1173 (quoting Leatherman Tool Grp. v. Cooper Indus., 199 F.3d 1009, 1011-12
(9th Cir. 1999)).

710. Id. at 1174.

711. Id. (quoting Disc Golf Ass’'n v. Champion Discs, Inc., 158 F.3d 1002, 1005 (9th Cir.
1998)).

712. Id. at 1175.

713. Id.

714. Id. at 1176.

715. 633 F.2d 912 (9th Cir. 1980).
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court have limited the earlier decision’s effect,’'6 culminating in
Au-Tomotive Gold, Inc. v. Volkswagen of America, Inc.,’'7 which
opened the door to a finding of liability against a group of
manufacturers of automobile accessories bearing automakers’
marks.718

That inconsistency continued in rather conspicuous fashion
over the past year. Ignoring its more recent decisions, a panel of
the court sua sponte initially veered back toward Job’s Daughters
in Fleischer Studios, Inc. v. A.V.E.L.A., Inc.'® The claimed marks
at issue in the case were the cartoon character Betty Boop and her
name, which the defendants applied to dolls, T-shirts, and
handbags. For reasons not apparent in the Ninth Circuit’s opinion,
the district court determined that the plaintiff did not have
protectable rights to these designations. The appellate court
affirmed, in the process invoking Job’s Daughters, despite its
acknowledgement that “the parties did not cite or argue the
application of Job’s Daughters to the facts of this case, and . .. the
district court did not base its decision on that case . .. .”720 Quoting
its earlier decision, the court held with respect to the defendant’s
uses that:

Even a cursory examination, let alone a close one, of “the
articles themselves, the defendant’s merchandising practices,
and any evidence that consumers have actually inferred a
connection between the defendant’s product and the
trademark owner,” reveal that [the defendants are] not using
Betty Boop as a trademark, but instead as a functional
product.72!

716. See, e.g., Click’s Billiards, Inc. v. Sixshooters, Inc., 251 F.3d 1252, 1260 (9th Cir.
2001) (“[T]rade dress cannot be both ‘functional and purely aesthetic.” Such a formulation is
internally inconsistent and at odds with the commonly accepted view that functionality
denotes utility.”); First Brands Corp. v. Fred Meyer, Inc., 809 F.2d 1378, 1382 n.3 (9th Cir.
1987) (“In this circuit, the ‘aesthetic’ functionality test has been limited, if not rejected, in
favor of the ‘utilitarian’ functionality test.”); Fabrica Inc. v. El Dorado Corp., 697 F.2d 890,
896 (9th Cir. 1983) (“This court thus has specifically rejected the notion that a design
feature is functional by definition if it increases appeal and sales of the product.”); Vuitton
et Fils S.A. v. J. Young Enters., 644 F.2d 769, 773 (9th Cir. 1981) (“We disagree with the
district court insofar as it found that any feature of a product which contributes to the
consumer appeal and saleability of the product is, as a matter of law, a functional element of
that product.”).

717. 457 F.3d 1062 (9th Cir. 2006).

718. See id. at 1073 (“It is difficult to extrapolate from cases involving a true
aesthetically functional feature, like a box shape or certain uses of color, to cases involving
well-known registered logos and company names, which generally have no function apart
from their association with the trademark holder . . . .”).

719. 636 F.3d 1115 (9th Cir.), withdrawn and superseded, 654 F.3d 958 (9th Cir. 2011).
720. Id. at 1122.
721. Id. at 1124 (quoting Job’s Daughters, 633 F.2d at 920).
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In particular, the court determined, the Betty Boop character was
a “prominent feature” of each of the defendants’ goods when the
goods were used, the defendants never had designated their
merchandise as “official,” and the plaintiffs had failed to document
any actual confusion between the parties’ respective goods.722
However it was reached, though, the panel’s initial decision
produced a pronounced intra-circuit split, not to mention one
between the Ninth Circuit and other federal appellate courts that
at least arguably have rejected aesthetic functionality in its
entirety.”?3 Moreover, because the court’s functionality inquiry
focused primarily on the nature of the defendants’ use and
whether that use had created actual confusion, its methodology
departed from that of the Supreme Court and other circuits, which
traditionally has treated functionality as bearing on the validity of
the plaintiff's mark, rather than turning on the nature of the
defendant’s use;’24 indeed, even the Lanham Act itself codifies this

722. See id.

723. See, e.g., L.D. Kichler Co. v. Davoil, Inc., 192 F.3d 1349, 1353 (Fed. Cir. 1999)
(applying Sixth Circuit law to reverse district court’s aesthetic functionality determination
for the color of lighting fixtures); Pebble Beach Co. v. Tour 18 I Ltd., 155 F.3d 526, 540 n.6
(5th Cir. 1998) (“This circuit has rejected the doctrine of aesthetic functionality. ... [T]he
ultimate inquiry in aesthetic functionality is the same as utilitarian functionality: whether
the recognition of trademark rights would significantly hinder competition.” (citations
omitted) (internal quotation marks omitted)); Ferrari S.p.A. v. Roberts, 944 F.2d 1235, 1247
(6th Cir. 1991) (“[T)he precedent in this circuit suggests that aesthetic functionality will not
preclude a finding of nonfunctionality where the design also indicates source.”); Warner
Bros. v. Gay Toys, Inc., 724 F.2d 327, 332 (2d Cir. 1983) (“[O]nly functions which represent
development of useful features, and not functions which serve merely to identify, are
considered in determining functionality . . ..”); John H. Harland Co. v. Clarke Checks, Inc.,
711 F.2d 966, 982 n.27 (11th Cir. 1983) (rejecting defendant’s contention that district court
must give aesthetic functionality jury instruction).

724. In particular, courts finding particular marks or trade dresses functional do not
typically hold them valid, but then deny relief on the ground of functionality: On the
contrary, because a claimed mark cannot be a mark in the first instance if it is functional,
see Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 769 (1992) (“It is ... clear that
eligibility for protection ... depends on nonfunctionality.”), nonfunctionality is a
prerequisite for mark validity, rather than a “defense” against charges of infringement of a
mark that has been adjudicated valid. See generally Wilhelm Pudenz, GmbH v. Littlefuse,
Inc., 177 F.3d 1204, 1205 (11th Cir. 1999) (“[R]egistered trademarks that have become
incontestable ... may still be declared invalid if they are found to protect the functional
features of a product . ...”); Genesee Brewing Co. v. Stroh Brewing Co., 124 F.3d 137, 145
n.5 (2d Cir. 1997) (“To be a valid trademark, a mark must not only be source-denoting, but it
must also be nonfunctional.”); Aromatique, Inc. v. Gold Seal, Inc., 28 F.3d 863, 874 (8th Cir.
1994) (“The trade dress at issue here is invalid here ... [because] it is functional.”); In re
Pollak Steel Co., 314 F.2d 566, 567 (C.C.P.A. 1963) (“[N]othing that the public has a right to
copy, in the absence of valid patent or copyright protection, can be the subject of a valid
trademark registration.”); Sylvania Elec. Prods., Inc. v. Dura Elec. Lamp Co., 247 F.2d 730,
733 (3d Cir. 1957) (“The registration of the [plaintiff’s claimed] symbol as a trade-mark was
invalid because of its functional feature . ...”). Thus, as the Seventh Circuit recently has
explained, “the functionality doctrine polices the division of responsibilities between patent
and trademark law by invalidating marks on useful designs.” Jay Franco & Sons, Inc. v.
Franek, 615 F.3d 855, 857 (7th Cir. 2010) (emphasis added).
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approach.”?® Nevertheless, whether for these reasons or for others
known only to the court, the initial panel decision proved to lack
staying power. For, less than six months later, and during the
pendency of the plaintiffs’ petitions for rehearing and rehearing en
banc, the panel withdrew its original opinion and issued a new one
that was devoid of references to functionality.”?6 The court
ostensibly did not take this action at the behest of the plaintiffs (or
possibly the various amicus curiae supporting them), but instead
did so on a sua sponte basis, which allowed it to deny the plaintiffs’
petitions as moot.”27

A claim of aesthetic functionality also fell short, at least at the
summary judgment stage, in a far more straightforward case
between competitors in the market for medical skin markers used
to administer mammograms.”?® Faced with the accusation that
they had infringed a federally registered mark consisting of the
color pink, the counterclaim defendants argued that the mark was
aesthetically functional because the color was compatible with
Caucasian skin tones. The court, however, found that there were
several reasons why this might not be the case, not with the least
of which was that “[b]lending mammography markers with
patients’ skin has not been a goal or consideration in [the
counterclaim plaintiff’s] design. In fact, the color pink is not visible
on a mammogram and plays no role in the functioning of the
marker.”’? Not surprisingly, the court concluded from the record
that “there is no showing that [the counterclaim plaintiff’s] color
pink markers blend with any skin color.””3® Finally, the court
found that “there is no evidence in the record that any of [the
counterclaim plaintiff’s] competitors use the color pink for blending
purposes. To the contrary, the evidence shows that competitors do
not use the color pink or any other color, for the purpose of

725. Specifically, an incontestable registration is “conclusive evidence of the validity of
the registered mark” under Section 33(b), 15 U.S.C. § 1115(b) (2006), but Section 33(b)(8)
provides that this conclusive evidence is subject to the affirmative defense “[t]hat the mark
is functional.” Id. § 1115(b)(8). That this reference to “the mark” in Section 33(b)(8) refers to
the registered mark, and not to the defendant’s use, is apparent from the contrasting text of
other affirmative defenses recognized by Section 33(b), which turn on the nature of the
mark whose use is “charged as an infringement.” See id. § 1115(b)(4)-(6). A rule that allows
defendants through their own unilateral conduct to establish the functionality—and
presumably the invalidity in toto—of their opponents’ marks stands in stark contradiction
to these well-settled principles.

726. See Fleischer Studios, Inc. v. A.V.E.L.A., Inc., 654 F.3d 958 (9th Cir. 2011).
727. See id. at 960.

728. See DeSena v. Beekley Corp., 729 F. Supp. 2d 375 (D. Me. 2010). According to the
court, “medical practitioners use [skin markers] to demarcate a particular area or feature of
concern that will then be highlighted on subsequent x-rays.” Id. at 379.

729. Id. at 395.
730. Id.
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blending mammography markers with the skin.”?3! Under these
circumstances, “[the counterclaim defendants] [have] not shown
that a jury would have to find that [the counterclaim plaintiff’s]
mark for the color pink is functional.”732

In contrast, a defense motion for summary judgment did
produce not just one, but two findings of aesthetic functionality as
a matter of law.” The motion targeted the claims by a
counterclaim plaintiff that it enjoyed protectable trade dress rights
to the appearances of two boxes in which the counterclaim plaintiff
sold dolls. The court’s analysis of the aesthetic functionality of the
first box, which was trapezoidal in shape, was cursory and
consisted merely of the conclusion that the counterclaim plaintiff
had failed to carry its burden to prove nonfunctionality.”3* The
second box was heart-shaped, and this led to a more substantive
discussion of the issue: “Heart shape was identified as a
prototypical example of aesthetically functional packaging by the
1938 Restatement of Torts, to which the doctrine [of aesthetic
functionality] can be traced.””?® Indeed, according to the court,
“[t]he fact that the design attracted so much attention even before
the product was released only evidences its aesthetic
functionality.”736

B. Establishing Liability
1. Proving Actionable Use in Commerce by Defendants

To trigger liability, each of the Lanham Act’s primary
statutory causes of action requires that the challenged use be one
“in commerce.””37 This prerequisite has led a number of defendants
in recent years to argue that their conduct does not so qualify.

a. Cases Finding Use in Commerce by Defendants

Some claims by defendants that they had not engaged in
actionable uses in commerce were easily dismissed. In one case
producing this result, the defendant had received a license to use
the plaintiff’s mark in connection with “the treatment of sexual
dysfunction and sexual trauma.”’?® According to the Eighth

731. Id.

732. Id.

733. See Mattel, Inc. v. MGA Entm’t, Inc., 782 F. Supp. 2d 911 (C.D. Cal. 2011).
734. See id. at 1007.

735. 1d.

736. Id.

737. See 15 U.S.C. §§ 1114, 1125(a), 1125(c) (2006).

738. Quoted in Masters v. UHS of Del., Inc., 631 F.3d 464, 468 (8th Cir.), cert. denied, 131
S. Ct. 2920 (2011).
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Circuit’s review of the record developed during a nine-day trial on
the plaintiff’s claims that the defendant had exceeded the scope of
its license, the plaintiff “presented evidence that the mark had
been used to promote treatment methods—ranging from yoga to
expressive dance to t’ai chi—that departed from the distinctive
methodology the mark represents.””?® Although not making the
argument in so many words, the defendant appealed from a jury
verdict in the plaintiff’s favor on the theory that its uses of the
plaintiff’'s mark merely to promote unlicensed treatment programs
were not actionable ones in commerce because the mark had not
been used in the provision of those programs. The court disagreed:
Referring to the definition of “use in commerce” in Section 45 of the
Act,’0 1t concluded that “the [licensed] mark was ‘used in
commerce’ when it appeared in promotional materials designed to
market [the defendant’s] treatment programs. It also was ‘used in
commerce’ during workshops and seminars when [the defendant]
pitched its treatment programs to physicians and other health
professionals to facilitate more patient referrals.”741

In another case applying now well-developed principles, a
Tenth Circuit district court found as a matter of law that the
defendant’s purchase of the plaintiff’'s service marks as keywords
to trigger online paid advertising qualified as an actionable use in
commerce.”#? Referring to Section 45’s text, the court noted that
“[tlhe Lanham Act does not require use and display of another’s
mark for it to constitute ‘use in commerce.” Rather, ‘use in
commerce’ occurs when a mark is ‘used or displayed in the sale or
advertising of services and the services are rendered in
commerce.”’? Use in commerce therefore existed because
“Plaintiff’s service mark was used to trigger a sponsored link for
purposes of advertising and selling the services of Defendant. In
other words, Plaintiff’s mark was used to promote Defendant’s
services and to provide a consumer with a link to a website where
it could make a purchase from Defendant.”744

739. Id.

740. 15 U.S.C. § 1127 (2006).

741. Masters, 631 F.3d at 470.

742. See 1-800-Contacts, Inc. v. Lens.com, Inc., 755 F. Supp. 2d 1151 (D. Utah 2010).
743. Id. at 1170 (quoting 15 U.S.C. § 1127 (2006)).

744. Id.
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b. Cases Declining to Find Use in Commerce
by Defendants

Courts rejecting claims of actionable use in commerce were
joined by the Eighth Circuit over the past year.”#® In the case
before it, the defendants had announced their adoption of a mark
to the trade, had made presentations using the mark to two
potential customers, and had registered a domain name based on
the mark. Upon the filing of the plaintiff’s suit and the entry of a
temporary restraining order against the mark’s use, however, the
defendants transitioned away from the mark and “deactivated”
their website, which, in any case, had never been associated with
anything more than an “under construction” website.

The district court concluded on the defendants’ motion for
summary judgment that the defendants had never made an
actionable use of the mark in commerce, and the Eighth Circuit
agreed. Because the plaintiff asserted inconsistent positions on the
issue, the appellate court “assume[d] without holding” that the
definition of “use in commerce” found in Section 45 of the Act was
fully applicable to the inquiry into whether a defendant, as well as
an applicant for federal registration, had engaged in the requisite
level of commercial activity.’#6 Distinguishing between use in
commerce in connection with goods, on the one hand, and in
connection with services, on the other, the court rejected the
plaintiff’s contention that the defendants’ mere promotion of their
goods using the mark was actionable. Rather, because Section 45
on its face required both the affixation of a mark to goods and the
sale and transportation of those goods in commerce, the
defendants’ short-lived adoption of their mark did not qualify.
Summary judgment therefore had been appropriate “[blecause
there is no evidence demonstrating any sale or transport of goods
under the [challenged] name.”77

At the trial court level, a motion to dismiss similarly bore fruit
on the ground that the defendant was not making an actionable
use in commerce.’®® Based on the parties’ pleadings, it was
undisputed that the defendant, a Canadian payday lender, did not
provide its lending services in the United States; rather, the
challenged conduct was the defendant’s solicitation of investments
in United States financial markets, including its sale of stock.
Although recognizing that its jurisdiction could in theory reach the

745. See Sensient Techs. Corp. v. SensoryEffects Flavor Co., 613 F.3d 754 (8th Cir. 2010),
cert. denied, 131 S. Ct. 1603 (2011).

746. See Sensient Techs., 613 F.3d at 760-62.
747. Id. at 762.

748. See Cottonwood Fin. Ltd. v. Cash Store Fin. Servs., Inc., 778 F. Supp. 2d 726 (N.D.
Tex. 2011).
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defendant’s conduct in Canada, the court held that there were
three reasons why the plaintiff’s allegations failed to state a claim.
“First, construing the relevant services here to refer to [the
defendant’s] consumer lending operation abroad, [the defendant’s]
investment solicitation activities do not advertise services
‘rendered in commerce.”’™ Second, the court concluded,
“considering the relevant services to consist of listing and trading
stock on a stock exchange, [the defendant’s] investment solicitation
activities constitute neither ‘advertising of any goods or services,’
nor uses in commerce ‘in connection with any goods or services.’
Stocks, like securities, are not goods;”7? likewise, “listing stock on
a stock exchange does not constitute a qualifying service under the
Lanham Act.”’! And third and finally, “even if the Court assumes
that [the defendant’s] investment solicitation activities constitute
advertising, [the plaintiff] ... can state no facts bringing that
advertising within the Lanham Act’s reach. Advertising in and of
itself is neither a good nor a service.”752

Another successful motion to dismiss was occasioned by the
plaintiff’s reliance on “threadbare recitals” and “mere conclusory
statements” that “all” the named defendants had infringed the
plaintiffs marks.”™ The disputed mark was RUGBY USA for
clothing, and, as the court noted, “[t]he complaint contains no
allegation (nor has Plaintiff at any point asserted) that [the
moving defendant], for example, either sold or produced any item
bearing the USA Rugby mark or that it attempted to exploit the
mark in any of its solicitation materials.”»* Apparently aware, if
only belatedly, of this shortcoming in its prima facie case, the
plaintiff sought leave to amend its complaint to aver that
representatives of another defendant had worn clothing bearing
the RUGBY USA mark at the same time they were wearing
clothing produced by the moving defendant. With considerable
understatement, the court found that argument “unpersuasive,”7%%
concluding that “Plaintiff’s new factual allegations demonstrate, at
most, that [the other defendant] may have used its own mark in a
manner which had the potential to confuse the public.”’?6 Because
that was not nearly the same thing as an allegation that the

749. Id. at 737.

750. Id. at 738 (quoting 15 U.S.C. §§ 1114(1)(a), 1125(a)(1) (2006)).

751. Id. at 739.

752. Id. at 740.

753. See Ruggers, Inc. v. United States, 736 F. Supp. 2d 336, 340 (D. Mass. 2010).
754. Id.

755. Id.

756. Id. at 341.
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moving defendant had engaged in an actionable use in commerce,
its motion to dismiss was granted.”7

Findings of no use in commerce as a matter of law also came
on motions for summary judgment.”” The plaintiff in one case
resolved in this manner alleged that the lead defendant had filed
an intent-to-use application to register the challenged mark, but
the summary judgment record demonstrated that that intent had
been short-lived; indeed, “the evidence shows that [the lead
defendant] withdrew its application when [the plaintiff] filed this
lawsuit and never used the mark in commerce.”” Under these
circumstances, the court held, “[b]ecause [the lead defendant] did
not use the mark, it cannot be liable for trademark
infringement.”760

A final case addressing the issue of actionable use in
commerce by an individual defendant did so in the unusual context
of a dispute over the validity of the individual’s assignment of his
rights to a corporate defendant.’®® Reviewing the individual
defendant’s motion for summary judgment, the court noted that
“[p]laintiff does not dispute that an assignor is not liable for
trademark infringement where there is a valid assignment of a
trademark from [an] assignor to [an] assignee. Nor does plaintiff
dispute that [the defendant], as an individual, never used the
[challenged] trademark . .. .”7%2 Instead, the plaintiff claimed that
the individual defendant was liable for the alleged infringement of
his successor in interest because the assignment of the individual
defendant’s rights was an invalid one in gross. Although the
individual defendant’s rights at the time of the assignment were
limited to his ownership of an intent-to-use application, and
although no physical assets were conveyed through the
transaction, the court concluded that the assignment was valid
because it swept in “a distinctive trade style” associated with the
services to be provided under the mark.”%3 Summary judgment of
nonliability followed.764

757. See id.

758. See, e.g., Intertape Polymer Corp. v. Inspired Techs., Inc., 725 F. Supp. 2d 1319,
1330 (M.D. Fla. 2010) (granting counterclaim defendant’s motion for summary judgment in
part because “there is no evidence whatsoever that [the counterclaim defendant] ever used
the [challenged] phrase”).

759. Brown Bark II, L.P. v. Dixie Mills, LLC, 732 F. Supp. 2d 1353, 1361 (N.D. Ga. 2010).
760. Id.

761. See Fitzpatrick v. Sony-BMG Music Entm’t Inc., 99 U.S.P.Q.2d 1052 (S.D.N.Y.
2010).

762. Id. at 1055.
763. See id. at 1056.
764. See id. at 1057.
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c. Use in Commerce by Defendants to Be Determined

One court concluded that a factual dispute precluded a
determination as a matter of law that the defendants, former
licensees of the plaintiffs, had engaged in actionable uses in
commerce.”® In support of their motion for summary judgment,
the plaintiffs pointed to statements on the defendants’ website
postdating the defendants’ termination as licensees to the effect
that the defendants had the right to sell goods branded with the
plaintiffs’ mark. Denying the motion, the court found that the
statements in question appeared only in a “biographical
information section” of the defendants’ website and, as a
consequence, “[i]t 1s not clear from the website printout ... that
[the defendants] offered any ... rights, goods, or services
[associated with the plaintiffs’ mark] for sale.”’¢¢ Because the
website did not necessarily imply that the defendants had a
current license from the plaintiffs, “summary judgment is
inappropriate . . . because there is a genuine issue of material fact
as to whether [the defendants] used [the plaintiffs’] trademark ‘in
connection with the sale, offering for sale, or distribution of goods
or services.” 767

2. Likelihood of Confusion
a. Factors Considered

(1) The First Circuit

When weighing the extent to which confusion might be likely,
First Circuit courts continued to take into consideration: (1) the
similarity of the parties’ marks; (2) the similarity of the parties’
goods or services; (3) the relationship between the parties’
channels of trade; (4) the juxtaposition of the parties’ advertising;
(5) the classes of prospective purchasers; (6) evidence of actual
confusion; (7) the defendant’s intent in adopting its allegedly
infringing mark; and (8) the strength of the plaintiff’s mark.768

765. See Marvel Entm’t, Inc. v. KellyToy (USA), Inc., 769 F. Supp. 2d 520 (S.D.N.Y.
2011).

766. Id. at 529.
767. Id. (quoting 15 U.S.C. § 1117(c) (2006)).

768. See, e.g., Santander Consumer USA Inc. v. Walsh, 762 F. Supp. 2d 217, 225 (D.
Mass. 2010); Homeowner Options for Mass. Elders, Inc. v. Brookline Bancorp, Inc., 754 F.
Supp. 2d 201, 210 (D. Mass. 2010); Oriental Fin. Grp. v. Cooperativa de Ahorro y Crédito
Oriental, 750 F. Supp. 2d 396, 403 (D.P.R. 2010); Peoples Fed. Sav. Bank v. People’s United
Bank, 750 F. Supp. 2d 217, 224 (D. Mass. 2010); DeSena v. Beekley Corp., 729 F. Supp. 2d
375, 397 (D. Me. 2010).
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(2) The Second Circuit

The “Polaroid test”’®® remained unchanged in the Second
Circuit, with courts there examining: (1) the strength of the
plaintiff’s mark; (2) the degree of similarity between the marks; (3)
the proximity of the products or services; (4) the likelihood that the
senior user will “bridge the gap” into the junior user’s product
service line; (5) evidence of actual confusion between the marks; (6)
whether the defendant adopted the mark in good faith; (7) the
quality of defendant’s products or services; and (8) the
sophistication of the parties’ customers.”” One district court held
that these factors applied with equal force to claims of forward
confusion and reverse confusion;”’! nevertheless, it also noted that
“district courts in this Circuit have held that, in a reverse
confusion case, the court should look to the comparative strength of
the junior user’s ... mark when assessing the first Polaroid
factor.”772

(3) The Third Circuit

The Third Circuit’s Lapp factors’ continued to govern
likelihood-of-confusion determinations in that jurisdiction and
included: (1) the degree of similarity between the parties’ marks;
(2) the strength of the plaintiff’s mark; (3) the price of the goods or
services and other factors indicative of consumers’ care and
attention when making a purchase; (4) the length of the
defendant’s use of its mark without actual confusion; (5) the
defendant’s intent when adopting its mark; (6) any evidence of
actual confusion; (7) whether the goods or services, if not
competitive, are marketed through the same channels of trade and
advertised through the same media; (8) the extent to which the
targets of the parties’ sales efforts are the same; (9) the
relationship of the goods or services in the minds of consumers
because of the similarity of function; and (10) other facts
suggesting that the consuming public might expect the prior owner
to expand into the defendant’s market.774

769. See Polaroid Corp. v. Polarad Elecs. Corp., 287 F.2d 492, 495 (2d Cir. 1961).

770. See, e.g., Marks Org., Inc. v. Joles, 784 F. Supp. 2d 322, 330 (S.D.N.Y. 2011); Pretty
Girl, Inc. v. Pretty Girl Fashions, Inc., 778 F. Supp. 2d 261, 267 (E.D.N.Y. 2011); GoSMiLE,
Inc. v. Dr. Jonathan Levine, D.M.D. P.C., 769 F. Supp. 2d 630, 636-37 (S.D.N.Y. 2011);
Montblanc-Simplo GmbH v. Colibri Corp., 739 F. Supp. 2d 143, 146 n.4 (E.D.N.Y. 2010);
THOIP v. Walt Disney Co., 736 F. Supp. 2d 689, 705 (S.D.N.Y. 2010).

771. See THOIP v. Walt Disney Co., 788 F. Supp. 2d 168, 177-78 (5.D.N.Y. 2011).
772. Id. at 185.
773. See Interpace Corp. v. Lapp, Inc., 721 F.2d 460, 463 (3d Cir. 1983).

774. See, e.g., Sabinsa Corp. v. Creative Compounds, LLC, 609 F.3d 175, 182 (3d Cir.
2010), cert. denied, 131 S. Ct. 960 (2011); Zurco, Inc. v. Sloan Valve Co., 785 F. Supp. 2d 476,
493 (W.D. Pa. 2011); Fagnelli Plumbing Co. v. Gillece Plumbing & Heating Inc., 98
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(4) The Fourth Circuit

The Fourth Circuit’s “Pizzeria Uno test” for likely confusion
traditionally has required consideration of: (1) the strength or
distinctiveness of the plaintiff's mark; (2) the similarity of the
parties’ marks; (3) the similarity of the parties’ goods; (4) the
similarity of the parties’ retail outlets; (5) the similarity of the
parties’ advertising; (6) the defendant’s intent in selecting its
mark; and (7) the existence of any actual confusion.” One district
court in that jurisdiction invoked this seven-factor standard,””® but
a panel of the Fourth Circuit itself applied a more recent
formulation of the test of liability, which considered these factors
along with two others: (1) the quality of the defendant’s product;
and (2) the sophistication of the consuming public.”77

(5) The Fifth Circuit

Courts in the Fifth Circuit historically have applied a test for
likelihood of confusion turning on the application of seven “digits of
confusion” (1) the strength of the plaintiffs mark; (2) the
similarity between the parties’ marks; (3) the similarity of the
parties’ goods or services, (4) the identity of the retail outlets and
purchasers, (5) the identity of the advertising media used, (6) the
defendant’s intent, and (7) any evidence of actual confusion.”® Two
Fifth Circuit district courts, however, applied a more recently
introduced formulation of the same test, which took into account
the additional factor of care exercised by consumers.”

(6) The Sixth Circuit

As they have done for years, Sixth Circuit courts evaluated
claims of likely confusion using an eight-factor test for liability.
Those factors consisted of: (1) the strength of the plaintiff’'s mark;
(2) the relatedness of the parties’ goods and services; (3) the
similarity of the parties’ marks; (4) the degree of purchaser care;
(5) the defendant’s intent in selecting its mark; (6) the marketing

U.S.P.Q.2d 1997, 2004 (W.D. Pa. 2011); R.J. Ants, Inc. v. Marinelli Enters., 771 F. Supp. 2d
475, 489-90 (E.D. Pa. 2011); Brown & Brown, Inc. v. Cola, 745 F. Supp. 2d 588, 616 (E.D.
Pa. 2010); Alliance Bank v. New Century Bank, 742 F. Supp. 2d 532, 555 (E.D. Pa. 2010);
CSC Holdings, LLC v. Optimum Networks, Inc., 731 F. Supp. 2d 400, 406 (D.N.d. 2010).
775. See Pizzeria Uno Corp. v. Temple, 747 F.2d 1522, 1527 (4th Cir. 1984).
776. See Z-Man Fishing Prods., Inc. v. Renosky, 790 F. Supp. 2d 418, 431 (D.S.C. 2011).
777. See Ga.-Pac. Consumer Prods., LP v. Von Drehle Corp., 618 F.3d 441, 454 (4th Cir.
2010).
778. See, e.g., Lyons P’ship v. Giannoulas, 179 F.3d 384, 388 (5th Cir. 1999).

779. See Shell Trademark Mgmt. B.V. v. Warren Unilube, Inc., 765 F. Supp. 2d 884, 896
(S.D. Tex. 2011); Healix Infusion Therapy, Inc. v. Helix Health, LLC, 737 F. Supp. 2d 648,
658 (S.D. Tex. 2010).
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channels used by the parties; (7) the likelihood of expansion of the
parties’ product lines; and (8) evidence of actual confusion.”® One
district court explained that “[t]hese eight factors serve simply as a
guide. Their use implies no mathematical precision, and a party
need not show that all, or even most, of the factors listed are
present in any particular case to be successful.”781

(7) The Seventh Circuit

Seventh Circuit courts applied their usual seven-factor test for
likely confusion, which considered: (1) the similarity between the
parties’ marks in appearance and suggestion; (2) the similarity
between the parties’ products; (3) the area and manner of
concurrent use; (4) the degree of care likely to be exercise by the
parties’ consumers; (5) the strength of the plaintiff's mark; (6) any
actual confusion; and (7) the defendant’s intent.782

(8) The Eighth Circuit

The relevant factors for consideration in likelihood-of-
confusion determinations by federal courts in the Eighth Circuit
remained unchanged: (1) the strength of the plaintiff's mark; (2)
the similarity between the parties’ marks; (3) the parties’
competitive proximity; (4) the alleged infringer’s intent to pass off
its goods or services as those of the plaintiff; (5) the degree of care
exercised by consumers; and (6) incidents of actual confusion.”®
According to one district court within that jurisdiction, “[t]hese
factors do not operate as a precise test, but instead represent the
type of considerations a court should examine in determining
whether [a] likelihood of confusion exists.”784

780. See, e.g., Gen. Conference Corp. of Seventh-day Adventists v. McGill, 617 F.3d 402,
416 (6th Cir. 2010), cert. denied, 131 S. Ct. 2097 (2011); Martha Elizabeth Inc. v. Scripps
Networks Interactive LLC, 100 U.S.P.Q.2d 1799, 1813 (E.D. Mich. 2011); Innovation
Ventures, LLC v. N.V.E., Inc., 747 F. Supp. 2d 853, 867 (E.D. Mich. 2010); Ohio State Univ.
v. Thomas, 738 F. Supp. 2d 743, 749 (S.D. Ohio 2010); Perfetti Van Melle USA v. Cadbury
Adams USA LLC, 732 F. Supp. 2d 712, 718 (E.D. Ky. 2010); Borescopes R Us v.
1800Endoscope.com, LLC, 728 F. Supp. 2d 938, 951 (M.D. Tenn. 2010).

781. Borescopes R Us, 728 F. Supp. 2d at 951.

782. See, e.g., Vienna Beef Ltd. v. Red Hot Chi. Inc., 100 U.S.P.Q.2d 1773, 1776 (N.D. Il
2011); Packaging Supplies Inc. v. Harley-Davidson Inc., 100 U.S.P.Q.2d 1348, 1353 (N.D. Ill.
2011); Kastanis v. Eggstacy LLC, 752 F. Supp. 2d 842, (N.D. I1l. 2010); RNA Corp. v. Procter
& Gamble Co., 747 F. Supp. 2d 1008, 1015-16 (N.D. I1l. 2010).

783. See, e.g., Cmty. of Christ Copyright Corp. v. Devon Park Restoration Branch of
Jesus Christ’s Church, 634 F.3d 1005, 1009 (8th Cir. 2011); Sensient Techs. Corp. v.
SensoryEffects Flavor Co., 613 F.3d 754, 763 (8th Cir. 2010), cert. denied, 131 S. Ct. 1603
(2011); PSK, LLC v. Hicklin, 757 F. Supp. 2d 836, 865 (D. Iowa 2010); B & B Hardware, Inc.
v. Hargis Indus., 736 F. Supp. 2d 1212, 1220 (E.D. Ark. 2010); Champagne Louis Roederer
v. J. Garcia Carrién, S.A., 732 F. Supp. 2d 836, 864 (D. Minn. 2010); Teter v. Glass Onion,
Inc., 723 F. Supp. 2d 1138, 1155 (W.D. Mo. 2010).

784. Champagne Louis Roederer, 732 F. Supp. 2d at 864.
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(9) The Ninth Circuit

The “Sleekcraft test” for likelihood of confusion5 remained the
most popular standard in the Ninth Circuit. It turned on the
following eight factors: (1) the strength of the plaintiff’'s mark; (2)
the proximity of the parties’ products; (3) the similarity of the
parties’ marks; (4) evidence of actual confusion; (5) the marketing
channels used by the parties; (6) the type of goods or services
provided by the parties; (7) the defendant’s intent in selecting its
mark; and (8) the likelihood of expansion of the parties’ product
lines.” One panel of the court explained that “[t]he Sleekcraft
factors are intended as an adaptable proxy for consumer confusion,
not a rote checklist.”787

(10) The Tenth Circuit

The Tenth Circuit likelihood-of-confusion test was invoked
infrequently over the past year but, when it was, that test took
into account the following factors: (1) the degree of similarity
between the parties’ goods; (2) the intent of the alleged infringer;
(3) evidence of actual confusion; (4) similarity in the parties’
marketing practices; (5) the degree of care likely to be exercised by
purchasers; and (6) the strength of the plaintiff’s mark.788

(11) The Eleventh Circuit

The test for likely confusion applied by the Eleventh Circuit
courts remained extant over the past year and focused on: (1) the
type or strength of the plaintiff’s mark; (2) the similarity between
the parties’ marks; (3) the similarity between the goods associated

785. See AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341, 348-49 (9th Cir. 1979), abrogated
on other grounds as recognized by Mattel Inc. v. Walking Mountain Prods., 353 F.3d 792
(9th Cir. 2003).

786. See, e.g., Network Automation, Inc. v. Advanced Sys. Concepts, Inc., 638 F.3d 1137,
1143 n.2 (9th Cir. 2011); Lahoti v. Vericheck, Inc., 636 F.3d 501, 508 (9th Cir. 2011);
Fortune Dynamic, Inc. v. Victoria’s Secret Stores Brand Mgmt., Inc., 618 F.3d 1025, 1030
(9th Cir. 2010); Glassybaby LLC v. Provide Gifts Inc., 100 U.S.P.Q.2d 1547, 1548 (W.D.
Wash. 2011); Mattel, Inc. v. MGA Entm’t, Inc., 782 F. Supp. 2d 911, 1007-08 (C.D. Cal.
2011); Binder v. Disability Grp., 772 F. Supp. 2d 1172 (C.D. Cal. 2011); Apple Inc. v.
Samsung Elecs. Co., 768 F. Supp. 2d 1040, 1045 (N.D. Cal. 2011); Mirina Corp. v. Marina
Biotech, 770 F. Supp. 2d 1153, 1157 (W.D. Wash. 2011); Passport Health Inc. v. Travel Med
Inc.,, 98 U.S.P.Q.2d 1344, 1347 (E.D. Cal. 2011); Interplay Entm’t Corp. v. Topware
Interactive, Inc., 751 F. Supp. 2d 1132, 1136 (C.D. Cal. 2010); Edge Games, Inc. v. Elec.
Arts, Inc., 745 F. Supp. 2d 1101, 1115-16 (N.D. Cal. 2010); Fiji Water Co. v. Fiji Mineral
Water USA, LLC, 741 F. Supp. 2d 1165, 1178 (C.D. Cal. 2010); Rebelution, LLC v. Perez,
732 F. Supp. 2d 883, 890 (N.D. Cal. 2010); Masters Software, Inc. v. Discovery Commc’ns,
Inc., 725 F. Supp. 2d 1294, 1299 (W.D. Wash. 2010).

787. Network Automation, 638 F.3d at 1145.

788. See, e.g., 1-800 Contacts, Inc. v. Lens.com, Inc., 755 F. Supp. 2d 1151, 1174 (D. Utah
2010).
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with the parties’ marks; (4) the similarity between the parties’
trade channels and customers; (5) similarity of the parties’
advertising media; (6) the defendant’s intent; and (7) the extent of
any actual confusion.” One panel of the court additionally held
that the presence or absence of geographically overlapping
markets properly could be considered an additional favor in the
likelihood-of-confusion analysis.?90

(12) The District of Columbia Circuit

There were no apparent reported opinions in the District of
Columbia Circuit bearing on the likelihood-of-confusion inquiry
during the past year.

b. Findings and Holdings
(1) Likelihood of Confusion: Preliminary Relief

As usual, a number of cases cried out for preliminary
injunctive relief, and courts obliged in entering it.”? Some
scenarios producing this result involved terminated franchisees or
licensees who used marks in violation of contractual
agreements.”™? Others featured as defendants plaintiffs’ former
distributors3 and former employees,”* most notably a carpet
salesman who ill-advisedly went into competition with a former
employer under an identical mark and at a location less than one-

789. See Tana v. Dantanna’s, 611 F.3d 767, 774-75 (11th Cir. 2010); Blackwall Grp. v.
Sick Boy, LLC, 771 F. Supp. 2d 1322, 1325 (M.D. Fla. 2010); Intertape Polymer Corp. v.
Inspired Techs., Inc., 725 F. Supp. 2d 1319, 1329 (M.D. Fla. 2010).

790. See Tana, 611 F.3d at 780-81.

791. See, e.g., Pretty Girl, Inc. v. Pretty Girl Fashions, Inc., 778 F. Supp. 2d 261, 267-69
(E.D.N.Y. 2011) (finding, in absence of arguments to the contrary by defendants, likelihood
of confusion between parties’ PRETTY GIRL and PRETTY GIRL FASHIONS marks for
retail clothing sales); Interplay Entm’t Corp. v. Topware Interactive, Inc., 751 F. Supp. 2d
1132, 1136-38 (C.D. Cal. 2010) (finding, on unopposed motion for preliminary injunction,
likelihood of confusion between BATTLE CHESS and BATTLE V. CHESS marks, both used
in connection with gaming software).

792. See, e.g., MarbleLife, Inc. v. Stone Res., Inc., 759 F. Supp. 2d 552, 561 (E.D. Pa.
2010); Sound Surgical Techs., LLC v. Leonard A. Rubenstein, M.D., P.A., 734 F. Supp. 2d
1262, 1270-72 (M.D. Fla. 2010); Krispy Kreme Doughnut Corp. v. Satellite Donuts, LLC,
725 F. Supp. 2d 389, 396-97 (S.D.N.Y. 2010); see also Dr. JKL Ltd. v. HPC IT Educ. Ctr.,
749 F. Supp. 2d 1038, 1051 (N.D. Cal. 2010) (entering default judgment of liability based on
defendants’ use of plaintiff's mark outside scope of license from plaintiff).

793. See, e.g., Graphic Design Mktg., Inc. v. Xtreme Enters., 772 F. Supp. 2d 1029, 1034
(E.D. Wis. 2011) (finding, in cursory analysis, that former distributors’ directly competitive
use of packaging “virtually identical” to that of the plaintiff was likely to cause confusion).

794. See, e.g., La. Granite Yard, Inc. v. LA Granite Countertops, L.L.C., 47 So. 3d 573,
582-83 (La. Ct. App. 2010) (affirming, based in part on evidence and testimony of actual
confusion, finding that defendant’s use of LOUISIANA GRANITE and LA GRANITE marks
for retail granite sales likely to cause confusion with plaintiffs LOUISIANA GRANITE
YARD, LA GRANITE YARD, and LA GRANITE marks for directly competitive services).
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third of a mile away from the former employer’s showroom; not
surprisingly, the former employer’'s case was bolstered by the
existence of actual confusion and what the court found to be the
salesman’s “clear awareness of, and evident intent to capitalize on,
the good will associated with the [plaintiff’'s mark].”795

The existence of actual confusion and at least a reckless
indifference to the plaintiff’s rights played particularly significant
roles in the entry of a preliminary injunction against the use of
Cake Boss as the title for a successful reality show about a New
Jersey bakery and as a trademark for various related goods. The
plaintiff, whose infringement claims were grounded in a reverse-
confusion theory, owned a federal registration of the CAKEBOSS
mark for business management software used by professional
bakers. Its efforts to dissuade the defendants from launching their
show proved unsuccessful, and, adding insult to injury, one of the
defendants later threatened one of the plaintiff’s distributors with
a lawsuit when the plaintiff introduced a cake decorating kit under
its mark.

The defendants never had the opportunity to make good on
that threat, however, because the court found that the numerous
instances of actual confusion documented by the plaintiff7o7
weighed in favor of injunctive relief against the defendants:

These [misdirected] communications are powerful evidence
that Cake Boss casts so long a shadow in the cake baking
market that some consumers cannot view the [plaintiff’s]
CakeBoss website or its contents without believing it is
associated with the show. Although the website itself is
connected with the show only by its name and its focus on cake
baking, many consumers are unable to come to any conclusion
except that CakeBoss is connected with Cake Boss.”8

Although accepting the defendants’ claim that they were unaware
of the plaintiffs mark when naming their show, the court
remarked that “this is a far cry from evidence of innocent
intent”;’ to the contrary, the defendants’ recklessness was

795. See Marks Org., Inc. v. Joles, 784 F. Supp. 2d 322, 331 (S.D.N.Y. 2011).

796. See Masters Software, Inc. v. Discovery Commc’ns, Inc., 725 F. Supp. 2d 1294 (W.D.
Wash. 2010).

797. The documented actual confusion before the court included, inter alia, inquiries
concerning the parties’ possible affiliation, the attempted placement of orders for the
defendant’s cakes, misdirected complaints about the failure of bakers on the defendants’
show to wear gloves and hairnets, and the mistaken attribution of recipes and tutorials
appearing on the plaintiff’'s website to the defendants; in addition, the plaintiff’s website
was frequently overwhelmed by hits coinciding with broadcasts of the defendant’s show. See
id. at 1298, 1300-01.

798. Id. at 1301.
799. Id. at 1305.
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reflected in the fact that “it would have taken only a few moments
on the internet for [the lead defendant] to discover that the name
it was considering for its new show (and a multi-million dollar
investment) was in use by [the plaintiff].”8%0 The defendants fared
no better under the court’s application of the remaining likelihood-
of-confusion factors, which produced findings that the parties’
marks were similar,80! that the goods and services associated with
the marks were related,®02 that the average consumer accessing
cake-related items on the plaintiff’'s website might not exercise a
good deal of care (even if the bakery’s customers might),803 that the
plaintiff intended to expand its business from software to cake-
related goods,8%¢ and that the defendants’ promotion of their show
“permeates virtually every marketing channel.”8% Indeed, because
the plaintiff alleged it had been overwhelmed by the reverse
confusion generated by the defendants’ conduct, even the relative
weakness of the plaintiff’'s mark did not weigh against a finding of
liability.806

A substantially identical factual scenario led to a substantially
identical result in litigation brought by the owner and licensee of
the federally registered BITCHEN KITCHEN mark for the retail
sale of cooking-related goods against defendants associated with a
slightly off-color, cooking-themed television show broadcast under
the title Bitchin’ Kitchen, one of which also sold cooking-related
go0ds.87 Based on the court’s reading of the preliminary injunction
record, a number of the likelihood-of-confusion factors lined up in
the plaintiffs’ favor. These included that “Bitchin’ Kitchen looks
almost exactly the same, sounds almost exactly the same, and
would customarily be understood to mean precisely the same thing
as Bitchen Kitchen,”80® that there had been at least some actual
consumer confusion,’® that the USPTO previously had found the
parties’ marks to be confusingly similar,’© that the parties’
“potential customer pool, their products, and their marketing

800. Id.

801. See id. at 1302.

802. See id. at 1302-04.
803. See id. at 1304.

804. See id. at 1304-05.
805. Id. at 1305.

806. See id. at 1299-1300.

807. See Martha Elizabeth Inc. v. Scripps Networks Interactive LLC, 100 U.S.P.Q.2d
1799 (E.D. Mich. 2011).

808. Id. at 1815.

809. See id. (“Here the specific customer whom the plaintiffs present as confused between
the two marks was apparently a regular customer of the [the plaintiffs’] Bitchen Kitchen
store, rendering her confusion worthy of significant weight.”).

810. See id. at 1816.
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channels” were similar,8!! that the plaintiffs had presented “some
evidence from which a factfinder could readily conclude that the
[defendants] chose the Bitchin’ Kitchen mark in order to capitalize
unlawfully on the goodwill and brand reputation and recognition
which the plaintiffs had earlier built for the nearly-identical
Bitchen Kitchen mark,”82 and that the parties’ product lines were
likely to overlap in the future.8!3 Although finding the plaintiffs’
mark to be relatively weak®* and rejecting the plaintiffs’ argument
that any doubts as to the defendants’ liability should be resolved in
the plaintiffs’ favor,8'> the court held that the plaintiffs had
demonstrated a likelihood of confusion for purposes of their
preliminary injunction motion.816

Successful product design trade dress actions may be on the
wane, but this trend has not necessarily extended to suits to
protect other kinds of trade dress. Thus, for example, a producer of
bottled artesian water successfully challenged the introduction by
direct competitors of a similar bottle and label design on a motion
for interlocutory relief.817 The factual record weighed heavily in the
plaintiff’s favor, especially where evidence that the defendants
intentionally had copied the plaintiff’s packaging when revising
their own was concerned: Not only were there “numerous
similarities in the bottle shape, the inside back label, and the front
label designs,”8!® even the text of the parties’ respective labels was
similar.81® The court also credited survey evidence of confusion
submitted by the plaintiff, which it viewed more favorably than the

811. Seeid. at 1817.

812. See id. The evidence of the defendants’ possible bad-faith intent included: (1) their
recitation of the plaintiffs’ date of first use when applying to register their mark; (2) the
deliberate misspelling of their own mark in a sponsored link triggered by Internet searches
for the plaintiffs’ mark; (3) their continued use of their mark in the face of the plaintiffs’
objections; and (4) their continued use of their mark after learning of the USPTO’s issuance
of a registration to the plaintiffs. See id.

813. See id. at 1818-19.

814. See id. at 1814.

815. See id. at 1819.

816. See id. The court did, however, also hold that the defendants’ use of the Bitchin’
Kitchen title was eligible for First Amendment protection and therefore could not be
enjoined for that reason. See id. at 1821-22.

817. See Fiji Water Co. v. Fiji Mineral Water USA, LLC, 741 F. Supp. 2d 1165 (C.D. Cal.
2010).

818. Id. at 1178.

819. Although the court found liability under a trade dress, rather than a trademark,
infringement theory, it noted with respect to the parties’ word marks that:

Although the names “VITI” [the defendants’ mark] and “FIJI” [the plaintiff's mark]
might not sound the same, they are both four-letter, two-syllable words with both
syllables ending in “i,” and the two names do have a similar meaning, as Viti Levu is

the Fijian name for the largest island in Fiji, where both products are made.
Id.
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results of the defendants’ responsive survey.820 The plaintiff was
off to the races from there, prevailing on the likelihood-of-confusion
factors of mark strength,®2! the competitive proximity of the
parties’ goods,??2 the extent to which they shared channels of
distribution,823 and the degree of care exercised by purchasers of
their goods.824

A thermometer manufacturer also had relatively little
difficulty securing a preliminary injunction against a former
distributor and its affilia