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IN MEMORIAM

Arthur J. Greenbaum

We dedicate this United States Annual Review issue of The
Trademark Reporter (TMR) to our friend and colleague Arthur J.
Greenbaum (1931-2017). Arthur brought his many talents to the
TMR starting in 1964 and served as its Editor in-Chief from May
1970 through April 1972. Arthur was a longtime supporter of the
TMR’s Annual Review, having worked on the Annual Review with
Prof. Walter J. Derenberg in 1973 and continuing this work through
1979.

Arthur graduated from the University of Pennsylvania and
Harvard Law School, started his legal career at White & Case, and
then for the next fifty years practiced law at Cowan, Liebowitz &
Latman in New York. He joined that firm, which then had six
lawyers, in 1967, became the managing partner just three years
later, and continued to handle numerous special projects for the
firm, even after ostensibly “retiring” from active practice in 2005, up
until his death in November 2017. Arthur taught trademark law at
New York University for several years and was awarded the first
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Pattishall Medal for Teaching Excellence of Trademark and Trade
Identity Subjects at the INTA Annual Meeting in 1997.

Throughout his career, Arthur was dedicated to the development
of trademark law and practice, whether as a litigator, an adjunct
professor, an author, an advocate, an editor, or a mentor. Arthur
was a wonderful combination of impressive intellectual, kind
mentor, and would-be comedian. Harvard Law Today published a
short article in 2013 highlighting one example of Arthur’s kindness
and love of the law. During law school, Arthur took the same classes
as his college friend, Joseph F. Nocca, who was legally blind, so that
Arthur could read the class materials to Joseph and the two could
study together. In the article, Arthur is quoted as noting that the
arrangement benefited him as well, saying “Joe’s a very smart guy,
so if I didn’t understand something, we could talk about it, and
figure out the theory of law together. We would stop the reading to
discuss it—you learn it better that way.”

A review of Arthur’s contributions to INTA and the TMR also
inspires awe. Arthur, along with Jane Ginsburg and Steven
Weinberg, wrote “A Proposal for Evaluating Genericism after ‘Anti-
Monopoly,” in the wake of the controversial Ninth Circuit decision
in AntiMonopoly, Inc. v. General Mills Fun Group, Inc., 684 F.2d
1316 (1982).! One year later, the Lanham Act was amended to
eliminate the controversial holding of the AntiMonopoly case,
adding language to the statute that “[t]he primary significance of
the registered mark to the relevant public rather than purchaser
motivation shall be the test for determining whether the registered
mark has become the generic name of goods or services on or in
connection with which it has been used.” 15 U.S.C. § 1064(3). Arthur
was also involved in INTA’s Trademark Review Commission,
leading up to another significant amendment in the U.S. law—the
adoption of the intent-to-use trademark system in 1989. A review of
the issues of the TMR published during his tenure as Editor-in-
Chief more than forty-five years ago reveals many articles on topics
still relevant and timely today: “Trademarks, Technology and Social
Change: Research into Trademark Confusion,”? “Problems with
Section 2(e)(3) of the Lanham Act (Primarily Merely a Surname),”3
“How to Use a Trademark Properly,”* “Geographical Scope of
Registered Rights: Then and Now,”® “Fraud in Trademark
Procurement and Maintenance,”® “The Mechanics of Proof of

73 TMR 101 (1983).
62 TMR 43 (1972).
62 TMR 67 (1972).
61 TMR 431 (1971).
61 TMR 411 (1971).
6 61 TMR 1 (1971).
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Secondary Meaning,”” “The Impact of Intent in Trade Identity
Cases,”® and “Preserving Distinctiveness of a Symbol Mark after
Embellishment,”® along with, of course, the Annual Reviews for the
Twenty-Third and Twenty-Fourth Years of Administration of the
Lanham Act.0

Arthur’s significant contributions to the law, to INTA, and to the
TMR, will be missed.

Kathleen E. McCarthy
Editor-in-Chief, 2016-2017

T 60 TMR 263 (1970).

§ 60 TMR 575 (1970).

9 61 TMR 201 (1971).

0 60 TMR 387 (1970), 61 TMR 257 (1971).
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UNITED STATES ANNUAL REVIEW

THE SEVENTIETH YEAR OF
ADMINISTRATION OF THE
LANHAM ACT OF 1946*

INTRODUCTION

By Theodore H. Davis Jr.”

The twelve-month period between the seventieth and seventy-
first anniversaries of the Lanham Act’s effective date will be
remembered most—fondly or otherwise—for the Supreme Court’s
opinion in Matal v. Tam.! In a fractured series of opinions,? Tam
held that the prohibition in Section 2(a) of the Lanham Act3 on the

The Annual Review is a continuation of the work originated in 1948 by Walter J.
Derenberg and written by him through The Twenty-Fifth Year in 1972. This Review
primarily covers opinions reported between July 1, 2016, and June 30, 2017, as well as
certain proceedings falling outside that period.

ok

Author of the Introduction to, and Part III of, this volume; Partner, Kilpatrick Townsend
& Stockton LLP, Atlanta, Georgia; adjunct professor, Emory University School of Law;
member, Georgia, New York, and District of Columbia bars.

In the interest of full disclosure, the author notes his participation or that of his law firm
in the following cases referenced by this volume: Matal v. Tam, 137 S. Ct. 1744 (2017)
(counsel for amicus curiae the American Bar Association in support of neither party);
Progressive Distrib. Servs., Inc. v. United Parcel Serv., Inc., 856 F.3d 416 (6th Cir.)
(counsel for defendants), cert. denied, 138 S. Ct. 91 (2017); vonRosenberg v. Lawrence,
849 F.3d 163 (4th Cir. 2017) (expert witness for defendant in related litigation); FN
Herstal SA v. Clyde Armory Inc., 838 F.3d 1071 (11th Cir. 2016) (counsel for plaintiff),
cert. denied, 137 S. Ct. 1436 (2017); Express Franchise Servs., L.P. v. Impact Outsourcing
Sols., Inc., 244 F. Supp. 3d 1368 (N.D. Ga. 2017) (counsel for plaintiff); Moab Indus. v.
FCA US, LLC, 120 U.S.P.Q.2d 1215 (D. Ariz. 2016) (counsel for defendant); adidas Am.,
Inc. v. Athletic Propulsion Labs, 120 U.S.P.Q.2d 1303 (D. Or. 2016) (counsel for
plaintiffs).
The author gratefully acknowledges the editorial contributions of Mary Kathryn Hagge,
as well as the assistance of Louise Adams, Michael Lopez, Trevor Rosen, Linda Stern,
and Christy Flagler in preparing his contribution to this volume for publication.

1 137 8. Ct. 1744 (2017).

2 Tam featured an opinion of the Court, by Justice Alito and joined by all eight
participating Justices, id. at 1751-60, another opinion by Justice Alito joined by three
other justices, id. at 1760-65, another four-justice opinion by Justice Kennedy, id. at

1765-69, and a solo opinion by Justice Thomas, concurring in part and concurring in the
judgment. Id. at 1769.

3 15U.S.C. § 1052(a) (2012).
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federal registration of potentially disparaging trademarks and
service marks violated the Free Speech Clause of the First
Amendment because the prohibition was viewpoint discriminatory
and therefore subject to strict scrutiny.? Having reached that
conclusion, the Court invalidated a federal intellectual property
statute for the first time since 1879 and for only the second time in
the history of the United States. On the earlier occasion, the Court’s
opinion in United States v. Steffens (The Trademark Cases),® the
consequences were clear: Mark owners lacked protection under
federal law until passage of the Trademark Act of 19056 twenty-six
years later.

Tam is unlikely to have a similarly dramatic effect. For example,
many prohibitions on registration address false or misleading
commercial speech and therefore should not trigger heightened
scrutiny under the First Amendment.” These include the bars on the
registration of deceptive marks,8 deceptively misdescriptive marks,?
primarily geographically deceptively misdescriptive marks,® and
marks either falsely suggesting an association with a person or
entity,!! or likely to be confused with the marks of prior users.?
They may also include Section 2(b)’s prohibition on the registration
of “the flag or coat of arms or other insignia of the United States, or
of any State or municipality, or of any foreign nation, or any
simulation thereof.”13

Likewise, a number of other prohibitions on registration are
clearly not viewpoint-discriminatory, even if they are content-

4 Content-based discrimination occurs when the government attempts to censor all speech
about a certain topic, no matter what that speech is saying about the topic. Viewpoint-
based discrimination is a subset of content-based discrimination and occurs when the
government attempts to censor certain opinions about a topic. See generally Mesa v.
White, 197 F.3d 1041, 1046 (10th Cir. 1999) (“Viewpoint discrimination is a subset of
content discrimination; all viewpoint discrimination is first content discrimination, but
not all content discrimination is viewpoint discrimination.” quoting 1 Rodney A. Smolla,
Smolla & Nimmer on Freedom of Speech § 3:9 (1998)). “Viewpoint discrimination is thus
an egregious form of content discrimination. The government must abstain from
regulating speech when the specific motivating ideology or the opinion or perspective of
the speaker is the rationale for the restriction.” Rosenberger v. Rector & Visitors of Univ.
of Va., 515 U.S. 819, 829 (1995). As a general proposition, viewpoint-discriminatory
government action is justifiable only if it involves government speech. See, e.g., Walker
v. Texas Div., Sons of Confederate Veterans, Inc., 135 S. Ct. 2239, 2245-2247 (2015).

5 100 U.S. 82 (1879).

6 Pub. L. No. 489, 33 Stat. 724 (1905).

7 See generally Bolger v. Youngs Drug Prod. Corp., 463 U.S. 60, 69 (1983).
8 15 U.S.C. § 1052(a) (2012).

9 Id. § 1052(e)(1).

10 Id. § 1052(e)(3).

1 Id. § 1052(a).

12 Id. § 1052(d).

1B Id. § 1052(b).
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discriminatory and therefore possibly subject to intermediate-level
scrutiny under Central Hudson Gas & Electric Corp. v. Public
Service Comm’n of New York,'* which allows restrictions on non-
misleading commercial speech concerning lawful activity if the
asserted government interest is substantial, the restrictions directly
advance that government interest, and the regulations are no more
extensive than necessary.'® These include the prohibitions on the
registration of generic terms, merely descriptive marks lacking
acquired distinctiveness,® primarily geographically descriptive
marks lacking acquired distinctiveness,’” surnames lacking
acquired distinctiveness,’® and functional matter.® These
prohibitions might be challenged as content-based and therefore
subject to intermediate scrutiny under Central Hudson, but, if so,
the government has a substantial interest in preventing the use of
trademark law to acquire the exclusive rights to the categories of
claimed marks covered by them.20

Nevertheless, the situation could be different where at least two
other grounds for unregistrability are concerned. The first is Section
43(c)’s cause of action against likely dilution by tarnishment,?! the
application of which often disadvantages defendants operating in
disfavored industries.22 The second is Section 2(a)’s bar on immoral

14 447 U.S. 557 (1980).

15 Perhaps significantly, none of the opinions in Tam affirmatively endorsed the use of
Central Hudson when evaluating the constitutionality of prohibitions on registration
generally. Justice Alito’s four-Justice opinion suggested that Section 2(a)’s prohibition
on the registration of potentially disparaging matter could not survive intermediate
scrutiny under Central Hudson, 137 S. Ct. at 1764-65, but it also noted that “we leave
open the question whether Central Hudson provides the appropriate test for deciding
free speech challenges to provisions of the Lanham Act.” Id. at 1764 n.17.

16 15 U.S.C. § 1052(e)(1).

17 Id. § 1052(e)(2).

18 Id. § 1052(e)(4).

19 Id. § 1052(e)(5).

20 Cf. Wilhelm Pudenz GmbH v. Littlefuse Inc., 177 F.3d 1204, 1208 (11th Cir. 1999) (“The
functionality doctrine . . . eliminat[es] the possibility of a perpetual exclusive right to the
utilitarian features of a product under trademark law, which would be impossible (as
well as unconstitutional) under the Patent Act.”); Deckers Outdoor Corp. v. Ozwear
Connection Pty Ltd., No. CV 14-2307 RSWL FFMX, 2014 WL 4679001, at *9 n.3 (C.D.
Cal. Sept. 18, 2014) (“First Amendment issues could be triggered if a person is enjoined
from using a generic . . . term . ...”).

21 See 15 U.S.C. § 1125(c)(2)(B) (2012) (““[D]ilution by tarnishment’ is association arising
from the similarity between a mark or trade name and a famous mark that harms the
reputation of the famous mark.”).

22 The leading example of this phenomenon is the Sixth Circuit’s opinion in V Secret
Catalogue, Inc. v. Moseley, 605 F.3d 382 (6th Cir. 2010), in which that court held:

The [adoption of the likelihood-of-dilution standard in 2006 and previous case
law] create a kind of rebuttable presumption, or at least a very strong inference,
that a new mark used to sell sex-related products is likely to tarnish a famous
mark if there is a clear semantic association between the two. This res ipsa
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and scandalous matter from the registers of the United States
Patent and Trademark Office (USPTO), which the Federal Circuit
invalidated shortly after Tam in In re Brunetti,?? an opinion falling
outside the time period covered by this survey but one suggesting
that all prohibitions on registration not linked to an applied-for
mark’s “source-identifying information” properly should be subject
to strict scrutiny;24 if that interpretation of Tam ultimately carries
the day, still other grounds for unregistrability could fall in the
future, including Section 43(c)’s cause of action by blurring.25
Whatever its significance may prove to be, Tam was not the only
noteworthy application of the First Amendment over the past year.
On the contrary, the Eighth Circuit affirmed a holding that a state
university had engaged in impermissible viewpoint discrimination
when it denied a trademark license to a student group based on the
group’s political advocacy.?¢ Likewise, a California federal district
court and then the Ninth Circuit confirmed the eligibility of the title
of a television series for full protection under the First Amendment’s
guarantee of free speech.?’ Finally, another court recognized that
the transmittal of demand letters by a trademark owner falls within

loquitur-like effect . . . places on the owner of the new mark the burden of coming
forward with evidence that there is no likelihood or probability of tarnishment.

Id. at 388. Because the court apparently would not have subjected the Moseleys to an
adverse presumption had they sold fresh-cut flowers under their VICTOR’S SECRET
mark, its rule appears as much a viewpoint-discriminatory measure as the statutory
prohibition at issue in Tam. Moreover, although other courts have not gone so far as the
Sixth Circuit, numerous reported opinions make apparent that the nature of a
defendant’s businesses can and does make a difference in the inquiry into whether its
mark is likely to dilute another’s famous mark by tarnishing it. See, e.g., Coty Inc. v.
Excell Brands, LLC, No. 15-CV-7029 (JMF), 2017 WL 4155402, at *20 (S.D.N.Y. Sept.
18, 2017) (finding dilution likely in light of plaintiff’s showings that defendant “[uses]
inferior oils [for its perfumes], employs cheaper packaging components, lacks any quality
assurance program, and produces fragrances with potentially harmful ingredients”);
Lorillard Tobacco Co. v. Cal. Imps., LLC, 886 F. Supp. 2d 529, 537 (E.D. Va. 2012)
(finding likely dilution by tarnishment because “[w]hile the actual contents of [the
defendant’s synthetic marijuana] may not be clear, its marketing as ‘spice’ created a
likely association among [the defendant’s mark], [the plaintiff’s mark], and controversial
synthetic marijuana”); Pepsico, Inc. v. #1 Wholesale, LL.C, 84 U.S.P.Q.2d 1040, 1044
(N.D. Ga. 2007) (“[The defendants’] marketing and sale of [their goods] is likely to dilute
and tarnish the [plaintiff’s marks] because [the defendants use] the marks on goods
commonly associated with the concealment of illicit narcotics.”).

23 877 F.3d 1330 (Fed. Cir. 2017).
24 Id. at 1349.
Brunetti will be addressed in greater detail in next year’s edition of this survey.

25 See 15 U.S.C. § 1125(c)(B) (“[D]ilution by blurring” is association arising from the
similarity between a mark or trade name and a famous mark that impairs the
distinctiveness of the famous mark.”).

26 See Gerlich v. Leath, 861 F.3d 697 (8th Cir. 2017), rehearing and rehearing en banc
denied (8th Cir. Aug. 9, 2017).
27 See Twentieth Century Fox Television v. Empire Distrib. Inc., 161 F. Supp. 3d 902 (C.D.

Cal. 2016), reconsideration denied, No. CV 15-2158 PA (FFMX), 2016 WL 3092156 (C.D.
Cal. Mar. 28, 2016), aff'd, 875 F.3d 1192 (9th Cir. 2017).
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the same amendment’s right to petition the government for redress
of grievances.28

Nor was Tam the only significant reported opinion bearing on
the registration process. For example, the Trademark Trial and
Appeal Board took a strong stand against the registration of marks
used in connection with marijuana-related goods and services. One
applicant to experience the Board’s hard-line approach to the issue
sought to register his mark for “retail store services featuring
herbs,” but was undone by his specimen of use and his website, both
of which made apparent the nature of the herbs in which his stores
specialized.?? Another unsuccessful applicant’s identification of
goods was more forthcoming and recited his mark would be used for
smokeless cannabis vaporizers in individual states in which those
goods were legal.3% In both cases, the applications covered goods and
services falling within the scope of the federal Controlled
Substances Act,3! which rendered any use of the applied-for marks
in interstate commerce unlawful and the marks therefore
unregistrable.

On an arguably less interesting subject, the Board unusually
produced six opinions finding claimed marks were primarily merely
surnames and accordingly ineligible for registration on the
Principal Register under Section 2(e)(4)32 without acquired
distinctiveness. Three of those findings came in the face of evidence
that the marks at issue—BELUSHI, ALDECOA, and ADLON—
were used as surnames infrequently at best, a consideration
ordinarily favoring registrability;3? with respect to the first and
third of these marks, the Board found convincing the Office’s
evidence that celebrities bore the name. In the fourth case, the
Board declined to accord weight to the applicant’s showing that its
WEISS mark meant “white” in German.3* Addressing an intra-
family dispute, the Board found in the fifth case that the applied-for
AZEKA’S RIBS mark fell within Section 2(e)(4)’s scope, despite the
presence in the mark of an element—"“ribs”—clearly having no
surname significance.3> The outcome in the sixth case, a finding of

28 See Silverhorse Racing, LL.C v. Ford Motor Co., 232 F. Supp. 3d 1206 (M.D. Fla. 2017).
29 See In re Brown, 119 U.S.P.Q.2d 1350 (T.T.A.B. 2016).

30 See In re JJ206, LLC, 120 U.S.P.Q.2d 1568 (T.T.A.B. 2016).

31 21 U.S.C. §§ 801-904 (2012).

32 15 U.S.C. § 1052(e)(4) (2012).

33 See In re Beds & Bars Ltd., 122 U.S.P.Q.2d 1546 (T.T.A.B. 2017); In re Eximius Coffee,
LLC, 120 U.S.P.Q.2d 1276 (T.T.A.B. 2016); In re Adlon Brand GmbH & Co. KG cl/o
FUNDUS FONDS-Verwaltungen GmbH, 120 U.S.P.Q.2d 1717 (T.T.A.B. 2016).

3¢ See In re Weiss Watch Co., 123 U.S.P.Q.2d 1200 (T.T.A.B. 2017).
35 See Azeka Building Corp. v. Bryan Kenji Azeka, 212 U.S.P.Q.2d 1477 (T.T.A.B. 2017).
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unregistrability for the BARR GROUP mark, was consistent with
that in the fifth.36

Courts and the Board were of like mind on some subjects, such
as their shared skepticism toward claims of nonfunctionality for
nontraditional marks,3” but they continued to differ rather
dramatically in their treatments of claims of fraudulent
procurement of registrations. Consistent with its approach since the
Federal Circuit’s opinion in In re Bose Corp.,%® the Board rejected
each claim of fraud placed before it.3° In contrast, and although
actual findings of fraud remained the exception rather than the rule
in all fora, courts once again proved more receptive to averments of
fraud than the Board. Thus, the Third Circuit affirmed a finding of
fraudulent procurement transpiring after a full trial,*° and another
court concluded that a plaintiff prosecuting a preliminary injunction
was likely to prevail on a claim the defendant had secured a
registration through fraudulent averments.4! Still other courts
declined to grant registrants’ motions for summary judgment or to
dismiss for failure to state claims, although those motions might
well have succeeded before the Board. 42

Finally, the seventieth year of administration of the Lanham Act
was notable for the Supreme Court’s failure to resolve an issue on
which there has long been a split among the lower courts, namely,
whether a prevailing plaintiff must demonstrate willful misconduct
by the defendant to receive an accounting of the defendant’s profits.
In a little-noticed grant of a petition for a writ of certiorari to the

36 See In re Integrated Embedded, 120 U.S.P.Q.2d 1504 (T.T.A.B. 2016).

37 See, e.g., Arlington Specialties, Inc. v. Urban Aid, Inc., 847 F.3d 415 (7th Cir. 2017)
(affirming finding of functionality as a matter of law for configurations of bags for
personal care items); C5 Med. Werks, LLC v. CeramTec GmbH, 249 F. Supp. 3d 1210 (D.
Colo. 2017) (finding color pink functional as a matter of law for hip implant components
made of chromium oxid); AMID, Inc. v. Medic Alert Found. United States, Inc., 241 F.
Supp. 3d 788 (S.D. Tex. 2017) (finding various materials used to promote the plaintiff’s
medical-information jewelry functional); Yellowfin Yachts, Inc. v. Barker Boatworks,
LLC, 237 F. Supp. 3d 1230 (M.D. Fla. 2017) (finding configuration of boats functional as
a matter of law), appeal docketed, No. 17-11176 (11th Cir. Mar. 15, 2017); Schutte
Bagclosures Inc. v. Kwik Lok Corp., 193 F. Supp. 3d 245 (S.D.N.Y. 2016) (finding
configuration of plastic bag closure), aff'd, 699 F. App’x 93 (2d Cir. 2017); In re
Loggerhead Tools, LL.C, 119 U.S.P.Q.2d 1429 (T.T.A.B. 2016) (finding claimed motion
mark functional).

38 580 F.3d 1240 (Fed. Cir. 2009).

39 See Luxco, Inc. v. Consejo Regulador del Tequila, A.C., 121 U.S.P.Q.2d 1477 (T.T.A.B.
2017); Daniel J. Quirk, Inc. v. Village Car Co., 120 U.S.P.Q.2d 1146 (T.T.A.B. 2016).

40 See Covertech Fabricating, Inc. v. TVM Bldg. Prods., Inc., 855 F.3d 163 (3d Cir. 2017).

41 See Checker Car Club of Am., Inc. v. Fay, 262 F. Supp. 3d 621 (N.D. I1l. 2017).

12 See Am. Cruise Lines, Inc. v. HMS Am. Queen Steamboat Co., 223 F. Supp. 3d 207 (D.
Del. 2016) (denying motion to dismiss); Hoenig Dev., Inc. v. Dial Indus., 213 F. Supp. 3d

895 (E.D. Mich. 2016) (denying motion of summary judgment); Bauer Bros. v. Nike, Inc.,
159 F. Supp. 3d 1202 (S.D. Cal. 2016) (same).
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Federal Circuit,*® the Court took up that issue along with one
arising under federal design patent law, only to vacate and remand
the action for further consideration in light of the Court’s earlier
decision in SCA Hygiene Products Aktiebolag v. First Quality Baby
Products, LLC.** Because SCA Hygiene addressed the significance
of laches to claims for actual damages under utility patent law, the
Court’s action understandably baffled the Federal Circuit, which
readopted its earlier holding that Second Circuit law required
willfulness as a prerequisite for an accounting.®> The result was a
missed opportunity for the Court to provide much needed guidance
on an issue of considerable importance to litigants under the Act,
one the Court hopefully will not miss again in the future.

43 See Romag Fasteners, Inc. v. Fossil, Inc., 137 S. Ct. 1373 (2017) (mem.).
44 137 8. Ct. 954 (2017).
45 As the lower court explained:

The Supreme Court’s SCA Hygiene decision was solely concerned with the
defense of laches against a claim for patent infringement damages and does not
affect other aspects of our earlier opinion.

... We hereby reinstate those aspects of our earlier decision and judgment . . .
affirming the district court’s judgment declining to award [the defendant’s]
profits, which were not affected by the Supreme Court’s order.

Romag Fasteners, Inc. v. Fossil, Inc., 686 F. App’x 889, 890 (Fed. Cir. 2017).
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PART I. EX PARTE CASES
By John L. Welch*

A. United States Supreme Court
1. Section 2(a) Disparagement
Matal v. Tam

In case you haven’t heard, in June 2017, the United States
Supreme Court ruled that the disparagement provision of Section
2(a) of the U.S. Trademark Act (also known as the “Lanham Act”) is
facially unconstitutional because it violates the Free Speech clause
of the First Amendment.! “It offends a bedrock First Amendment
principle: Speech may not be banned on the ground that it expresses
ideas that offend.”2

Simon Tam’s application to register the mark THE SLANTS for
a musical band was refused registration under Section 2(a) of the
Lanham Act, which provision in pertinent part bars the registration
of marks that may “disparage ... or bring into contempt, or
disrepute” any “persons, living or dead.” The Trademark Trial and
Appeal Board (“T'TAB”) affirmed the refusal,* but the U.S. Court of
Appeals for the Federal Circuit (‘CAFC”) reversed.?

The Supreme Court, in an opinion by Justice Alito, pointed out
that federal registration “confers important legal rights and benefits
on trademark owners who register their marks.”® Registration
serves as constructive notice of a registrant’s claim of ownership,
provides prima facie evidence of the validity of the mark and its
registration and of the owner’s exclusive right to use the mark,
enables a mark to be rendered “incontestable” after five years of use,
and allows the owner to stop importation of infringing goods.”

* Author of Parts I and II of this volume. Counsel to Wolf, Greenfield & Sacks, P.C.,
Boston, Massachusetts.

1 The First Amendment to the United States Constitution states: “Congress shall make no
law respecting an establishment of religion, or prohibiting the free exercise thereof; or
abridging the freedom of speech, or of the press; or the right of the people peaceably to
assemble, and to petition the Government for a redress of grievances.”

2 Matal v. Tam, 582 U.S. ___, 137 S. Ct. 1744, 122 U.S.P.Q.2d 1757, 1761 (2017).
3 Section 2(a) of the Lanham Act, 15 U.S.C. § 1052(a), in pertinent part, bars registration

of a mark that “[c]onsists of or comprises ... matter which may disparage . .. persons,
living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or
disrepute.”

4 In re Tam, 108 U.S.P.Q.2d 1305 (T.T.A.B. 2013).
5 In re Tam, 117 U.S.P.Q.2d 1001 (Fed. Cir. 2015) (en banc).

6 B & B Hardware, Inc. v. Hargis Indus., Inc., 575 U.S. ___,135S. Ct. 1293, 113 U.S.P.Q.2d
2045, 2048 (2015).

7 Matal v. Tam, 122 U.S.P.Q.2d at 1762.
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The Court thoroughly rejected the Government’s arguments
that trademarks are government speech, that trademarks are a
form of government subsidy, and that the disparagement clause
should be tested under a new “government-program” doctrine. The
Court observed that even in situations where some content- and
speaker-based restriction may be allowed, “viewpoint
discrimination” is forbidden.

Our cases use the term “viewpoint” discrimination in a broad

sense ... and in that sense, the disparagement clause

discriminates on the bases of “viewpoint.” To be sure, the

clause evenhandedly prohibits disparagement of all groups.

It applies equally to marks that damn Democrats and

Republicans, capitalists and socialists, and those arrayed on

both sides of every possible issue. It denies registration to

any mark that is offensive to a substantial percentage of the

members of any group. But in the sense relevant here, that

is viewpoint discrimination: Giving offense is a viewpoint.®

The Government argued that all trademarks are commercial
speech and thus subject to relaxed scrutiny under the First
Amendment, as outlined in Central Hudson Gas Electric Corp. v.
Public Service Commission of New York.® The Court sidestepped
that question because it found that the disparagement clause of
Section 2(a) “cannot withstand even Central Hudson review.”10

Under Central Hudson, a restriction of speech must serve “a
substantial interest,” and it must be “narrowly drawn.”!!
This means, among other things, that “[t]he regulatory
technique may extend only as far as the interest it serves.”!2
The disparagement clause fails this requirement.!3

The Government claimed an interest in preventing speech that
expresses offensive ideas, but that position “strikes at the heart of
the First Amendment.”!* Demeaning speech may be hateful, but the
Constitution protects the freedom to express hateful thought. The
Government also claimed that another interest is to protect the
orderly flow of commerce, since discriminatory conduct has an
adverse effect on commerce. But, the Court pointed out, the
disparagement provision i1s not “narrowly drawn’ to drive out
invidious discrimination.”’® It applies to any trademark that

8 Id. at 1769.
9 447 U.S. 557 (1980).
10 Jd. at 564-565 (internal quotation marks omitted).

11 ]d. at 565.

12 Id.

13 Matal v. Tam, 122 U.S.P.Q.2d at 1770.
14 Id.

15 Id., quoting Central Hudson at 565.
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disparages any person, group, or institution. “It is not an anti-
discrimination clause; it is a happy-talk clause,”!6 and goes further
than necessary to serve the asserted interest.

The Court therefore held the disparagement provision of Section
2(a) to be unconstitutional on its face.

In a concurring opinion, Justice Kennedy observed that “[t]he
central purpose of trademark registration is to facilitate source
identification.”1?

To serve that broad purpose, the Government has provided
the benefits of federal registration to millions of marks
identifying every type of product and cause. Registered
trademarks do so by means of a wide diversity of words,
symbols, and messages. Whether a mark is disparaging
bears no plausible relation to that goal.!®

B. United States Court of Appeals for the Federal Circuit
1. Service Mark Use

In re JobDiva, Inc.

The CAFC vacated a TTAB ruling that ordered, on the ground
of abandonment, cancellation of a registration for the mark
JOBDIVA in standard character form, and partial cancellation of a
registration for the mark in design form, for “personnel placement
and recruitment” services. The Board appeared to apply a bright-
line requirement that the registrant show that it performed these
services in addition to providing software-as-a-service (SaaS)
software at its website. The CAFC rejected that standard and
remanded the case to the Board for consideration of the following
basic question: “whether purchasers would perceive JobDiva’s
marks to identify ‘personal placement and recruitment’ services.”19

JobDiva’s software provides a database of employment
applications that a hiring manager or recruiter may explore in order
to fill a job opening. The software uses “harvesters” to find job
candidates by scraping job boards and aggregating resumes. It
allows hiring managers to post job openings in a particular
candidate’s portal. And it assists job candidates by recommending
potential openings. In many circumstances, JobDiva provides these
offerings on an SaaS basis to its customers.

In explaining its services, JobDiva submitted screenshots of its
website along with a declaration from its CEO, but the Board found

the evidence insufficient because “[t]here was no reference ... to
16 Id.

7 Id. at 1773.

18 Id.

19 In re JobDiva, Inc., 121 U.S.P.Q.2d 1122, 1127 (Fed. Cir. 2016).
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[JobDiva’s] performance of personnel placement and recruitment
services other than supplying [its] software.”20 Concluding that the
marks had not been in use for the services in question, the Board
issued its cancellation order on the ground of abandonment.

On reconsideration of that order, the Board criticized JobDiva
for “confus[ing] the service of providing a software solution for
personnel placement and recruitment with actually rendering
placement and recruitment services.”?! The Board required JobDiva
to prove that “it is rendering personnel placement and recruitment
as an independent activity distinct from providing its software to
others.”?2 The Board ultimately found that JobDiva had failed to
establish “that it i1s rendering ‘personnel placement and
recruitment’ services for others separate and apart from providing
its software.”23

The CAFC observed that whether a mark has been used to
identify a particular service is a question of fact, as is the question
of abandonment.

The Board acknowledged that, in modern technology, the line
between services and products sometimes blurs and therefore it is
important to review the entire record to understand how a mark is
used and how it will be perceived by customers. Nonetheless, the
CAFC noted, the TTAB appeared to apply a bright-line rule
requiring JobDiva to show that it performed the services in question
in a way other than having its software perform the services. “In
holding JobDiva to that standard, the Board erred in its
understanding of the law.”24

Even though a service may be performed by a company’s
software, the company may well be rendering a service. For
example, in On-Line Careline?® we held that AOL had used
its ONLINE TODAY mark in connection with services even
though those services were provided by software. *** At
bottom, we recognized that software may be used by
companies to provide services.26

In determining whether a mark is used in connection with the
identified services, “a key consideration is the perception of the
user.”27

20 Id. at 1124.

21 Id. at 1125.

22 Jd. (Emphasis added by CAFC.)
23 Id.

24 Id. at 1126.

25 On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d at 1080, 56 U.S.P.Q.2d 1471 (Fed.
Cir. 2000).

26 In re JobDiva, Inc., 121 U.S.P.Q.2d at 1126.
27 Id.
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The question is whether a user would associate the mark
with “personnel placement and recruitment” services
performed by JobDiva, even if JobDiva’s software performs
each of the steps of the service. In other words, the question
is whether the evidence of JobDiva’s use of its marks
“sufficiently creates in the minds of purchasers an
association between the mark[s] and [JobDiva’s personnel
placement and recruitment] services.”28

“Because that question is a factual one, the Board must answer
it in the first instance.”?® The CAFC pointed out that, on remand,
the Board should consider the nature of the user’s interaction with
JobDiva when using the software, as well as the location of the
software host. If the software is sold to a customer who hosts the
software on its own website and the user’s interactions appear to be
with the customer, then it is unlikely that the user would associate
the JOBDIVA mark with the service performed by Applicant
JobDiva. However, “if the software is hosted on JobDiva’s website
such that the user perceives direct interaction with JobDiva during
operation of the software, a user might well associate JobDiva’s
marks with personnel ‘placement and recruitment’ services
performed by JobDiva.”30

C. Trademark Trial and Appeal Board
1. Section 2(a) Deceptiveness
In re Tapco International Corp.

Adhering to 1its standard test for deceptiveness under
Section 2(a), the Board affirmed a refusal to register KLEER
ADHESIVES for adhesives and mortar for use with PVC building
materials, the products “curing optically opaque, color-matched, or
otherwise non-transparent.” As to the marks KLEER MOULDINGS
and KLEER TRIMBOARD for PVC building materials, however, the
Board reversed the same refusals because of lack of evidence that
the term “KLEER” (or its phonetic equivalent, “clear”) has an
understood meaning with regard to such synthetic products.3!

Under Section 2(a) of the Lanham Act, registration must be
refused if a term is deceptive with regard to a feature or an
ingredient of the identified goods.3? The test for deceptiveness
requires that all three of the following criteria are met:

28 Id., quoting In re Ancor Holdings, 79 U.S.P.Q.2d 1218, 1221 (T.T.A.B. 2006).
29 Jd. at 1127.

30 Id.

31 Inre Tapco Int’l Corp, 122 U.S.P.Q. 2d 1369 (T.T.A.B. 2017).

82 Jd. at 1371. Section 2(a) of the Lanham Act, 15 U.S.C. § 1052(a), in pertinent part, bars
registration of a mark that “[c]onsists of or comprises . . . deceptive . .. matter....”
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(1) Is the term misdescriptive of the character, quality, function,
composition or use of the goods?

(2) If so, are prospective purchasers likely to believe that the
misdescription actually describes the goods?

(3) If so, i1s the misdescription likely to affect the purchasing
decision of a significant portion of relevant consumers?33

KLEER ADHESIVES: The Board agreed with the examining
attorney that KLEER is the phonetic equivalent of “clear,” that
“clear” means transparent, and that the applicant’s goods are not
transparent. Consumers are likely to believe that the description of
the goods as transparent because—as shown by web pages, news
stories, and “how-to” articles—manufacturers provide clear
adhesives for use in the construction industry.

Applicant Tapco argued that consumers are unlikely to believe
that its adhesives are clear because they are sold only to “a
sophisticated relevant consumer base of builders, contractors, sub-
contractors, and other knowledgeable construction professionals.”34
According to Tapco, these consumers “would be “savvy enough to
realize that color-matched adhesives for use with the Applicant’s
like-branded KLEER PVC building products are adhesives sold
under the KLEER brand umbrella, as the term “KLEER” is viewed
in the relevant industry as a house mark and known source
identifier covering a wide variety of products.”3> The Board pointed
out, however, that the application at issue does not limit the
channels of trade to only sophisticated consumers. Thus the Board
must presume that the applicant’s goods are sold to all prospective
consumers of such adhesives, including the average homeowner.
Moreover, there was no evidence that consumers would view
KLEER as having another meaning, and thus “there is nothing to
suggest any industry custom or understanding that KLEER does
not mean clear to building construction professionals.”36

The Board concluded that “prospective purchasers are likely to
believe that the term ‘KLEER’ describes Applicant’s adhesive
products when, in fact, they are not clear.”3?

The evidence demonstrated that clear adhesives have important
and desirable advantages over non-transparent adhesives, and so
the Board found that “a clear-drying finish would be material to the
decision by consumers to purchase PVC adhesives.”3® Although

33 Id., citing In re Budge, 8 U.S.P.Q.2d 1259, 1260 (Fed. Cir. 1988).
3¢ Id. at 1374.

35 Id.

36 Id.

37 Id. at 1375.

38 Id. See In re White Jasmine LLC, 106 U.S.P.Q.2d 1385, 1392 (T.T.A.B. 2013) (in finding
the word “white” to be deceptive for tea, the Board concluded that consumers perceive
white tea as having desirable health benefits).
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flavor, scent, and color would typically not be considered material,
the desire of consumers for clear adhesives is more than a personal
preference:

The record establishes that clear adhesives are objectively
more useful than non-transparent adhesives because they
provide a bond “that cannot be seen” or which can be used to
join products of any color. This feature makes clear adhesives
more desirable than other non-transparent adhesives.39

And so the Board found KLEER ADHESIVES to be deceptive
under Section 2(a).

KLEER MOULDINGS and KLEER TRIMBOARD: The
examining attorney contended that the word “KLEER” in these two
marks indicates that the products are made from “clear wood,” that
is, wood that is free from knots and other defects. Since the
applicant’s products are not made from wood that is free from knots
or other defects, he maintained that the mark is misdescriptive of
the goods. The Board construed the argument to be that consumers
of the applicant’s synthetics products will likely assume there is a
similar distinction between synthetic building products that are
clear of any defects and those that are not.

Although the USPTQO’s evidence established that “clear” has an
understood meaning with respect to wood, there was no evidence
that it has a similar meaning with respect to synthetic building
materials: that is, “there is no evidence in the record establishing a
similar recognized distinction between clear and blemished
synthetic building products.”40

The Board therefore reversed the deceptiveness refusals as to
these two marks.

2. Section 2(b) Foreign Flag or Insignia

In re Family Emergency Room LLC

Section 2(b) of the Lanham Act,4! in pertinent part, prohibits
registration of a mark that “[cJonsists of or comprises the flag . . . of
any foreign nation, or any simulation thereof.” The word “comprises”
means “includes.”*? The applicant sought to register the mark

3 Id.
40 Jd. at 1376.

4 15 U.S.C. § 1052(b). Section 2(b), in full, bars registration of any mark that “[c]onsists of
or comprises the flag or coat of arms or other insignia of the United States, or of any
State or municipality, or of any foreign nation, or any simulation thereof.”

42 In re Family Emergency Room LLC, 121 U.S.P.Q.2d 1886, 1887 n.2 (T.T.A.B. 2017). “As
the Federal Circuit explained when construing the identical ‘consists of or comprises’
language in Section 2(a), ‘the word ‘comprises’ at the time of the statute’s enactment in
1905 meant ‘includes.” In re Fox, 702 F.3d 633, 105 U.S.P.Q.2d 1247, 1250. *** Section
2(b) thus prohibits registration of a mark that includes a flag of a foreign nation or any
simulation thereof.” (Emphasis added by the Board.)
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shown above left for “hospitals,” but it was refused registration
under Section 2(b). Does the mark include a simulation of the Swiss
flag (above right)?

[ ] CEDAR PARK

eamiLy eMERGENCY ROOM

The applicant described the relevant portion of its mark as “a
white cross on a red field, [with] diagonal lines on the left edge of
the field.” It claimed red and white as a feature of the mark, and
conceded that the mark “borrow|[s] elements of the Swiss national
flag.”43

The Board found the applicant’s design to be “highly similar” to
the Swiss flag. The addition of lines at the left of the design and the
very slight tilt of the design are “insignificant in altering the
commercial impression of the design.”4

Simply put, the design shown in the proposed mark is not
sufficiently altered, stylized, or merged with the other
elements in the mark, so as to create a distinct commercial
impression, other than as a simulation of the Swiss flag. The
average member of the general public seeing the proposed
mark would associate the design feature with the flag of
Switzerland. 45

Therefore, registration of the applicant’s mark is prohibited by
Section 2(b).

In re Shabby Chic Brands LLC

In another rare Section 2(b) case, the Board affirmed a refusal
of the mark shown below left for various goods, including furniture,
dinnerware, and fabrics, on the ground that the mark comprises a
design that simulates a governmental insignia of the United
Kingdom, namely, the Prince of Wales’ emblem, shown below
right.46

43 Id. at 1887.
4 Id. at 1888.
45 Id. at 1889.
46 In re Shabby Chic Brands LLC, 122 U.S.P.Q.2d 1139 (T.T.A.B. 2017).



16 Vol. 108 TMR

Section 2(b) bars registration of a mark that “[c]onsists of or
comprises the flag or coat of arms or other insignia . . . of any foreign
nation, or any simulation thereof.” (Emphasis supplied.) Thus the
issue before the Board involved two questions: (1) Is the Prince of
Wales’ emblem an insignia of a foreign nation; and (2) if so, does the
applied-for mark consist of or comprise that insignia or a simulation
thereof?

Insignia?: The Prince of Wales is a member of the British royal
family and is heir to the throne. The emblem at issue here has a long
association with the Prince of Wales; its use dates back to the 14th
Century. The Government of the United Kingdom identified the
emblem as “[t]he official emblem of the Prince of Wales” when it
notified the World Intellectual Property Organization (WIPO) in
2005, under the Paris Convention,4” that this emblem is a “state
emblem” of the United Kingdom. WIPO transmitted this notification
to the USPTO pursuant to Article 6ter of the Paris Convention.*8

The United States has implemented its obligations under Article
6ter, in part, through Section 2(b) of the Lanham Act.4® The USPTO
assigned the emblem a serial number?® specifically identifying the
entry as “non-registration data” and it entered that data into the
USPTO search database to assist examining attorneys when
considering possible statutory refusals. This item in the database is
not a registration and thus not a basis for a Section 2(d) refusal, but
it may form the basis of a Section 2(a) or 2(b) refusal.5!

The Board concluded that the Prince of Wales’ emblem is an
“Insignia of national authority” on a par with a coat of arms, as
found in Section 2(b), and therefore that the emblem qualifies as an
insignia of a foreign nation.52

Simulation?: Because of the differences between the applied-for
mark and the emblem, the Board found that the mark does not
consist of, or comprise, the emblem per se. As to whether the mark
is a “simulation” of the emblem, the Board must consider the “first

47 International Convention for the Protection of Intellectual Property, Mar. 20, 1883, as
revised at Stockholm on July 14, 1967.

48 In re Shabby Chic Brands LLC, 122 U.S.P.Q.2d at 1141.
49 Inre Rush, 74 U.S.P.Q.2d 1174, 1176 (Fed. Cir. 2005).
50  Serial No. 89001177.

51 In re Shabby Chic Brands LLC, 122 U.S.P.Q.2d at 1142.
52 Id.
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impression gathered from a view of such mark without a careful
analysis and side-by-side comparison . .. .”53

The Board noted several differences, including the banner and
wording “Ich Dien” that are missing from the applicant’s mark. In
addition, the applicant’s mark includes the initials “SC” in front of
the shield, the quill ends of the feathers are not visible below the
crown in the applicant’s mark, the crowns are slightly different in
design, and the feathers are arranged somewhat differently.
Nonetheless, the similarities in their commercial impressions
outweigh these differences.

[Bloth Applicant’s mark and the Prince of Wales’ emblem
create the same overall impression, that of a heraldic crown
with three large feathers extending up from the crown. In
addition, given the fact that some variation in the
representation of the Prince of Wales’ emblem is permitted,
1t is possible that consumers viewing Applicant’s mark would
ascribe any differences between Applicant’s mark and the
emblem to such permitted variation.54

The Board therefore found that the applied-for mark is a
simulation of an insignia of a foreign nation, namely, the Prince of
Wales’ emblem.

The applicant argued that it is unlikely that customers will
believe that the applied-for mark has any association or connection
with the Prince of Wales. The Board pointed out, however, that the
Prince is able to grant Royal Warrants of appointment to companies,
who may then display “The Prince of Wales’ Feathers” on their
products. Therefore, consumers might believe that the applicant has
been granted such a Royal Warrant.

The applicant also asserted that its mark has co-existed with the
Prince of Wales’ emblem for 13 years without objection or confusion,
but the Board pointed out that absence of objection or confusion is
irrelevant, since Section 2(b) is an absolute bar and confusion plays
no part in the analysis.

Finally, the applicant pointed to two now-cancelled registrations
that it owned for nearly identical marks, arguing that it is illogical
to deny registration here. The Board observed, once again, that each
application must be considered on its own merits, and the Board is
not bound by the decisions of examining attorneys in other cases.
Moreover, the Board noted, the marks in the two prior registrations
were examined in 2003, before the Prince of Wales’ emblem was
claimed and recorded as a state emblem.

53 Id., quoting In re Advance Indus. Sec., Inc., 194 U.S.P.Q. 344, 346 (T.T.A.B. 1977).
54 Id. at 1143.

5  See, e.g., In re Nett Designs, Inc., 57 U.S.P.Q.2d 1564, 1566 (Fed. Cir. 2001) (“Even if
some prior registrations had some characteristics similar to Nett Designs’ application,
the PTO’s allowance of such prior registration does not bind the Board or this court.”).
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3. Section 2(d) Likelihood of Confusion
a. Likelihood of Confusion Found
In re Morinaga Nyugyo Kabushiki Kaisha

Confirming the value of a registration on the Supplemental
Register, the Board affirmed a Section 2(d) refusal of MT. RAINIER
THE MOUNTAIN OF SEATTLE ESPRESSO & MILK and Design
for various espresso coffee-based products [ESPRESSO & MILK
disclaimed], finding the mark likely to cause confusion with the
standard character mark MOUNT RAINIER COFFEE COMPANY,
registered on the Supplemental Register for “coffee” [COFFEE
COMPANY disclaimed].5¢

The record evidence was clear that the involved goods are
identical or closely related, since “espresso coffee,” an essential
component of the applicant’s goods, is a kind of “coffee.”

The Board agreed with the examining attorney that the involved
marks are significantly similar. The dominant portions of the marks
are virtually identical: MT. RAINIER and MOUNT RAINIER. The
words “COFFEE COMPANY” in the registrant’'s mark and
“ESPRESSO & MILK” in the applicant’s mark are generic, or at
least very highly descriptive, and therefore of little or no trademark
significance. The Board recognized that the applicant’s mark also
contains the image of a mountain and the words “THE MOUNTAIN
OF SEATTLE,” but they reinforce, rather than detract from, the
impression made by the words “MT. RAINIER.” Moreover, the
phrase “THE MOUNTAIN OF SEATTLE” is far less prominent than
1s “MT. RAINIER.” The fact that the applicant’s mark includes color
and a circular carrier is not significant, since the registrant’s
standard character mark is not limited to any particular color or
font, and the circular background is an ordinary shape that would
not change the commercial impression conveyed by the applicant’s
mark.

5 In re Morinaga Nyugyo Kabushiki Kaisha, 120 U.S.P.Q.2d 1738 (T.T.A.B. 2016). The
Section 2(e)(3) refusal is discussed in Part I.C.5, below.



Vol. 108 TMR 19

The Board concluded that the marks, viewed in their entireties,
are substantially similar in appearance, sound, meaning, and
commercial impression.

The applicant argued that the cited mark, since it is registered
on the Supplemental Register, is inherently weak and therefore
entitled to a narrow scope of protection. The Board pointed out,
however, that it is settled law that a mark on the Supplemental
Register may be cited as a bar to registration under Section 2(d).57
“[L]ikelihood of confusion can be found even if a term is merely
descriptive and does not identify source: Registration on the
Supplemental Register is sufficient, and a showing of trade identity
rights in the form of secondary meaning is unnecessary.”>8

The applicant further asserted that the scope of protection to be
accorded a descriptive mark is limited to substantially identical
marks for substantially identical goods, but the Board disavowed
that theory in In re Smith & Mehaffey.?® Although a mark on the
Supplemental Register may be weaker and of less ability to preclude
registration of a similar mark, there is no categorical rule like that
posited by the applicant and there is no different test for likelihood
of confusion to be applied in such a case.

Although the record suggested that the registered mark was
deemed primarily geographically descriptive, since the registrant is
located near Washington’s Mt. Rainier, such a mark is eligible for
the Principal Register upon a showing of acquired distinctiveness,
and there was nothing to suggest that the cited mark is generic or
highly descriptive of the goods.

The applicant pointed to several third-party registrations for
marks incorporating the term “RAINIER,” in an effort to show the
marketplace weakness of the registrant’s mark. However, third-
party registrations standing alone are not evidence of use of the
marks on a commercial scale, or that consumers are so accustomed
to seeing them that they have learned to distinguish the marks
based on minor differences. As to marketplace strength, third-party
registrations may not be given any weight.®0

Evidence of extensive third-party use of a term in connection
with similar goods is clearly probative of the term’s marketplace
weakness, but the applicant did not provide any such evidence.

57 Towers v. Advent Software Inc., 16 U.S.P.Q.2d 1039, 1042 (Fed. Cir. 1990); see also In re
Research and Trading Corp., 230 U.S.P.Q. 49 (Fed. Cir. 1986); In re Clorox Co., 198
U.S.P.Q. 337 (C.C.P.A. 1978).

58 Id.
59 In re Smith & Mehaffey, 31 U.S.P.Q.2d 1531, 1533 (T.T.A.B. 1991).

60 Cf. Jack Wolfskin Ausrustung Fur Draussen GmbH v. New Millennium Sports, S.L..U.,
797 F.3d 1363, 116 U.S.P.Q.2d 1129, 1136 (Fed. Cir. 2015) (evidence of extensive use and
registration of a term by others “can be ‘powerful on its face,” even where the specific
extent and impact of the usage has not been established”), quoting Juice Generation, Inc.
v. GS Enters. LLC, 794 F.3d 1334, 115 U.S.P.Q.2d 1671, 1674 (Fed. Cir. 2015)).
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Nonetheless, third-party registrations are relevant regarding
the inherent or conceptual strength of a mark because they reflect
how terms are used in connection with the identified goods or
services.®? The more descriptive a term, the less likely that
consumers will attach source-identifying significance to the term.

Here there was no dispute as to the likely meaning of MOUNT
RAINIER: it is a mountain in the state of Washington, and probably
in the general vicinity of the registrant’s business. Other than that,
the term has no apparent significance with respect to the involved
goods.

We thus recognize that Registrant’s MOUNT RAINIER
COFFEE COMPANY mark is likely geographically
descriptive. But geographic descriptiveness is a separate
inquiry from determining likelihood of confusion, and even if
a geographically descriptive mark may not be given a broad
scope of protection, the fact that it is registered on the
Supplemental Register is enough for it to ground the ex parte
refusal of an application for registration of a similar mark for
use on the same or closely related goods or services.52

And so the Board concluded that the applicant’s mark is likely
to cause confusion with the cited mark, and it affirmed the Section
2(d) refusal to register.

In re USA Warriors Ice Hockey Program, Inc.

The Board affirmed a Section 2(d) refusal of the mark shown
below left, for “arranging and conducting ice hockey programs for
injured and disabled members and veterans,” finding it likely to
cause confusion with the mark shown below right, for entertainment
and association services related to hockey.®? The applicant did not
dispute that the marks are similar and the services related. Instead
it contended that the registrant had consented to registration of the
applied-for mark, and that under In re Strategic Partners, Inc.,%* the
13th du Pont factor® should be considered in light of the applicant’s
ownership of the slightly different color logo mark, shown further
below, for the same services.

61 See Juice Generation, Inc. v. GS Enters. LLC, 115 U.S.P.Q.2d at 1674-75. Jack Wolfskin
Ausrustung Fur Draussen GmbH v. New Millennium Sports, S.L..U., 116 U.S.P.Q.2d at
1136.

62 Jn re Morinaga Nyugyo Kabushiki Kaisha, 120 U.S.P.Q.2d at 1746.

63 In re USA Warriors Ice Hockey Program, Inc., 122 U.S.P.Q.2d 1790 (T.T.A.B. 2017).

64 In re Strategic Partners, Inc., 102 U.S.P.Q.2d 1397 (T.T.A.B. 2012).

65 In re E.I. du Pont de Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563, 567 (C.C.P.A.
1973). The du Pont opinion sets forth the principal factors that “must be considered” in
determining likelihood of confusion. The 13th factor is a catch-all: “Any other established
fact probative of the effect of use.”
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SRCe nockey
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du Pont 13: The applicant argued that this case is analogous to
Strategic Partners, where the Board reversed a Section 2(d) refusal
of the mark ANYWEAR in stylized form, for footwear, in view of the
applicant’s ownership of the substantially similar mark
ANYWEARS, also for footwear, that had co-existed with the cited
registered mark for more than five years. The Board there observed
that the catch-all thirteenth du Pont factor “accommodates the need
for flexibility in assessing each unique set of facts.”6¢ It concluded
that the thirteenth factor “outweighs the others and leads us to
conclude that confusion is unlikely.”¢7

SCr wockey

NONE
TOUGHER

MONE
TOUGHER

The Board pointed out, however, that in Strategic Partners, the
co-existing registrations were each more than five years old and
thus immune to attack under Section 2(d).68 Here, however, the
applicant’s existing registration has co-existed with the cited
registration for less than five years, and is still subject to possible
cancellation under Section 2(d). This is a “key factual distinction
from Strategic Partners. *** [W]hile the 3% year co-existence of
Applicant’s prior registration and the cited registrations is a

66 In re Strategic Partners, Inc., 102 U.S.P.Q.2d at 1399.
67 In re USA Warriors Ice Hockey Program, Inc., 122 U.S.P.Q.2d at 1793, quoting Strategic
Partners, 102 U.S.P.Q.2d at 1400.

68 Under Section 14 of the Lanham Act, 15 U.S.C. § 1064, once a registration reaches its
fifth anniversary, it is subject to cancellation on certain enumerated grounds, but not
including likelihood of confusion under Section 2(d).
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relevant consideration, it does not outweigh the other du Pont
factors in this case.”6?

Finally, the Board noted once again that the issuance of a first
registration to the applicant does not require approval of the second
mark. As the Board has repeatedly pointed out, it 1s not bound by
the decision of a Trademark Examining Attorney in another case.”

Consent: The applicant pointed to display of its registered mark
on the opposer’s website, accompanied by a short discussion of the
applicant’s organization. However, there was no written consent
agreement and the Board will not infer that the registrant
consented to registration based on its apparent knowledge of the
previously registered, slightly different mark. The Board pointed to
In re Opus One Inc.,* where there was likewise no indication that
the applicant sought a consent to register, or that the applicant was
even aware of the application to register:

[R]egistrant’s conduct, particularly the fact that registrant
has not objected to applicant’s use of the mark, reasonably
might also be attributable to a belief on registrant’s part that
applicant is using the mark pursuant to registrant’s approval
and permission, and that registrant has the right to require
applicant to cease using the mark in the event that the
quality, nature or extent of applicant’s restaurant services
were to change in a way detrimental to registrant’s
interests.”2

The Board concluded that, because “Applicant’s evidence lacks
the weight Applicant attributes to it without an actual written
consent to registration,” the applicant failed to prove the
registrant’s consent to registration.”

4. Section 2(e)(1) Mere Descriptiveness

In re LC Trademarks, Inc.

In a case of first impression, the TTAB ruled that an applicant,
when seeking registration based upon acquired descriptiveness
under Section 2(f),’* may rely on a “family of marks” argument to

69 In re USA Warriors Ice Hockey Program, Inc., 122 U.S.P.Q.2d at 1793.
70 See note 55, above.
7 60 U.S.P.Q.2d 1812, 1821 (T.T.A.B. 2001).

72 In re USA Warriors Ice Hockey Program, Inc., 122 U.S.P.Q.2d at 1794, quoting In re
Opus One, Inc., 60 U.S.P.Q.2d 1812, 1821 (T.T.A.B. 2001). See also In re Ass’n of the U.S.
Army, 85 U.S.P.Q.2d 1264, 1274 (T.T.A.B. 2007) (even if the U.S. Army consents to
applicant’s use of its mark, “there is nothing in the record from which we might infer
that the U.S. Army also consents to applicant’s registration of the mark.” (Emphasis
added by the Board.)

7 Id. at 1795.

74 Section 2(f) of the Lanham Act, 15 U.S.C. § 1052(f), provides in pertinent part: “Except
as expressly excluded in subsections (a), (b), (c), (d), (e)(3), and (e)(5) of this section,
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support its claim.”® Nonetheless, the Board affirmed a Section
2(e)(1) mere descriptiveness refusal of the mark DEEP!DEEP! DISH
PIZZA, in standard characters form, for “pizza” [DEEP DISH
PIZZA” disclaimed], finding that the applicant’s proofs fell short of
establishing acquired distinctiveness.

By seeking registration under Section 2(f), the applicant
conceded that the applied-for mark is not inherently distinctive for
the goods.”™ To establish acquired distinctiveness, a party must
show that “the relevant public understands the primary significance
of the mark as identifying the source of a product or service rather
than the product or service itself.”’” The more descriptive the term
at issue, the greater the applicant’s burden to prove acquired
distinctiveness.’®

The applicant argued that the repetition of the word “DEEP!”
alters the meaning and impression that are ordinarily conveyed by
the single word “DEEP” alone. The Board disagreed. “Considering
the meaning of the word ‘deep’ in the common expression ‘deep dish
pizza, members of the relevant public would likely view the
repetition of DEEP! merely as an emphatic description of the
bountiful quality of Applicant’s deep dish pizza.””™ The applicant’s
repetitive use of “DEEP!” underscored the highly descriptive nature
of the term, and therefore the applicant’s burden to prove acquired
distinctiveness was proportionately higher.

Applicant LC claimed that its mark is a member of a family of
“double word” marks (each mark having a repeated word with
exclamation points after each word), which contributes to the
acquired distinctiveness of the subject mark: for example, PIZZA!
PIZZA!, PARTY! PARTY!, and THANK YOU! THANK YOU!. The
applicant contended that “consumers will easily connect the
DEEP!DEEP! DISH PIZZA mark with Applicant because in the
world of pizza restaurants, double word marks mean [Applicant’s
exclusive licensee] Little Caesars.”80

nothing herein shall prevent the registration of a mark used by the applicant which has
become distinctive of the applicant’s goods in commerce. The Director may accept as
prima facie evidence that the mark has become distinctive, as used on or in connection
with the applicant’s goods in commerce, proof of substantially exclusive and continuous
use thereof as a mark by the applicant in commerce for the five years before the date on
which the claim of distinctiveness is made.”

75 In re LC Trademarks, Inc., 121 U.S.P.Q.2d 1197 (T.T.A.B. 2016).

76 In re Tires, Tires, Tires Inc., 94 U.S.P.Q.2d 1153, 1157 n.3 (T.T.A.B. 2009) (quoting In re
MGA Entertainment, Inc., 84 U.S.P.Q.2d 1743, 1747 (T.T.A.B. 2007)).

77 In re Steelbuilding.com, 75 U.S.P.Q.2d 1420, 1422 (Fed. Cir. 2005). (Emphasis added by
the Board.)

7 Id. at 1424.

7  In re LC Trademarks, Inc., 121 U.S.P.Q.2d. at 1199. See In re Disc Jockeys, Inc., 23
U.S.P.Q.2d 1715, 1716 (T.T.A.B. 1992) (repetitive use of the term “DJ” as “DJDJ” for disc
jockey services did not diminish its descriptiveness).

80 Jd. at 1201.
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The examining attorney maintained that, as in ex parte Section
2(d) determinations, Applicant L.C should not be permitted to invoke
the family of marks doctrine.8! The Board disagreed.

[A]n applicant may, in the context of ex parte prosecution of
an application that has been refused registration under
Section 2(e)(1), present evidence of a family of marks to help
prove acquired distinctiveness of a new member of that
family under Section 2(f).82

The Board observed that L.C bore the “substantial burden” to
prove “first, that its claimed family of ‘double word’ marks has
acquired distinctiveness, and second, that the public recognition of
that family helps the subject ‘family member’ mark, in turn, acquire
distinctiveness.”#3

Mere ownership of a series of similar marks does not suffice to
establish a family of marks.%* To prove the existence of a family of
marks, Applicant LC was required to show that the purported
family “(1) has a recognizable common characteristic, (2) that is
distinctive, and (3) that has been promoted in such a way as to
create ‘recognition among the purchasing public that the common
characteristic is indicative of a common origin of the goods or
services.”85 LLC failed to satisfy any of those three elements.

First, the Board found that, although it is theoretically possible
that a common structure could be the common element of a family
of marks, here LC’s structure consisting of a descriptive word and
an exclamation point followed by the same word and another
exclamation point “is too abstract to constitute a common
characteristic that could give rise to a family of similarly-structured
marks.”8 Allowing registration of LLC’s double word structure would
pave the way for LC to “enforce almost any descriptive word in the
dictionary, so long as it repeats.”®” This would create an
unacceptable risk to competition and would be analogous to a
registering a phantom mark.

81 In an ex parte appeal from a Section 2(d) likelihood of confusion refusal, neither the
examining attorney nor the applicant may invoke the family of marks doctrine. Id. at
1203. See, e.g., In re Hitachi High-Techs. Corp., 109 U.S.P.Q.2d 1769, 1772 (T.T.A.B.
2014); In re Mobay Chem Co., 166 U.S.P.Q. 218, 219 (TTAB. 1970); TMEP
§ 1207.01(d)(xi).

82 Jn re LC Trademarks, Inc., 121 U.S.P.Q.2d. at 1202.
8  Id. at 1204.

8¢ Truescents LLC v. Ride Skin Care LLC, 81 U.S.P.Q.2d 1334, 1337-38 (T.T.A.B. 2006);
Sports Authority Michigan Inc. v. PC Authority Inc., 63 U.S.P.Q.2d 1782, 1800 (T.T.A.B.
2001).

85 In re LLC Trademarks, Inc., 121 U.S.P.Q.2d. at 1204, quoting Wise F & I, LL.C v. Allstate
Ins. Co., 120 U.S.P.Q.2d 1103, 1109 (T.T.A.B. 2016).

86 Id. at 1205.
87 Id.
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Applicant LLC’s purported family also failed to satisfy the second
required element, distinctiveness. Repetition of a word does not
normally overcome its descriptive or generic nature. Double word
marks like DEEP!DEEP!, punctuated by exclamation points, “are
more likely to be taken as intensifiers than as source-identifiers.”88

Finally, LL.C failed to satisfy the third element: that the marks
containing the family feature have been used and promoted together
in a manner sufficient to create public recognition of the family.89

In view of the broad and abstract nature of Applicant’s
claimed family, as well as the degree of descriptiveness of its
proposed mark, we find the evidence insufficient to support
a finding of acquired distinctiveness of the putative family of
marks. 0

Putting aside the “family of marks” argument, the Board also
found insufficient the evidence that the applied-for mark by itself
has acquired distinctiveness. The sales figures provided may show
the popularity of the products, but they do not necessarily show
consumer recognition of the mark as a source indicator. The samples
of advertising did not demonstrate the advertising’s magnitude,
geographic extent, duration, circulation, or viewership. Moreover,
LC’s double-word marks are always displayed with other marks,
including the applicant’s house mark, LITTLE CAESARS.

In sum, the Board concluded that Applicant L.C failed to meet its
burden of proving acquired distinctiveness, and so it affirmed the
Section 2(e)(1) refusal.

In re Calphalon Corp.

Sometimes a small mistake by an applicant leads to a larger
problem, and that’s what happened here. The Board affirmed a
Section 2(e)(1) refusal to register the mark SHARPIN, in standard
character form, finding the mark to be merely descriptive of “cutlery
knife Dblocks which incorporate built-in sharpeners that
automatically sharpen knives.”9! Applicant Calphalon asserted that
the examining attorney had erroneously failed to enter its
amendment of the mark to the special form “SharpIN” and instead
improperly treated the mark as a standard character mark
(although the examining attorney accepted the amendment to the
drawing). Calphalon further contended that SharpIN (in special
form) is incongruous or a double entendre. No dice, said the Board.

Form of the Mark: The Board first considered whether the mark
of the amended drawing, SharpIN, should be treated as a standard

88 Id.

89 Id. See In re 3Com Corp., 56 U.S.P.Q.2d 1060, 1062 n.4 (T.T.A.B. 2000).
9%  Id. at 1207.

91 In re Calphalon Corp., 122 U.S.P.Q.2d 1153 (T.T.A.B. 2017).
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character mark or a special form mark. Calphalon’s counsel had
discussed the amendment of the drawing from SHARPIN to
SharpIN with the examining attorney and Calphalon now
maintained that the examining attorney disregarded that
discussion and failed to designate the mark as a special form mark.
At a minimum, Calphalon argued, the examining attorney should
have contacted it to seek clarification.2

The Board, however, found that the record was not unclear as to
whether the submitted drawing was intended to be treated as a
standard character drawing. The applicant’s amended drawing met
the requirements of Rule 2.529 for a standard character drawing
“because the letters in its mark continued to be depicted in Latin
characters, and the uppercase and lowercase letters in the drawing
are part of the ‘standard character set that lists letters, numerals,
punctuation marks, and diacritical marks that may be used in a
standard character drawing.”9 A standard character mark may be
depicted in any font style or size, but the USPTO will convert the
depiction to a standardized typeface for printing in the Official
Gazette and on the registration certificate. Similarly, if the
application is filed electronically, the mark will be automatically
convert any wording typed into the standard-character field to a
standardized typeface.

The Board pointed out that, when Calphalon requested the
drawing amendment via TEAS,? it did not select the special form
option; the standard character designation remained the
designation of choice. The amended drawing did not, as Calphalon
argued, require the Office to re-designate it as “special form.”

Calphalon requested a remand to the examining attorney for
“clarification to special form,” but the Board saw no need for remand
because the examining attorney had treated the drawing properly.

92 See TMEP Section 807.03(h): “When it is unclear from the record whether the submitted
drawing was intended to be a standard character drawing, the examining attorney must
contact the applicant for clarification.”

93 Trademark Rule 2.52, 37 C.F.R. § 2.52, states that there are two types of drawing: the
standard character (typed) drawing and the special form drawing. As to the standard
character drawing, Rule 2.52(a) states: “Applicants who seek to register words, letters,
numbers, or any combination thereof without claim to any particular font style, size, or
color must submit a standard character drawing that shows the mark in black on a white
background. An applicant may submit a standard character drawing if:

(1) The application includes a statement that the mark is in standard characters
and no claim is made to any particular font style, size, or color;

(2) The mark does not include a design element;
(3) All letters and words in the mark are depicted in Latin characters;
(4) All numerals in the mark are depicted in Roman or Arabic numerals; and
(5) The mark includes only common punctuation or diacritical marks.
94 In re Calphalon Corp., 122 U.S.P.Q.2d at 1159, quoting TMEP § 807.03(b).
9% “TEAS” is an acronym for the USPTO’s Trademark Electronic Application System.
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Nor was the Board moved by the applicant’s assertion that it first
learned that the drawing would be treated as a standard character
drawing when it received the examining attorney’s appeal brief. It
was the applicant who so characterized the mark when submitting
the amended drawing (i.e., it did not choose the special form option).

Having elected to seek registration of its proposed mark as a
standard character mark, and having offered no persuasive
justification for taking a contrary position for the first time
in its reply brief on appeal, Applicant must have the
descriptiveness of the mark assessed without limitation to
any particular depiction of that term.%

Mere Descriptiveness: Not surprisingly, the examining attorney
contended that consumers would perceive the mark SHARPIN as
equivalent to the word “sharpen” and thus descriptive of a function
of the goods. Calphalon maintained that the mark itself does not
immediately convey a readily understood meaning to consumers,
but the Board pointed out once again that the determination of mere
descriptiveness is not a guessing game: a mark must be considered
in the context of the goods at issue.

As to incongruity, the Board found none. The standard character
mark SHARPIN immediately invokes an “association with the
phonetically-identical and otherwise virtually-identical word
‘sharpen,” and there is nothing incongruous about the use of the
word sharpen (or its phonetic equivalent SHARPIN) to describe the
function of goods identified as ‘cutlery knife blocks which
incorporate built-in sharpeners that automatically sharpen
knives.”97

Calphalon claimed that the mark is a double entendre:
“[c]onsumers will understand the mark to refer both to sharpening
knives and that a sharpener is built within the knife block.”98 The
Board, however, found that the first proposed meaning is the only
readily apparent one for the mark in standard character format.

Applicant’s mark i1s not a double entendre because
Applicant’s briefs make it clear that the possible existence of
Applicant’s second proposed meaning of SHARPIN—that “a
sharpener is built within the knife block”—inheres in the
presentation of the mark in a special form as SharpIN, and
that is not the form of the mark for which Applicant seeks
registration.?

And so the Board affirmed the refusal.

9 In re Calphalon Corp., 122 U.S.P.Q.2d at 1160.
97 Id. at 1163.

9% Id.

99 Id. at 1164.



28 Vol. 108 TMR

In re Well Living Lab Inc.

In a bit of a snoozer, the Board affirmed a Section 2(e)(1) refusal
of the mark WELL LIVING LAB, finding it merely descriptive of
scientific research services in the field of human health and wellness
in indoor environments.'% Discounting the applicant’s largely
outdated evidence that “well living” refers to leading a moral life,
the Board instead relied on more current evidence employing the
phrase to mean “health and wellness.”

Beginning with the word “lab”—defined as a “room or building
equipped for scientific experiments, research”—the Board concluded
that it refers to the location where the applicant’s research services
take place. At best, “lab” is merely descriptive, if not generic, for the
services.

As to “well living,” the applicant provided definitions from the
Oxford Dictionary: for example, “the action or fact of leading a good
life, especially with respect to moral virtue.” The definitions
included the comment that this sense of the term is “Now somewhat
archaic.” The Board gave this evidence some weight because some
consumers may be aware of this meaning, but it found more
probative the examining attorney’s website evidence demonstrating
that “well living” has essentially the same descriptive meaning as
“health and wellness.”

Combining the descriptive term “well living” with the
nondistinctive term “lab” to form “WELL LIVING LAB” yields a
phrase that is “no more than the sum of its individual parts:”10t

It immediately informs consumers of Applicant’s scientific
research and product testing services about a feature or
characteristic of the services, namely, that they involve
research of products designed to improve a user’s health and
wellness conducted in a laboratory environment.
Accordingly, Applicant’s mark WELL LIVING LAB is merely
descriptive of Applicant’s services. 192

In re United Trademark Holdings, Inc.

In a much more interesting mere descriptiveness case, the Board
affirmed a Section 2(e)(1) refusal of LITTLE MERMAID for
“dolls.”193 Drawing a distinction between character names in the
public domain and those derived from works in which the applicant
owns intellectual property rights, the Board concluded that
consumers will not perceive LITTLE MERMAID as a source
identifier but instead will “understand the mark to describe the

100 Jn re Well Living Lab Inc., 122 U.S.P.Q.2d 1777 (T.T.A.B. 2017).

101 Jd. at 1781.

102 Id

103 Jn re United Trademark Holdings, Inc., 122 U.S.P.Q.2d 1796 (T.T.A.B. 2017).
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public domain character in the Hans Christian Andersen fairy tale,
as well as a young or little mermaid.”104

“The Little Mermaid” is a well-known fairy tale by the Danish
author Hans Christian Andersen. First published in 1837, it has
been adapted many times, including as a Disney film (1989) and a
stage musical based on the film (2008).

The applicant did not disagree that the term “Little Mermaid”
immediately and directly describes a doll featuring the appearance
of a young or small mermaid. It argued, however, that the mark also
immediately conveys the commercial impression of the name of the
public domain, fictional character, and that this aspect of the mark
1s not merely descriptive of its goods. The Board agreed in part,
finding that “the immediate commercial impression” evoked by
LITTLE MERMAID, when used for dolls, is the fictional
character.105

The Board observed that its case law draws a distinction
between “situations where the character is in the public domain and
where the applicant owns intellectual property rights in the work(s)
from which the character arose.”'%¢ For example, MARTHA
WASHINGTON was found merely descriptive of character dolls
“because the mark identifies an historical figure which consumers
do not necessarily link to commercial entities as they do a fictional
character.”97 A character like SUPERMAN, however, is a
proprietary creation, promoted by an entity that markets all
manner of products. Consumers expect goods and services bearing
the name (or image) of SUPERMAN to emanate from, or be
produced or licensed by, the entity that created the character and
has the right to profit from its commercialization.08

A fictional public domain character like the Little Mermaid of
the Andersen fairy tale is not necessarily linked to a specific entity.
“[Plrospective purchasers expect dolls labeled as LITTLE
MERMAID to represent the fairy tale character and, thus, [the
mark] describes the purpose or function of the goods (i.e., to
represent the Little Mermaid of the fairy tale).”19° Other doll makers
have a competitive need to use the name LITTLE MERMAID to
describe their products.

The applicant asserted that the names of public domain
characters have been regularly registered by the USPTO without

104 Jd. at 1800.

105 Jd. at 1799.

106 Id

107 In re Carlson Dolls Co., 31 U.S.P.Q.2d 1319 (T.T.A.B. 1994).

108 See In re DC Comics, Inc., 215 U.S.P.Q. 394 (C.C.P.A. 1982) (drawings of the fictional
characters Superman, Batman, and Joker were held to function as trademarks for toy
dolls of such characters).

109 Jn re United Trademark Holdings, Inc., 122 U.S.P.Q.2d at 1799.
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requirement of a disclaimer or a showing of acquired distinctiveness
(e.g., WALT DISNEY’S CINDERELLA, RAPUNZEL, and TINKER
BELL). The Board, however, pointed out once again that each case
must be decided on its own merits based on the record then before
the Board.110 Third-party registrations are of little persuasive value;
they do not estop or disqualify the Board from correctly deciding the
case before it.

5. Section 2(e)(3) Primarily Geographically
Deceptively Misdescriptive

In re Morinaga Nyugyo Kabushiki Kaisha

Reversing a rather feeble Section 2(e)(3)!!! refusal to register,
the Board found the mark MT. RAINIER THE MOUNTAIN OF
SEATTLE ESPRESSO & MILK and Design for various espresso
coffee-based products [ESPRESSO & MILK disclaimed] not
primarily geographically deceptively misdescriptive of the
applicant’s goods.!'? The examining attorney based the refusal on
the word “SEATTLE,” but the Board found that “SEATTLE” plays
a relatively minor role in the applicant’s mark, and the consuming
public would not consider the word “SEATTLE” as an indicator of
the origin of the goods.

THE MOUNTAIN
OF SEATTLE ~
«

G\A,p
SSSO -t

The examining attorney maintained that the focus of Section
2(e)(3) is whether the term in question is primarily geographic in the
context of the mark, not whether the geographic reference
dominates the mark.113 The applicant argued that the first element
of the pertinent test, set forth in In re Miracle Tuesday LLC,!4

110 See note 55, above.

11 Section 2(e)(3) of the Lanham Act, 15 U.S.C. § 1052(e)(3), bars registration of a mark
that “when used on or in connection with the goods of the applicant is primarily
geographically deceptively misdescriptive of them.”

12 Jn re Morinaga Nyugyo Kabushiki Kaisha, 120 U.S.P.Q.2d 1738 (T.T.A.B. 2016). The
Board’s affirmance of a Section 2(d) refusal in this case is discussed in Part I.C.3.a, above.

13 JId. at 1747.

114 In re Miracle Tuesday LLC, 104 U.S.P.Q.2d 1330, 1332 (Fed. Cir. 2012), stating the first
required element of the Section 2(e)(3) test to be whether “the primary significance of
the mark is a generally known geographic location.” The other two necessary elements
are whether “the consuming public is likely to believe the place identified by the mark
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requires a determination of “the primary significance of the
mark.”115

The Board observed that a refusal to register under Section
2(e)(3), by its terms, is appropriate only if what the applicant seeks
to register “consists of a mark” that 1is geographically
misdescriptive. Thus the focus is on whether the mark as a whole,
not merely some part of it, is “primarily geographically deceptively
misdescriptive.”

Although a geographic term in a compound mark may dominate
the commercial impression of a mark in a way that renders the
entire significance of the mark geographic, that is not the case here.
The Board did not find that the relevant public would consider the
word “SEATTLE” an indicator of the origin of the goods.

And so the Board reversed the Section 2(e)(3) refusal.

6. Section 2(e)(4) Primarily Merely a Surname
In re Eximius Coffee, LLC

In one of four surname rulings that emphasized consumer
perception over a more mechanical approach, the Board affirmed a
Section 2(e)(4)116 refusal of the mark ALDECOA for coffee, finding
the mark to be primarily merely a surname. Although ALDECOA is
a rare surname, the term has no other recognized meaning and
there is a “strong connection” between the surname and the owners
of the application: that is, the Aldecoa family runs the business.1?

A determination as to whether a mark is primarily merely a
surname “can be made only after the primary significance of the
mark to the purchasing public is determined ....”118 In In re
Etablissements Darty et Fils,1% the CAFC considered several factors
in its Section 2(e)(4) analysis, including “whether the applicant
adopted a principal’s name and used it in a way that revealed its
surname significance; whether the term had a nonsurname
‘ordinary language’ meaning; and the extent to which the term was
used by others as a surname.”'20 The “Benthin factors” of In re

identifies the origin of the goods bearing the mark, when in fact the goods do not come
from that place,” and “the representation was a material factor in the consumer’s
decision to purchase the goods.”

15 Jn re Morinaga Nyugyo Kabushiki Kaisha, 120 U.S.P.Q.2d at 1747. (Emphasis added by
applicant.)

116 Section 2(e)(4) of the Lanham Act, 15 U.S.C. § 1052(e)(4), bars registration of a mark
that “is primarily merely a surname.”

17 In re Eximius Coffee, LLC, 120 U.S.P.Q.2d 1276, 1283 (T.T.A.B. 2016).

18 Jn re Kahan & Weisz Jewelry Mfg. Corp., 184 U.S.P.Q. 421, 422 (C.C.P.A. 1975).
119 225 U.S.P.Q. 652 (Fed. Cir. 1985).

120 225 U.S.P.Q. at 653.
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Benthin Management GmbH'2! also may lead to relevant evidence
regarding the public’s perception of a term’s primary significance.

The applicant’s website traced the Aldecoa’s family history in
the coffee business for three generations to the present. Its specimen
of use displayed the phrase “Premium Family Coffee” and the year
“1926,” when Carlos de Aldecoa Fernandez founded the family
business. The Board found this evidence regarding the connection
of the name to the goods “persuasive of consumer perception of
ALDECOA as a surname.”122

Consumers are exposed to the surname significance
prominently on Applicant’s website and packaging. Thus,
whether offering its goods online or in the store, Applicant is
educating consumers as to the surname significance of
ALDECOA. Moreover, Applicant’s website indicates that
ALDECOA is not simply the name of the historical founder
of Applicant’s business at some time in the past. Rather,
ALDECOA identifies individuals who have been
continuously involved in the business and presently are
active participants in the daily operation and leadership of
the company.123

The evidence showed that ALDECOA has no recognized
meaning other than as a surname, albeit a rare one. The applicant
argued that an “extremely rare surname” cannot be primarily
merely a surname, pointing to (former) Judge Ellen J. Seeherman’s
concurring opinion in In re Human Cos., Inc.,2* a nonprecedential
TTAB decision, for the proposition that the purpose of Section
2(e)(4) 1s to ensure that other businesses or individuals “can use
their surnames in the marketplace.”'?5 If there are only a few
hundred persons with a particular surname, the argument goes,
then there is no need to bar registration on the Principal Register,
and no need to look at other factors in the analysis.

The Board was unmoved, pointing out that Section 2(e)(4) does
not exempt from its prohibition surnames shared by only a few, or
provide that the purpose of this Section it to protect others’ rights to
use their surnames except for those with uncommon surnames.

The Board concluded that the primary significance of ALDECOA
1s as a surname. The applicant’s association of its goods with the
family name was accorded “particular weight,” and there was no
persuasive evidence that ALDECOA would be perceived as anything
other than as a surname. The rareness of the surname and its

121 37 U.S.P.Q.2d 1332, 1333-34 (T.T.A.B. 1995).

122 Jn re Eximius Coffee, LLC, 120 U.S.P.Q.2d at 1279.
123 Id.

124 Serial No. 85483695 (T.T.A.B. June 4, 2014).

125 In re Eximius Coffee, LLC, 120 U.S.P.Q.2d at 1281.
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minimal public exposure in the media were outweighed by the
applicant’s use of ALDECOA as a surname.

During prosecution, the examining attorney pointed out the
possibility of registration on the Supplemental Register if the
applicant filed an amendment to allege use. After final refusal, the
applicant filed such an amendment, but it did not request an
amendment to the Supplemental Register. However, in its appeal
brief, the applicant requested, in the alternative if its appeal should
be denied, that the application be remanded for amendment to the
Supplemental Register.

After the case was fully briefed, the Board sua sponte suspended
the appeal and remanded the case to the examining attorney for
consideration of such an amendment. The examining attorney
accepted the amendment in the alternative and jurisdiction was
then restored to the Board.

The Board affirmed the Section 2(e)(4) refusal but stated that
the “application will issue on the Supplemental Register.”126

In re Integrated Embedded

In a case decided on the same day as the ALDECOA appeal
discussed immediately above, the Board affirmed a Section 2(e)(4)
refusal to register the mark BARR GROUP for engineering,
training, and expert witness services in the field of computer
hardware and software [GROUP disclaimed]. The evidence
established that Michael Barr is an active participant in applicant’s
activities and that consumers are exposed to his name on the
applicant’s website, and as a result consumers are likely to view
BARR as a surname. The Board also affirmed a Section 2(d) refusal
in view of the registered mark BARR for overlapping and/or related
services. 127

The Board observed again that resolution of the Section 2(e)(4)
issue “can be made only after the primary significance of the mark
to the purchasing public is determined ....”'28 In In re Benthin
Management GmbH,'2° the Board identified several “factors” that
may lead to pertinent evidence regarding that question.

Applicant’s specimens of use (a press release and a screenshot
from its website) referred to Michael Barr as a leading expert in

126 Jd. at 1283.
127 Jn re Integrated Embedded, 120 U.S.P.Q.2d 1504 (T.T.A.B. 2016).
128 Jn re Kahan & Weisz Jewelry Mfg. Corp., 184 U.S.P.Q. 421, 422 (C.C.P.A. 1975).

129 37 U.S.P.Q.2d 1332, 1333-34 (T.T.A.B. 1995). The Benthin factors are (1) the degree of a
surname’s rareness; (2) whether anyone connected with applicant has that surname; (3)
whether the term has any recognized meaning other than that of a surname; (4) whether
the term has the “structure and pronunciation” of a surname; and (5) whether the
stylization of lettering is distinctive enough to create a separate commercial impression.
When the mark is in standard characters, it is unnecessary to consider the fifth Benthin
factor. In re Yeley, 85 U.S.P.Q.2d 1150, 1151 (T.T.A.B. 2007).
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embedded systems and co-founder and Chief Technology Officer of
BARR GROUP. The website allowed website visitors to sign up for
newsletters from Mr. Barr in the field of computer firmware.
Visitors could also register to view an address by Mr. Barr and
participate in a live chat with him. The website listed his
qualifications and invited viewers to read his blog and his resume
and to follow him on social media.

Thus, Mr. Barr is not a historical figure who founded
Applicant in the distant past and of whom the public may not
be aware. To the contrary, the record evidence establishes
that Mr. Barr is an active participant in Applicant’s
activities under its mark, and that consumers are exposed to
his name in several locations on Applicant’s website such
that consumers are likely to view BARR, as it appears in
Applicant’s mark, as a surname.130

The examining attorney also submitted Lexis search results
indicating that BARR appears as a surname 13,622 times in its
telephone directory listings. The Lexis listings indicated that the
surname “Barr” is “not so unusual that such significance would not
be recognized by a substantial number of persons.”!31

The addition of the disclaimed term “GROUP” does not lend
source-identifying significance to the applicant’s mark. Considered
in its entirety in the context of the applicant’s services, BARR
GROUP “does not engender a consumer perception beyond that of a
surname.”132

The applicant submitted a number of third-party registrations
for marks that it characterized as containing “the name BARR.” It
did not argue that BARR has any meaning other than as a surname.
The Board observed that all of the registrations for marks consisting
solely of BARR were registered with a claim of acquired
distinctiveness if on the Principal Register, or were placed on the
Supplemental Register. Those registered on the Principal Register
without a Section 2(f) claim included the word “BARR” with
additional wording and/or designs that resulted in marks that, as a
whole, would not be perceived as primarily merely a surname: for
example, JOHN BARR, BARR + BARR, BARR-NUNN & Design.

The Board concluded that consumers would perceive the mark
BARR GROUP as primarily merely a surname, and so it affirmed
the Section 2(e)(4) refusal.

Supplemental Register: A mark deemed to be primarily merely
a surname is eligible for registration on the Supplemental Register.
The applicant was advised by the Examining Attorney that it could

130 Jn re Integrated Embedded, 120 U.S.P.Q.2d at 1507.

181 [d., quoting In re Etablissements Darty et Fils, 225 U.S.P.Q. 652, 653 (Fed. Cir. 1985),
which concerned the surname DARTY.

12 Iq.
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amend its application to seek registration on the Supplemental
Register, but it did not do so; instead it stated that it “reserved the
right” to so amend if the Section 2(e)(4) refusal were not withdrawn.
The Examining Attorney acknowledged that statement but pointed
out that, since no amendment was made, she would take no further
action on the proposed amendment.

The proper procedure would have been for the applicant to
amend its application to seek, in the alternative, registration on the
Supplemental Register. The reservation of a supposed right to
amend does not mean that the applicant should now be afforded the
opportunity to make the amendment in the event the Board affirms
the surname refusal, by remanding the application to the
Examining Attorney.

The precedents are clear that once the Board has rendered a
final decision, a request to amend to the Supplemental Register is
not possible. The application will not be reopened. And so the Board
denied the applicant’s request to remand the application to the
Examining Attorney for amendment to the Supplemental
Register.133

The Board’s analysis of the Section 2(d) issue was rather
straightforward. The applicant argued that the third-party
registrations show that BARR is weak and diluted, and therefore
the cited registration (registered under Section 2(f)) is not entitled
to a broad scope of protection. The Board, however, pointed out that
third-party registrations do not show what happens in the
marketplace or whether consumers are familiar with the marks.

Third-party registrations may show the sense in which a mark
is used in ordinary parlance, but here the registrations cover a wide
variety of goods and services, not those of the application or cited
registration, and many of the registrations include additional
wording and/or additional design elements that produce a different
commercial impression from the marks involved here. Therefore,
the third-party registration evidence did not show that the cited
mark “is entitled to such a narrow scope of protection as to permit
registration of a confusingly similar mark for related services.”134

The registrant’s “engineering services” encompassed the
applicant’s narrowly identified computer engineering services.
Third-party website evidence established that all of the applicant’s
services are related to those of the registrant. The subject
application and cited registration did not contain any limitation on
channels of trade or classes of consumers. And finally, although the
applicant’s clients may be highly experienced and purchases of the
applicant’s services may involve a deliberative decision, the Board

133 Compare the Board’s unforgiving treatment of this applicant with that accorded the
applicant in the ALDECOA case, immediately above.

134 Jn re Integrated Embedded, 120 U.S.P.Q.2d at 1513.
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pointed out once again that such purchasers are not immune from
confusion as to source, especially when the involved services are in
part legally identical and are offered under the same surname.

In re Adlon Brand GmbH & Co. KG
c¢/0 FUNDUS FONDS-Verwaltungen GmbH

In a third surname decision, a divided TTAB panel affirmed a
Section 2(e)(4) refusal of the mark ADLON for various goods and
services, including “hospitality industry services.” Although “Adlon”
1s a rare surname, the panel majority observed that it has no
meaning or significance other than as a surname. Judge T. Jeffrey
Quinn dissented, contending that “Adlon” is an extremely rare
surname that consumers would perceive as a coined term having no
meaning. 13>

The panel majority noted that practitioners and examining
attorneys often interpret and apply the Benthin!3¢ factors with “a
rigidity that 1s not warranted.”’3” The examining attorney
submitted website evidence demonstrating that “Adlon” is, in fact,
a surname. So-called “negative dictionary” evidence showed that
“Adlon” has no recognized meaning, nor is it the name of a
geographic location. The applicant admitted that the word has no
meaning in a foreign language.

The evidence indicated that there are approximately 75
individuals in the United States having the surname “Adlon.” One
1s an actress named “Pamela Adlon,” who purportedly has “achieved
a substantial degree of public recognition for her performances in
live-action roles,’!3® in certain television shows, and as a voice
actress. Evidence from the Internet Movie Database (IMDb)39
mentions several other entertainers and artists with the surname
“Adlon.”

The applicant argued that the “rareness” of the surname “Adlon”
should be dispositive in this case, since prior cases involving fewer
than 100 occurrences of a surname resulted in reversal of the
surname refusal. The Board, however, pointed out that a “strictly
numerical approach to a surname analys1s has been squarely
rejected.”140 The Board again observed that “even a rare surname is

135 In re Adlon Brand GmbH & Co. KG c¢/o FUNDUS FONDS-Verwaltungen GmbH, 120
U.8.P.Q.2d 1717 (T.T.A.B. 2016).

136 In re Benthin Mgmt. GmbH, 37 U.S.P.Q.2d 1332, 1333-34 (T.T.A.B. 1995). The Benthin
factors are set out in note 129, above.

137 In re Adlon Brand GmbH & Co. KG, 120 U.S.P.Q.2d at 1719.

138 Id. at 1720.

139 Found at http://www.imdb.com/.

140 See In re Etablissements Darty et Fils, 225 U.S.P.Q. 652, 653 (Fed. Cir. 1985).
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unregistrable if its primary significance to purchasers is a
surname.” 141

The applicant contended that consumers would perceive the
mark as indicating the applicant or its Hotel Adlon, and the source
of its goods and services. According to Wikipedia, the original Hotel
Adlon was one of the famous hotels in Europe, and served as the
social center of Berlin throughout the Nazi period. It was largely
destroyed in 1945, but has been rebuilt and now operates as the
Hotel Adlon Kempinski Berlin. The hotel has been the subject of
several films and documentaries.

The panel majority found this evidence to be problematical since
the hotel was named “Adlon” because that was the surname of its
founder, and it was subsequently run by family members. Thus,
according to the panel majority, the evidence shows ADLON “used
in a context that actually suggests that the term is a surname.”?42
The panel majority found no “objective countervailing evidence”!43

2

that would rebut the surname meaning of “Adlon”.

Examining the entire record to determine the primary
significance of the term ADLON, we find that the Examining
Attorney has demonstrated that ADLON is a surname that
is in use in the United States, that the public has been
exposed to and discussed ADLON as a surname, and that the
term ADLON has no other “ordinary language meaning.” We
further find that Applicant has failed to demonstrate that
the term has another significance that is its primary
significance as perceived by the public. We find, therefore,
that ADLON 1is primarily merely a surname and that the
refusal to register the mark must be affirmed.44

Judge Quinn, in dissent, opined that “the extreme rareness of a
surname may provide some insight into the perception of it by
consumers.”145 The legislative history of Section 2(e)(4) corroborates
the materiality of surname rareness.!46

Here the evidence revealed 75 persons with the surname
“Adlon.” Social media evidence uncovered a mere eight examples of
“Adlon” as a surname. The evidence regarding media attention
given to a single actress best known for her performance as the voice
of an animated character falls short of proving that ADLON is
primarily merely a surname. The other individuals with the
surname “Adlon” do not appear to enjoy any particular notoriety.

141 In re Eximius Coffee, LLC, 102 U.S.P.Q.2d 1276, 1281 (T.T.A.B. 2016).
142 Jn re Adlon Brand GmbH & Co. KG, 120 U.S.P.Q.2d at 1723.

43 Id.

4 Id. at 1724.

45 Jd. at 1725.

146 Citing In re Garan, Inc., 3 U.S.P.Q.2d 1537, 1540 n.12 (T.T.A.B. 1987).
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Moreover, Judge Quinn observed, there are no contextual clues
that identify “Adlon” as a surname. In contrast, for example, in
Darty'?7 the term “Darty” was used in a company name, “Darty et
Fils,” that reveals its surname significance. In Eximius Coffee,148 the
surname of those associated with the applicant was “Aldecoa” and
the product was promoted as a “premium family coffee.”

Based on the record, I find that consumers would not think
of the extremely rare surname ADLON primarily merely as
a surname because they are highly unlikely to have
encountered it as such, but rather would regard the term as
being a coined term or unknown term with an unknown
meaning. 149

With regard to the Hotel Adlon, Judge Quinn found it unlikely
that consumers in the United States would know of a single hotel in
Berlin, Germany, and less likely to know that Lorenzo Adler was
the hotel’s founder. In short, this portion of the record “plays a
minimal role in the surname analysis.” 150

In sum, Judge Quinn would reverse the refusal to register,
giving the applicant the benefit of any doubt arising from the record
evidence.

In re Beds & Bars Limited

In the fourth ruling downplaying the surname rareness factor,
the Board affirmed a Section 2(e)(4) refusal of the mark BELUSHI'S
for various travel, hotel, and restaurant services.'®® Although
BELUSHI is an “exceedingly rare” surname (only five people in the
United States are named BELUSHI), “the celebrity of John Belushi
and the continuing media attention on Jim Belushi support a
finding that a substantial portion of Americans know BELUSHI to
be a surname.”152

The examining attorney submitted Lexis/Nexis evidence
showing BELUSHI to be the surname of five individuals. There was
no evidence that BELUSHI has a meaning other than as a surname,
nor that anyone connected with the applicant has the surname
BELUSHI. The inclusion of the apostrophe in the applied-for mark
was a “contextual clue” that BELUSHI is a surname.

The applicant focused on the “extreme rarity” of the surname,
arguing that “because there are only five people in the entire United
States with the surname Belushi, substantially no one will be

147 In re Etablissements Darty et Fils, 225 U.S.P.Q. 652 (Fed. Cir. 1985).
148 JIn re Eximius Coffee, LLC, 102 U.S.P.Q.2d 1276, 1281 (T.T.A.B. 2016).
149 Jn re Adlon Brand GmbH & Co. KG, 120 U.S.P.Q.2d at 1727.

150 Jd. at 1728.

151 Jn re Beds & Bars Limited, 122 U.S.P.Q.2d 1546 (T.T.A.B. 2017).

152 Id. at 1551.
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adversely affected by the registration of Applicant’s mark
BELUSHI'S.”153 The examining attorney pointed to the fame and
publicity of the Belushi brothers, John and Jim, in the television
and film industries, which greatly increases the public’s awareness
of BELUSHI as a surname.

The Board observed that that “[e]ven a rare surname may be
held primarily merely a surname if its primary significance to
purchasers is that of a surname.”154 It found that “the rare surname
BELUSHI is so well-known as a result of media publicity that it
would be immediately recognized as a surname.”155

The relevant question is not simply how frequently a
surname appears, however, but whether the purchasing
public for Applicant’s services is more likely to perceive
Applicant’s proposed mark as a surname rather than as
anything else. How frequently it has been exposed to the
purchasing public as a surname, thereby causing consumers
to recognize it as such, is also of relevance in this case.156

The Board found this case to be similar to In re Gregory,'” in
which the mark ROGAN was found to be primarily merely a
surname in view of substantial media exposure of individuals with
that surname, including Baseball Hall of Famer Wilber Rogan,
author Barbara Rogan, actors Seth Rogan and Joe Rogan, and
former Congressman and USPTO Director James Rogan. The Board
concluded that “the name [Rogan] may be rare when viewed in
terms of frequency of use as a surname in the general population,
but not at all rare when viewed as a name repeated in the media
and in terms of public perception.”158

The applicant contended that In re Pyro-Spectaculars Inc.1% was
more to the point. There, the Board reversed a surname refusal of
SOUSA for fireworks and related entertainment services, based on
evidence of the continuing fame and notoriety of the historical band
leader and composer John Philip Sousa for his patriotic music, and
on the fact that fireworks and shows featuring pyrotechnics are the
types of goods and services that potential purchasers would
associate with patriotic events, figures, and music. The Board
consequently found that the primary significance of SOUSA, when
used in connection with fireworks and related services, was as the

153 Id. at 1550.

154 Id. at 1551.

155 Id.

156 Id.

157 In re Gregory, 70 U.S.P.Q.2d 1792 (T.T.A.B. 2004).

158 [Id. at 1795.

159 In re Pyro-Spectaculars, Inc., 63 U.S.P.Q.2d 2022 (T.T.A.B. 2002).
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name of a person well known in United States history for his
patriotic music.

Here, however, there was no evidence that John and Jim Belushi
qualify as historical figures associated with the services identified
in the application at issue.

7. Section 2(e)(5) Functionality
In re Loggerhead Tools, LLC

In what may be the first TTAB decision involving the
functionality of a “motion mark,” the Board affirmed a Section
2(e)(5)160 refusal to register a “motion mark depicting the product
configuration of a hand tool in which six rectangular-shaped jaw-
like elements of the circular head of a hand tool radially move in and
out,”16! for “hand tools, namely, gripping tools in the nature of
wrenches and wire crimpers for sale through mass merchandisers
to retail consumers.”162

o e dbide gt

The Supreme Court has stated that a product feature is
functional, and thus cannot serve as a trademark, if “it is essential
to the use or purpose of the article or if it affects the cost or quality
of the article.”'63 Treating this motion mark like a product
configuration mark, the Board applied the ever-popular four-part
test of In re Morton-Norwich.164

160 Section 2(e)(5) of the Lanham Act, 15 U.S.C. § 1052(e)(5), bars registration of any mark
that “comprises any matter that, as a whole, is functional.”

161 In the application, the mark is described as follows: “The mark consists of a motion mark
depicting the product configuration of a hand tool in which six rectangular-shaped jaw-
like elements of the circular head of a hand tool radially move in and out. The elements
symmetrically converge and diverge in a mechanical iris-type motion. The broken or
dotted lines are not part of the mark and serve only to show the position or placement of
the moving elements of the mark in the hand tool.”

162 In re Loggerhead Tools, LLC, 119 U.S.P.Q.2d 1429 (T.T.A.B. 2016).

163 See TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 29-30, 58 U.S.P.Q.2d 1001,
1006 (2001); Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 214 U.S.P.Q. 1, 4 n.10
(1982).

164 In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 213 U.S.P.Q. 9 (C.C.P.A. 1982). The
Morton-Norwich factors, used in determining functionality, are: (1) the existence of a
utility patent disclosing the utilitarian advantages of the design; (2) advertising
materials in which the originator of the design touts the design’s utilitarian advantages;
(3) the availability to competitors of functionally equivalent designs; and (4) facts
indicating that the design results in a comparatively simple or cheap method of
manufacturing the product.
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Utility Patent: As to the first Morton-Norwich factor, the Board
reviewed Applicant Loggerhead’s utility patent for an “Adjustable
Gripping Tool.” According to TrafFix, “A utility patent is strong
evidence that the features therein claimed are functional,”1¢> but
Loggerhead argued that the subject motion of its hand tool is not
claimed in that patent. The CAFC’s decision in Becton, Dickinson,
however, held that “statements In a patent’s specification
illuminating the purpose served by a design may constitute equally
strong evidence of functionality.”166

The specification of Loggerhead’s patent described the tool’s
motion: “the gripping tool of the present invention symmetrically
translates the force applied to the gripping tool onto the workpiece
in a symmetrically balanced and mechanically advantaged and
efficient way.”167 Taken together with the patent drawings, this
description is “strong evidence that the matter is functional.”168

Loggerhead pointed to its design patent for a “Hydrant Tool” as
persuasive evidence that its overall design is not functional.
However, the Board pointed out that the design patent does not
cover the motion described in the subject trademark application: it
shows five gripping elements instead of six, and does not describe
the motion at all. Therefore, the design patent does not overcome
the “strong conclusion” that the utility patent’s disclosure of the
utilitarian advantages of the proposed mark indicates
functionality.169

Advertising Touting Utilitarian Advantages: The examining
attorney referred to numerous examples of Loggerhead touting the
utilitarian advantages of its tool: with a one-hand squeeze, the tool
sizes and grips a wide range of nuts and bolts, and the symmetrical
movement of the gripping elements in its product configuration
allow the equal distribution of force on the work object with less
strain on the corners of the nut or bolt.

Alternative Designs: Although the first two factors established
that the applied-for mark is functional because it affects the quality
of the device, the Board proceeded to consider the other two factors
(since Loggerhead might appeal this decision). Loggerhead argued
that there are many alternative designs for adjustable gripping
tools, submitting declarations from two industrial design experts.
But the Board observed that only a few of the examples showed an
“Iris-type motion” like that in the subject application. Loggerhead’s

165 TrafFix Devices Inc. v. Marketing Displays Inc., 523 U.S. at 29, 58 U.S.P.Q.2d at 1005
(2001).

166 In re Becton, Dickinson & Co., 102 U.S.P.Q.2d 1372, 1377 (Fed. Cir. 2012).
167 In re Loggerhead Tools, LLC, 119 U.S.P.Q.2d at 1431.
168 [d. at 1432.

169 In this author’s view, the existence of a design patent has no bearing on the issue of
whether the proposed mark is functional in a trademark sense because the respective
standards for functionality are different.
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own evidence “indicates that its design sets it apart as one of the
best, thereby hampering or even eliminating competition in this
regard.”!’® Thus even if relevant, Loggerhead’s evidence of
alternative designs was unpersuasive.

Cost of Manufacture: The Board also addressed the fourth
Morton-Norwich factor, deeming unpersuasive Loggerhead’s only
evidence, a conclusory statement by its president that its device
“was not the most cost-effective combination among the various
alternatives available.”17

Other arguments: Loggerhead asserted that some of the features
of its tool are nonfunctional, aesthetic design choices: for example,
the shape, size, and orientation of the jaw-like elements, and the
exposure of the elements so that the user may observe the
movement of the elements. The Board, however, observed that in
Becton, Dickinson, the CAFC advised that it is appropriate to weigh
the elements of a mark in determining overall functionality, but the
ultimate determination must be made based on the proposed mark
as a whole.

The Board found that these nonfunctional elements do not
outweigh the overall functionality of the applied-for mark. It pointed
out that the analysis for a motion mark “is the same as it would be
for any other product configuration, product design trade dress or
other non-traditional mark such as color or sound.”172

Loggerhead asserted that this case is analogous to the facts in
two nonprecedential TTAB decisions for product designs, in which
functionality refusals were reversed: In re Linl" (exercise and toy
hoop) and In re Hershey'™ (scored candy bar). However, the Board
observed, neither of those cases involved a utility patent.17

Finally, Loggerhead asserted that its award-winning design is
distinctive and has acquired distinctiveness. The Board pointed out,
however, that the Lanham Act specifically excludes from Section
2(f)176 material that has been refused registration under Section
2(e)(5).

Concluding that the applied-for mark affects the quality of
Loggerhead’s hand tool, the Board affirmed the refusal under
Section 2(e)(5).

170 Jd. at 1438.

171 Id

172 Id. at 1439. See TMEP Section 1202.02(a)(viii) and cases cited therein.
173 In re Lin, Application Serial No. 85065887 (T.T.A.B. Dec. 14, 2012).

174 In re Hershey Chocolate and Confectionary Corp., Application Serial No. 77809223
(T.T.A.B. Dec. 8, 2011).

175 Actually, the Hershey case did include consideration of a utility patent on a method of
scoring candy, but it had no effect on the outcome of the appeal.

176 Section 2(f) allows for the registration of a mark that has become distinctive of
applicant’s goods, “[e]xcept as expressly excluded in subsections (a), (b), (c), (d), (e)(3),
and (e)(5) of this section.”
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8. Section 2(f) Acquired Distinctiveness
In re Hodgdon Powder Co.

In a rare “color mark” decision, the Board reversed a refusal to
register a mark comprising the color “white”!"” for “preformed
gunpowder charges for muzzleloading firearms,” finding that
Applicant Hodgdon Powder had proven acquired distinctiveness
under Section 2(f).178

- L T
-
L]
L

¥
T T

mErasa e

WEFITHEEEEEE

] "
"tanan?®

The examining attorney maintained that the applied-for mark is
not inherently distinctive and that Hodgdon’s evidence of acquired
distinctiveness was insufficient.!” Applicant Hodgdon’s witness
testified that “gunpowder has always been gray or black,”180 and the
Board noted that gunpowder is also referred to as black powder.
Hodgdon stated, in response to questions posed by the examining
attorney, that the color white for its gunpowder serves no purpose
other than to identify Hodgdon’s products, that the color white is
not a natural by-product of the manufacturing process, and that no
one else in the industry uses the color white for gunpowder.

The Board concluded that the color white “is an anomaly
contrary to consumers’ expectations regarding the appearance of the
product.”181

In its application, Hodgdon claimed acquired distinctiveness
under Section 2(f),!82 based on substantially exclusive and
continuous use of the color white for at least the five years preceding
the filing date of the application. It also provided the results of an

177 In its application, Hodgdon stated that “[t]he mark consists of the color white applied to
gunpowder. The broken lines depicting the configuration of the goods indicate placement
of the mark on the goods and are not part of the mark.”

178 In re Hodgdon Powder Co., 119 U.S.P.Q.2d 1254 (T.T.A.B. 2016).

179 Of course, under the Supreme Court’s rulings in Qualitex Co. v. Jacobson Prods., Co.,
514 U.S. 159, 34 U.S.P.Q.2d 1161 (1995) and Wal-Mart Stores, Inc. v Samara Bros., 529
U.S. 205, 54 U.S.P.Q.2d 1065, a single color mark cannot be inherently distinctive.

180 Jn re Hodgdon Powder Co., 119 U.S.P.Q.2d at 1256.

181 Jd. at 1257.

182 Section 2(f) of the Lanham Act provides, in pertinent part, that “The Director may accept
as prima facie evidence that the mark has become distinctive, as used on or in connection
with the applicant’s goods in commerce, proof of substantially exclusive and continuous
use thereof as a mark by the applicant in commerce for the five years before the date on
which the claim of distinctiveness is made.”
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informal survey from the 2014 Shot Show in Las Vegas, in which
just over 90% of respondents said that only one company makes
white gunpowder, and that company is Applicant Hodgdon. The
applicant’s advertising stated that its product, sold under the mark
WHITE HOTS, is “The Only White Gunpowder.” It sales since
introducing the mark in 2008 have been $3.5 million.

The examining attorney contended that Hodgdon’s advertising
was insufficient as “look for” advertising, and that the survey was
inadmissible because inadequate information was provided
regarding the methodology and the participants. The Board,
however, found Hodgdon’s advertising to be “effective ‘look for’
advertising.”18 As to the survey, the Board acknowledged that it
would not be admissible in an inter partes proceeding and standing
alone would not establish acquired distinctiveness. However, the
validity of the survey was immaterial in light of the Board’s finding
regarding the “look for” advertising.

Reviewing the totality of the evidence, the Board concluded that
the color white for Hodgdon’s products has acquired distinctiveness,
and so the Board reversed the refusal to register.

9. Failure to Function/Specimen of Use/Phantom Mark
In re Fantasia Distribution, Inc.

The Board affirmed a refusal to register the proposed mark
shown below, consisting of a repeated diamond pattern applied to
the lower third of the cylinder of “electronic hookahs,” deeming it to
be a nondistinctive, merely ornamental design that lacks acquired
distinctiveness under Section 2(f).184
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The Board first pointed out that the subject refusal to register is
consistent with Section 1209.19 (April 2016) of the Trademark
Manual of Examining Procedure (TMEP), which incorporated a
2015 USPTO examination guide that addressed the potential lack
of inherent distinctiveness of repeating patterns because they often
serve an ornamental function. Analogous to color and product
design, repeating patterns are often used to make products more
attractive, and so consumers would not be predisposed to equate the
pattern with source. The Board did not rule out the possibility that
a repeating pattern could be inherently distinctive, but in most

183 Jd. at 1259.
184 Jn re Fantasia Distribution, Inc., 120 U.S.P.Q.2d 1137 (T.T.A.B. 2016).
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cases it would not be. “A pattern may function as a mark only ‘if it
is arbitrary and distinctive and its principal function is to identify
and distinguish the source of the goods to which it is applied . . . .”1

Inherent Distinctiveness: To assess the inherent distinctiveness
of the pattern, the Board invoked Seabrook Foods, Inc. v. Bar-Well
Foods Ltd.,'®6 modifying its factors to the following:

e the nature of Applicant’s goods and whether there is an
industry practice of ornamenting such goods;

e the nature of the pattern, including whether any element of
the pattern might be perceived as source indicating if it were
standing alone;

e how common the pattern is, whether it is composed of
common or unusual repeating shapes, whether such shapes
repeat in a common or unusual manner, and whether the
overall pattern is similar to, or a mere refinement or variation
of, a common or well-known form of ornamentation;

e the manner in which the repeating pattern appears on the
product, including the size and location of the pattern on the
product and how much of the product is covered by the
pattern; and

e whether the pattern creates a distinct commercial impression
apart from any accompanying wording and design
elements.187

The examining attorney submitted evidence regarding three
other brands of electronic hookahs that display patterns placed at
one end of the device, in a manner similar to the applicant’s pattern,
contending that this evidence demonstrated that such placement of
ornamental designs is a common practice in the industry. The Board
rejected the applicant’s contention that the evidence must show
other diamond patterns, pointing out that even if the applicant is
the first and only user of a diamond pattern, that fact alone “does
not imbue the design with source-identifying significance, where
Applicant’s design merely repeats an ordinary shape in an
unremarkable pattern and places it on the goods in an
unremarkable way.”1®8 The applicant’s basic diamond pattern
blends with other elements of the trade dress and does not make a
distinct commercial impression. It appears in a location often used
for ornamentation in this industry.

The Board concluded that the applicant’s repeating diamond
pattern is not inherently distinctive. It “plays a significant role in

185 Jd. at 1138-39, quoting In re Soccer Sport Supply Co., 184 U.S.P.Q. 345, 347 (C.C.P.A.
1975).

186 196 U.S.P.Q. 289 (C.C.P.A. 1977).
187 In re Fantasia Distribution, Inc., 120 U.S.P.Q.2d at 1139.
188 Id. at 1141.
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giving the devices an attractive appearance,’®® and consumers
would not be predisposed to view the pattern as source-indicating.

Acquired Distinctiveness: Of course, an ornamental element
may be registrable as a trademark on the Principal Register upon
proof of acquired distinctiveness. The Board found, however, that
the applicant’s proofs fell short. There was no evidence of “look for”
advertising, and the handful of Internet references to the applicant’s
diamond pattern did not indicate the pattern’s significance. The
evidence showed that the applicant’s goods are sold in packaging
that hides the diamond pattern from view. Moreover, the wording
and pattern color signify the flavor of the hookah, and thus the
diamond pattern blends with the other elements of trade dress
rather than standing out on its own.

The Board therefore concluded that the proposed mark lacked
acquired distinctiveness, and so it affirmed the refusal to register
under Sections 1, 2, and 45 of the Lanham Act.

In re Kohr Brothers, Inc.

Due to the applicant’s failure to submit an acceptable specimen
of use, the Board affirmed a refusal to register the mark CONEY
ISLAND BOARDWALK CUSTARD, in standard character form, for
frozen custards [CONEY ISLAND and CUSTARD disclaimed].!%
The applicant contended that its specimen qualified as a display
closely associated with the goods offered for sale in a boardwalk
stand. The Board, however, concluded that consumers would not be
likely “to associate the mark with the goods such that the specimen
serves as an inducement to the sale of the goods.”191

Section 45 of the Lanham Act states that a mark is deemed to be
used in commerce on goods when “(A) it is placed in any manner on
the goods or their containers or the displays associated therewith or
on the tags or labels affixed thereto, or if the nature of the goods
makes such placement impracticable, then on documents associated
with the goods or their sale, and (B) the goods are sold or
transported in commerce.”192 Because Section 45 does not define the
term “displays associated therewith,” the Board must determine on
a case-by-case basis whether a particular specimen qualifies as a
“display” adequate to demonstrate use in commerce. A display must
catch the attention of the consumer, who will associate the mark
with the goods and be induced to buy them.

Applicant Kohr Brothers stated that its specimen of use, shown
below, is located at eye level on a wall facing the customer as he or

189 Jd. at 1142.

190 Jn re Kohr Brothers, Inc., 121 U.S.P.Q.2d 1793 (T.T.A.B. 2017).
191 Jd. at 1796.

2 15 U.S.C. § 1127.
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she approaches the counter to purchase the goods. It contended that
this presentation qualified as a display associated with the goods
because (1) the sign includes a picture of the goods and (2) the goods
are “in close proximity to the specimen sign as displayed.”193

Boardwalk Custard

CONEY @ ISLAND

The Board, however, noted that most decisions concerning
specimens bearing a picture of the goods involve a catalog display or
a webpage that includes information about the goods to allow a
customer to place an order. Here, the applicant’s specimen did not
provide information about the goods, portion sizes, flavors, cost, etc.
The depiction of a cone “is more likely to be perceived as part and
parcel of a composite word and design mark than as an
unmistakable indication of the nature of Applicant’s goods.”194

Moreover, the mark in the specimen “is not displayed at the
point of purchase in such a way that the customer can easily and
directly associate the mark with the goods, which are said to be in
proximity but not shown to be s0.”1% The sign is small—about the
size of an envelope—and is located next to a business license and a
certificate from the Delaware Health and Social Services Division of
Public Health, “hardly a place where a merchant would place
material intended ‘to catch the attention of purchasers and
prospective purchasers as an inducement to make a sale.”19

In any event, while a consumer might look for a menu posted
on a wall facing prospective customers, a consumer would not
regard a sign placed together with certificates from the
health department and a regulatory agency to be a
trademark for the goods. Hence, the sign cannot be
considered a display associated with the goods.197

193 In re Kohr Brothers, Inc., 121 U.S.P.Q.2d at 1795.
194 Id

195 Id. at 1795. Cf. In re Universal Oil Prods. Co., 177 U.S.P.Q. 456, 457 (C.C.P.A. 1973)
(term must have “direct association” with applied-for services); see also In re Safariland
Hunting Corp., 24 U.S.P.Q.2d 1380, 1381 (T.T.A.B. 1992) (specimen must show “direct
association” with the goods).

196 Id. at 1796, quoting TMEP § 904.03(g).
197 Id
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Even if, as the applicant contended, it was not practical to place
the mark on the goods, the applicant’s sign does not display the
mark in such a way as to serve as an inducement to customers to
buy the goods. In short, “the specimen is not a display that is easily
and directly associated with the goods and cannot serve to support
the required showing of use.”198

And so the Board affirmed the refusal under Section 1 and 45 of
the Lanham Act.

In re Construction Research & Technology GmbH

“Phantom” marks are ineligible for registration, and so the
Board affirmed refusals to register the marks NP--- and SL --- for
“sealant compounds for joints,” where the “variable designation ---"
in each mark “represents up to three numeric digits.”1% The
applicant unsuccessfully contended that, because the variable
element 1s limited in number of combinations, the marks will be
readily searchable and will provide adequate notice to other
trademark users.

Under the Lanham Act, an application may seek registration of
only one mark. “A mark that contains a changeable or phantom
element resulting in possibly more than one mark is generally
refused registration.”200 The CAFC explained the reasoning for this
rule:

[TThe mark, as registered must accurately reflect the way it
1s used in commerce so that someone who searches the
registry for the mark, or a similar mark, will locate the
registered mark. ‘Phantom’ marks . .. encompass too many
combinations and permutations to make a thorough and
effective search possible. The registration of such marks does
not provide proper notice to other trademark users, thus
failing to help bring order to the marketplace and defeating
one of the vital purposes of federal trademark registration.20!

The applicant pointed to In re Dial-A-Mattress202 and In re Data
Packaging?93 in asserting that the inclusion of a phantom element
does not always preclude registrability of a mark. In Dial-A-
Mattress, the CAFC concluded that (212) M-A-T-T-R-E-S (the
“(212)” portion of the mark being depicted in broken lines to indicate
that “the area code will change”) was registrable because the

198 Id
199 In re Construction Research & Tech. GmbH, 122 U.S.P.Q.2d 1583 (T.T.A.B. 2017).
200 Jn re Primo Water Corp. 87 U.S.P.Q.2d 1376, 1378 (T.T.A.B. 2008).

201 Jn re Construction Research & Tech. GmbH, 122 U.S.P.Q.2d at 1584-85, quoting In re
Int’l Flavors & Fragrances Inc., 51 U.S.P.Q.2d 1513, 1517-18 (Fed. Cir. 1999).

202 Jn re Dial-A-Mattress Operating Corp., 57 U.S.P.Q.2d 1807 (Fed. Cir. 2001).
203 Jn re Data Packaging, 172 U.S.P.Q. 396 (C.C.P.A. 1972).
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variable element comprised “an area code, the possibilities of which
are limited by the offerings of the telephone companies.”2%¢ In Data
Packaging, the U.S. Court of Customs and Patent Appeals
(C.C.P.A) held that a mark consisting of a colored, narrow, annular
band in a specific location on a computer tape reel was registrable,
even though not limited to a particular color, because “the
description of [the] mark . . . is neither indefinite nor unduly broad.
A competing manufacturer can ascertain from reading the
description of the mark ... exactly what design appellant regards
as his trademark and can govern its selection of its own mark
accordingly, with no fear of inadvertent infringement.”20%

The TMEP states that a mark with a changeable element may
be registrable if the element is limited in possible variations such
that adequate notice is given to allow an effective Section 2(d)
search. As an example, the mark T. MARKEY TRADEMARK
EXHIBITION 2*** would be registrable, where the asterisks
represent elements to indicate different years.206 Unlike those
marks, the applied-for marks do not pass muster. One is left to guess
not only what combination “up to three digits” will be used, but also
“what permutations of those combinations will be used.”297 There
are at least a thousand possible marks in each case, “which is
nothing if not overly broad.”208 Moreover, it is unclear what
significance each possible number combination might have. For
example, they could represent “the number of a particular series or
version of a product, a physical characteristic or something else of
utilitarian significance to the potential consumer.”209

That is, Applicant is seeking to register multiple marks and
the public cannot predict what marks will be covered by any
resulting registrations. In sum, by way of the phantom
element in each of the two applied-for marks, Applicant is
improperly seeking to register not two, but over two
thousand different marks and, in each case, this would be in
violation of the one mark per application requirement of the
Trademark Act and would run counter to the policy
underlying the rule against registering phantom marks.210

The marks here at issue “contrast sharply” with the mark in
Dial-A-Mattress. There, “it was clear from the drawing of the mark
itself’” that the phantom element represented a telephone area

204 In re Dial-A-Mattress Operating Corp., 57 U.S.P.Q.2d at 1813.

205 Jn re Data Packaging, 172 U.S.P.Q. at 398.

206 TMEP Section 1214.01 (Apr. 2017).

207 In re Construction Research & Tech. GmbH, 122 U.S.P.Q.2d at 1585.
208 Jd.

200 Id.

210 Jd. at 1585-86.
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code.?!! Any change in area code would have no impact on the overall
meaning or commercial impression. Here, however, the missing
information could be much more wide-ranging than area codes, and
could be interpreted differently, depending on the context.

Similarly, in Data Packaging, the design mark was described
with sufficient definiteness and the number of potential marks was
not overly broad, so that competitors were on notice and could
govern the selection of their marks accordingly.

Here, we find that if Applicant’s marks are allowed to
register, there would be insufficient constructive notice to
the public regarding the extent of protection that should be
accorded to these marks, and the USPTO would be unable to
adequately fulfill its duty to conduct searches and determine
registrability of these marks.212

10. Genericness
In re Emergency Alert Solutions Group, LLC

In an unalarming ruling, the Board affirmed a refusal to register
the designation LOCKDOWN ALARM on the Supplemental
Register, 213 finding the phrase to be generic for “training services in
the field of school safety, school security and crisis preparedness;
training services in the field of security and crisis preparedness for
schools, hospitals, college campuses, malls, public buildings, office
buildings, and other commercial buildings.”24 More interestingly,
however, the Board reversed a refusal based on the applicant’s
supposed failure to adequately respond to a Rule 2.61(b) request for
information.215

The examining attorney relied on dictionary definitions of
“lockdown” and “alarm,” and on Internet web pages referring to
warning devices called “lockdown alarms.”

The applicant’s specimen of use described its training program
as covering “proper use of the Lockdown Alarm (such as
circumstances warranting Lockdown Alarm actuation) as well as
procedures for effectively responding to the Lockdown Alarm

211 Jd. at 1586. (Emphasis added by the Board.)

212 [

213 Section 23 of the Lanham Act, 15 U.S.C. § 1091, provides that “For the purposes of
registration on the supplemental register, a mark may consist of any trademark, symbol,
label, package, configuration of goods, name, word, slogan, phrase, surname,
geographical name, numeral, device, any matter that as a whole is not functional, or any
combination of any of the foregoing, but such mark must be capable of distinguishing the
applicant’s goods or services.” (Emphasis supplied.)

214 Jn re Emergency Alert Solutions Grp., LLC, 122 U.S.P.Q.2d 1088 (T.T.A.B. 2017).

215 The Rule 2.61(b) request is discussed in Part 1.C.15, below.
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evacuation.”?¢ Thus it was clear that the applicant’s services
include training directly related to lockdown alarms.

The Board observed that a term that is the generic name of a
particular category of goods is likewise generic for services directed
to or focused on that class of goods. Furthermore, the CAFC has
repeatedly treated the generic name of a “key aspect” of a service as
generic for the service itself,217

The applicant argued that “lockdown alarm” describes only an
insignificant element of its complex training services, but the Board
pointed out that many of the services that the applicant offers are
merely different aspects of the proper way to respond to a lockdown
alarm. “It is clear from the record that the proper response to the
sounding of an alarm is considered an essential skill and is the
subject of many other training programs.”?218

The subject matter of any training is not an insignificant
“facet” of the training. Rather, it is quite literally the focus of
the training. In this case, relevant customers would readily

understand LOCKDOWN ALARM to refer to the type of
training identified in the application.?!9

11. Service Mark Use

In re Florists’ Transworld Delivery, Inc.

Affirming a refusal to register the mark SAY IT YOUR WAY for
“creating an on-line community for registered users . ..,” the Board
found that Applicant FTD failed to show use of the mark with the
recited service. Reviewing the specimens of use, the Board ruled
that FTD did not offer this social-networking service as a separable
service to others, but rather as merely a service incidental to its
primary service—the sale of flowers, floral products, and gifts—and
therefore the refusal under Sections 1 and 45 of the Lanham Act
was proper.220

FTD sought to register its mark for “creating an on-line
community for registered users to participate in discussions, get
feedback from their peers, form communities, and engage in social
networking featuring information on flowers, floral products and
gifts.” The specimens of use comprised its Twitter “profile” page
along with several related Internet webpages. The question was
whether it was FTD or Twitter that was providing the services of
“creating an on-line community.”

216 In re Emergency Alert Solutions Grp., LLC, 122 U.S.P.Q.2d at 1091.

217 See, e.g., In re Cordua Rests. Inc., 118 U.S.P.Q.2d 1632 (Fed. Cir. 2016).

218 Jn re Emergency Alert Solutions Grp., LLC, 122 U.S.P.Q.2d at 1092.

219 Jd. at 1092-93.

220 Jn re Florists’ Transworld Delivery, Inc., 119 U.S.P.Q.2d 1056 (T.T.A.B. 2016).
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The Board pointed to a recent revision to the TMEP that
cautioned examining attorneys to carefully examine webpages from
social-networking websites to make sure that the mark in question
is being used with the recited services:

Some applicants may mistakenly mischaracterize their
services as “social networking” because they assume that
advertising or promoting their non-social-networking
services via a social-networking website means they are
providing social-networking services. For instance, an
applicant may mistakenly file an application for ‘online
social-networking services’ and provide a Facebook®
webpage as a specimen when, in fact, they operate a pet store
and are only using the Facebook® website to advertise the
pet store and communicate information to and messages
with actual and potential customers. Such a specimen is not
acceptable for the social networking services since it does not
demonstrate that the applicant is providing these services.22!

FTD argued that it had created its own virtual sub-community
within Twitter, but the Board was unmoved. “Applicant has done
nothing more than use the Twitter online community forum to
engage in social-networking for its own benefit, and to advertise its
online retail store services, which are rendered over its own
corporate website ....”222 Moreover, to the extent that FTD
provides information regarding flowers or conducts events to
promote the sale of flowers, those activities do not appear to
constitute a separate “registrable service,”?22 but are merely
incidental to its primary services.

12. Lawful Use in Commerce
In re Brown

To qualify for federal registration, a mark must be in “lawful”
use, and any goods or services for which the mark is used must not
be illegal under federal law. Here, the Board affirmed a refusal to
register HERBAL ACCESS for “retail store services featuring
herbs” on the ground that the mark is being used in connection with
the sale of a substance (marijuana) that is illegal under federal
law.224

221 TMEP Section 1301.04(h)(iv)C).

222 In re Florists’ Transworld Delivery, Inc., 119 U.S.P.Q.2d at 1063.

223 Id., citing In re Canadian Pacific Ltd. 224 U.S.P.Q. 971 (Fed. Cir. 1985); IdeasOne Inc.
v. Nationwide Better Health Inc., 89 U.S.P.Q.2d 1952, 1954 n.4 (T.T.A.B. 2009) (to
qualify as a separately registrable service, activity “must be qualitatively different from
anything necessarily done in connection with the sale of the applicant’s goods or the
performance of another service”).

224 Jn re Brown, 119 U.S.P.Q.2d 1350 (T.T.A.B. 2016).



Vol. 108 TMR 53

The USPTO generally presumes that use of an applicant’s mark
is lawful under federal law. Registration will not be refused unless
either:

(1) a violation of federal law is indicated by the application
record or other evidence, such as when a court or a federal
agency responsible for overseeing activity in which the
applicant is involved, and which activity is relevant to its
application, has issued a finding of noncompliance under the
relevant statute or regulation; or

when the applicant’s application-relevant activities involve a
(2) when th 1 t licat 1 t activit 1
per se violation of a federal law.225

The examining attorney relied on an asserted per se violation of
federal law, namely, the provision of an illegal substance in violation
of the federal Controlled Substances Act (CSA).226

The applicant’s specimen of use featured two photographs of his
retail store, depicting a green cross—a symbol of the organized
medical marijuana industry—on the door and on the window. His
website displayed a map with the wording “Marijuana for the
Masses” and depicted a marijuana plant with the text: “Call or stop
by today and find out why people consider our marijuana to be the
best of the best!” This evidence obviously supported the conclusion
that the applicant “is engaged in the provision of marijuana via the
retail services provided at the facility shown in the specimen and
advertised on the website.”227

The Board found that the applicant’s services constitute a per se
violation of federal law, and therefore the applicant’s use of the mark
includes unlawful activity under the CSA.

Applicant Brown argued that he is seeking to register his mark
for the sale of herbs, not for marijuana, and that the sale of herbs is
not i1llegal. The Board, however, observed that “[t]he mere fact that
lawful use is also contemplated by the identification does not aid
Applicant’s cause.”228 According to the Board, “it was entirely proper
for the Trademark Examining Attorney to look to evidence such as
the Applicant’s specimen of use and website to ascertain that the
word ‘herbs’ in the description of services encompasses
marijuana.”229

Brown did not rebut the evidence that marijuana is an herb or
that he sells marijuana. An applicant cannot avoid a refusal to
register by using generalized language in the identification of goods
“where a particular good or service falls within the generalized

225 Id. at 1351.

226 21 U.S.C. §§ 812, 841(a)(1), 844(a).
21 Id. at 1352.

28 Id. at 1353.

229 Id
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identification and the evidence shows that applicant’s actual usage
involves the specific good or service that is the subject of the
refusal.”230

Brown pointed out that the sale of marijuana is legal under the
law of the State of Washington, where his store is located.23! The
Board, however, pointed out that “the fact that the provision of a
product or service may be lawful within a state is irrelevant to the
question of federal registration when it is unlawful under federal
law.”232

The Board concluded that, because the subject mark is being
used in connection with the sale of a specific substance that falls
within both the recitation of services and the prohibitions of the
CSA, Applicant Brown’s services include the sale of a good that is
illegal under federal law, and therefore encompasses a use that is
unlawful.

In re JJ206, LLC, dba Judu Joints

The Board snuffed out two more marijuana-related applications,
affirming refusals to register POWERED BY JUJU?23 and JUJU
JOINTS for smokeless cannabis vaporizers, on the ground that the
identified goods are illegal under the federal Controlled Substances
Act (CSA) and therefore use of the marks in commerce is
unlawful.234 The applicant maintained that it does business only in
states where marijuana is legal, and those jurisdictions comply with
the “Cole Memo” issued by the United States Department of Justice.
The Board, however, ruled that the CSA controls.

Use of a mark must be “lawful” if the mark is to qualify for
federal registration. “[Alny goods ... for which the mark is used
must not be illegal under federal law.”235 It follows that if the goods
on which a mark is intended to be used are unlawful, there can be
no bona fide intent to use the mark in lawful commerce. When the
goods are illegal under the CSA, the applicant cannot use its mark
in lawful commerce and it is legally impossible for the applicant to
have the requisite bona fide intent to use the mark.

230 Id. See, e.g., In re Reed Elsevier Props. Inc., 82 U.S.P.Q.2d 1378 (Fed. Cir. 2007) (avoiding
the word “lawyers” in the identification of services); In re Water Gremlin Co., 208
U.S.P.Q. 89 (C.C.P.A. 1980) (avoiding the word “sinker”); In re Am. Society of Clinical
Pathologists, Inc., 169 U.S.P.Q. 800 (C.C.P.A. 1971) (avoiding the term “registry”).

231 Under Washington law, adults may possess one ounce of useable marijuana, 16 ounces
of marijuana-infused product in solid form, and 72 ounces of marijuana-infused product
in liquid form, pursuant to RSW § 69.50.101 et al.

232 Jn re Brown, 119 U.S.P.Q.2d at 1351.

233 The POWERED BY JUJU application was filed under Section 1(b) of the Lanham Act,
based on an alleged bona fide intention to use the mark in commerce.

234 In re JJ206, LLC, 120 U.S.P.Q.2d 1568 (T.T.A.B. 2016).
235 In re Brown, 119 U.S.P.Q.2d at 1351.
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Under the CSA, it is unlawful to sell, offer for sale, or transport
in interstate commerce drug paraphernalia, defined as “any
equipment ... primarily intended or designed for use in ...
ingesting, inhaling, or otherwise introducing into the human body a
controlled substance, possession of which is unlawful under [the
CSA].”236 The CSA identifies marijuana as such a substance. Based
on the evidence of record, the Board concluded that the term
“cannabis” in the applicant’s identification of goods refers to
marijuana.

The Board therefore found that the applicant’s identified goods
fall within the definition of illegal drug paraphernalia under the
CSA.

The applicant contended that because it markets its goods in
states that allow for the sale and distribution of marijuana, its
current and intended use is lawful. The Board, however, rejected
that position in Brown: “the fact that the provision of a product or
service may be lawful within a state is irrelevant to the question of
federal registration when it is unlawful under federal law.”237

“Regardless of individual state laws that may provide for
legal activities involving marijuana, marijuana and its
psychoactive component, THC, remain Schedule I controlled
substances under federal law and are subject to the CSA’s
prohibitions. 21 C.F.R. § 1308.11.7238

The applicant further contended that because the jurisdictions
where it does business “comply with federal directives such as the
Cole Memo, its goods should be considered lawful. The “Cole Memo”
1s a memorandum from the U.S. Department of Justice to United
States Attorneys, addressing the enactment of medical marijuana
laws in certain states. It affirmed the illegality of marijuana under
the CSA and set out federal “enforcement priorities” “to guide the
Department’s enforcement of the CSA against marijuana-related
conduct.”?3® The memorandum urged that federal enforcement
efforts focus on preventing distribution of marijuana to minors,
preventing violence and firearm use in marijuana-related activities,
and preventing the diversion of marijuana from a legal state to other
states.

The Board rejected the applicant’s argument because the Cole
Memo “does not and cannot override the CSA.”240 The memo, noted
the Board, “explicitly underscores that ‘marijuana is a dangerous

236 In re JJ206, LLC, 120 U.S.P.Q.2d at 1569.
237 In re Brown, 119 U.S.P.Q.2d at 1351.

238 Id. at 1352; see also U.S. Const. Art. VI. Cl. 2; Gonzales v. Raich, 545 U.S. 1, 27, 29 (2005);
U.S. v. Oakland Cannabis Buyers’ Coop., 532 U.S. 483, 491 (2001).

29 In re JJ206, LLC, 120 U.S.P.Q.2d at 1571.
20 Iq.
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drug and ... the illegal distribution and sale of marijuana is a
serious crime.” 241

And so the Board concluded that because the applicant’s goods
constitute illegal drug paraphernalia under the CSA, use and
intended use of the applied-for marks are unlawful and cannot
provide a basis for federal registration. Accordingly, the Board
affirmed the refusals to register under Sections 1 and 45 of the
Lanham Act.

13. Amendment Beyond Original Scope
In re Jimmy Moore LLC

Applicant Jimmy Moore LLC struck out in its attempt to register
the mark “pitchingsmart” (in standard character form) for
“entertainment in the nature of baseball games.” Recognizing that
its original recitation of services was incorrect, the applicant tried
to amend the identification to a pitching training system, and then
to educational services, but the examining attorney rejected the
amended identifications as beyond the scope of the original
identification and concluded that the applicant’s specimens of use
did not show the mark in use with the original recited services.242

The applicant’s troubles stemmed from the original sin of
misidentifying its services. The error was noticed immediately, and
the applicant filed a “voluntary amendment” seeking to change the
recitation of services to “baseball and softball training system for
pitchers to improve their pitching skills for accurate and intelligent
placement of baseball and softball in a strike zone.” After that
proposed recitation was rejected as beyond the scope of the original,
the applicant amended to “educational services, namely, providing
seminars for baseball and softball pitching.” The examining
attorney rejected that recitation for the same reason, and
maintained the requirement that the applicant submit an
acceptable specimen of use for the original services. The applicant
petitioned the Director of the USPTO, who agreed with the
examining attorney that the amended recitations were
unacceptable, observing that:

an applicant who selects the wrong identification of services
in the initial application must file a new application if the
identification cannot be amended within the scope of the
original identification. Therefore, the examining attorney’s
action in changing the record back to the original
identification was proper.243

241 Id.
242 Jn re Jimmy Moore LLC, 119 U.S.P.Q.2d 1764 (T.T.A.B. 2016).
243 Jd. at 1770.
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The examining attorney then made final the refusal to accept
the amended recitation of services and the requirement for an
acceptable specimen. The issues on appeal were whether either of
the proposed amendments was acceptable and whether the
applicant’s specimens showed use of its mark with its identified
services.

Identification of Services: Trademark Rule 2.71(a)24* provides
that an applicant may amend its identification of goods or services
to clarify or limit, but not to broaden. The applicant pointed to the
language of the preamble to the rule, which refers to amendment
“during the course of examination,” arguing that examination had
not begun and so the rule did not apply here. The Board was
unmoved. First, it pointed out that it “cannot revisit the Director’s
decision on this point.”245 Second, under the applicant’s
interpretation, “there would have been no provision under the rules
to file its preliminary amendment.”246

The applicant also contended that the amendments did not
exceed the scope of the original identification, but its convoluted
arguments were wholly unpersuasive. The phrase “entertainment
in the nature of baseball games” is clear—the service of putting on
a baseball game for the entertainment of spectators—and indeed it
is one of the acceptable definitions set forth in the USPTO’s
Trademark Acceptable Identification of Goods and Services
(Trademark ID Manual). Those services do not encompass a
training system for pitchers or the offering of educational seminars
regarding pitching.

Specimens of Use: The applicant did not contend that its
specimens of use supported the original identification of services. In
fact, it stated that it “is not in the business of ‘offering baseball
games,’ so applicant cannot deliver such specimens.”?47 The Board
therefore affirmed the requirement for acceptable specimens.

14. Response to Rule 2.61(b) Request for Information

Rule 2.61(b)24® permits an examining attorney to request from
an applicant information and documents that may be reasonably

244 Trademark Rule 2.71, 37 C.F.R. § 2.71, provides in pertinent part: “The applicant may
amend the application during the course of examination, when required by the Office or
for other reasons. (a) The applicant may amend the application to clarify or limit, but
not to broaden, the identification of goods and/or services or the description of the nature
of the collective membership organization.”

245 In re Jimmy Moore LLC, 119 U.S.P.Q.2d at 1771.
246 Jd. at 1771 n.8.
247 Id. at 1773.

28 Trademark Rule 2.61(b), 37 C.F.R. 2.61(b), provides that “The Office may require the
applicant to furnish such information, exhibits, affidavits or declarations, and such
additional specimens as may be reasonably necessary to the proper examination of the
application.”
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necessary to enable proper examination of the application. At times,
an applicant may feel that the examining attorney has stepped over
the line of reasonableness. That’s what happened in this appeal
from a refusal to register the mark LOCKDOWN ALARM for
training services in the field of school safety, school security, and
crisis preparedness.?* The examining attorney asserted that the
applicant failed to respond suitably to three questions contained in
a Rule 2.61(b) request for information, but the Board disagreed and
reversed the refusal.

The applicant did provide various documents in response to the
request, but as to the examining attorney’s questions, 25 “[a]pplicant
was entitled to describe its services in its own words.”251

We recognize that applicants normally are expected to
answer “yes” or “no” to a question calling for such a response
and that examining attorneys are not obligated to infer
direct answers from narrative responses to such questions.
However, examining attorneys should not elevate the form
of an applicant’s response to an information requirement
over its substance. We find that Applicant was reasonably
forthcoming in its responses, and did not withhold the
required information. It merely insisted on giving the
information in its own words, coupled with the submission of
a sample of its advertising.252

15. Failure to Address Grounds for Refusal on Appeal
In re Harley

The Board affirmed the USPTQO’s refusal to register the mark
HEMP HOME HEALTH for “home health care services” because the
applicants, in their appeal, failed to address the three grounds of
refusal: mere descriptiveness or deceptive misdescriptiveness under
Section 2(e)(1) and failure to respond to a Rule 2.61(b) request for
information.253

During prosecution, the examining attorney issued the Section
2(e)(1) refusals and requested information under Rule 2.61(b)
concerning the significance of HEMP as applied to the services,

2499 In re Emergency Alert Solutions Grp., LLC, 122 U.S.P.Q.2d 1088 (T.T.A.B. 2017). The
genericness issue is discussed in Part 1.C.10, above.

250 Jd. at 1093-94. For example, one of the questions was “Do the applicant’s services involve
or pertain to a LOCKDOWN ALARM?” Applicant, in its response, explained how its
services might “involve or pertain to” an “emergency alarm.” The Board deemed this
response to be adequate: “We find the Examining Attorney’s question far too freighted
with legal implications to require a ‘yes or no’ answer. The question comes close to
subsuming the ultimate question of whether the proposed mark is generic.”

251 Jd. at 1094.

22 Id. at 1095.

253 In re Harley, 119 U.S.P.Q.2d 1755 (T.T.A.B. 2016).
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whether the services comply with the Controlled Substances Act
(CSA), and whether the applicants will be using hemp-based
products in their services. He twice issued advisories regarding a
possible refusal based on the ground that the use of the applied-for
mark would not be lawful. The applicants complied in part, but not
fully, with the Rule 2.61(b) request. The examining attorney then
made the three refusals final.

In their appeal, the applicants framed the issue as follows: “Can
an Applicant’s lawful use of a trademark be denied for use in
connection with legal goods because the Applicant also sells
substances that may be illegal under the CSA?”25* The applicants
did not address the three grounds for refusal that were issued by
the Examining Attorney.

The Board observed that the applicant’s arguments “suggest
that they are attempting to appeal a mere advisory statement made
in the Examining Attorney’s Office Actions.”25 But an advisory
action is not a refusal to register. The TTAB has jurisdiction only
over “a final decision of the examiner in charge of the registration of
marks.”256

The filing of a notice of appeal has the effect of appealing all
refusals or requirements made final. The applicants’ failure to
address these refusals is a basis for affirming the refusal to register
on all grounds.

PART II. INTER PARTES CASES
By John L. Welch

A. United States Court of Appeals for the Federal Circuit
1. Section 2(d) Likelihood of Confusion

Oakville Hills Cellar, Inc., dba Dalla Valle Vineyards v.
Georgallis Holdings, LLC

Concluding that substantial evidence supported the Board’s
finding that the marks MAYARI and MAYA, both for wine, are
sufficiently dissimilar to avoid confusion, the CAFC affirmed the
Board’s dismissal of this Section 2(d) opposition.257 Although the
goods are identical, the channels of trade and classes of consumers

254 Id. at 1757. Note that the issue of registration has nothing to do with whether applicants
may use the mark.

255 Id.
256 Section 20 of the Lanham Act, 15 U.S.C. § 1070, provides that “An appeal may be taken

to the Trademark Trial and Appeal Board from any final decision of the examiner in
charge of the registration of marks upon the payment of the prescribed fee.”

257 Qakville Hills Cellar, Inc., dba Dalla Valle Vineyards v. Georgallis Holdings, LL.C, 119
U.S.P.Q.2d 1286 (Fed. Cir. 2016).
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are presumed to be the same, and the application and registration
encompass 1nexpensive wines purchased with no more than
ordinary care, the first du Pont factor was dispositive.

The CAFC reviews the Board’s legal conclusions without
deference and its factual findings for substantial evidence.258
Likelihood of confusion is a question of law based on underlying
findings of fact.?5® The determination of likelihood of confusion is
based on the factors set forth in In re DuPont.2%0 In the assessment
of likelihood of confusion, the marks must be considered in their
entireties as to appearance, sound, meaning, and commercial
impression.

Although the word “MAYA” has established meanings, there
was insufficient evidence to support Opposer Oakville’s assertion
that consumers would perceive MAYARI in two parts: as MAYA-
and -RI. “Even assuming that consumers were to dissect MAYARI
into separate components, Oakville failed to demonstrate to the
Board why the dissection would be ‘MAYA-RI,” not ‘MAY-ART or
‘MA-YARI.”26! As to sound, there was no evidence that consumers
would emphasize “MAYA” in pronouncing MAYARI.

The record supported the Board’s finding that MAYA is a
familiar word, whereas MAYARI has no recognized meaning to U.S.
consumers. The Board did not err in concluding that “most
customers would likely perceive MAYA as a female personal name
or the name of the pre-Columbian civilization” and would “perceive
MAYARI as a coinage without meaning.”262

Accordingly, the Board correctly found that the unfamiliar
MAYARI is distinguishable from the familiar MAYA, and
that the marks, considered in their entireties, are dissimilar
as to appearance, sound, meaning, and overall commercial
impression. We also conclude, on this record, that the Board
did not err in balancing all relevant DuPont factors and in
determining that the dissimilarity of the marks was
sufficient to preclude a likelihood of confusion.263

The court observed once again that “a single DuPont factor may
be dispositive in a likelihood of confusion analysis, especially when
that single factor is the dissimilarity of the marks.”264

258 In re Pacer Tech., 338 F.3d 1348, 1349, 67 U.S.P.Q.2d 1629, 1630 (Fed. Cir. 2003).
259 Jn re Chatam Int’l Inc., 380 F.3d 1340, 1342, 71 U.S.P.Q.2d 1944, 1945 (Fed. Cir. 2004).
260 In re E.I. DuPont de Nemours & Co., 177 U.S.P.Q. 563 (C.C.P.A. 1973).

261 Qakville Hills Cellar, Inc., dba Dalla Valle Vineyards v. Georgallis Holdings, LL.C, 119
U.S.P.Q.2d at 1287.

262 Jd. at 1288.
263 Jd. at 1290.

264 Jd. See also Odom’s Tenn. Pride Sausage, Inc. v. FF Acquisition, L.L..C., 93 U.S.P.Q.2d
2030 (Fed. Cir. 2010); Kellogg Co. v. Pack’em Enters., Inc., 21 U.S.P.Q.2d 1142 (Fed. Cir.
1991).
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Joseph Phelps Vineyards, LLC v. Fairmont Holdings, LLC

In a brief, per curiam opinion, the CAFC vacated the Board’s
decision dismissing a petition for cancellation of a registration for
the mark ALEC BRADLEY STAR INSIGNIA for “cigars, tobacco,
cigar boxes, cigar cutters and cigar tubes.”265 The Board found that
the respondent’s mark was not likely to cause confusion with the
petitioner’s registered mark INSIGNIA for wines. Concluding that
the Board had applied an “incorrect standard for fame,”266 the CAFC
remanded the case to the TTAB for a determination utilizing the
correct standard.

The CAFC ruled that the Board erred in giving no weight at all
to the fifth du Pont factor26” after finding that Petitioner Phelps’s
mark INSIGNIA was not a famous mark. The CAFC pointed out
that, unlike for dilution, fame for likelihood of confusion purposes is
not an “all-or-nothing” proposition.268 “[L]ikelihood of confusion
fame ‘varies along a spectrum from very strong to very weak.” 269

Petitioner Phelps submitted evidence that INSIGNIA wine is
renowned in the marketplace for wine and among consumers of fine
wine. The record included evidence of extensive recognition and
praise for INSIGNIA brand wine. The CAFC was therefore
“perplexed at the Board’s finding that INSIGNIA wine has no ‘fame,’
giving no discernable weight to this factor.”270 The “fame” factor
should have been given “reasonable weight” among the totality of
circumstances.

In a concurring opinion, Judge Pauline Newman pointed out two
additional issues that should be reviewed on remand. First, the
Board failed to consider the actual usage of the respondent’s mark,
with the words “ALEC BRADLEY” separated from “STAR” and
“INSIGNIA,” in a different font and size.

The Board erred in declining to consider “illustrations of the
mark as actually used,” for precedent recognizes that such
illustrations “may assist the TTAB in visualizing other forms
in which the mark might appear.”27

265 Joseph Phelps Vineyards, LL.C v. Fairmont Holdings, LL.C, 122 U.S.P.Q.2d 1733 (Fed.
Cir. 2017).

266 Jd. at 1735.

267 The fifth du Pont factor is “the fame of the prior mark (sales, advertising, length of use).”
In re E.I. DuPont de Nemours & Co., 177 U.S.P.Q. at 567.

268 Joseph Phelps Vineyards, LL.C v. Fairmont Holdings, LL.C, 122 U.S.P.Q.2d at 1734.

269 Id., quoting Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772,
396 F.3d 1369, 1374-74, 73 U.S.P.Q.2d 1689, 1691 (Fed. Cir. 2005) (quoting In re Coors
Brewing Co., 343 F.3d 1340, 1344 (Fed. Cir. 2003)).

270 Jd. at 1735.

211 Jd. at 1736, quoting Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1353
(Fed. Cir. 2011).
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Second, the issue of relatedness of the goods should be further
considered, since the Board found that the evidence “suggests that
the goods are sold in the same channels of trade to the same
purchasers.”?72 Again, the Board treated this factor as an all-or-
nothing proposition, but the evidence of relatedness should be
considered on a “sliding scale.”273

Judge Newman pointed to the TTAB’s nonprecedential opinion
in In re Licores Veracruz, S.A. de C. V.,274 in which the Board
reached a contrary conclusion on the relatedness issue with respect
to rum and cigars:

[Iln conjunction with the arbitrary nature of the mark
MOCAMBO, we find that cigars and rum will be encountered
by the same consumers under circumstances that could,
because of the identity of the marks, give rise to the mistaken
belief that they originate from the same source. *** In view
of the facts that the marks are identical and are a fanciful or
arbitrary term, and the goods are related, move in the same
channels of trade and are sold to the same consumers, we
find that applicant’s mark MOCAMBO for “rum” is likely to
cause confusion with the mark MOCAMBO for “cigars.”27

Here, the Board found that, because wine and cigars are
products that differ in both composition and method of manufacture,
they are not related. However, “relatedness is a broad concept;
products may exhibit ‘relatedness’ when they ‘are complementary
products sold in the same channels of trade to the same classes of
consumers.”276

Judge Newman observed that the Board should provide
“reasonably consistent rulings on similar facts, to provide premises
on which the public can rely.”277

2. Use in Commerce
Christian Faith Fellowship Church v. adidas AG

In an impactful decision on the meaning of trademark “use in
commerce,” the CAFC ruled that the sale of two hats at a church
bookstore to an out-of-state resident constituted use in commerce of
the applicant’s mark ADD A ZERO.278 The Board had granted the

272 Id. at 1737.

273 Id

274 Serial No. 7753913 (T.T.A.B. Jan. 26, 2012).
25 Id. at 8, 10-11.

276 Joseph Phelps Vineyards, LLC v. Fairmont Holdings, LLC, 122 U.S.P.Q.2d at 1737,
quoting In re Licores at 10.

277 Id
278 Christian Faith Fellowship Church v. adidas AG, 120 U.S.P.Q.2d 1640 (Fed. Cir. 2016).
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petition of adidas AG for cancellation of two registrations owned by
the Christian Faith Fellowship Church for the mark ADD A ZERO,
in standard character and design form, for “clothing, namely shirts
and caps,” finding that these sales were de minimis and insufficient
to show use that affects interstate commerce.27?

Section 1(a) of the Lanham Act provides that “[t|]he owner of a
trademark used in commerce may request registration of its
trademark.”280 “Commerce” is defined as “all commerce which may
lawfully be regulated by Congress.”?8! To register a mark based on
use in commerce, “one must sell or transport goods bearing the mark
such that the sale or transport would be subject to Congress’s power
under the Commerce Clause, which includes its power to regulate
interstate commerce.”282

Here, the question was whether the Church made a sale of goods
bearing the mark, in commerce regulable by Congress, before it
applied to register its marks. The TTAB’s interpretation of the
Lanham Act and the “legal tests it applies in measuring
registrability” are subject to de novo review by the CAFC.283

Congress has broad power under the Commerce Clause. The
Supreme Court’s has ruled that Congress may regulate activities
that have a “substantial effect” on interstate commerce.284

In considering whether an activity has a substantial effect on
commerce, one must consider the nature of the statutory scheme
involved, regardless of whether the particular activity at issue is
local or de minimis in nature.

“That [the farmer’s] own contribution to the demand for
wheat may be trivial by itself is not enough to remove him
from the scope of federal regulation where, as here, his
contribution, taken together with that of many others
similarly situated, is far from trivial.”285

[Wlhen “a general regulatory statute bears a substantial
relation to commerce, the de minimis character of individual

279 Id. at 1643. The church bookstore is located in Zion, Illinois, within five miles of the
Wisconsin border. The purchases were made by one Charlotte Howard, a Wisconsin
resident.

280 15 U.S.C. § 1051(a)(1).

281 Section 45 of the Lanham Act, 15 U.S.C. 1127.

282 Christian Faith Fellowship Church v. adidas AG, 120 U.S.P.Q.2d at 1642, citing Larry
Harmon Pictures Corp. v. Williams Rest. Corp., 929 F.2d 662, 664 (Fed. Cir. 1991) (citing
U.S. Const. art. I, § 8): see also In re Silenius Wines, Inc., 557 F.2d 806, 808-12, 194
U.S.P.Q. 261 (C.C.P.A. 1977).

283 Id. at 1643, citing In re Viterra Inc., 671 F.3d 1358, 1361 (Fed. Cir. 2012) (quoting In re
Save Venice N.Y., Inc., 259 F.3d 1346, 1351-52, 569 U.S.P.Q.2d 1778 (Fed. Cir. 2001)); cf.
Taylor v. United States, 136 S. Ct. 2074, 2080 (2016) (holding the meaning of “commerce”
in a different federal statute, the Hobbs Act, to be a question of law).

284 [

285 Wickard v. Filburn, 317 U.S. 111, 127-28 (1942).
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instances arising under that statute is of no consequence,”
and Congress has the power to regulate it under the
Commerce Clause.286

The CAFC observed that its prior rulings in “use in commerce”
cases reflect the broad scope of Congress’s Commerce Clause
powers. For example, in Larry Harmon,?87 the court held that the
Lanham Act’s requirement could be satisfied by a single-location
restaurant and it refused to adopt a de minimis test for the “use in
commerce” requirement. In Silenus Wines,?88 the CAFC ruled that
the intrastate sale of imported French wine constituted “use in
commerce.”

In the case at hand, the Court found it clear in light of those
precedents that the Church’s sale of two “ADD A ZERO”-marked
hats to an out-of-state resident is regulable by Congress under the
Commerce Clause and, therefore, constitutes “use in commerce”
under the Lanham Act.

We reach this conclusion without defining the outer contours
of Congress’s Commerce Clause powers because the
transaction at issue falls comfortably within the bounds of
those powers already sketched for us by the Supreme Court.
The Lanham Act is a comprehensive scheme for regulating
economic activity—namely the marking of commercial
goods—and the “use 1in commerce” pre-registration
requirement is an “essential part” of the Act.289

The CAFC pointed out that the Church was not required to
present evidence of “an actual and specific effect that its sale of hats
to an out-of-state resident had on interstate commerce. Nor did it
need to make a particularized showing that the hats themselves
were destined to travel out of state.”29%

Adidas’s argument that the Church must present actual
proof that its sale to Ms. Howard directly affected commerce
also contradicts precedent. “[P]roof that the defendant’s
conduct in and of itself affected or threatened commerce is
not needed. All that is needed 1s proof that the defendant’s
conduct fell within a category of conduct that, in the
aggregate, had the requisite effect.”291

The appellate court pointed out that the definition of “commerce”
in the Lanham Act means “all commerce that may be lawfully

286 Gonzalez v. Raich, 545 U.S. 1, 17 (2005), quoting United States v. Lopez, 514 U.S. 549,
558 (1995).

287 929 F.2d at 663.

288 557 F.2d at 809.

289 Christian Faith Fellowship Church v. adidas AG, 120 U.S.P.Q.2d at 1645.
200 Id.

291 Id., quoting Taylor v. United States, 136 S. Ct. 2074, 2081 (2016).
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regulated by Congress.” It concluded that “[bJecause one need not
direct goods across state lines for Congress to regulate the activity
under the Commerce Clause, there is likewise no such per se
condition for satisfying the Lanham Act’s ‘use in commerce’
requirement.”292

And so the CAFC reversed the TTAB’s decision and remanded
the case to the Board for consideration of adidas’s other grounds for
cancellation (abandonment and failure-to-function).

B. Trademark Trial and Appeal Board
1. Section 2(d) Likelihood of Confusion
a. Likelihood of Confusion Found
Bond v. Taylor

In a case that “illustrates the efficiency of the Board’s
Accelerated Case Resolution procedure (‘ACR’),” the Board
sustained a Section 2(d) opposition to registration of the mark
BLACK MEN ROCK & Design for “caps, hats, jackets, t-shirts” and
for “education services, namely, providing live and on-line classes,
seminars, workshops in the field of personal development.”29 The
Board found the mark likely to cause confusion with the registered
mark BLACK GIRLS ROCK! for “tee shirts,” “charitable services,
namely organizing volunteer programs for at-risk teenage women of
color,” and “entertainment, namely, a continuing award show
broadcast over television; arranging and conducting of concerts; and
entertainment services in the nature of live musical performances.”

B rsiroCK

Each party had filed an unsuccessful summary judgment
motion, leading the Board to encourage the parties to stipulate to
resolution of the proceeding via the ACR procedure. In order to take
advantage of ACR, the parties must stipulate that the Board may
resolve any genuine disputes of material fact “in the context of
something less than a full trial.”294

292 Jd. at 1647. See Gonzalez v. Raich, 545 U.S. at 22 (“That the regulation [passed under
the Commerce Clause] ensnares some purely intrastate activity is of no moment.”);
Wickard v. Filburn, 317 U.S. at 125 (“[E]ven if ... activity be local ... it may still,
whatever its nature, be reached by Congress if it exerts a substantial economic effect on

5

interstate commerce . . ..”).
293 Bond v. Taylor, 119 U.S.P.Q.2d 1049 (T.T.A.B. 2016).
294 Jd. at 1051.
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The parties agreed to invoke the Board’s ACR procedure, and
the Board approved the stipulation of the parties as follows:

the Parties will principally rely upon the evidence submitted
in connection with the two previously filed motions for
summary judgment, and any supplemental declarations;

the Parties may supplement their previously filed briefs on
the motion for summary judgment, but will limit any
supplemental briefs to ten pages;

the Parties will forgo reply briefing;

the burden of proof to establish her case by a preponderance
of the evidence remains with Opposer; and

the Board may resolve disputes as to any material fact which
the Board may find to exist and may issue a final ruling after
considering the parties’ ACR submissions.2%

The Goods/Services: The goods of the parties are in part
identical, and these identical goods are presumed to travel in the
same channels of trade to the same classes of purchasers.

As to the services, the Board found that the opposer’s charitable
services are related to the applicant’s educational services. It noted
that the applicant’s recitation of services is not limited to “black

girls.”

Moreover, the opposer testified that men participated in her

programs. The evidence was, however, insufficient to show that the
services of the parties are offered in the same trade channels.

The Marks: While there are differences in the marks, “the
connotations and commercial impressions are similar and the
similarities outweigh the differences.”2%

Both marks connote that the subject of the services (“black
girls” and “black men”) are “very good, impressive, or
exciting.” Thus, Opposer’s and Applicant’s marks suggest
that the programs offered by Opposer and Applicant improve
the self-images of the participants. Both the design in
Applicant’s mark, consisting of the silhouette of a man with
his arms outstretched in a sign of victory, and the
exclamation point in Opposer’s mark emphasize the positive
outcome the programs hope to have on the participants.297

The Board concluded that confusion is likely, and it entered
judgment in favor of the opposer.

25 Id.

296 Jd. at 1056.
297 Id. at 1055-56.
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b. Likelihood of Confusion Not Found

Primrose Retirement Communities, LLC v.
Edward Rose Senior Living, LLC

According “significant weight” to the applicant’s evidence of
third-party use and registration of marks containing the word “rose”
for retirement home services, the Board dismissed this opposition to
registration of the mark ROSE SENIOR LIVING for “Rental of
apartments; rental of residential housing; management of senior
housing communities; Retirement homes; providing assisted living
facilities; providing assisted living facilities for Alzheimer and
dementia clients ; and Nursing home services; managed health care
services” [SENIOR LIVING disclaimed].2% The opposer had claimed
a likelihood of confusion with its registered mark PRIMROSE for
“providing congregate, independent, and assisted living facilities.”

The Board found the services to be identical or nearly identical,
and it therefore presumed that the relevant trade channels and
classes of consumers were the same.

Turning to the marks, the Board first considered the sixth du
Pont factor, the number and nature of similar marks in use on
similar services. The applicant submitted evidence of eight existing
registrations for marks containing the word “rose” in the field of
assisted living services, and more than ninety websites showing
various ROSE or ROSE-containing marks used in connection with
senior living communities and related services. In addition, the
applicant provided expert testimony averring that the word “rose”
1s “commonly used as a naming convention for many senior living
communities under different ownership.”29 The expert listed
seventy-six senior living communities using the word “Rose” as part
of their names.

The Board observed that, in light of recent Federal Circuit
decisions, evidence of extensive use and registration of a term by
others “can be ‘powerful on its face,” even where the specific extent
and impact of the usage has not been established.”3% Such evidence
is relevant to show that a term “may have a normally understood
and well-recognized descriptive or suggestive meaning, leading to
the conclusion that that [term] is relatively weak,” and “can show
that customers have been educated to distinguish between different
marks on the basis of minute distinctions.”301

298 Primrose Retirement Communities, LLC v. Edward Rose Senior Living, LLC, 122
U.S.P.Q.2d 1030 (T.T.A.B. 2017).

299 Jd. at 1035.

300 Jack Wolfskin Ausrustung Fur Draussen GmbH v. New Millennium Sports, S.L..U., 797
F.3d 1363, 116 U.S.P.Q.2d 1129, 1136 (Fed. Cir. 2015), quoting Juice Generation, Inc. v.
GS Enters. LLC, 794 F.3d 1334, 115 U.S.P.Q.2d 1671, 1674 (Fed. Cir. 2015)).

301 Id., quoting Juice Generation, 115 U.S.P.Q.2d 1671 at 1674.
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The Board concluded that customers have been exposed to so
many different ROSE and ROSE-formative marks and names in
connection with senior living communities that they likely have
become alert to “minute distinctions” between the various marks.302
Consequently, a mark comprising or containing the word “Rose” in
this field “should be given a restricted scope of protection.”303

In other words, Opposer’s mark PRIMROSE is not entitled
to such a broad scope of protection that it is a bar to the
registration of every mark comprising, in whole or in part,
the word “Rose”; it will only bar the registration of marks “as
to which the resemblance to [Opposer’s mark] is striking
enough to cause one seeing it to assume that there is some
connection, association or sponsorship between the two.”304

With regard to the first du Pont factor, the similarity or
dissimilarity of the marks, the Board observed once again that when
the involved services are identical, a lesser degree of similarity is
necessary to support a finding of likely confusion. It found ROSE to
clearly be the dominant portion of the applicant’s mark. In the
opposer’s mark, the initial element “PRIM” is prominent and gives
the mark a sound and appearance different from the applicant’s
mark.

As to meaning, each mark refers to a flowering plant, albeit
different ones. The opposer pointed to the similarity in trade dress
used by the parties, the Board noting that although it does not
ordinarily look to trade dress for word marks (since the trade dress
may be changed at any time), trade dress nonetheless may provide
evidence as to whether the marks project confusingly similar
commercial impressions. Here, the parties use a similar rose color
and both include a picture of a flower. Thus the flower designs
reinforce the meanings of PRIMROSE and ROSE.

In sum, although there are similarities between the marks,
the marks are specifically different in sound, appearance and
meaning. When viewed against the background of significant
third-party uses and registrations as discussed above, these
differences outweigh the similarities, resulting in different
overall commercial impressions. We find that this factor
weighs in favor of a finding of no likelihood of confusion.395

302 Primrose Retirement Communities, LLC v. Edward Rose Senior Living, LLC, 122
U.S.P.Q.2d at 1033. See Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maison
Fondee En 1772, 396 F.3d 1369, 73 U.S.P.Q.2d 1689, 1691 (Fed. Cir. 2005).

303 Id. at 1036.

304 Jd. at 1036-37, quoting Anthony’s Pizza & Pasta Int’l Inc. v. Anthony’s Pizza Holding
Co., 95 U.S.P.Q.2d 1271, 1278 (T.T.A.B. 2009), aff'd, 415 Fed. Appx. 222 (Fed. Cir. 2010)
(quoting Pizza Inn, Inc. v. Russo, 221 U.S.P.Q. 281, 283 (T.T.A.B. 1983)).

305 Jd. at 1038.



Vol. 108 TMR 69

Turning to the fourth du Pont factor, the conditions under which
purchases are made, the applicant’s expert opined that the decision
to purchase the involved services “is a very important, one-time
decision and for most, is their largest lifetime expenditure.”3% The
opposer’s witness indicated that prospective purchasers “do their
research before making this decision,” and that “clients shopping for
assisted living services take great care in selecting the facility.”307
The Board recognized, however, that in some cases this decision is
made hastily and under duress. Nevertheless, given the nature of
the services and their high cost, the conditions of sale favor a finding
of no likelihood of confusion. And even though the Board must
consider the least sophisticated potential purchaser, “a decision as
important as choosing a senior living community will be made with
some thought and research, even when made hastily.”3% Therefore,
the Board found that the sixth du Pont factor favored the applicant.

Balancing the relevant du Pont factors, the Board concluded
that confusion as to the source of the involved services is not likely,
and it therefore dismissed the opposition.

2. Section 2(e)(4) Primarily Merely a Surname
Azeka Building Corp. v. Azeka

In this dispute between two branches of the Azeka family, the
Board sustained an opposition to registration of the mark AZEKA’S
RIBS for “barbeque sauce” [RIBS disclaimed], finding rather easily
that the mark is primarily merely a surname.309

Based on the Eximius Coffee ruling, the Board listed the
following circumstances that may be probative in determining
whether a mark is primarily merely a surname under Section
2(e)(4):

1) whether the term is the surname of anyone connected with

the applicant;

2) whether the term has any recognized meaning other than as
a surname;

3) whether evidence shows that the term has the structure and
pronunciation of a surname;

4) whether there 1is contextual use related to surname
significance; and

06 Id. at 1039.
01 Id,
08 Id,

309 Azeka Building Corp. v. Azeka, 122 U.S.P.Q.2d 1477 (T.T.A.B. 2017). The Board’s ruling
on the issue of the opposer’s abandonment of its pleaded mark is discussed in Part
1.C.14., below.
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5) whether the evidence shows use of the term as a surname is
rare.310

AZEKA 1is obviously the applicant’s surname. There was no
evidence that AZEKA has any meaning other than as a surname.
The third factor was neutral because the record was devoid of
relevant evidence on structure and pronunciation. As a contextual
clue, the use of the possessive for AZEKA’S is consistent with the
perception of the term as a surname. And the evidence revealed 868
individuals with the surname “Azeka” and at least three websites
showing use of AZEKA as a surname, “giving the surname at least
some public exposure in the media.”31!

The addition of the word “RIBS” does not detract from the
surname significance of “AZEKA,)” since “RIBS” is at least
descriptive, if not generic, when used in connection with barbecue
sauce.

In sum, there was nothing in the record to indicate that AZEKA
would be perceived as anything other than a surname, and the
applicant did not contend otherwise. And so the Board sustained the
opposer’s claim under Section 2(e)(4).

3. Section 2(f) Acquired Distinctiveness
Terry Nazon, d/b/a Terry Nazon Inc. v. Ghiorse

In an opinion asking, but not answering, the important question,
“What 1s SEXY ASTROLOGY?,” the Board dismissed a Section 2(d)
opposition to registration of that mark for “astrology consultation”
because Opposer Terry Nazon failed to prove proprietary rights in
her asserted mark SEXSTROLOGY, registered on the
Supplemental Register for services in the nature of “astrology
horoscopes.”312

Opposer Nazon owns a Supplemental Registration for her mark,
and so priority was not an issue.3!3 However, a registration on the
Supplemental Register is not entitled to the presumptions of Section
7(b) of the Lanham Act and is not evidence that Nazon owns
proprietary rights in her mark.3* A mark so registered is presumed

310 Jd. at 1481, citing In re Eximius Coffee, LLC, 120 U.S.P.Q.2d 1276, 1278 (T.T.A.B. 2016).

311 Id. at 1482.

312 Terry Nazon, d/b/a Terry Nazon Inc. v. Ghiorse, 119 U.S.P.Q.2d 1178 (T.T.A.B. 2016).

313 See King Candy Co. v. Eunice King’s Kitchen, Inc., 182 U.S.P.Q. 108 (C.C.P.A. 1974).

314 Otter Products LLC v. BaseOneLabs LLC, 105 U.S.P.Q.2d 1252 (T.T.A.B. 2012). Section
7(b) of the Lanham Act, 15 U.S.C. § 1057(b), provides: “A certificate of registration of a
mark upon the principal register provided by this chapter shall be prima facie evidence
of the validity of the registered mark and of the registration of the mark, of the owner’s
ownership of the mark, and of the owner’s exclusive right to use the registered mark in

commerce on or in connection with the goods or services specified in the certificate,
subject to any conditions or limitations stated in the certificate.”
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to be merely descriptive and Nazon had the burden to establish
acquired distinctiveness.315

The good news for Nazon was this: since priority was not an
issue, Nazon was not required to establish acquired distinctiveness
prior to any date on which Applicant Ghiorse might rely. Nazon
needed to show only that her mark “now has acquired
distinctiveness.”316

Nazon claimed that she coined the term “SEXSTROLOGY” in
2004 for an article she was writing, combining the words “SEX” and
“ASTROLOGY.” She uses the word “to define astrology as it pertains
to men and woman [sic], as it pertains to relationships, and as it
pertains to the interaction between men and women.”37 The Board
perceptively pointed out, however, that using the term
“SEXSTROLOGY” in various materials did not constitute use as a
service mark for astrology horoscopes.

Nazon provided vague testimony about use of SEXSTROLOGY
on her Facebook page, at the terrynazon.com website, and in her
blog. She uses @SEXSTROLOGY as her Twitter handle, but “using
a term as part of a Twitter handle to identify oneself does not
necessarily evidence trademark use for particular services.”318 The
Board found that this evidence as a whole did not show trademark
rights in SEXSTROLOGY for astrology horoscopes.

Applicant Ghiorse submitted several examples of third-party
use of “SEXSTROLOGY” or “SEXTROLOGY,” including several
books, a Twitter page, Tumblr postings, and several websites, all
with reference to astrology and relationships. A dictionary
definition from “Definition Of, a community dictionary,” defined
“sextrology” as “a contraction of sex + astrology; the stars to study
the influence of one’s sex life and sexual relationships” [sic].319
Indeed, Opposer Nazon admitted that there is voluminous third-
party use of “sexstrology,” and in her testimony she treated
SEXSTROLOGY as “the name of the subject matter.”320

This evidence of multiple third-party and mainstream uses
demonstrated the highly descriptive meaning of
SEXSTROLOGY/SEXTROLOGY. The Board concluded that
Nazon’s evidence regarding her use of SEXSTROLOGY was
insufficient to overcome Applicant Ghiorse’s evidence of
descriptiveness. Much of Nazon’s evidence was flawed, and in some
of the evidence “Sexstrology” may have been viewed as the subject

315 See Quaker State Ref. Corp. v. Quaker Oil Corp., 172 U.S.P.Q. 361, 363 (C.C.P.A. 1972).

316 Terry Nazon, d/b/a Terry Nazon Inc. v. Ghiorse, 119 U.S.P.Q.2d at 1182. (Emphasis
added by the Board.)

517 Id.
518 Id. at 1185.
219 Id. at 1186.
20 Id.
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matter rather than as a source indicator. Furthermore, the number
of third-party descriptive uses indicated that the opposer has not
been the substantially exclusive user as required for a showing of
acquired distinctiveness under Section 2(f).321

The Board concluded that Opposer Nazon failed to demonstrate
that she has acquired proprietary rights in the term
“SEXSTROLOGY” as a trademark for astrological horoscopes, and
so the Board dismissed the opposition on that basis.

The Board also addressed, in the alternative, Nazon’s likelihood
of confusion claim, assuming arguendo that the term had acquired
distinctiveness. Treating Nazon’s mark as highly suggestive and
entitled to only a narrow scope of protection, the Board found the
involved marks, when considered in their entireties, different in
meaning and commercial impression.

[TThe words SEXY and SEX have different meanings. When
each 1s combined with the other element in the respective
marks, the result is that Opposer’s mark (again, treating it
as suggestive rather than descriptive) conveys that her
“astrology horoscopes” services are concerned with the effect
of the stars on one’s romantic life or the romantic
compatibility of various astrological signs. Applicant’s mark,
SEXY ASTROLOGY, on the other hand, does not convey
such a meaning. It clearly references ASTROLOGY, and
directly tells consumers that this is the subject of Applicant’s
“astrology consultation” services. However, the term SEXY,
as used with ASTROLOGY, does not have a clear meaning.
What is SEXY ASTROLOGY?322

The Board concluded that confusion is not likely, and so even if
Opposer Nazon had established trademark rights in the mark
SEXSTROLOGY, her Section 2(d) claim was star-crossed.

4. Failure to Function
D.C. One Wholesaler, Inc. v. Chien

The Board showed little love for this applicant, sustaining an
opposition to registration of the mark “I ¥ DC” in the form shown
first below, for various clothing items, and ordered cancellation of a
registration (on the Supplemental Register) for the mark shown
second below, for backpacks, clothing, and stuffed toys, on the
ground that the applied-for marks fail to function as trademarks.323

821 See, e.g., Levi Strauss & Co. v. Genesco, Inc., 222 U.S.P.Q. 939, 940-41 (Fed. Cir. 1984);
Nextel Commc’ns Inc. v. Motorola Inc., 91 U.S.P.Q.2d 1393, 1408 (T.T.A.B. 2009).

322 Terry Nazon, d/b/a Terry Nazon Inc. v. Ghiorse, 119 U.S.P.Q.2d at 1188.
323 D.C. One Wholesaler, Inc. v. Jonathan E. Chien, 120 U.S.P.Q.2d 1710 (T.T.A.B. 2016).
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I9DC

19
DC

Plaintiff D.C. One argued that the phrase “I ¥ DC” is a common
slogan used in an informational sense, and that consumers are
accustomed to seeing the phrase on goods from multiple sources.

The evidence confirmed that apparel bearing the phrase “I ¥ DC”
is available from many sources. Other merchandise prominently
displaying the phrase, such as mugs, teddy bears, aprons, etc., is
also common. The plaintiff has offered such goods since at least
2005. A vendor testified that he saw similar merchandise since 2000
or 2001, that this type of product “was probably one of our most
popular items from the very beginning,” and that he has purchased
these goods from several different wholesalers.324

The plaintiff also showed that designs consisting of “I ¥” followed
by other terms (RUGBY, KETCHUP, JESUS, etc.) are common in
the souvenir industry. The plaintiff’s expert opined that customers
and tourists purchase the items because they like the design or the
product itself and do not care where they originated.

The defendant testified that he did not create the design,
conceding that the logo “has been out since the ‘60s for anyone to
use.” and he acknowledged that the design is used by others.

The Board concluded that the mark would not be perceived as
an indicator of source for the goods on which it appears.

The record before us indicates that I ¥ DC has been widely
used, over a long period of time and by a large number of
merchandisers, as an expression of enthusiasm, affection or
affiliation with respect to the city of Washington, D.C. This
significance of the expression is reinforced by the fact that
similar expressions in the form “I ¥__” have also been widely
used to express such enthusiasms with respect to other
places and things.325

The Board noted that the souvenir marketplace is “awash” in
products that display “I ¢ DC” as a prominent ornamental

324 Jd. at 1714.
325 Jd. at 1716.
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feature.?26 Consumers purchase the product because of this
ornamentation, which appears as informational matter not
associated with a particular source.

The defendant’s use of the mark on hangtags, in a non-
ornamental manner that 1s conventional for the display of
trademarks, does not mandate a different outcome. The question is
still whether the phrase functions as a trademark. Because of the
informational nature and the ubiquity of the phrase, it does not
convey source even when used on a hangtag.

5. Fraud

Daniel J. Quirk, Inc. v. Village Car Co.

In this quixotic attempt to prove fraud on the USPTO,327 the
Board dismissed a petition for cancellation of registrations for the
marks QUIRK and QUIRK AUTO PARK for “automobile
dealership.”328 The petitioner asserted that the respondent’s
underlying applications were executed fraudulently because the
respondent knew of and failed to disclose the petitioner’s allegedly
prior rights in the marks QUIRK and QUIRK WORKS TO SAVE
YOU MONEY for auto dealerships. However, the petitioner failed
to establish its prior rights, and it also failed to demonstrate that
the respondent intended to deceive the USPTO.

As we all know, fraud must be proven “to the hilt’ with clear and
convincing evidence.”329 To prevail on its fraud claim, the petitioner
was required to prove that:

(1) Petitioner was the user of the same or a confusingly similar
mark at the time the oath was signed,;

(2) Petitioner had legal rights superior to Respondent’s rights at
the time Respondent signed the applications for registration;

(3) Respondent knew that Petitioner’s rights in the mark were
superior to Respondent’s and either believed that a
likelihood of confusion would result from Respondent’s use of
its mark or had no basis for believing otherwise; and that

2 Id.

327 The Board has upheld only one fraud claim since the CAFC’s decision in In re Bose Corp.,
91 U.S.P.Q.2d 1938, 1939 (Fed. Cir. 2009). That was in Nationstar Mortgage LLC v.
Ahmad, 112 U.S.P.Q.2d 1361 (T.T.A.B. 2014)

328 Daniel J. Quirk, Inc. v. Village Car Co., 120 U.S.P.Q.2d 1146 (T.T.A.B. 2016).

329 Jn re Bose Corp., 91 U.S.P.Q.2d at 1939, quoting Smith Int’l, Inc. v. Olin Corp., 209
U.S.P.Q. 1033, 1044 (T.T.A.B. 1981).
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(4) Respondent, in failing to disclose these facts to the USPTO,
intended to procure a registration to which it was not
entitled.330

Fraud will not lie against a party who holds an honest and good
faith belief in its right to register a mark and who verifies the
statutorily prescribed ownership statement, which is phrased in
terms of subjective belief.33!

As to the first requirement, the evidence showed that the
petitioner was using the term “QUIRK” at the time the respondent
filed its underlying applications. As to superior rights, however, the
petitioner’s evidence fell short of proving it was the first user of the
QUIRK marks.

The parties proceeded via the Board’s Accelerated Case
Resolution procedure (“ACR”), stipulating that each could rely on
the evidence submitted with their earlier, unsuccessful cross-
motions for summary judgment. The petitioner relied on its own
interrogatory responses, which was allowable because the responses
had been submitted with its summary judgment motion.
Nonetheless, the Board gave the responses limited weight. Although
oral testimony may suffice to establish priority, the petitioner’s
interrogatory responses “are not oral testimony, and are not
conclusive on the question of priority.”332 The Board deemed the
Interrogatory responses inadequate to prove priority.

Because the petitioner failed to prove superior rights in the
mark QUIRK, its fraud claim failed. The Board nonetheless
proceeded to consider the issue of fraudulent intent, again finding
that the record evidence was insufficient.

The respondent acknowledged that, at the time its underlying
applications were signed, it was aware that the petitioner was using
its mark QUIRK in Southeastern Massachusetts. However, the
respondent stated that it believed that no likelihood of confusion
would result from concurrent use of the marks because the
respondent was located in Maine, 250 miles from the petitioner.
There was nothing in the record to indicate that this was not an
honest belief that respondent had superior rights because the

330 Daniel J. Quirk, Inc. v. Village Car Co., 120 U.S.P.Q.2d at 1149, citing Qualcomm Inc. v.
FLO Corp., 93 U.S.P.Q.2d 1768, 1770 (T.T.A.B. 2010); Intellimedia Sports Inc. v.
Intellimedia Corp., 43 U.S.P.Q.2d 1203, 1205 (T.T.A.B. 1997).

331 Woodstock’s Enters. Inc. (California) v. Woodstock’s Enters. Inc. (Oregon), 43 U.S.P.Q.2d
1440, 1443 (T.T.A.B. 1997), affd, 152 F.3d 942 (Fed. Cir. 1998).

332 Daniel J. Quirk, Inc. v. Village Car Co., 120 U.S.P.Q.2d at 1151, citing Tzu Wei Chen
Food Co., Ltd., v. Chia-chi Enters., Inc., 73 F.3d 379, 38 U.S.P.Q.2d 1932, 1935-37 (Fed.
Cir. 1995).
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petitioner’s use was merely intrastate. While that belief may have
been mistaken,?33 it did not amount to fraud.

The petitioner contended that “[t]he simple act of causing the . . .
Applications to be filed ... demonstrates the intention to procure
registrations to which [the respondent] was not entitled.”334 The
Board, however, observed that the mere filing of an application does
not provide an inference that the applicant intended to deceive.

The petitioner also contended that deceptive intent may be
inferred from the respondent’s unprompted disclosure to the
USPTO of the petitioner’s use. The Board, however, saw that
disclosure as demonstrating the opposite of bad intent.

Finally, the petitioner asserted that intent may be inferred from
the fact that, based on his education, intellect, and experience in
signing important documents, the respondent’s president, Mr.
Quirk, would appreciate “the legal consequences—and pitfalls—of
signing oaths while withholding personal knowledge of information
to the contrary.”33® The Board was unimpressed, noting that Mr.
Quirk demonstrated candor in his communications with the
USPTO.

To prove fraud, the petitioner was required to provide specific
facts supporting an inference of the respondent’s fraudulent intent.
No evidence illuminated the respondent’s beliefs as to its rights in
the QUIRK or QUIRK-formative marks, or its beliefs as to the
likelihood of confusion between the involved marks. In short, the
petitioner failed to show, by direct or indirect evidence, that the
respondent intended to deceive the USPTO.

And so the Board dismissed the petition for cancellation.

6. Genericness
Luxco, Inc. v. Consejo Regulador del Tequila, A.C.

For those of you who think the term “Tequila” is generic, think
again. The Board dismissed this opposition to registration of the
mark TEQUILA as a certification mark for “distilled spirits,
namely, spirits distilled from the blue tequilana weber variety of
agave plant.” Opposer Luxco failed to prove its claims of
genericness, lack of legitimate control, and fraud.336

Applicant CRT is a private body authorized and approved under
Mexican law to carry out activities of evaluation and certification of
the production of Tequila. Opposer Luxco imports Tequila in bulk

333 The petitioner’s intrastate use may have given it prior rights. See Christian Faith
Fellowship Church v. adidas AG, 120 U.S.P.Q.2d 1640 (Fed. Cir. 2016), discussed in Part
II.A.2, above.

334 JId. at 1154.
33 Id. at 1155.
336 Luxco, Inc. v. Consejo Regulador del Tequila, A.C., 121 U.S.P.Q.2d 1477 (T.T.A.B. 2017).
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and sells its finished product to other distributors. It purchases the
product from two Mexican suppliers, and the product is certified by
CRT as authentic Tequila in accordance with Mexican law.

Standing: CRT asserted that Luxco lacked standing because,
under current United States law, Luxco cannot use the term
“Tequila” unless the product has been certified by CRT, and so the
registration of TEQUILA as a certification mark will not change the
commercial environment. The Board, however, pointed out that
registration will “entail a new layer of protection under the Lanham
Act, to which the opposer must answer, that does not currently
exist.”337 Therefore, Luxco has standing to bring its claims.

Genericness: A geographic certification mark is expressly
exempted from the Section 2(e)(2) geographical descriptiveness
bar,338 and so a geographical name does not require secondary
meaning to qualify for registration as a certification mark.339
Opposer Luxco had the burden to prove by a preponderance of the
evidence that the designation TEQUILA is generic.340

A certification mark that certifies regional origin as well as the
qualities and characteristics associated with that origin “will not be
deemed to have become a generic term as applied to particular goods
unless it has lost its significance as an indication of regional origin
for those goods.”?¥! The public’s perception is the primary
consideration in determining genericness.

The Board found the genus of goods to be those identified in the
subject application, and the relevant consumers to be the
purchasers of those goods. The question, then, was whether these
relevant consumers perceive the term TEQUILA as an indicator of
geographic origin or as merely the name of a certain type of alcoholic
beverage regardless of its geographic origin and the methods and
conditions for producing it.

The Tobacco Tax and Trade Bureau (“TTB”) of the U.S.
Department of Treasury, charged with regulating the sale of

337 See Sections 2, 4, 7, 32, 34, 42, and 45 of the Lanham Act, 15 U.S.C. §§ 1052, 1054, 1057,
1114, 1116, 1124, and 1127. For example, registration will afford it the protection of the
presumptions set forth in Section 7(b).

338 Section 2(e)(2) of the Lanham Act, 15 U.S.C. § 1502(e)(2), in pertinent part, bars
registration of a mark that “when used on or in connection with the goods of the applicant
is primarily geographically descriptive of them, except as indications of regional origin
may be registrable under section 1054 of this title.” Section 1054 (Section 4 of the
Lanham Act, 15 U.S.C. § 1054) provides that “certification marks, including indications
of regional origin, shall be registrable . . . in the same manner and with the same effect
as are trademarks, by persons, and nations, States, municipalities, and the like,
exercising legitimate control over the use of the marks.”

339 Cmty. of Roquefort v. William Faehndrich, Inc., 303 F.2d 494, 497, 133 U.S.P.Q. 633, 635
(2d Cir. 1962); see also Tea Bd. of India v. Republic of Tea Inc., 80 U.S.P.Q.2d 1881, 1899
(T.T.A.B. 2006).

340 TLuxco, Inc. v. Consejo Regulador del Tequila, A.C., 121 U.S.P.Q.2d at 1482.
341 Tea Bd. of India, 80 U.S.P.Q.2d at 1887.
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distilled spirits in the United States, classifies Tequila as a
distinctive product of Mexico and prohibits the labeling of bottles as
Tequila if the product is not manufactured in Mexico in compliance
with Mexican law.342 Therefore, those in the trade are
presumptively aware of that classification, but that does not
establish how purchasers perceive the term.

The Board reviewed dictionary definitions of “Tequila,”
encyclopedia and website references, several expert reports,
advertising and bottle labels for Tequila, recipes, new articles, retail
signage, and consumer survey results. It observed that “a term that
identifies a category of spirit would not be generic if it also serves to
identify geographic origin (e.g., a type of spirit from Mexico).”343

The evidence ..., particularly the information in the

standard reference works, advertising and brand names

engendering an association with Mexico, labels on every
bottle sold that include the statement “Product of Mexico” or

“Hecho en Mexico,” and Applicant’s survey finding that

55.4% of the respondents believe that Tequila indicates that

the product is made in Mexico, counters Opposer’s assertion

that Tequila is a generic term.344

The Board found that the record evidence was, at best, mixed,
and “tends to show that Tequila has significance as a designation of
geographic origin.”345 Because Luxco failed to meet its burden to
prove genericness by a preponderance of the evidence, the Board
dismissed this count of the opposition.

Control: Opposer Luxco asserted that Applicant CRT cannot
exercise the required control over use of the term “Tequila” because
the TTB has authority over the use of “Tequila.” The Board pointed
out, however, that the TTB has no authority to make determinations
as to trademark registrability. The Board is not concerned with
whether TTB labeling requirements have been met, and the TTB
requirements are irrelevant to the issue of trademark registrability.

The Board also rejected Luxco’s argument that the Mexican
government, and not Applicant CRT, owns the term “Tequila.” The
applicant was authorized by the Mexican Institute of Intellectual
Property to register TEQUILA as a certification mark because CRT
is the organization that verifies compliance with the Official
Mexican Standard for Tequila. The Board therefore concluded that
CRT has the right and authority to control the use of the term
TEQUILA as a certification mark in Mexico and in the United
States, that CRT is exercising legitimate control, and that CRT is

342 Luxco, Inc. v. Consejo Regulador del Tequila, A.C., 121 U.S.P.Q.2d at 1485.
343 Id. at 1497.

344 Jd.

345 [d.
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the owner of the certification mark for purposes of registration in
the United States.346

Fraud: Luxco maintained that CRT misled the examining
attorney into believing that TEQUILA has “special status” as an
“appellation of origin” under U.S. trademark law. The Board,
however, found that the examining attorney was not misled, and in
any case was provided with the authorities upon which CRT was
relying in asserting that Tequila is recognized as a distinctive
product of Mexico. Moreover, the evidence suggested that CRT had
a reasonable belief in the correctness of its position rather than an
intent to deceive the USPTO.

Finally, Luxco claimed that CRT committed fraud by falsely
stating to the Examining Attorney that “In terms of volume
practically 100% of the tequila product sold in the world comes from
a certified producer and certified brand.” The Board, however, found
nothing in the record to support the claim that this statement was
false or intended to deceive the USPTO.

And so the Board dismissed the opposition.

7. Family of Marks/Unity of Control
Wise F&I, LLC v. Allstate Insurance Company

In this consolidated opposition proceeding, the Board ruled that
the marks in a family of marks may be owned by different entities
if there i1s “unity of control,” but because the opposers failed to plead
unity of control, the Board dismissed the proceeding.34” The opposer
challenged registration of the marks MILEWISE and ALLSTATE
MILEWISE for insurance services, based on claims of likelihood of
confusion with the opposers’ alleged family of WISE-formative
marks. Applicant Allstate moved to dismiss under Federal Rule of
Civil Procedure 12(b)(6)348 for failure to state a claim, asserting that
the pleaded marks are not owned by a single entity and therefore
cannot, as a matter of law, comprise a family of marks. Allstate
further asserted that the opposers failed to allege that the common
characteristic of the alleged family of marks is distinctive and that
the marks have been used and promoted in such a way that

346 See TMEP Section 1306.05(b)(i1), which states: “The government of a region would be the
logical authority to control the use of the name of the region. The government, either
directly or through a body to which it has given authority, would have power to preserve
the right of all persons entitled to use the mark and to prevent abuse or illegal use of the
mark. The applicant may be the government itself ..., one of the departments of a
government, or a body operating with governmental authorization that is not formally a
part of the government.”

347 Wise F&I, LLC v. Allstate Insurance Co., 120 U.S.P.Q.2d 1103 (T.T.A.B. 2016).

348 Rule 12(b)(6), Fed. R. Civ. P., provides for the filing of a motion to dismiss on the ground
of “failure to state a claim upon which relief can be granted.”
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consumers would associate the common characteristic “WISE” with
a single source.

Family of Marks/Unity of Control: Relying on the Wella
decisions,34? the opposers maintained that the family of marks
doctrine requires only that the shared characteristic of the marks
be recognized as indicative of a common origin of the goods or
services, and that the common origin need not be a single entity. In
Wella I, the CAFC vacated a TTAB decision that affirmed a refusal
to register Wella AG’s mark WELLASTRATE in view of several
Wella-formative marks owned by its U.S. subsidiary, pointing out
that “If the Wella family of marks connotes to consumers only a
single source for all Wella products, namely the Wella organization,
it 1s difficult to see how Wella A.G’s use of the mark
‘WELLASTRATE’ would cause confusion as to source because of
Wella U.S.’s use of the other Wella marks.”35° On remand, the Board
observed that “[c]learly, the [Federal Circuit] views the concept of
‘source’ as encompassing more than ‘legal entity.” 351

The Board therefore agreed with the opposers here that “in the
context of the ‘family of marks’ inquiry, the concept of common
origin (‘source’) may encompass more than one entity.”352

In view of the Wella I and Wella II decisions, it logically
follows that related entities can rely on a family of marks as
a basis for a Section 2(d) claim—notwithstanding the fact
that the pleaded marks are not all owned by a single entity—
if the complaint contains sufficient factual allegations that
they are related, and that there is unity of control over the
pleaded marks such that the marks are indicative of a single
source, and all of the other elements for pleading a family of
marks are satisfied.353

With regard to “unity of control,” the TTAB stated in Wella II that:

Besides the existence of a legal relationship, there must also
be a unity of control over the use of the trademarks. “Control”
and “source” are inextricably linked. If, notwithstanding the
legal relationship between entities, each entity exclusively
controls the nature and quality of the goods to which it
applies one or more of the various “WELLA” trademarks, the
two entities are in fact separate sources.354

319 Jn re Wella A.G., 787 F.2d 1549, 229 U.S.P.Q. 274 (Fed. Cir. 1986) (Wella I) and In re
Wella A.G., 5 U.S.P.Q.2d 1359, 1361 (TTAB 1987) (Wella II), rev'd on other grounds, 8
U.S.P.Q.2d 1365 (Fed. Cir. 1988).

350 Wella I, 229 U.S.P.Q. at 276.

351 Wella II, 5 U.S.P.Q.2d at 1361.

352 Wise F&I, LLC v. Allstate Insurance Company, 120 U.S.P.Q.2d at 1109.
353 [

354 Id., quoting Wella II, 5 U.S.P.Q.2d at 1361.
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Here, the opposers pled only that three of the opposing entities
are subsidiaries of Opposer Wise F&I. They failed to plead that use
of the marks and the quality of the services “are controlled by one of
the opposers such that the marks identify a single source for all of
the services identified by the respective marks.”35 In Wella II,
Applicant Wella AG owned substantially all of the stock of Wella
(USA), and thus “control[led] the activities and operations of Wella
U.S., including the selection, adoption and use of the
trademarks.”356

The Board ruled that an allegation of “unity of control” is a
necessary element for claiming a family of marks for purposes of
Section 2(d) when the marks are owned by separate legal entities.
The opposers failed to make such an allegation and therefore failed
to state a proper claim under Section 2(d) based upon ownership of
a family of marks.

Pleading a Family of Marks: Aside from the ownership issue, the
opposers failed to properly allege that they had established a family
of marks.

To assert ownership of a family of marks a plaintiff must
allege, and ultimately prove: (1) prior use of marks sharing a
recognizable common characteristic; (2) that the common
characteristic is distinctive (i.e., not descriptive or highly
suggestive or so commonly used in the trade that it cannot
function as the distinguishing feature of any party’s mark);
and (3) that prior to the defendant’s first use (or constructive
first use) of its involved mark, plaintiff’s marks have been
used and advertised in promotional material or in everyday
sales activities in such a manner as to create common
exposure and thereafter recognition among the purchasing
public such that the common characteristic is itself
indicative of a common origin of the goods or services.357

The opposers failed to allege that the common element “WISE”
is distinctive and failed to allege that they have used and advertised
the marks in such a manner that the public associates not only the
individual marks, but also the common characteristic of the alleged
family, with a single source. For that reason also, the notices of
opposition fail to state a claim upon which relief can be granted.

Leave to Amend: The Board allowed the opposers thirty days
within which to submit amended notices of opposition (or a single
consolidated notice).

355 Id
356 Id.

357 Id. See, e.g., Truescents LLC v. Ride Skin Care LLC, 81 U.S.P.Q.2d 1334, 1337-38
(T.T.A.B. 2006) (Board rejected opposer’s claim of ownership of a family of GENUINE
marks because opposer “failed to present any evidence showing that it has advertised
and promoted its asserted GENUINE marks together as a family. . . .”).
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8. Claim Preclusion/Issue Preclusion
NH Beach Pizza LLC v. Cristy’s Pizza Inc.

In November 2015, the Board dismissed a cancellation petition
brought by NH Beach Pizza LLC because NH failed to prove
standing. NH then filed a new petition for cancellation on the same
ground as the prior petition. The respondent moved for summary
judgment on the basis of collateral estoppel (issue preclusion),
arguing that the issue of standing had already been decided against
Petitioner NH. The Board granted the motion and dismissed the
new petition.38

Under B & B Hardware, Inc. v. Hargis Industries, Inc.,3> issue
preclusion bars the re-litigation of the same issue in a second action.

The application of issue preclusion requires: (1) identity of
an issue in the current and a prior proceeding; (2) actual
litigation of that issue in the prior proceeding; (3) that
determination of the issue was necessary in entering
judgment in the prior proceeding; and (4) that the party with
the burden of proof on that issue in the second proceeding
had a full and fair opportunity to litigate the issue in the
prior proceeding.360

As to the first element, the petitioner pled the same basis for its
standing as in the first proceeding: that it uses “the generic term
‘beach pizza™ to promote its goods and that the respondent claimed
that this usage caused actual consumer confusion.

As to the second element, the issue of standing was actually
litigated and decided in the prior proceeding. The fact that the basis
for the decision was NH’s failure to provide evidence of its standing
does not change the fact that the issue was actually litigated.

NH wrongly asserted that the original case was dismissed
“without prejudice.” The Board noted that the case was “dismissed.”
In any event, even in a case dismissed without prejudice, the issue
decided is subject to issue preclusion. Claim preclusion may not
apply, but issue preclusion will bar the re-litigation of the same
standing argument in a second proceeding.

The Board pointed out that NH could have rectified its
evidentiary deficiencies by pursuing an appeal of the Board’s
decision pursuant to Section 21(b) of the Lanham Act,3%! which

358 NH Beach Pizza LLC v. Cristy’s Pizza Inc., 119 U.S.P.Q.2d 1861 (T.T.A.B. 2016).
359 575 U.S. __,1358S. Ct. 1293, 113 U.S.P.Q.2d 2045 (2015).

360 NH Beach Pizza LLC v. Cristy’s Pizza Inc., 119 U.S.P.Q.2d at 1864, citing Montana v.
United States, 440 U.S. 147, 153-154 (1979).

361 Section 21(b) of the Lanham Act, 15 U.S.C. § 1071(b), provides that a person dissatisfied
with the decision of the TTAB may seek review by way of civil action in the United States
district courts. In such an appeal, a party may introduce new evidence, which evidence
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would have allowed NH an opportunity to submit new evidence
regarding its standing.

The third factor was met because the standing determination
was necessary to the Board’s prior decision. “Indeed, it was the
reason that the Board dismissed the Prior Action.”362

Finally, the fourth factor was satisfied because Petitioner NH
was fully represented in the prior proceeding and had a full and fair
opportunity to introduce testimony or other evidence on the issue of
its standing.

And so the Board dismissed the petition for cancellation with
prejudice.

Chutter, Inc. v. Great Concepts, LLC

The Board entered summary judgment in favor of the petitioner
on the issue of claim preclusion in this proceeding seeking
cancellation of a registration for the mark DANTANNA'’S for “steak
and seafood restaurant.” The respondent contended that the
petitioner’s sole claim, based on the allegedly fraudulent filing of a
Section 15 declaration, was barred in this proceeding because it
could have been raised in an earlier cancellation proceeding that
was brought by the petitioner and then dismissed for failure to
prosecute. The Board, however, ruled that the claim of fraud in this
proceeding was not based on the same transactional facts as the
earlier fraud claim, and therefore was not barred.363

The earlier petition for cancellation was based on Section 2(a)
false association and on fraud, the latter claim being founded on the
allegation that the respondent, while prosecuting the underlying
application, failed to inform that examining attorney that the mark
identified a living individual.36* That earlier proceeding was
suspended pending the outcome of a lawsuit between the parties,
and during the suspension the respondent filed its combined Section
8 and 15 declaration, stating that there was “no proceeding
involving the rights [to register the same or keep the same on the
register| pending and not disposed of either in the U.S. Patent and
Trademark Office or in the courts.”365

will be considered de novo by the district court. See, e.g., Swatch AG v. Beehive
Wholesale, L.L.C., 109 U.S.P.Q.2d 1291 (4th Cir. 2014).

362 NH Beach Pizza LLC v. Cristy’s Pizza Inc., 119 U.S.P.Q.2d at 1865.
363 Chutter, Inc. v. Great Concepts, LLC, 119 U.S.P.Q.2d 1865 (T.T.A.B. 2016).

364 Section 2(c) of the Lanham Act, 15 U.S.C. § 1052(c), in pertinent part, bars registration
of a mark that [c]onsists of or comprises a name ... identifying a particular living
individual except by his written consent.”

365 Section 15 of the Lanham Act, 15 U.S.C. § 1065, entitled “Incontestability of right to use
mark under certain conditions,” provides for the filing a declaration confirming, inter
alia, that the mark has been in continuous use for five consecutive years, that it is still
in use, and that “there is no proceeding involving said rights pending in the United
States Patent and Trademark Office or in a court and not finally disposed of.”
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When the lawsuit ended, the Board sua sponte reviewed the
petition for cancellation and found both claims insufficiently
pleaded. It gave the petitioner permission to file an amended
petition, but the petitioner did not do so, and so the Board dismissed
the first proceeding with prejudice.

The respondent argued that the petitioner is now barred from
raising the issue of fraud vis-a-vis the Section 15 declaration
because that claim could have been raised in the prior proceeding,
but was not.

Under the doctrine of claim preclusion (formerly known as res
judicata), a judgment on the merits in a prior suit bars a second suit
involving the same parties (or their privies) and based on the same
cause of action. “A valid and final judgment rendered in favor of the
defendant bars another action by the plaintiff on the same claim and
encompasses claims that were raised or could have been raised in
the earlier action.”366

In short, a second suit will be barred by claim preclusion if:
(1) there 1s identity of the parties (or their privies); (2) there has
been an earlier final judgment on the merits of a claim; and (3) the
second claim is based on the same set of transactional facts as the
first.367

Here there was no dispute as the first and second requirements.
As to the third, the respondent maintained that the petitioner could
have brought the fraud claim based on the respondent’s Section 15
filing before the first cancellation proceeding was dismissed. The
Board observed, however, that the phrase “could have been raised”
does not refer to any claim whatsoever that was ripe at the time of
or during the prior proceeding, but only to “a different cause of
action or theory of relief” based on “the same transactional facts” as
earlier involved.368

The Restatement of Judgments refers to a “common nucleus of
operative facts.”369 “[R]elevant factors include whether the facts are
so woven together as to constitute a single claim in their relatedness
in time, space, origin, or motivation, and whether, taken together,
they form a convenient unit for trial purposes.”’3’° The precedents
caution against readily extending claim preclusion to claims that
were not before the court, particularly when the prior action was
dismissed on procedural grounds.3"

366 Chutter, Inc. v. Great Concepts, LLC, 119 U.S.P.Q.2d at 1868. See Urock Network, LL.C
v. Sulpasso, 115 U.S.P.Q.2d 1409, 1410 n.4 (T.T.A.B. 2015) (citing Senju Pharm. Co. v.
Apotex Inc., 746 F.3d 1344, 110 U.S.P.Q.2d 1261, 1263 (Fed. Cir. 2014)).

367 Id. See Parklane Hosiery Co. v. Shore, 439 U.S. 322, 326 n.5 (1979).
368 Jd. at 1869.
369 Restatement (Second) of Judgments § 24 (1982).

370 Chutter, Inc. v. Great Concepts, LL.C, 119 U.S.P.Q.2d at 1870. See comment b to Section
24 of the Restatement (Second) of Judgments.

I,
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The Board noted that here the first fraud claim concerned a
failure to reveal during ex parte examination of the underlying
application, that the mark identified a living individual. In contrast,
the second proceeding involves alleged fraud based on a different
representation made at a time removed by six years from the ex
parte issue involved in the prior proceeding. The earlier claim
involved communication with the examining attorney, while the
later claim involved communication with the Post Registration
Section of the USPTO. “These are very different fact sets, and the
transactions are unrelated; they are not ‘so woven together as to
constitute a single claim in their relatedness in time, space, origin,
or motivation . .. .”372

Therefore, the Board denied the respondent’s motion for
summary judgment and instead entered summary judgment sua
sponte in favor of the petitioner on the defense of claim preclusion.

9. Procedural Issues
a. Timeliness of Notice of Opposition
DFC Expo LLC v. Coyle

It didn’t take long for someone to trip over the new electronic
filing requirements at the TTAB. DFC Expo LLC tried to oppose
Brian Coyle’s application to register the mark SODA CITY FIRE
DEPT. for “Mobile beverage cart services featuring self-serve
gourmet soda,” but it turned out to be a false alarm. DFC’s
submission of its notice of opposition was untimely, did not include
the required fee payment, and was filed on paper without the
required petition to the Director of the USPTO.373

Potential Opposer DFC filed a request for, and was granted, an
extension of time to February 6, 2017, to oppose Coyle’s application.
In a letter accompanying the notice of opposition, DFC’s counsel
claimed that on February 6, he attempted to file the notice
electronically via the ESTTA website, but could not access the
payment screen.?’* He then, on that same day, mailed the notice to
the USPTO but, since he did not have any “extra business checks,”
he promised to contact the Board upon return to his office and stated
that he would make payment at that time.

312 Jd., quoting Restatement (Second) of Judgments § 24, comment b.
313 DFC Expo LLC v. Coyle, 121 U.S.P.Q.2d 1903 (T.T.A.B. 2017).

374 Apparently, DFC’s counsel attempted to upload a Microsoft Word document, which
ESTTA does not accept. ESTTA is an acronym for the USPTO’s Electronic System for
Trademark Trials and Appeals.
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Untimeliness: The notice of opposition was filed without a
certificate of mailing under Trademark Rule 2.197(a),3"® and so the
effective date of the filing was the date of receipt by the USPTO,
February 9, 2017.376 Because the effective filing date was three days
after the deadline date, the notice was untimely and could not be
considered by the Board. That alone was reason enough not to
institute an opposition proceeding.

No Fee: Another ground for rejecting the notice was DFC’s
failure to pay the required fee.3’? The Board noted that the deadline
and payment requirements are statutory and cannot be waived by
the Office.37®

No Petition: Finally, under the recent amendments to the
Trademark Rules of Practice that took effect on January 14, 2017, a
notice of opposition must be filed electronically via the ESTTA
system.37 However, in oppositions to applications under Lanham
Act Sections 1 or 44 (but not Section 66),38° the notice of opposition
may be filed in paper form if “ESTTA is unavailable due to technical
problems, or when extraordinary circumstances are present.”381
However, in such cases, the paper opposition must “be accompanied
by a petition to the Director under Rule 2.146, with the fees therefor
and the showing required.”382

DFC did not file the required petition with its notice of
opposition. The explanation set forth in DFC’s cover letter was not
a petition, and even if it were, it did not include the requisite verified
explanation of the reasons for the paper filing. The USPTO’s
internal data showed that DFC attempted to upload a Microsoft
Word document at 1:45 PM, that ESTTA was unavailable due to
technical problems from about 2 PM to 4 PM, and that DFC made
no subsequent attempt to file the notice electronically.

375 Trademark Rule 2.197(a), 37 C.F.R. § 2.197(a)(1) provides that correspondence will be
considered timely if it mailed prior to the due date, is properly addressed, includes
sufficient first-class postage, and includes a certificate stating the date of deposit.

376 Trademark Rule 2.195, 37 C.F.R. § 2.195 states that “[t][rademark correspondence
received in the Office is given a filing date as of the date of receipt” (with certain
exceptions inapplicable here).

377 See Vibe Records In. v. Vibe Media Grp. LLC, 88 U.S.P.Q.2d 1280 (T.T.A.B. 2008).

378 Section 13 of the Lanham Act, 15 U.S.C. § 1063, states that an opposition may be filed
“upon payment of the prescribed fee, within thirty days after publication of the mark.”

379 Trademark Rule 2.101(b)(1), 37 C.F.R. § 101(b)(1), states that “[a]n opposition to an
application must be filed by the due dates . . . through ESTTA.”

380 An opposition to an application based on Section 66(a) of the Lanham Act must be filed
through ESTTA “and may not under any circumstances be filed in paper form.” See
Trademark Rule 2.101(b)(3), 37 C.F.R. § 101(b)(3). Electronic filing is required in Section
66(1) cases in order to ensure compliance with the notification provisions of the Madrid
Protocol.

381 Trademark Rule 2.101(b)(2), 37 C.F.R. § 101(b)(2).
382 Id.
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In sum, Potential Opposer’s submission of the notice of
opposition in paper form is not acceptable because it was not
timely-filed, it was not accompanied by the requisite fee, and
it was not accompanied by a Petition to the Director. The
remedy for Potential Opposer lies in filing a petition to cancel
once a registration issues.3®

b. Tolling of Section 14 for Adding Cancellation Claim

Ashland Licensing & Intellectual Property LLC v.
Sunpoint International Group USA Corp.

Ashland Licensing (owner of the mark VALVOLINE) petitioned
to cancel two registrations for the mark MAXOLINE, in standard
character and design forms, for “lubricants for automobiles,” within
five years of issuance of each of the registrations, on the grounds of
likelihood of confusion and abandonment. After the five-year
anniversary dates of the registrations, Ashland filed a motion to add
a claim for nonuse. The Board ruled that the commencement of a
cancellation proceeding tolls Section 14 of the Lanham Act for the
purpose of adding claims against a challenged registration.384

Section 14(1) provides that, prior to the fifth anniversary date of
a registration, a party may plead any available ground for
cancellation of a registration.38> However, a petition to cancel filed
after that date must be restricted to certain grounds enumerated in
Section 14(3) (genericness, fraud, abandonment, functionality, and
a few others).386 Nonuse is not one of the enumerated exceptions.

In The Williamson-Dickie Mfg. Co. v. Mann Quverall Co.,387 the
CCPA ruled that in an opposition proceeding commenced prior to

383 DFC Expo LLC v. Coyle, 121 U.S.P.Q.2d at 1906.

384 Ashland Licensing & Intellectual Property LLC v. Sunpoint Int’l Grp. USA Corp., 119
U.S.P.Q.2d 1125 (T.T.A.B. 2016).

385 Section 14 of the Lanham Act, 15 U.S.C. § 1064, states in pertinent part: “A petition to
cancel a registration of a mark, stating the grounds relied upon, may, upon payment of
the prescribed fee, be filed as follows by any person who believes that he is or will be
damaged, including as a result of a likelihood of dilution by blurring or dilution by
tarnishment under section 1125(c) of this title, by the registration of a mark on the
principal register established by this chapter, or under the Act of March 3, 1881, or the
Act of February 20, 1905: (1) Within five years from the date of the registration of the
mark under this chapter.”

386 Section 14(3) states, in pertinent part, that a registration may be cancelled “At any time
if the registered mark becomes the generic name for the goods or services, or a portion
thereof, for which it is registered, or is functional, or has been abandoned, or its
registration was obtained fraudulently or contrary to the provisions of section 1054 of
this title or of subsection (a), (b), or (c) of section 1052 of this title for a registration under
this chapter, or contrary to similar prohibitory provisions of such said prior Acts for a
registration under such Acts, or if the registered mark is being used by, or with the
permission of, the registrant so as to misrepresent the source of the goods or services on
or in connection with which the mark is used.”

387 359 F.2d 450, 149 U.S.P.Q. 518 (C.C.P.A. 1966).
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the fifth anniversary of the opposer’s pleaded registration, Section
14 does not bar a Section 2(d) counterclaim to cancel the pleaded
registration even though more than five years have then passed
since issuance of the registration. The Board found that the issue in
this case “presents a variation on the same theme,” and it held that
“so long as the cancellation proceeding commences within five years
of the date of registration, the five-year limitation under Trademark
Act Section 14 is tolled by the commencement of a cancellation
action for the purpose of adding claims against the registration by
that petitioner.”388

The Board observed that its ruling “will aid the Board in its
work.”38 If tolling were not allowed, that might discourage
settlement discussions between the parties, and it might encourage
“foot-dragging” during discovery by a party “who finds the risk of a
motion to compel may be less than the potential risk of additional
claims.”390

In sum, the petitioner who learns of further grounds for
cancellation, and acts without undue delay, may seek to add
those grounds, even if the subject registration has passed its
fifth anniversary during the pendency of the cancellation
proceeding. With this decision we see no contravention of the
legislative purpose of Trademark Act Section 14 in limiting
the risk of cancellation of registrations. A petition to cancel
has been filed before the five-year anniversary date of the
registration, and so the registration already is at risk. To
hold that the availability of additional claims will vary with
the speed with which petitioner obtains discovery responses
jeopardizes the Board’s orderly disposition of its cases.39!

Timeliness of Motion: The Board next examined whether the
petitioner Ashland acted in a timely manner. Ashland maintained
that it learned of the facts supporting the nonuse claim during a
certain deposition, and that the information was not known to
Ashland at the time of filing the petition for cancellation. The
respondent contended that the proposed amendment was untimely
since Ashland did not bring its motion until almost one year later.
The Board, however, noted that proceedings “largely were
suspended, or there was good cause to believe that proceedings
would be suspended, from the time Petitioner learned of the new
information.”392 And so the Board ruled that Ashland did not unduly
delay in bringing its motion to amend.

388 Ashland Licensing & Intell. Prop. LLC v. Sunpoint Int’l Grp. USA Corp., 119 U.S.P.Q.2d
at 1128.

389 Id. at 1130.
390 Id.
91 Id,
392 Id. at 1131.
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Proper Pleading: Finally, the Board pointed out that Ashland
had not properly pleaded its nonuse claim. Ashland alleged that the
registered marks were not in use at the time of filing of the
underlying applications. However, the applications were filed under
Section 1(b), based on intent to use, and so no use was required prior
to filing.

The Board observed that in an inter partes proceeding, it will
consider evidence of use that occurred after the filing of the
statement of use but within the original or extended period for filing
the statement of use.393 Therefore a proper allegation of nonuse with
regard to a Section 1(b) application should state that the marks
were not in use as of those later dates. The Board allowed Ashland
fifteen days to file an amended petition for cancellation.

c. Board Discretion to Decide Issues
Azeka Building Corp. v. Azeka

Although the Section 2(e)(4) surname ruling in this opposition
was dispositive as to the issue of registrability of the applicant’s
mark, the Board exercised its discretion to consider the opposer’s
likelihood of confusion claim, and particularly the issue, raised as a
defense by the applicant, of whether the opposer had abandoned its
rights in its pleaded AZEKA’S RIBS mark for marinated ribs.3%4

The applicant urged the Board to consider the opposer’s Section
2(d) claim in order to put to rest the “family feud” between the
parties as to which is entitled to claim rights in the AZEKA name
in the future. The applicant did not dispute that there is a likelihood
of confusion caused by concurrent use of the opposer’s mark
AZEKA’S RIBS for marinated ribs prepared with a “secret sauce”
and the applicant’s identical mark for barbecue sauce. The applicant
argued that the confusion issue is rendered moot by the opposer’s
abandonment of its rights in the pleaded mark.

The Board has discretion to decide only the claims necessary to
enter judgment and dispose of the case at hand, and is not required
to decide every pleaded claim. Nonetheless, it was persuaded that it
should decide the applicant’s abandonment defense, which,
according to the applicant, was the main controversy between the
parties.

The Board agreed that contemporaneous use of the marks would
likely cause confusion, but it noted that priority is an element that

393 Jd. citing Embarcadero Techs., Inc. v. Delphix Corp., 117 U.S.P.Q.2d 1518, 1523
(T.T.A.B. 2016). The Board noted that the Trademark Rules allow an applicant to submit
evidence of use that occurred after the filing of a statement of use but within the original
or extended period for filing the statement of use. See Trademark Rule 2.88(e), 37 C.F.R.
§ 2.88(e).

394 Azeka Building Corp. v. Azeka, 122 U.S.P.Q.2d 1477 (T.T.A.B. 2017). The Section 2(e)(4)
ruling is discussed in Part II.B.2, above.
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the opposer must establish for a likelihood of confusion claim. If the
opposer has abandoned rights in its mark, then the mark “becomes
available for others to adopt and use as a trademark.”3%9

The Board found, and the opposer did not deny, that the period
of nonuse of the opposer’s mark exceeded ten years. A three-year
period of nonuse is enough to establish a rebuttable presumption of
abandonment with intent not to resume use.?® The burden of
production then shifted to the opposer to produce evidence that it
intended to resume use.

The opposer pointed to sporadic attempts to license the mark,
but the Board found that they fell short of rebutting the
presumption of abandonment.

Essentially the evidence in this case does not show, except in
one instance, focused negotiations toward execution of a
license agreement; rather, these mostly “one and done”
contacts were sporadic, cursory and, given the lack of
Opposer’s follow-up in most instances, half-hearted, with
zero licenses executed. Opposer’s efforts were neither
consistent nor sustained. Evidence of vague discussions
concerning the potential use of the mark at some unknown
point in the future are insufficient to show an intent to
resume use.3%7

The opposer gave no explanation as to why it could not use the
mark AZEKA’S RIBS on its own, without a license. “[T]he record
simply is devoid of any evidence showing a specific and consistent
plan to resume use during a period of ten years.”3%8

And so the Board concluded that the opposer’s pleaded mark was
abandoned. Therefore, the opposer could not demonstrate priority of
its pleaded mark, and its Section 2(d) claim failed.

395 Id. at 1483.

3% See Section 45 of the Lanham Act, 15 U.S.C. § 1127, which states, in pertinent part, that
“A mark shall be deemed to be ‘abandoned’ if . . . the following occurs: (1) when its use
has been discontinued with intent not to resume use. *** Nonuse for 3 consecutive years
shall be prima facie evidence of abandonment. ‘Use’ of a mark means the bona fide use
of such mark made in the ordinary course of trade, and not made merely to reserve a
right in a mark.”

397 Azeka Building Corp. v. Azeka, 122 U.S.P.Q.2d at 1488.
398 Jd.
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PART III. LITIGATION IN THE FEDERAL COURTS
AND STATE COURTS OF GENERAL JURISDICTION

By Theodore H. Davis Jr.

A. Infringement, Unfair Competition, and Related Torts
1. Establishing Liability
a. Violations of Trademark and Service Mark Rights
i. Defining Claimed Marks

Under Section 45 of the Act, a trademark conceivably can consist
of “any word, name, symbol, or device, or any combination thereof”;
the same statute contains a substantively identical definition of
“service mark.”39 These definitions are deliberately broad, and they
can make challenges to plaintiffs’ descriptions of their claimed
marks difficult,%%° but successful challenges can and do occur on
occasion.! For example, the Tenth Circuit balked at accepting a
claim of protection to the appearance of packaging featuring “a
combination and arrangement of colors defined by a red into yellow
background with a black banner/header that includes white letters.
More specifically, the ... [trade dress] includes red and yellow as
the dominate [sic] background colors.”402 The plaintiff described
certain additional details “typically” found on its packaging, but the
variability in how the presented elements appeared*’® weighed

39 15U.S.C. § 1127 (2012).

400 See, e.g., Battle Sports Sci., LL.C v. Shock Doctor, Inc., 225 F. Supp. 3d 824, 837 (D. Neb.
2016) (denying motion to dismiss because “[the plaintiffs] provide[] a detailed list of
primarily nonfunctional elements that [they] allege[] make [their] trade dress distinctive
and include[] a series of photographs that clarify the basis for [their] trade-dress
infringement claim”).

401 See, e.g., Sara Designs, Inc. v. Classic Time Watch Co., 234 F. Supp. 3d 548, 555 (S.D.N.Y.
2017) (dismissing claim of protectable trade dress rights to configurations of jewelry
because “[t}he Complaint fails to articulate the precise nature of the trade dress Plaintiff
purports to claim, and merely contains a high level description of features of several
watches, such as ‘gradient chain,” ‘lobster claw closure,” and ‘leaf-shaped logo,” without
allegations as to whether and how those features are distinctive”); Tracey Tooker & TT
Ltd. v. Whitworth, 212 F. Supp. 3d 429, 434 (S.D.N.Y. 2016) (dismissing claim of
protectable trade dress to hat styles because “[t]he complaint fails to identify the
elements of [the plaintiff’s] product design for which she seeks trade dress protection”).

102 Quoted in Fourney Indus. v. Daco of Mo., Inc., 835 F.3d 1238, 1251 (10th Cir. 2016).

403 Referring to “the variety of packaging that [the plaintiff] has used [for] its products,” the
court explained that:

What once was packaging consisting of a bright-yellow oval surrounded by a red
background topped by black and yellow bars with yellow and black lettering,
eventually became a red-fade-into-yellow-fade-into-red background with a black
bar and white lettering, and finally ended up as a yellow-fade-into-red
background with a black bar and white lettering.

Id. at 1252-53 (citations omitted).
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against a holding that the plaintiff adequately had articulated a
protectable trade dress:

[The plaintiff’s] description is too vague to satisfy our
requirement that the color scheme be used in combination
with a well-defined shape, pattern, or other distinctive
design. . ..

. .. [The plaintiff] has used the combination of red, yellow,
white, and black in such diverse ways that there is no
consistent shape, pattern, or design we can discern from its
description of its [trade dress] or from the examples it
provides. 404

Another court reached much the same conclusion on a defense
motion for summary judgment. 40 The plaintiff manufactured boats,
and it claimed to own a protectable trade dress comprising the
“sheer line” of its vessels. The plaintiff responded to the defendants’
discovery requests by serving photographs of nine of its models and
the statement that “[t]he sheer line is the sweeping, curved shape
formed by the upper edge of the side of the hull from the bow to the
stern.”406 The court granted the defendants’ motion with the
observation that “[the plaintiff] seeks to enjoin [the defendants]
from infringing [the plaintiff’s] trade dress. But, if [the plaintiff’s]
founder cannot describe with words the infringed feature, neither
can an injunction. Because [the plaintiff] fails to describe the
allegedly distinctive and infringed sheer line, the trade-dress claim
cannot succeed.”407

Outside the trade dress context, a New York federal district
court set forth the rules governing claims of non-copyright claims of
rights in musical works.4® On the one hand, the court held, “a
musical composition cannot be protected as its own trademark
under the Lanham Act.”4% But, on the other hand, “like many other
types of creative works protectable by the copyright laws, such as
graphic designs, musical compositions may become sufficiently
associated with a particular product or producer so as to garner
trademark protection.”410 In any case, the particular claim before
the court failed for want of evidence or testimony of such an
association in the summary judgment record.*!

404 Jd. at 1252, 1253.

405 See Yellowfin Yachts, Inc. v. Barker Boatworks, LLC, 237 F. Supp. 3d 1230 (M.D. Fla.
2017), appeal docketed, No. 17-11176 (11th Cir. Mar. 15, 2017).

46 Quoted in id. at 1236.
07 [d.
408 See TufAmerica, Inc. v. Codigo Music LLC, 162 F. Supp. 3d 295 (S.D.N.Y. 2016).

109 Jd. at 332 (quoting EMI Catalogue P’ship v. Hill, Holliday, Connors, Cosmopulos Inc.,
228 F.3d 56, 64 (2d Cir. 2000)).

410 Jd.
a1 Jd. at 332-33.
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ii. Establishing Protectable Rights

(A) The Effect of Registrations on the
Mark-Validity Inquiry

(1) The Effect of Federal Registrations

If a claimed mark is not registered on the Principal Register, its
owner bears the burden of proving the mark’s validity,42 but, even
if a registration on the Principal Register has not yet become
incontestable under Section 15,413 Sections 7(b) and 33(a) of the Act
both recognize the registration as “prima facie evidence” of the
validity of the registered mark.44 As always, courts differed on the
precise nature of that evidence. On the one hand, some applied the
majority rule that “[a] party seeking to cancel a registered mark
must prove the grounds for cancellation and overcome the statutory
presumption of validity that attaches to a registered mark by a
preponderance of the evidence”;4!> indeed, one court confirmed this

412 See, e.g., Checker Car Club of Am., Inc. v. Fay, 262 F. Supp. 3d 621, 626 (N.D. Ill. 2017)
(“When the identifying word, term, name, symbol or device claimed as a trade name or
mark is not registered with the United States Patent and Trademark Office, the burden
is on the claimant . .. to establish that it is entitled to protection under § 43(a) of the
Lanham Act.” (quoting Platinum Home Mortg. Corp. v. Platinum Fin. Grp., 149 F.3d
722, 727 (7th Cir. 1998)); AMID, Inc. v. Medic Alert Found. United States, Inc., 241 F.
Supp. 3d 788, 801 (S.D. Tex. 2017) (“Because [the plaintiff] did not register its claimed
trade dress, it is not entitled to the presumptions registration provides. [The plaintiff]
must show that its claimed trade dress is valid, distinctive, and not functional.”); Hoenig
Dev., Inc. v. Dial Indus., 213 F. Supp. 3d 895, 902 (E.D. Mich. 2016) (“In the absence of
a trademark registration, Plaintiffs must prove that they [have] a mark entitled to
protection under the law, i.e., a common law trademark . . . .”); United States Dist. Ct. S.
Dist. of Tex. Victoria Div. v. Greeson, 167 F. Supp. 3d 835, 839 (S.D. Tex. 2016)
(“Registration is not necessary for the claims [the lead plaintiff] brought under Section
43(a) of the Lanham Act and Texas common law. But cancellation of the registration
would result in him having to litigate validity for those claims without a presumption in
his favor.”); Fashion Week, Inc. v. Council of Fashion Designers of Am., Inc., 121
U.S.P.Q.2d 1041, 1047 (S.D.N.Y. 2016) (“For a registration on the Supplemental
Register, there is no prima facie evidence of the validity of the registered mark, the
registrant’s ownership of that mark, and exclusive right to use that mark.”).

a3 15 U.S.C. § 1065 (2012).
14 Id. §§ 1057(b), 1115(a).

415 Paleteria La Michoacana, Inc. v. Productos Lacteos Tocumbo S.A. De C.V., 188 F. Supp.
3d 22, 97-98 (D.D.C. 2016), motion to amend denied, 247 F. Supp. 3d 76 (D.D.C. 2017),
appeal docketed, No. 17-7075 (D.C. Cir. May 3, 2017); see also Caiz v. Roberts, 224 F.
Supp. 3d 944, 950 (C.D. Cal. 2016) (“When a plaintiff pursues a trademark action
involving a properly registered mark, that mark is presumed valid, and the burden of
proving that the mark is generic rests upon the defendant.” (quoting Solid 21, Inc. v.
Hublot of Am., 109 F. Supp. 3d 1313, 1322 (C.D. Cal. 2015), rev’d, 685 F. Appx. 530 (9th
Cir. 2017))), judgment entered, No. CV No. 15-09044-RSWL-AGRx, 2016 WL 7335777
(C.D. Cal. Dec. 16, 2016), appeal docketed, No. 17-55051 (9th Cir. Jan 12, 2017); ZW USA,
Inc. v. PWD Sys., LLC, 208 F. Supp. 3d 1025, 1041 (E.D. Mo. 2016) (“The party seeking
to cancel [the] registration of a mark always bears the burden of persuasion, that is, the
ultimate burden of proving invalidity of the registration by a preponderance of the
evidence.” (quoting Cold War Museum, Inc. v. Cold War Air Museum, Inc., 586 F.3d 1352,
1358 (Fed. Cir. 2009)); Meth Lab Cleanup, LLC v. Bio Clean, Inc., 205 F. Supp. 3d 1243,
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allocation of the parties’ respective burdens applies even if the
challenger to a registration previously has prevailed in a proceeding
before the Trademark Trial and Appeal Board.*6 On the other hand,
however, one held that prima facie evidence of validity merely shifts
the burden of production to a party challenging the significance of
that evidence.*17

In contrast, the “conclusive evidence” of mark validity
represented by incontestable registrations under Section 33(b)%!8
received greater respect.41® Specifically, courts gave that evidence a
burden-of-proof-shifting effect. One weighing a genericness-based
challenge to the validity of a mark covered by such a registration
therefore explained that “[r]egistration of a mark establishes a
rebuttable presumption that the term is not generic. In order to
overcome the presumption, the alleged infringer must demonstrate
the mark’s genericness by a preponderance of the evidence.”420
Addressing a functionality-based challenge to a mark covered by an
incontestable registration of a product design, another court agreed:
“When a trademark owner sues for infringement of a registered and
incontestable mark, the infringer bears the burden to rebut the
presumption of the mark’s protectability by a preponderance of the

1250 (W.D. Wash. 2016) (“[A] properly registered trademark ‘is presumed valid, and the
burden of proving that the mark is generic rests upon the defendant.” (quoting Krav
Maga Ass’n of Am., Inc. v. Yanilov, 464 F. Supp. 2d 981, 985 (C.D. Cal. 2006)); Yah Kai
World Enters. v. Napper, 195 F. Supp. 3d 287, 315 (D.D.C. 2016) (“[T]he registration of
a mark is prima facie evidence of its distinctiveness; thus, by virtue of [the plaintiffs’]
registration, the [registered] mark . . . is presumptively distinctive. This means that [the
defendant] bears the burden of rebutting this presumption by a preponderance of the
evidence; to carry this burden, he must show that, despite its registration, the mark was
(or has become) generic, and therefore, is not entitled to protection.”).

416 See Paleteria La Michoacana, 188 F. Supp. 3d at 97.

417 See JFJ Toys, Inc. v. Sears Holdings Corp., 237 F. Supp. 3d 311, 329 (D. Md. 2017)
(“Trademark registration is prima facie evidence that the registered term is not generic.
That said, a party can still challenge a mark registered on the Principal Register because
registration ‘shall not preclude another person from proving any legal or equitable
defense or defect ... which might have been asserted if such mark had not been
registered.” The presumption of validity simply shifts the burden of producing evidence
that the term is generic to the party seeking to invalidate the registration.” (footnote
omitted) (citations omitted) (quoting 15 U.S.C. § 1115(a)).

418 15 U.S.C. § 1115(b) (2012).

419 See, e.g., Michael Kors, LLC v. Hernandez Int’l Inc., 120 U.S.P.Q.2d 1762, 1780 (S.D.

Tex. 2016) (“Except in certain limited circumstances, ownership of a protectable mark is
proven where a mark is federally registered and has become ‘incontestable’ under §§ [8]
[sic] and [15].”).
Of course, to receive that respect, an incontestable registration must, in fact, be
incontestable. For an opinion addressing the validity of affidavits filed under Section 15
but ultimately concluding that factual disputes precluded resolution of the issue as a
matter of law, see Deere & Co. v. FIMCO Inc., 239 F. Supp. 3d 964, 1011-13 (W.D. Ky.
2017).

420 Pub. Impact, LLC v. Boston Consulting Grp., 169 F. Supp. 3d 278, 286 (D. Mass. 2016)
(citations omitted), appeal dismissed, No. 16-1400 (1st Cir. Oct. 18, 2016).
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evidence.”#21 A third court observed that the wvalidity of an
incontestably registered mark “cannot ... be challenged on the
ground[] that it is merely descriptive.”422

(2) The Effect of State Registrations and
Corporate Name Reservations

The Supreme Court of Vermont set straight a defendant who
based his claim of priority of rights on a registration of his claimed
mark with the Vermont Secretary of State.4?3 The summary
judgment record established the plaintiff had allowed its own state
registration of the same mark to lapse, allowing the defendant to
stake his claim. There was no dispute, however, that the plaintiff
had used the name well prior to that occurrence, and that led to the
downfall of the defendant’s strategy. Noting that the state
trademark act provided that “[n]othing herein shall adversely affect
the rights or the enforcement of rights in marks acquired in good
faith at any time at common law,”’424 the court confirmed that the
plaintiff’s prior use of the disputed mark gave the plaintiff, and not
the defendant, priority of rights.425

(B) Ownership

True bare-knuckle fights over the ownership of marks were rare,
but one turning on California law occurred in a dispute over the
dissolution of a cooperative that operated a chain of pizza
restaurants.426 As dissenters from the vote converting the
cooperative into a franchise model, the counterclaim defendants
purported to elect a new board of directors for the cooperative on the
theory that the other members had voluntarily withdrawn from it
by choosing to become franchisees. The counterclaim defendants’
rump board then purported to assign the former cooperative’s marks
to a new entity and recorded that assignment document with the
USPTO.

In the subsequent lawsuit, the counterclaim defendants (the
new franchisor and the former members of the cooperative who had
voted in favor of the conversion) successfully challenged what they
characterized as the misappropriation of their marks. After
weighing the parties’ cross-motions for summary judgment, the

421 Schutte Bagclosures Inc. v. Kwik Lok Corp., 193 F. Supp. 3d 245, 258 (S.D.N.Y. 2016),
aff'd, 699 F. App’x 93 (2d Cir. 2017).

422 CrossFit, Inc. v. Quinnie, 232 F. Supp. 3d 1295, 1305 (N.D. Ga. 2017) (quoting Dieter v.
B & H Indus., 880 F.2d 322, 328 (11th Cir. 1989)).

423 See TLOC Senior Living, LLC v. Bingham, 145 A.3d 1266 (Vt. 2016).

124 Jd. at 1270-71 (alteration in original) (quoting Vt. Stat. Ann. tit. 9, § 2532 (2017)).

425 Id. at 1271.

426 See English & Sons, Inc. v. Straw Hat Rests., Inc., 176 F. Supp. 3d 904 (N.D. Cal. 2016).
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court held that the bylaws of the cooperative rendered the
conversion vote binding on any dissenters. Specifically, those
dissenters enjoyed only two options, either to cash out or to convert
their restaurants into franchises: As the court explained, “[t]he . ..
vote did not offer members the option of continuing on as members
of a persisting ... cooperative.”’42” From that holding, the
counterclaim defendants’ claims to the disputed marks crumbled
quickly, with the court ultimately ordering them to “roll back
everything that they did as a putative new [cooperative],” including
the execution and filing of whatever documents were necessary to
confirm the counterclaim defendants’ ownership of the disputed
marks.428

In another ownership dispute, a battle between the
manufacturer and distributor of goods bearing a disputed mark, the
Third Circuit turned to Professor McCarthy’s treatise and applied
the following test:

As Professor McCarthy explains, where initial ownership
between a manufacturer and its exclusive distributor is at
issue and no contract exists, the manufacturer is the
presumptive trademark owner unless the distributor rebuts
that presumption using a multi-factor balancing test
designed to examine the distribution agreement in effect
between the parties. The six factors that should be
considered are: (1) “[w]lhich party invented or created the
mark”; (2) “[wlhich party first affixed the mark to goods
sold”; (3) “[w]hich party’s name appeared on packaging and
promotional materials in conjunction with the mark”;
(4) “[w]hich party exercised control over the nature and
quality of goods on which the mark appeared”; (5) “[t]o which
party did customers look as standing behind the goods, e.g.,
which party received complaints for defects and made
appropriate replacement or refund”; and (6) “[w]hich party
paid for advertising and promotion of the trademarked
product.”429

The upshot was that “as between a manufacturer and is exclusive
distributor, there is a rebuttable presumption of initial trademark
ownership in favor of the manufacturer . . . .”430 With the distributor
unable to rebut that presumption, the manufacturer prevailed as a
matter of law. 45!

427 Jd. at 914.
428 Jd. at 920.

429 Covertech Fabricating, Inc. v. TVM Bldg. Prods., Inc., 855 F.3d 163, 171 (3d Cir. 2017)
(alterations in original) (quoting Doeblers’ Pa. Hybrids, Inc. v. Doebler, 442 F.3d 812,
826 (3d Cir. 2006)).

w0 Id,
@1 Id. at 173-74.
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A third notable ownership clash addressed the issue of whether
the purchase of real property on which a business once operated
necessarily transfers to the purchaser any service mark owned by
that business.432 According to the summary judgment record in that
case, the defendants had purchased a plot of land formerly occupied
by a defunct Las Vegas strip club that used the CRAZY HORSE
TOO mark. Granting the plaintiff’s motion for summary judgment,
the court held the purchase did not in and of itself convey the rights
to the mark in addition to those to the land. The transaction
therefore did not give the defendants priority of rights vis-a-vis the
plaintiff, which had adopted a confusingly similar mark in between
the time the original club permanently ceased operations and the
defendants’ acquisition of the original club’s real estate.*33

Two other doomed claims of ownership, both by the same
plaintiff and in the same case, failed even to make it past the
pleadings stage.*3* The plaintiff’s complaint in that action asserted
the plaintiff had once owned a particular registered mark, which the
defendants allegedly had transferred from the plaintiff via a
fraudulent assignment. That averment, the court held on the
defendants’ motion to dismiss, might support some of the plaintiff’s
causes of action but not that for infringement: Specifically, the court
found the complaint “devoid of any allegations that [the plaintiff]
claims an ownership interest in the mark after the transfer to [the
lead defendant].”435> The plaintiff’'s claim to a second mark, which
rested on the allegation that the lead defendant had launched and
registered the mark while employed by the plaintiff, similarly met
with misfortune after the court concluded that allegation*3¢ did not
establish an ownership interest in the mark.

In a final priority dispute, an ill-advised-in-retrospect date of
first use in a registration helped trip up the plaintiff relying on the
registration as evidence of its rights.437 There was no dispute that a
third party had shipped goods bearing the disputed mark into the
United States and that the plaintiff ultimately had sold the goods to
end consumers. Nevertheless, the parties differed on whether the
third party had addressed the goods to the plaintiff (in which case
the plaintiff would enjoy priority of rights) or to the lead defendant,
who had sold them to the plaintiff (in which case the defendants
would be the prior users). The plaintiff’s theory of the case depended
on a date of first use earlier than the one recited in a registration it

432 See Russell Rd. Food & Beverage, LL.C v. Galam, 180 F. Supp. 3d 724 (D. Nev. 2016).
433 Id. at 735-38.

434 See Kische USA LLC v. Simsek, 121 U.S.P.Q.2d 1255 (W.D. Wash. 2016).

135 Id. at 1264.

436 Jd.

437 See Threeline Imps., Inc. v. Vernikov, 239 F. Supp. 3d 542 (E.D.N.Y. 2017).
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had secured covering the disputed mark, leading the court to hold
that:

Where an applicant seeks to prove a date earlier than the
date alleged in its [trademark] application, a heavier burden
has been imposed on the applicant than the common law
burden of preponderance of the evidence. The reason for such
an increased evidentiary burden, supported by common
sense, 1s that a change of position from one considered to
have been made against interest at the time of filing of the
application requires enhanced substantiation.438

Aided by this allocation of the burden of proof and the standard of
proof, as well as by favorable documentary evidence and
inconsistent testimony by the plaintiff's primary witness, the
defendants successfully established they had received the goods in
question from the third party, which meant they had sold them to
the plaintiff before the plaintiff’s sales to consumers. A finding of
priority in the defendants’ favor resulted.439

(C) The Common-Law Requirements for Mark Validity
(1) Use in Commerce

(a) The Nature and Quality of Use in Commerce
Necessary to Establish Protectable Rights

“It 1s a ‘bedrock principle[] of trademark law’ that trademark
ownership ‘is not acquired by federal or state registration,” but
rather ‘from prior appropriation and actual use in the market”;440
mere plans to use a mark are inadequate in the absence of actual
use.4! In an application of that bedrock principle, the Seventh
Circuit confirmed that diminishing sales of goods bearing a disputed
mark nevertheless can suffice for the purpose of determining
priority of rights.442 The trial record under scrutiny by that court
contained evidence and testimony of sales by the defendant’s
predecessor beginning as early as 1995. Those sales reached a peak
of 3,586 units in 2008 and extended to 40 states in 2010. By 2012,
however, sales were limited to 501 units in only 28 states. The
appellate court accepted the plaintiff’s argument that sales by the
defendant’s predecessor had “certainly declined” over the years at

438 Id. at 558 (quoting Hydro—Dynamics, Inc. v. George Putnam & Co., 811 F.2d 1470, 1473
(Fed. Cir. 1987)).

439 Id. at 560.

40 S.C. Johnson & Son, Inc. v. Nutraceutical Corp., 835 F.3d 660, 665 (7th Cir. 2016)
(alteration in original) (quoting Allard Enters. v. Advanced Programming Res., Inc., 146
F.3d 350, 356 (6th Cir. 1998)).

441 Poneman v. Nike, Inc., 161 F. Supp. 3d 619, 628 (N.D. I1l. 2016).
42 §.C. Johnson & Son, 835 F.3d at 669-70.
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issue, but it nevertheless concluded the defendant had established
its priority of rights.443

The Eleventh Circuit also affirmed a claim of prior use by a
plaintiff following a trial.#** It did so by looking to “evidence
showing, first, adoption, and, second, use in a way sufficiently public
to identify or distinguish the marked goods in an appropriate
segment of the public mind as those of the adopter of the mark, is
competent to establish ownership, even without evidence of actual
sales.”445 Reviewing the trial record, the court cited evidence the
plaintiff had entered into a ten-year contract to provide the United
States government with rifles bearing its mark, pursuant to which
it had delivered over $11 million worth of inventory prior to the
defendant’s entry into the marketplace; moreover, “[a]ll the while,
[the plaintiff] received extensive media attention, which credited
[the plaintiff] with winning the [government] bid and tracked the
development of [the plaintiff’s] ... weapon system for the
military.”446 In rapid succession, the court then rejected three
responsive arguments by the defendant, namely, that: (1) the
plaintiff’s sales were to the government, rather than civilians, which
the court disposed of by crediting the plaintiff’'s analogous use of its
mark in the civilian market;447 (2) the plaintiff had listed a date of
first use in an application to register its mark other than the one
claimed in the litigation;#4® (3) the government, rather than the
plaintiff, had “invented” the disputed mark;449 and the plaintiff’s use
had been unlawful. 450

43 ]d. at 670.

44 See FN Herstal SA v. Clyde Armory Inc., 838 F.3d 1071 (11th Cir. 2016), cert. denied,
137 S. Ct. 1436 (2017).

445 Jd. at 1081 (alteration omitted) (quoting Planetary Motion, Inc. v. Techsplosion, Inc., 261
F.3d 1188, 1195 (11th Cir. 2001)).

446 Id.

47 As the court explained, “[a]lthough actual sales [to civilians] were not made until [after
the defendant’s first use in 2008], these ‘open and notorious’ promotional activities in
2005 and 2006 sufficiently created an association in the relevant portion of the public’s
mind so that they identified the [plaintiff’s] rifles with [the plaintiff].” Id. at 1082.

48 Id. (“[The plaintiff’s] USPTO applications and registrations are not relevant to the
foregoing analysis. Neither federal nor Georgia law requires that a party assert a
trademark registration before bringing Lanham Act or state law claims.”).

449 On this issue, the court properly noted that “[u]nlike patent law, rights in trademarks
are not gained through discovery or invention of the mark, but only through actual
usage.” Id. (quoting J. Thomas McCarthy, McCarthy on Trademarks & Unfair
Competition § 16:11 (4th ed. 2015)).

450 The defendant grounded its attack on the lawfulness of the plaintiff’s use in part in the
theory the plaintiff had violated a federal regulation by associating itself with the mark
during the bid process. As the court noted, however, “[blecause [the government]
acknowledged that the guidance regarding the applicability of this regulation to [the
plaintiff’s] contract was unclear, the Court cannot find that [the plaintiff’s]
advertisements . . . constituted a per se violation of federal regulations.” Id. at 1088. The
court also rejected a backup argument asserted by the defendant, which was that the
plaintiff’s use of the disputed mark violated 18 U.S.C. § 701 (2016), a criminal statute
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At the trial court level, one finding of priority use arose in part
from a wholly fictional use in commerce.*! The plaintiff produced
the animated television series SpongeBob SquarePants as well as
associated motion pictures and a musical, all of which featured
recurring scenes set in an underwater diner operating under the
mark THE KRUSTY KRAB. Although the plaintiff apparently
licensed the mark for use in connection with consumer merchandise,
the court’s finding the plaintiff enjoyed protectable rights rested
largely on the fictional services associated with the mark.
Specifically, “[b]Jecause ‘The Krusty Krab’ is a recurring element of
the ‘SpongeBob SquarePants’ show, the court finds that the mark is
eligible for trademark protection.”452

A finding of cognizable use in commerce came from a different
federal district court on more traditional facts.43 Reviewing the
counterclaim plaintiff’s preliminary injunction motion, the court
framed the issue of priority in the following manner:

A two-part test is utilized to determine whether a party
has proved “prior use” of a mark sufficient to establish
ownership: a party must submit (1) evidence showing
adoption, and (2) “use in a way sufficiently public to identify
or distinguish the marked goods in an appropriate segment
of the public mind as those of the adopter of the mark.”454

The counterclaim plaintiffs satisfied the first of these requirements
through uncontroverted declaration testimony they had used their
claimed mark “on all of its product labels, product packs,
advertisements, billboards, videos, and other promotional
materials”;455 “this competent evidence,” the court concluded, “is
sufficient to demonstrate adoption.”#6 The court then found the

prohibiting the unauthorized private use of any governmental insignia. Although there

was no apparent dispute the plaintiff had used a governmental seal on two of its

brochures, the court held that:
The district court found that [the defendant] failed to show that [the plaintiff’s]
alleged violation of this statute was material to [the plaintiff’s] development of
trademark rights .... We agree. Use of an emblem on two of a multitude of
promotional materials is at best de minimus and not “of such gravity and
significance that the usage must be considered unlawful—so tainted that, as a
matter of law, it could create no trademark rights.”

FN Herstal SA, 838 F.3d at 1088 (quoting Gen. Mills Inc. v. Health Valley Foods, 24

U.S.P.Q.2d 1270, 1274 (T.T.A.B. 1992)).

451 See Viacom Int’l Inc. v. IJR Capital Invs., LLC, 242 F. Supp. 3d 563 (S.D. Tex. 2017),
appeal docketed, No 17-20334 (5th Cir. May 10, 2017).

452 Id. at 569.
453 See USA Nutraceuticals Grp. v. BPI Sports, LL.C, 165 F. Supp. 3d 1256 (S.D. Fla. 2016).

454 Jd. at 1263 (quoting Crystal Entm’t & Filmworks, Inc. v. Jurado, 643 F.3d 1313, 1321
(11th Cir. 2011)).

455 Quoted in id.
456 Id
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counterclaim plaintiffs’ use had been sufficiently public to satisfy
the second prong of the relevant test, citing the counterclaim
plaintiffs’ submission of a “multitude of materials” they had used
their claimed mark “on social media such as Facebook and
Instagram, in widely distributed print media such as Men’s Fitness
Magazine, as well as in other print advertisements, at trade shows,
and on promotional items.”457 The counterclaim plaintiffs therefore
had demonstrated their priority of rights.

Not all claims of prior use in commerce proved convincing,
however. For example, the putative owner of the LIVEWELL
PLANNER mark for a weekly planner unsuccessfully sought a
temporary restraining order against the sale of a competing planner
under the LIVING WELL mark.4%® If the only issue at stake was
whether the plaintiff’s date of first use preceded the defendant’s
introduction of the particular mark challenged by the plaintiff, the
plaintiff might have prevailed. Unfortunately for the plaintiff,
however, the court found that the defendant had not pulled its mark
“out of thin air or stole[n] [it] from Plaintiff.”459 On the contrary, the
record demonstrated the defendant’s principal had used the
LIVING WELL SPENDING LESS mark for a blog by the time of the
plaintiff’s date of first use. That circumstance raised two issues,
either potentially fatal to the plaintiff’s claim of priority: (1) it might
be possible for the defendant to “tack” its date of first use of the
LIVING WELL mark back to its adoption of the LIVING WELL
SPENDING LESS mark;*60 and (2) “[e]ven if Defendants cannot
successfully invoke the tacking doctrine, it may be that Plaintiff’s
use of ‘Livewell Planner’ actually infringes upon prior trademark or
service mark rights Defendants have in ‘Living Well.” 461

Another plaintiff unsuccessfully advanced a claim of priority to
the FASHION FOR FOOD mark for what the court described as
“providing both marketing services to cutlery, tableware, and
flatware manufacturers, as well as retail services—namely, selling
cutlery, tableware, and flatware—to consumers.”462 The plaintiff
based that claim on its use of the subsidiary language in the last
line of the following exhibit:463

457 Id. at 1269.

458 See Kotori Designs, LLC v. Living Well Spending Less, Inc., 120 U.S.P.Q.2d 1319 (M.D.
Fla.), preliminary injunction denied, 120 U.S.P.Q.2d 1800 (M.D. Fla. 2016).

459 Id. at 1322.

460 Jd. at 1322-23.

461 Id. at 1323.

462 RGB Plastic, LLC v. First Pack, LLC, 184 F. Supp. 3d 649, 659 (N.D. Ill. 2016).
463 Id
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Bamboo Acrylic Blocks Skewer 3.5 in., 1000 count box
Price: $49.00
SKU: RWBO177
\ Brand: Restaurantwars, LLC
Rating: i { 2 product reviews )
\ Availability: Usually ships within 24 hours.

Delivery Time: Yiew our delivery map
Shipping: Calculated at checkout

Quantity: [1 | W ADD TO CART

BT ¢ oo resommend tis. Sign Up o seewiht
your friends recommend

/i

O swiRe B EE.

Product Description
These 3.5" skewers are an incredibly fun addition to any party. The bamboo picks are sold as a 3 color mix pack
consisting of clear, cocoa and green. These are trusly fashion for food!

The court found the exhibit unconvincing, noting that “[t]his use
of ‘fashion for food’ to describe bamboo skewers does not qualify as
use of the service mark in commerce. The problem is that merely
incorporating ‘Fashion for Food’ into a product description says
nothing about any service that [the plaintiff] provides.”#6* The
defendant therefore was entitled to summary judgment on that
aspect of the plaintiff’s case.465

The defendant’s challenge to a second exhibit allegedly
documenting the plaintiff’s service mark use produced mixed
results. That exhibit consisted of the following sign, displayed by the
plaintiff at a trade show:

464 Jd. at 659-60.
465 Jd. at 660.
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Further granting the defendant’s summary judgment motion in
part, the court held the plaintiff’s proffered showing inadequate as
a matter of law to demonstrate use of the FASHION FOR FOOD
mark in connection with marketing services.46¢ At the same time,
however, the exhibit did create a factual dispute over whether the
plaintiff had used the mark for its retail services, even if, as the
court remarked, the exhibit was not a “textbook example” of such a
use.*67

Finally, the court reached the same conclusion with respect to
two other of the plaintiff’'s exhibits, namely, the following business
card and packaging material:468

RESTAURANTWARE ...

FASHION FOR FO0D

RiCHARD RuNELLA
PRESIDENT

RICHE REETAURAN TWARE COM P (BO0) B81-9273

c: 1312 OU-009T

Once again, the court split the proverbial baby with respect to each.
As to the business card, it observed that:

[T]he business card directs customers to [the] website for [the
plaintiff’s] retail services.... A potential customer could
gather from the card that “Fashion for Food” was a tagline
used to identify and lure customers to [the plaintiff’s] online
tableware retail website. ... [B]lecause the business card
uses “Fashion for Food” to promote and advertise [the
plaintiff’s] retail services, a reasonable factfinder could
conclude that it meets the use-in-commerce requirement.

Just looking at the business card, however, it is impossible
to tell whether [the plaintiff] engaged in marketing services
for manufacturers. And, just as the 8.5 x 11 inch sign was not
directed or shown to manufacturers, there is no evidence that
[the plaintiff] ever handed out its business cards to
manufacturers. In fact, [the plaintiff’s] co-founder claimed
that he gave business cards “to potential customers in order
to help them find and use [the] website.” The website,
however, 1s part of [the plaintiff's] retail services, not
its marketing services. Thus, even viewing the evidence in

466 Jd. at 661-62.
467 Id. at 661.
468 Jd. at 663.
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the light most favorable to [the plaintiff], the business card
does not evidence a “direct association” between “Fashion for
Food” and marketing services, and as a result, does not meet
the use-in-commerce requirement for those services. 469

For much the same reasons, it concluded the packaging material
similarly created a factual dispute as to the plaintiff’s use of the
mark for retail services, but not with respect to marketing services;
the defendant was once more entitled to summary judgment as to
the latter.470

As documented by the discussion immediately above, some
reported opinions did not resolve the use-in-commerce inquiries
before them. In an opinion deferring such a resolution, the Second
Circuit vacated a district court’s finding as a matter of law that a
counterclaim plaintiff had not used its mark prior to its opponent’s
date of first use.47! The appellate court saw ample evidence in the
summary judgment record creating a factual dispute on the issue,
including the counterclaim plaintiff’s launch of a website accessible
at a domain name corresponding to its claimed mark: Although that
evidence might not have been sufficient in and of itself, the
counterclaim plaintiff also had introduced into the record examples
of advertising material bearing the mark, which tipped the scales in
favor of a vacatur and remand. 472

Finally, entry of summary judgment proved inappropriate in a
case between two former business partners claiming rights to the
same mark for a patented spring-loaded drawer organizing
device.*™ Prior to striking a deal with the defendant to manufacture
and sell the device, the plaintiffs shopped it around to a number of
third parties without success, which led the defendant to claim the
plaintiff had never itself used the device in commerce. In denying
the defendant’s bid to prevail as a matter of law, the court cited
evidence in the summary judgment record that the plaintiffs’
marketing materials had displayed their claimed mark and that the
defendant’s vice president referred to the plaintiffs’ device by the
mark even before the parties’ representatives had met to discuss a
possible relationship. Together with the plaintiffs’ efforts to identify
a company to produce a mold for its device, these considerations
created a factual dispute on the issue of the plaintiff’s priority of
use.4™

469 Jd. at 663, 664-65 (twelfth alteration in original) (citations omitted).

470 Id. at 665-66.

41 See Cross Commerce Media, Inc. v. Collective, Inc., 841 F.3d 155 (2d Cir. 2016).
472 Id. at 168.

473 See Hoenig Dev., Inc. v. Dial Indus., 213 F. Supp. 3d 895 (E.D. Mich. 2016).

414 Id. at 903.
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(b) Use in Commerce Through Tacking

The constructive-use doctrine of tacking allows marks to evolve
without the evolution working a forfeiture of their owners’ rights.
Faced with a priority dispute involving confusingly similar marks,
one group of plaintiffs sought to avail themselves of the doctrine,
only to learn the hard way how strict the test for tacking can be.47
The following graphics capture the various iterations of the
plaintiffs’ mark, which was used in connection with frozen ice cream
treats:476
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During a bench trial, the plaintiffs argued the images created
the same commercial impression because they featured a central
female figure and, additionally, because the varying Spanish
verbiage surrounding that figure only referenced or described her.
To the contrary, the court found, “[tlhe Court’s consideration of
these marks, side-by-side and without any evidence concerning how
consumers in the marketplace perceive them, does not compel the
conclusion that they present the same continuing commercial
impression.”477 Specifically, “[tlhe changes in wording also, of
course, mean that the marks are aurally distinct. Even the Indian
Girls themselves differ visually in terms of color and various other
features, including her belt, the ruffles of her skirt, her eyes, and

475 See Paleteria La Michoacana, Inc. v. Productos Lacteos Tocumbo S.A. De C.V., 188 F.
Supp. 3d 22 (D.D.C. 2016), motion to amend denied, 247 F. Supp. 3d 76 (D.D.C. 2017),
appeal docketed, No. 17-7075 (D.C. Cir. May 3, 2017).

476 Id. at 58.
a1 JId.
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her headdress.”#”® The plaintiffs therefore failed to meet the
“exceedingly strict” standard for tacking.47

(c) Use Through Licensees

The claimant to a mark need not itself use the mark in commerce
to acquire protectable rights: Instead, as reflected in Section 5 of the
Act,*80 properly licensed uses can do the job. An example of Section
5 in action appeared in litigation brought by the manager of a
network of affiliated healthcare service providers.48! The plaintiff
owned two registrations of the marks it sought to protect, and the
defendants generally did not contest the marks’ validity.
Nevertheless, they claimed in a motion for summary judgment that
the plaintiff had failed to demonstrate it had ever used the marks.
The court denied the defendants’ motion and granted that of the
plaintiff on the same subject. As the court explained:

The Lanham Act extends its protections to registered
marks in legitimate wuse by a registrant’s “related
companies.” When a related company uses a mark with a
registrant’s permission, that use “shall inure to the benefit
of the registrant,” so long as the registrant maintains
sufficient control over the licensee’s use. Authorized use by a
related party will maintain a trademark owner’s rights even
when the only use of the mark is by the related party.
Trademark licensing agreements between a registrant and
related parties, whether written or implied, will avail the
registrant of the Act’s protections.*82

Because the plaintiff had proffered undisputed testimony its
subsidiaries used the registered marks pursuant to agreements
with the plaintiff, that use inured to the plaintiff’s benefit.483

The same doctrinal rule helped resolve a dispute in which the
parties advanced competing claims to the same mark for a patented
spring-loaded drawer organizing device.48* In successfully
responding to the defendant’s motion for summary judgment and
prosecuting its own, the plaintiff called the court’s attention to a
license agreement between the parties, which authorized the

defendant to use the plaintiffs’ “invention.” The defendant sought to
dispel the significance of the agreement by pointing out that the

48 Id. at 59 n.21.

419 Id. at 60 (quoting Brookfield Commc'ns, Inc. v. W. Coast Entm’t Corp., 174 F.3d 1036,
1048 (9th Cir. 1999)).

180 15 U.S.C. § 1065 (2012).

481 See UHS of Del., Inc. v. United Health Servs., Inc., 227 F. Supp. 3d 381 (M.D. Pa. 2016).
182 Jd. at 390-91 (citations omitted) (quoting 15 U.S.C. § 1055 (2012)).

483 Id. at 391.

484 See Hoenig Dev., Inc. v. Dial Indus., 213 F. Supp. 3d 895 (E.D. Mich. 2016).
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agreement’s salient terms did not mention the mark at issue, but
the court found a reference to the plaintiff’s ownership of the mark
in the agreement’s preamble more probative. That reference, as well
as a definition of “invention” that swept in the marks associated
with it, established a factual dispute on the question of whether the
defendant’s use had been a licensed one that gave the plaintiff
priority of rights.485

(d) Use-Based Geographic Rights

The territorial nature of trademark rights played a central role
in the resolution of a dispute between manufacturers of frozen ice
cream treats.*% The court found that the plaintiffs had been the first
to use their marks in the United States. Having lost that initial
priority-based issue, the defendant challenged the validity of the
plaintiffs’ uses because, it argued, the plaintiffs had adopted and
registered their marks in the United States in bad faith only after
seeing those of the defendant in Mexico. The court rejected this
argument, observing that “[the defendant] has not been able to
provide, nor can the Court locate, any case in which a court has
denied a national senior user rights in a mark because the mark was
previously used outside of the United States and the national senior
user adopted the mark in bad faith.”487 Thus, it concluded, “[i]f the
Court were to hold that [the lead plaintiff] was not entitled to any
rights in its marks on the basis of bad faith, despite the fact that it
was first to use its marks in the United States, it would appear that
the Court would be the first to do so in the history of American
trademark law.”488 In the final analysis, “[n]Jo matter how unethical
[the lead plaintiff’'s] actions may seem to an outside observer, . . . the
Lanham Act does not regulate all aspects of business morality.”489

This did not, however, mean the plaintiffs deserved a nationwide
injunction to protect their registered marks. To the contrary, the
court invoked the Dawn Donut doctrine*? to hold that “[u]lnder the
Lanham Act, a federal registrant is entitled to enjoin a remote junior
user of the mark if there is a likelihood of the registrant’s entry into
the disputed area.”#91 “In other words,” the court explained, “the
registrant has a nationwide right, but the injunctive remedy does

485 Jd. at 904-05.

486 See Paleteria La Michoacana, Inc. v. Productos Lacteos Tocumbo S.A. De C.V., 188 F.
Supp. 3d 22 (D.D.C. 2016), motion to amend denied, 247 F. Supp. 3d 76 (D.D.C. 2017),
appeal docketed, No. 17-7075 (D.C. Cir. May 3, 2017).

487 Id. at 89.

488 Id. at 91.

489 Id. at 91-92.

490 See Dawn Donut Co. v. Hart’s Food Stores, Inc., 267 F.2d 358, 362 (2d Cir. 1959).

91 Paleteria La Michoacana, 188 F. Supp. 3d at 118 (alteration in original) (quoting
Foxtrap, Inc. v. Foxtrap, Inc., 671 F.2d 636, 640 (D.C. Cir. 1982)).
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not ripen until the registrant shows a likelihood of entry into the
disputed territory.”492 Although there were at least some geographic
areas in which the parties’ confusingly similar marks were used and
in which the plaintiffs therefore deserved injunctive relief, the court
held that “[the lead plaintiff] cannot simply make a naked assertion
that it 1s ‘ready to begin sales’ in new markets and thereby obtain
an injunction against a junior user under the Dawn Donut rule.”493
The final injunction entered by the court therefore did not reach
those new markets. 49

(2) Distinctiveness

(a) Inherent Distinctiveness of Verbal and
Two-Dimensional Design Marks

(i) Generic Designations

Not surprisingly, an attempt to claim exclusive rights to the
phrase “meth lab cleanup” for the decontamination of illegal
clandestine drug lab sites and related services came to naught,
despite the plaintiff’'s ownership of several federal registrations.4%
En route to a finding the phrase was generic as a matter of law, the
court cited the following categories of evidence as probative to the
relevant inquiry:

(1) generic use by competitors of the mark that has not been
contested by the owner of the mark; (2) generic use of the
trademark by the proponent of the trademark; (3) dlctlonary
definitions to determine public usage; (4) generic usage in
the media of the trademark, such as in trade journals and
newspapers; (5) testimony of persons in the trade; and (6)
consumer surveys. 9

In support of their motion for summary judgment, the defendants
submitted “thirty-nine declarations from [their] employees, former
employees, and others in the industry, attesting that the term “meth
lab cleanup” is used by everyone in the industry generically to name
the services they offer, and has been used that way for the last 30
years.”#9” The defendants bolstered that testimony with
documentary evidence in the form of printouts of competitors’
websites, a deck of its own PowerPoint slides predating the

192 Jd. at 119 (quoting J. Thomas McCarthy, McCarthy on Trademarks and Unfair
Competition § 26:33 (2010 ed.)).

493 Id.
194 Jd. at 120.
195 See Meth Lab Cleanup, LLC v. Bio Clean, Inc., 205 F. Supp. 3d 1243 (W.D. Wash. 2016).

496 Id. at 1250 (quoting Calista Enters. v. Tenza Trading Ltd., 43 F. Supp. 3d 1099, 1116 (D.
Or. 2014)).

497 Id.
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plaintiff’s date of first use, and “numerous examples of the term
‘meth lab cleanup,” or similar terms, being used in newspaper
articles, in the names of legislation, on governmental agencies’
websites, and in online Yellow Pages.”#9® As if all that were not
enough, the defendants also availed themselves of dictionary
definitions of the individual words making up the claimed mark
and, critically, “four different examples of [the plaintiff] itself using
the phrase in a generic way.”4% The plaintiff countered with “bare
statements” from its principals that the phrase had not been in
common use at the time the plaintiff adopted it, as well as the
theories that the true generic descriptor for the parties’ services was
“clandestine drug lab assessment and decontamination” and that
the defendants had fabricated their evidence, but its responsive
showing ultimately was “clearly contradicted” by the defendants’
showing.?00 Summary judgment of genericness resulted even though
the defendants had failed to submit direct evidence of consumers’
perceptions of the claimed mark.50?

As always, some opinions addressing claims of genericness
either rejected them??2 or put off resolving them.?°3 The leading
example of such an opinion came in a declaratory judgment action
seeking a finding the GOOGLE mark was generic and therefore
unprotectable for Internet search services.5%¢ That theory failed as
a matter of law before the district court assigned to the case, and it
fared no better in an appeal to the Ninth Circuit. As summarized by
the appellate court, the counterclaim defendant based his attack on

8 Id,
99 Id. at 1251.
0 Id,

01 Id. at 1252-53.

502 See, e.g., Sturgis Motorcycle Rally, Inc. v. Rushmore Photo & Gifts, Inc., 239 F. Supp. 3d
1128, 1137-40 (D.S.D. 2017) (declining, without extensive discussion of record, to
overturn jury finding that plaintiffs STURGIS, STURGIS BIKE WEEK, STURGIS
MOTORCYCLE RALLY, and STURGIS RALLY RACES for an annual motorcycle rally
and related goods were not generic), appeal docketed, No. 17-2712 (8th Cir. Aug. 8, 2017);
ZW USA, Inc. v. PWD Sys., LL.C, 208 F. Supp. 3d 1025, 1043 (E.D. Mo. 2016) (“Defendant
submitted no evidence that [the registered mark] ONEPUL is generic for dog waste bags
or a particular genus of dog waste bag that can be dispensed with a single movement of
the hand.”); Bulbs 4 E. Side, Inc. v. Ricks, 199 F. Supp. 3d 1151, 1158 (S.D. Tex. 2016)
(rejecting defense claim that federally registered JUST BULBS mark was generic but
without otherwise placing mark on spectrum of distinctiveness).

503 See, e.g., AV.E.L.A,, Inc. v. Estate of Marilyn Monroe, LL.C, 241 F. Supp. 3d 461, 477-78
(S.D.N.Y. 2017) (denying motion to dismiss resting on allegation that multiple registered
marks consisting in whole or in part of Marilyn Monroe’s name were generic for various
goods and services); Diamond Foods, Inc. v. Hottrix, LLC, 119 U.S.P.Q.2d 1553, 1564
(N.D. Cal. 2016) (declining to accept invitation in motion to dismiss to find trade dress
of icon associated with counterclaim plaintiffs’ downloadable software application
generic as a matter of law).

504 See Elliott v. Google, Inc., 860 F.3d 1151 (9th Cir. 2017), cert. denied, 138 S. Ct. 362
(2017).
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the mark’s validity primarily on the theories that “(1) it is an
indisputable fact that a majority of the relevant public uses the word
‘google’ as a verb—i.e., by saying ‘I googled it,” and (2) verb use
constitutes generic use as a matter of law.”505

The court faulted that theory for several reasons, the first of
which was that “a claim of genericide or genericness must be made
with regard to a particular type of good or service.”5% This, the court
held, rendered meritless the counterclaim defendant’s theory that a
mark could become generic for an act, here, that of conducting
Internet searches:

If there were no requirement that a claim of genericide relate
to a particular type of good, then a mark like IVORY, which
is “arbitrary as applied to soap,” could be cancelled outright
because it is “generic when used to describe a product made
from the tusks of elephants.” This is not how trademark law
operates: Trademark law recognizes that a term may be
unprotectable with regard to one type of good, and
protectable with regard to another type of good. In this way,
the very existence of arbitrary marks as a valid trademark
category supports our conclusion that a claim of genericide
must relate to a particular type of good or service.?07

The second flaw in the counterclaim defendant’s position was
that “verb use does not automatically constitute generic use.”5% To
begin with:

When Congress amended the Lanham Act to specify that the

primary significance test applies to claims of genericide, it

specifically acknowledged that a speaker might use a

trademark as the name for a product, i.e., as a noun, and yet

use the mark with a particular source in mind, i.e., as a

trademark. It further explained that:

A trademark can serve a dual function—that of [naming]
a product while at the same time indicating its source.
Admittedly, if a product is unique, it is more likely that
the trademark adopted and used to identify that product
will be used as if it were the identifying name of that
product. But this is not conclusive of whether the mark is
generic.

505 Jd. at 1155.
506 Jd. at 1157.

507 Id. (quoting Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 9 n.6 (2d Cir.
1976)).

508 Id.
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In this way, Congress has instructed us that a speaker might
use a trademark as a noun and still use the term in a source-
identifying trademark sense.5?09

Moreover, the court had “already implicitly rejected [the
counterclaim defendants’] theory that only adjective use constitutes
trademark use” in an opinion holding that consumers’ requests for
“a coke” did not render the COCA-COLA mark generic for
beverages.510 “In the same way,” the court held, “we now recognize
that an internet user might use the verb ‘google’ in an
indiscriminate sense, with no particular search engine in mind; or
in a discriminate sense, with the Google search engine in mind.”511

Turning to the summary judgment record, the court affirmed the
district court’s finding as a matter of law that the counterclaim
defendant had failed to demonstrate use of the GOOGLE mark in
the required “indiscriminate sense.” Although the counterclaim
defendant proffered alleged survey evidence explained by “a
qualified survey expert,’512 “alleged generic use by the media and by
consumers,”’®3 additional expert witness testimony (apparently
from lexicographers),>!* and dictionary definitions,5!> the entirety of
his showing focused on uses of the disputed mark as a verb, which,
to reiterate, failed to address the proper test for genericness.>¢ The
counterclaim defendant’s showing was equally devoid of evidence
Google itself had used its own mark as an undifferentiated noun.51?
Finally, the counterclaim defendant had failed to demonstrate
“there 1s no efficient alternative for the word ‘google’ as a name for
‘the act’ of searching the internet regardless of the search engine
used,”518 or, in other words, “there is no way to describe ‘internet
search engines’ without calling them °‘googles.”51% Under these
circumstances, the district court had not erred in rejecting the
counterclaim defendant’s case as a matter of law.520

In a different dispute, this one involving the sale of air-powered
toy rockets, the plaintiffs’ registrations of their STOMP and STOMP
ROCKET marks played a significant role in the plaintiffs’ successful

509 Id. at 1157-58 (alteration in original) (quoting S. Rep. No. 98-627, at 5 (1984)).
510 Jd. at 1158 (citing Coca-Cola Co. v. Overland, Inc., 692 F.2d 1250, 1255 (9th Cir. 1982)).
511 Id

512 Id. at 1160.

513 Id.

514 Id. at 1161.

515 Jd. at 1161-62.

516 Id. at 1162.

517 Id

518 Jd.

519 [

520 Jd. at 1163.
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prosecution of a motion for summary judgment.?2! The defendants’
showing in response to that motion might ordinarily have created a
factual dispute on the issue of the validity of the plaintiffs’ marks,
especially as it included a press release and a letter from one of the
plaintiffs characterizing “stomp rocket” as a generic term for rockets
launched with air or water pressure when users stomped on a
rubberized bladder. Nevertheless, the court found that “[t]hese
statements also included capitalization of ‘Stomp Rocket’ with the
‘TM’ (trademark) symbol, undercutting any claims that Plaintiff[s]
meant that Stomp Rocket is ‘generic’ as a matter of trademark
law”;522 moreover, “[w]hile evidence of the owner’s generic use may
be ‘strong evidence of genericness,” [there] must be “repeated and
consistent instances of such usage.”?23 The court then rejected the
defendants’ reliance on additional claimed evidence of genericness,
including uses disclosed through Google searches®2* and dictionary
definitions.525 Finally, as a “policy consideration[],” the court found
that “[m]aintaining STOMP and STOMP ROCKET as protectable
marks does not erect expensive or syntactically convoluted barriers
to Defendants calling its toy launcher by another easily definable
and non-infringing name.”?26 The defendants therefore failed to
place the validity of the plaintiffs’ marks in dispute.527

Similarly, after placing the burden on a defendant to prove the
genericness of the incontestably registered PUBLIC IMPACT mark
for consulting services, one court concluded that burden had not
been met in response to a motion for preliminary injunctive relief,528
Although the defendant introduced “a list of 27 third-party uses of

521 See JFJ Toys, Inc. v. Sears Holdings Corp., 237 F. Supp. 3d 311 (D. Md. 2017).
522 Id. at 331.

523 Jd. (quoting Retail Servs., Inc. v. Freebies Publ’'g, 364 F.3d 535, 545 (4th Cir. 2004); Pom
Wonderful LLC v. Hubbard, No. CV1306917RGKJPRX, 2016 WL 3621281, at *7 (C.D.
Cal. June 29, 2016)).

524 The court cited three reasons for dismissing the defendants’ Google-related evidence: (1)
it was unauthenticated and therefore hearsay; (2) the search results were “of little worth
because the search term is too narrowly defined and yields results which only include
the term ‘stomp rocket” and because “[t]his search reveals nothing about how air
launcher toys of similar design are referred [to] in the relevant commercial market so as
to aid the factfinder in determining whether STOMP or STOMP ROCKET are indeed
generic terms describing air launcher toys.” Id.

525 The defendants’ proffered dictionary evidence contained no definition of “stomp rocket,”
which presented a problem because, as the court observed, “[w]here one of the challenged
marks includes a composite mark made up of ordinary terms, the definitions of the
component parts provide little probative value of the terms’ genericness.” Id. at 333 n.8.
In addition, that evidence did not define “stomp” in any way relevant “to a rocket or toy
of any kind.” Id.

526 Jd. On this issue, the court noted the apparent ease with which the defendants had
rebranded their goods after receiving the plaintiffs’ challenge. Id.
527 Id. at 334.

528 See Pub. Impact, LLC v. Boston Consulting Grp., 169 F. Supp. 3d 278 (D. Mass. 2016),
appeal dismissed, No. 16-1400 (1st Cir. Oct. 18, 2016).
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the words ‘public impact,” the court declined to give the list
dispositive effect because some of the uses reflected in it were
outside the United States and because others used “only the words
‘Public’ or ‘Impact,” and do not use the entire phrase or mark
PUBLIC IMPACT, thus providing only weak evidence that the mark
is generic’;52% moreover, the court noted, “it appears that many of
the example usages of the phrase ‘public impact’ do not use it to refer
to ‘consulting services,’ which is the relevant genus for the
inquiry.”?30 The court then rejected a second showing by the
defendant in the form of “extensive evidence of media usage of the
phrase”?3! because:

When used in this manner, the words ‘public impact’ refer to
the actual ‘effect’ of policy initiatives, and not to the process
of designing or planning those initiatives, which might fall
within the genus of consulting services for which plaintiff's
mark is used. Put another way, plaintiff uses the mark in
connection with selling the service of planning or designing
policy initiatives meant to have an effect on the public,
whereas the examples submitted by [defendant] appear to
use the words to refer to the hoped-for result of those
services.?32

A different defendant’s inability to rebut the prima facie
evidence of validity attaching to a registration that had not yet
become incontestable led to a finding of nongenericness for the
EVERLASTING LIFE service mark when used in connection with a
restaurant and market for natural foods.533 A former member of a
religious organization associated with the plaintiffs, the defendant
argued that third-party religious and spiritual groups also used the
mark, but the court found that argument missed the point. Instead,
it concluded after a bench trial that:

[E]ven if “everlasting life” is [a] common phrase in religious
circles, the generic nature of a term for the purpose of the
trademark-infringement analysis must be evaluated in the
context of the service or goods to which the term is being
applied. [The defendant] does not (and apparently cannot)
contend that the term “Everlasting Life” is commonly used
in the restaurant or food-services industry, or that the public
typically perceives that phrase as primarily designating
restaurant services. And, indeed, it is precisely because this
Court finds that the phrase “Everlasting Life” is not

529 Id. at 287.

530 I

581 Jd.

532 Id. at 288.

533 See Yah Kai World Enters. v. Napper, 195 F. Supp. 3d 287 (D.D.C. 2016).
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ordinarily associated with the provision of food (and is, at
most, suggestive of vegan, healthy meals) that the Court
concludes that [the defendant] has failed to rebut the
presumption that the mark is inherently distinctive with
respect to the products and services of a vegan restaurant or
grocery store and therefore, is entitled to trademark
protection.534

Finally, in a case in which a factual dispute over genericness
precluded the grant of a defense motion for summary judgment, the
comedian and actor known as “Larry the Cable Guy” sought to
protect his GIT-R-DONE tagline for entertainment services.535
Seeking to invalidate the plaintiff’s claim of rights, the defendant
introduced expert testimony from a lexicographer of third-party use
and also relied on the undisputed fact that the plaintiff had not
invented his tagline. Those showings were not enough to carry the
day, however, at least as a matter of law: With respect to the first,
the court explained, “[the expert’s] report does not address the uses
of ‘Git-R-Done’ with respect to the products or services by either
party to this lawsuit,”5%6 and, with respect to the second, “Shell,
Camel, and Apple[] did not invent those words . . ., but they are still
entitled to trademark protection in the context of gasoline,
cigarettes, and computers.”537

(ii) Descriptive Marks

Courts generally treat laudatory terms as descriptive and
therefore unprotectable in the absence of acquired distinctiveness.
Against the background of this rule, a New York federal district
court tackled the question of whether the deliberate misspelling of
a laudatory word could render the resulting mark inherently
distinctive.538 The disputed mark in question was ELIT, used in
connection with vodka. The court noted as an initial matter that the
mark’s owner had “simply dropped the last letter of a well-known
word that is synonymous—in adjectival form—with excellence and
exclusivity.”?39 That circumstance, the court held, was fatal to the
owner’s claim its mark was not, in fact, merely laudatory of its
goods: “ELIT (as a bastardization of ELITE) falls into a category of
marks aptly described in the case law as “self-laudatory” terms—

53¢ Jd. at 315-16 (citations omitted).

535 See Git-R-Done Prods., Inc. v. Giterdone C Store, LLC, 226 F. Supp. 3d 684 (S.D. Miss.
2016).

536 Id. at 690.

537 Id.

538 See Classic Liquor Imps., Ltd. v. Spirits Int’l B.V., 201 F. Supp. 3d 428 (S.D.N.Y. 2016).
539 Id. at 443.
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that is, ‘{m]arks that extol some feature or attribute of the goods or
services.” 540

Another analysis of descriptiveness, albeit a less than extensive
one, came at the hands of a different court tasked with placing on
the spectrum of distinctiveness the plaintiffs MEDICAL
EXERCISE SPECIALIST mark for the certification of fitness
professionals working with post-rehabilitation patients.?4! Invoking
Fifth Circuit authority while weighing the plaintiff's motion for a
preliminary injunction, the court initially held that:

Indicia [of a mark’s descriptiveness] include: (1) the mark’s
dictionary definition corresponds with its meaning and
context; (2) upon hearing the mark, one need not use
“Imagination, thought and perception to reach a conclusion
as to the nature of goods”; (3) “competitors would be likely to
need the terms used in the trademark in describing their
products”; and (4) others would have used the term in
marketing a similar service or product.542

Despite this restatement of the relevant governing doctrine, as well
as acknowledging the plaintiff had made a showing under each of
the relevant considerations,53 the court did not engage in a factor-
by-factor analysis while rejecting the defendant’s argument that the
mark was generic, holding merely instead that “the Court [is]
unconvinced that the mark is generic simply because it consists of a
combination of generic terms.”544 The plaintiff’s contention the mark
was suggestive fared no better, however, with the court concluding
in cursory fashion the plaintiff had failed to demonstrate that
contention was likely to succeed on the merits.?45

An Illinois federal district court reached several findings of
descriptiveness despite the presence of an apparently arbitrary
word in the plaintiffs’ claimed marks.?*6 The plaintiff operated a
club to promote the preservation, enjoyment, and exchange of

540 Jd. (alteration in original) (quoting J. Thomas McCarthy, McCarthy on Trademarks and
Unfair Competition § 11:17 (4th ed.)).

541 See Jones v. Am. Council on Exercise, 245 F. Supp. 3d 853 (S.D. Tex. 2017).

542 Jd. at 860 (alteration in original) (quoting Xtreme Lashes, LL.C v. Xtended Beauty, Inc.,
576 F.3d 221, 232 (5th Cir. 2009)).

513 Id. (“[The plaintiff] claims that no competitor has used his mark for over twenty years,
that the mark is not in the dictionary and thus has no ordinary significance to the public,
that imagination is required to determine what a Medical Exercise Specialist does, and
that there is no evidence of widespread use by others in the industry. He also cites
evidence in the form of affidavits from individuals who work in the industry that
indicates that these individuals perceive the term as being unique to [the plaintiff’s]
program, at least until [the defendant] started using the term in 2015.” (citation
omitted)).

544 [d.
545 Id.
546 See Checker Car Club of Am., Inc. v. Fay, 262 F. Supp. 3d 621 (N.D. I1l. 2017).
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information concerning taxi cabs produced by the defunct Checker
Motors Corporation, in connection with which it used the
CHECKER CAR CLUB OF AMERICA, CHECKER CAR CLUB, and
CHECKER WORLD marks. In support of a preliminary injunction
motion, the plaintiff asserted its marks possessed inherent
distinctiveness, but it failed to back up that claim with any
explanation of why; not surprisingly, therefore, the court accepted
the defendant’s argument the marks were descriptive.547

Needless to say, geographically descriptive terms also fall within
the larger category of descriptive marks.?*8 One court confirmed this
proposition in a battle over three marks, MICHOACANA, LA
MICHOACANA, and LA MICHOACANA NATURAL, under which
the counterclaim plaintiff sold frozen ice cream treats.>* In finding
the marks lacked inherent distinctiveness, the court explained that
“the terms ‘MICHOACANA’ and ‘LA MICHOACANA’ are
descriptive of a type of product that is understood in the minds of
consumers to have originated in the Mexican state of Michoacan,
and it is not primarily associated with [the counterclaim plaintiff]
or any other single source.”?50

A final determination of descriptiveness was perhaps the
shakiest of the year.55! The federally registered mark at issue was
MASTERMIND for musical recordings, performances, and
entertainment services. In granting a defense motion for summary
judgment, the court credited dictionary definitions proffered by both
parties and observed:

Defendants assert that “Mastermind” is descriptive as it
applies to “creative artists,” based on Oxford Dictionary’s
definition of “Mastermind” as “a person with an outstanding
intellect” and the first usage example references “an eminent
musical mastermind.” Plaintiff utilizes Merriam—Webster’s
definition of “Mastermind” which means “to plan and
organize something” as a noun and as a verb “a person who
plans and organized something.” Of interest, Merriam—
Webster also includes a definition of “Mastermind” as “a

547 Id. at 1178.

548 See, e.g., Fashion Week, Inc. v. Council of Fashion Designers of Am., Inc., 121 U.S.P.Q.2d
1041, 1047 (S.D.N.Y. 2016) (“The marks at issue in this case are not inherently
distinctive because [the plaintiff] does not contend that the terms NEW YORK
FASHION WEEK, NYFW, and NYFW THE RUNWAY SHOWS are suggestive, fanciful,
or arbitrary [for the organization of fashion shows in New York City]. Indeed the parties
appear to agree that the terms are descriptive.”).

549 See Paleteria La Michoacana, Inc. v. Productos Lacteos Tocumbo S.A. De C.V., 188 F.
Supp. 3d 22 (D.D.C. 2016), motion to amend denied, 247 F. Supp. 3d 76 (D.D.C. 2017),
appeal docketed, No. 17-7075 (D.C. Cir. May 3, 2017).

550  Id. at 83.

551  See Caiz v. Roberts, 224 F. Supp. 3d 944 (C.D. Cal. 2016), judgment entered, No. CV No.
15-09044-RSWL-AGRx, 2016 WL 7335777 (C.D. Cal. Dec. 16, 2016), appeal docketed, No.
17-55051 (9th Cir. Jan 12, 2017).
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person who supplies the directing or creative intelligence for
a project.”552

Moreover, the court noted, the defendants had submitted
“overwhelming evidence” that “many others in the rap industry
have utilized the mark ‘Mastermind’ in album titles, web sites, and
song lyrics,” a showing that disposed of the plaintiff’s assertion “that
such a mental leap or imagination is required to attribute
‘Mastermind’ to audio and visual recordings, audio recordings
featuring music, musical video recordings, live performances, and
other goods and services . .. .”553

(iii) Suggestive Marks

The past year saw several federal appellate opinions conclude
the marks before them were suggestive. At issue in one Second
Circuit appeal was the inherent distinctiveness of the
COLLECTIVE mark for the operation of an online advertising
network, which the district court had found descriptive as a matter
of law.55¢ Referring to dictionary definitions of the word “collective,”
the court of appeals found “three plausible associations between
those definitions and [the counterclaim plaintiff’s] products”: (1) the
counterclaim plaintiff was putatively “able to analyze vast amounts
of data in order to help clients identify effective marketing
opportunities, a service that could be described as ‘collective’ in
nature—or, perhaps, producing a ‘collective’ of relevant data”;?55 (2)
“[the counterclaim plaintiff] points to its capacity to identify
marketing opportunities across multiple electronic devices, which
could be framed as offering consumers a ‘collective’ of marketing
platforms”;?%¢ and (3) “in the most general sense, the [counterclaim
plaintiff’s] software works to aggregate advertising opportunities
and present them, as a ‘collective,’” to users.”?5” The court remarked
of these considerations that “[t]hese associations lack the specificity
that would enable an average consumer to intuit the nature of [the
counterclaim plaintiff’s] business from the ‘collective’ mark, at least
absent considerable imaginative effort (or luck).”?® That the
USPTO routinely had registered other “collective” marks owned by
the plaintiff further supported the court’s determination the mark
was suggestive, rather than descriptive.559

552 Id. at 951 (citations omitted).

563 Id.

554 See Cross Commerce Media, Inc. v. Collective, Inc., 841 F.3d 155 (2d Cir. 2016).
555 Id. at 163-64.

556 Id. at 164.

557 Id

558 Id.

559 ]d. at 165-67.
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In another appellate opinion, the Fifth Circuit declined to
disturb a jury finding of inherent distinctiveness for the
STREAMLINE PRODUCTION SYSTEMS mark, which the
plaintiff used in connection with natural gas processing equipment
and the custom manufacturing of the same goods.56° The jury
instructions did not mandate the mark’s placement on any
particular spot of the spectrum of distinctiveness, but the court of
appeals deemed it suggestive. Specifically, “Streamline Production
Systems’ describes [the plaintiff's] products at a sufficiently high
level of generality that it requires imagination on the part of
customers to deduce the nature of its products.”>¢! The deference
due the jury’s finding of inherent distinctiveness generally sealed
the deal in the plaintiff’s favor.562

The Fourth Circuit also reached a determination of mark
suggestiveness in an appeal in which a district court judge had
reached the same conclusion.?®3 The federally registered mark at
issue was F 450, used in connection with hair care products. That
“[i]n the hair care industry, “450” often refers to the temperature to
which one can heat hair before it melts or scorches”?%4 played a role
in the court’s conclusion the mark was inherently distinctive, as did
the USPTO’s decision to register the mark without requiring a
showing of acquired distinctiveness.565 In the final analysis, though,
the defendant failed to contest the issue.?%6

At the trial court level, a bench trial before a Virginia federal
district court produced a finding that the SELECT AUTO IMPORTS
mark was suggestive and therefore inherently distinctive when
used in connection with an automobile dealership.567 Although the
laudatory nature of “select” might have led to the court considering
the word descriptive, the court gave considerable weight to the
USPTO’s registration of the mark with a disclaimer of only “auto
imports” (and not “Select”).?¢8 Beyond that consideration, the court
found, “[i]t is clear, in any event, that ‘Select’ is suggestive because
the term ‘connote[s] some quality, ingredient, or characteristic of a
product’ and does not ‘go as far as describing the product.” 569

560  See Streamline Prod. Sys., Inc. v. Streamline Mfg., Inc., 851 F.3d 440 (5th Cir. 2017).
561 Id. at 452.

562 Id. at 452-53.

563 See Grayson O Co. v. Agadir Int’l LL.C, 856 F.3d 307 (4th Cir. 2017).

564 Jd. at 312.

565 Id. at 315 n.5.

566 Id. at 315.

567 See Select Auto Imps. Inc. v. Yates Select Auto Sales, LL.C, 195 F. Supp. 3d 818 (E.D.
Va. 2016).

568 Id. at 832.

569 Jd. (alteration in original) (quoting Teaching Co. v. Unapix Entm’t, Inc., 87 F. Supp. 2d
567, 576 (E.D. Va. 2000)).
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The argan tree is a species of plant endemic to Morocco, and that
geographic provenance might be expected to have some relevance to
a determination of the distinctiveness of the MOROCCANOIL mark
for hair-care products consisting in part of oil derived from the fruit
of that particular plant.57° Not so, however, according to a California
federal district court hearing a motion for preliminary injunctive
relief by the owners of that mark. Albeit without extended analysis,
that court held variations on the mark protectable in the absence of
a showing of acquired distinctiveness: “Here, [the plaintiff’'s] marks
appear to be suggestive because a consumer must make a ‘mental
leap’ to understand the term ‘Moroccanoil’ refers to hair and body
products that contain argan oil.”571

So too did a motion for a temporary restraining order produce a
finding of suggestiveness.5”2 Although the motion ultimately failed
in light of the plaintiff’s inability to prove irreparable harm, the
plaintiff successfully established its LIVEWELL PLANNER mark
was an inherently distinctive indicator of origin for the weekly
planners the plaintiff sold under it. The court’s analysis of the issue
was not extensive, but it did quote approvingly the plaintiff’s
argument that “[t]he terms [sic] ‘live well’ suggests a desired result
of using the product.”®”® From there, it concluded that “[f]or
purposes of resolving this Motion, the Court agrees that the
‘Livewell Planner’ mark likely falls into the ‘suggestive’ category
and 1is thus a distinctive mark, deserving of trademark
protection.”574

Finally, a motion for a default judgment led a different court to
find the CROSSFIT mark suggestive when used in connection with
fitness training and related goods.5”5 As the court explained that
finding:

The mark CROSSFIT® is a combination of the terms, “cross”

and “fit,” which are both commonly associated with exercise

and fitness. The term “cross” has been used in sports and
fitness as in cross-training to refer to combining different
sports or types of exercises in order to improve a person’s
fitness and performance. The combination of the terms into
a single unique word places the mark in the “suggestive”

570 See Moroccanoil, Inc. v. Zotos Int’l, Inc., 230 F. Supp. 3d 1161 (C.D. Cal. 2017).

571 Id. at 1173 (quoting Brookfield Commc’ns, Inc. v. W. Coast Entm’t Corp., 174 F.3d 1036,
1047 (9th Cir. 1999)).

572 See Kotori Designs, LLC v. Living Well Spending Less, Inc., 120 U.S.P.Q.2d 1319 (M.D.
Fla.), preliminary injunction denied, 120 U.S.P.Q.2d 1800 (M.D. Fla. 2016).

513 Quoted in id. at 1322.
514 Id.
575 See CrossFit, Inc. v. Quinnie, 232 F. Supp. 3d 1295 (N.D. Ga. 2017).



120 Vol. 108 TMR

category, requiring a leap of the imagination to get from the
mark to the product.576

(iv) Arbitrary Marks

“[Aln arbitrary mark ‘has a significance recognized in everyday
life, but the thing it normally signifies is unrelated to the product or
service to which the mark is attached, such as CAMEL cigarettes or
APPLE computers.”57” Although definitions such as this one
appeared in the case law with relative frequency, applications of
them to reach actual findings of arbitrariness were comparatively
rare. One such finding resulted from an infringement suit brought
by the owner of the federally registered CAVA MEZZE GRILL mark
for restaurant services.’”® Without referencing the English
translation of “cava”—“cave”—the court perfunctorily observed that
“[the plaintiff’'s] mark is conceptually strong insofar as the word
‘Cava’ is arbitrary and not descriptive of a fast-casual restaurant
serving Mediterranean food.”57

Another exception to the general dearth of determinations of
arbitrariness occurred in an action brought by the owner of the
CRAZY HORSE III mark for a Las Vegas strip club.?®0 Addressing
the mark’s protectability, the court found that its constituent words
did not “directly describe the nature, quality, or features of a strip
club, nor do they convey the impression of a strip club, and therefore
the mark is not generic, descriptive, or suggestive. [The mark] is
also not fanciful, because the words ‘Crazy Horse III" are commonly
used in the English language.”58! Arbitrariness therefore was the
last category of distinctiveness left standing.?%2

(v) Coined or Fanciful Marks

One court observed that “[flanciful marks are ‘coined words’ that
have been invented or selected for the sole purpose of functioning as
a trademark, like ‘CLOROX., for bleach.”583 Another opined in
similar fashion that “[sJome examples of fanciful marks are

576 Id. at 1306.

577 Progressive Distrib. Servs., Inc. v. United Parcel Serv., Inc., 856 F.3d 416, 428 (6th Cir.)
(quoting Therma-Scan, Inc. v. Thermoscan, Inc., 295 F.3d 623, 613 (6th Cir. 2002)), cert.
denied, 138 S. Ct. 91 (2017).

578 See Cava Grp. v. Mezeh-Annapolis, LL.C, 119 U.S.P.Q.2d 1593 (D. Md. 2016).

519 Id. at 1600.

580 See Russell Rd. Food & Beverage, LLC v. Galam, 180 F. Supp. 3d 724 (D. Nev. 2016).
581 Id. at 735.

582 Id

583 Quoc Viet Foods, Inc. v. VV Foods, LL.C, 192 F. Supp. 3d 1067, 1071 (C.D. Cal. 2016).



Vol. 108 TMR 121

Clorox®, Kodak®, Polaroid®, and Exxon® . . . .”5%¢ And still another
held that “Kodak’ is an example of a ‘fanciful’ mark because it was
‘invented solely for [its] use as [a] trademark][].”%> Nevertheless,
reported opinions were devoid of any readily apparent findings that
particular marks actually fell into these categories.

(b) Inherent Distinctiveness of Trade Dress and
Nontraditional Marks

In Wal-Mart Stores, Inc. v. Samara Bros.,%%6 the Supreme Court
not only held that product configurations cannot qualify as
inherently distinctive indicators of origin, it set forth a tie-breaker
in cases in which distinguishing between those configurations and
product packaging might be difficult: “To the extent there are close
cases, we believe that courts should err on the side of caution and
classify ambiguous trade dress as product design, thereby requiring
secondary meaning.”?®” That rule came into play in litigation over
the protectability of the following metal plate for shoes, which the
plaintiff sought to characterize as equivalent to a word mark or
packaging:?88

Invoking the Supreme Court’s holding in Wal-Mart, the court
rejected that attempt:

Despite [the plaintiff’s] efforts to shoehorn the [claimed
mark] into the trademark category, it does not fit. Rather,

584 JFJ Toys, Inc. v. Sears Holdings Corp., 237 F. Supp. 3d 311, 328 (D. Md. 2017) (quoting
J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition §§ 11.03, 11.04
(4th ed. 2014)).

585 Forney Indus. v. Daco of Mo., Inc., 835 F.3d 1238, 1245 (10th Cir. 2016) (alterations in
original) (quoting Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 11 n.12
(2d Cir. 1976)).

586 529 U.S. 205 (2000).

587 Id. at 215.

588 See LVL XIII Brands, Inc. v. Louis Vuitton Malletier S.A., 209 F. Supp. 3d 612 (S.D.N.Y.
2016), affd, No. 16-3488-CV, 2017 WL 6506353 (2d Cir. Dec. 20, 2017). The graphic in
the text accompanying this footnote appears in the file-wrapper history of the plaintiff’s
application to register its mark, namely, Serial No. 85868102 (filed March 6, 2013).
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... the [claimed mark] serves a primarily aesthetic function:
making [the plaintiff’s] sneakers appear more enticing.
Accordingly, the [claimed mark] can be classified only as a
product design feature which is not inherently distinctive. To
prevail on its Lanham Act claims, [the plaintiff] must
therefore show that the [claimed mark] acquired secondary
meaning.589

The Tenth Circuit tackled an issue left open by the Supreme
Court’s decisions in Two Pesos, Inc. v. Taco Cabana, Inc.5%° and
Qualitex Co. v. Jacobson Products Co.,?! namely, whether a
combination of two colors can in and of itself qualify as an inherently
distinctive indicator of origin.??2 The colors at issue were red and
yellow, which the plaintiff used in the following representative
manner:593

FEPLACEMAEHT

STRIKER FLINTS

Seeking to overturn the grant of a defense motion for summary
judgment, the plaintiff argued its undifferentiated use of the colors
was inherently distinctive, but the appellate court disagreed. Under
its reading of the Supreme Court’s opinions, “the use of color in
product packaging can be inherently distinctive (so that it is
unnecessary to show secondary meaning) only if specific colors are
used in combination with a well-defined shape, pattern, or other

589 LVL XIII Brands, 209 F. Supp. 3d at 654.

50 505 U.S. 763 (1992).

591 514 U.S. 159 (1995).

592 See Forney Indus. v. Daco of Mo., Inc., 835 F.3d 1238 (10th Cir. 2016).
593 Id. at 1242.
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distinctive design.”?* The district court therefore had properly
disposed of the plaintiff’s claims as a matter of law.

A claim of trade dress rights by the operator of a chain of
Mediterranean-themed restaurants likewise met with rough justice
at the hands of a Maryland district court.5% The plaintiff’s alleged
trade dress consisted of a number of elements, including: “(1) a dark
hardwood facade/background with the [plaintiff’s registered logo];
(2) orange, black, and white color signage; (3) two-color signs made
up of white letters with an accentuated orange ‘V’; (4) orange and
white color scheme; (5) a store layout featuring the counter at the
back and an open kitchen plan.”59 Unfortunately for the plaintiff,
the summary judgment record assembled by both parties
demonstrated that the plaintiff’s locations employed these elements
only to varying degrees. As a matter of law, the court concluded, that
circumstance precluded the plaintiff from establishing the inherent
distinctiveness of the elements.597

Another opinion, this one from a Texas federal district court,
rejected a claim of inherent distinctiveness for three different trade
dresses on a preliminary injunction motion.??® The plaintiff sold
medical identification bracelets and tags bearing the wearer’s
important medical information. It struggled to define its primary
claimed trade dress, so much so that it offered different definitions
at three stages of the litigation: Each claimed trade dress, however,
generally comprised materials promoting the plaintiff's goods and
services, such as mailers, easel displays, and reproductions of the
plaintiff’s bracelets. The plaintiff’s failure to define its claims “with
sufficient clarity or consistency” did not help its bid for a finding of
inherent distinctiveness,? but the plaintiff’s real problem was that
each of its various trade dresses “falls somewhere in the middle of
the product-packaging and product-design spectrum.”¢0 Heeding
the Supreme Court’s admonition that “[t]o the extent there are close
cases, we believe that courts should err on the side of caution and
classify ambiguous trade dress as product design, thereby requiring
secondary meaning,”%0! the court found the plaintiff’s claimed trade
dresses not inherently distinctive and therefore unprotectable in the
absence of acquired distinctiveness.?02

594 Id. at 1248.

595  See Cava Grp. v. Mezeh-Annapolis, LL.C, 119 U.S.P.Q.2d 1593 (D. Md. 2016).
59  Id. at 1604.

597 Id. at 1604-05.

598 See AMID, Inc. v. Medic Alert Found. United States, Inc., 241 F. Supp. 3d 788 (S.D. Tex.
2017).

59 Id. at 807.

600 Jd. at 808.

601 Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. 205, 215 (2000).
602 AMID, 241 F. Supp. 3d at 808.
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In contrast, a pair of plaintiffs successfully secured a finding of
inherent distinctiveness for several packages in which they sold
high-end hair-care products.®%3 According to those plaintiffs, each of
their packages featured the following elements individually or in
conjunction with each other: “(1) a distinctive turquoise blue color;
(2) copper orange lettering, graphics and background design
elements; (3) copper orange and white letting, the word
‘MOROCCANOIL’ in vertical and horizontal orientation, graphics
and background design elements on a turquoise blue background,;
and (4) an amber bottle packaged in a rectangular blue box.”604
Weighing the plaintiffs’ motion for a preliminary injunction, the
court found no need for a showing of acquired distinctiveness
because “[t]he . . . Trade Dress is based on packaging which does not
appear to have any inherent meaning and does not describe the
product. Instead, its function is identification.”6%

(c) Acquired Distinctiveness
(i) Opinions Finding Acquired Distinctiveness

So long as it is not generic, a claimed mark lacking inherent
distinctiveness can acquire distinctiveness, or “secondary
meaning,’6% the existence of which is a factual question.607
Although that process typically takes time, the Eleventh Circuit
affirmed a finding of acquired distinctiveness based on only a
twenty-two month interval between the plaintiffs and the
defendant’s respective dates of first use.®%8 It did so by applying its
usual four-part test, which took into account:

(1) the length and manner of its use; (2) the nature and
extent of advertising and promotion; (3) the efforts made by
the plaintiff to promote a conscious connection in the public’s
mind between the name and the plaintiff’s product or

603 See Moroccanoil, Inc. v. Zotos Int’l, Inc., 230 F. Supp. 3d 1161 (C.D. Cal. 2017).
604 Jd. at 1169.
605 Jd. at 1172.

606  See Bd. of Regents of the Univ. of Houston Sys. on Behalf of the Univ. of Houston Sys. &
its Member Insts. v. Houston Coll. of Law, Inc., 214 F. Supp. 3d 573, 584 (S.D. Tex. 2016)
(finding acquired distinctiveness for plaintiff's unregistered UNIVERSITY OF
HOUSTON LAW CENTER mark based on defendant’s apparent failure to contest issue
and without extensive discussion of record).

607 See, e.g., Sturgis Motorcycle Rally, Inc. v. Rushmore Photo & Gifts, Inc., 239 F. Supp. 3d
1128, 1140-41 (D.S.D. 2017) (declining, without extensive discussion of record, to
overturn jury finding of acquired distinctiveness for geographically descriptive marks),
appeal docketed, No. 17-2712 (8th Cir. Aug. 8, 2017).

608 See FN Herstal SA v. Clyde Armory Inc., 838 F.3d 1071 (11th Cir. 2016), cert. denied,
137 S. Ct. 1436 (2017).
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business; and (4) the extent to which the public actually
identifies the name with the plaintiff’s product or venture. 609

Addressing the first of these factors, the court acknowledged
that Section 2(f) of the Act allows the USPTO to “accept as prima
facie evidence that [an applied-for] mark has become distinctive . . .
proof of substantially exclusive and continuous use thereof as a
mark by the applicant in commerce for the five years before the date
on which the claim of distinctiveness is made.”®19 Whatever the
significance of Section 2(f) might be in the registration context, the
court rejected the defendant’s argument that the statute required
five years of exclusive use before a finding of acquired
distinctiveness was appropriate. To the contrary, the court
concluded, “the five-year duration of use expressed in [Section 2(f)]
[is] a ‘purely arbitrary measure’ and . . . that ‘[t]here is no fixed rule
as to the length of time a symbol must be in use before it can achieve
secondary meaning.” 611

From there, the remaining factors fell into place in the plaintiff’s
favor. For example, the plaintiff had bid on a government contract
for the sales of goods bearing the disputed mark, and its success in
doing so had generated “extensive media attention.”%12 Likewise, the
plaintiff’s sales of branded goods bearing its mark under the
contract had exceeded “millions of dollars.”613 The plaintiff similarly
benefitted from its investment of “a substantial amount” into the
promotion of its mark, which included the distribution of
“brochures, flyers, T-shirts, hats, and other promotional items
bearing [its] mark.”%14 Finally, the substantial evidence supporting
the plaintiff’s case included the affixation of its mark to its goods, 615
testimony by the defendant’s former CEO the mark was “well-
known and uniquely associated” with the plaintiff,616 and the
defendant’s deliberate imitation of the plaintiff’s mark.67

The Fifth Circuit’s seven-factor test for acquired distinctiveness
led a Texas federal district court to find as a matter of law that the
mark THE KRUSTY KRAB was protectable for restaurant services,
even though the plaintiff had provided those services only in the
context of a fictional television series, two motion pictures, a

609 Jd. at 1084 (quoting Conagra, Inc. v. Singleton, 743 F.2d 1508, 1513 (11th Cir. 1984)).
610 15 U.S.C. § 1052() (2012).

611 FN Herstal, 838 F.3d at 1084 (fourth alteration in original) (quoting J. Thomas
McCarthy, McCarthy on Trademarks & Unfair Competition § 15:54 (4th ed. 2015)).

612 Id

613 Id.

614 Jd. at 1085.
615 Jd. at 1085-86.
616 Jd. at 1086.
617 Id



126 Vol. 108 TMR

musical, and at least some licensed products.6!® In granting the
plaintiff’s motion for summary judgment, the court observed that:

This court uses the following seven-factor test to determine
whether a mark has acquired secondary meaning: (1) length
and manner of use of the mark or trade dress, (2) volume of
sales, (3) amount and manner of advertising, (4) nature of
use of the mark or trade dress in newspapers and magazines,
(5) consumer-survey evidence, (6) direct consumer
testimony, and (7) the defendant’s intent in copying the
[mark].619

The plaintiff satisfied this test through a showing resting as much
on the success of the SpongeBob SquarePants franchise, which
featured the fictional restaurant associated with the mark, as much
as anything else. Specifically, the court found that:

[The plaintiff] provided ample evidence to support it meets
this multi-factored test, including declarations and exhibits
that summarize eleven seasons of “SpongeBob
SquarePants,” and highlighting episodes that reference “The
Krusty Krab,” its eponymous owner “Mr. Krabs,” and its
featured menu item, the “Krabby Patty.” The record also
shows the reach of [the plaintiff] and its brands, such as the
approximately one billion page views for nick.com accessed
via its website and mobile applications, the $470 million in
gross receipts and $197 million in advertising expenses for
two “SpongeBob SquarePants” feature films, and numerous
print and Internet advertisements for “The Krusty Krab”
licensed consumer merchandise. 20

In contrast, some courts reached findings of acquired
distinctiveness in actions arising from more traditional facts. Those
included a New York federal district court, which found the
following logo had acquired distinctiveness as a matter of law for
shoes, boots, and sandals:®2!

618 See Viacom Int’l Inc. v. IJR Capital Invs., LLC, 242 F. Supp. 3d 563 (S.D. Tex. 2017),
appeal docketed, No 17-20334 (5th Cir. May 10, 2017).

619 Id. at 570 (alteration in original) (quoting Test Masters Educ. Servs., Inc. v. Robin Singh
Educ. Servs., Inc., 799 F.3d 437, 445 (5th Cir. 2015)).

620 Jd. (citations omitted).
621 See LVL XIII Brands, Inc. v. Louis Vuitton Malletier S.A., 209 F. Supp. 3d 612 (S.D.N.Y.
2016), aff'd, No. 16-3488-CV, 2017 WL 6506353 (2d Cir. Dec. 20, 2017). The graphic in

the text accompanying this footnote is taken from the drawing for U.S. Reg. 2361695
(issued June 27, 2000).
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In support of that conclusion, the court cited: “(1) [the mark’s
owner’s] more than century-long use of the logo on a wide variety of
products; (2) its extensive marketing and advertising of products
bearing the logo; and (3) the fame the logo has achieved as a
result.”622

A less lengthy period of use—a mere thirty-four years—also
produced a determination as a matter of law of acquired
distinctiveness for the JUST BULBS mark for lightbulbs.623 Not
only did that period of time weigh in the plaintiff's favor, the
plaintiff also adduced evidence of “nearly $1.4 million, a total of
“almost $300,000” in advertising expenditures, and “unsolicited,
nationwide media coverage, including the David Letterman Show,
articles in the New York Times, the New York Daily News and New
York Magazine, and a variety of trade publications.”62¢ An
additional consideration weighing in the plaintiff’'s favor was the
defendant’s bad faith: Although the defendant previously used his
wwwjustbulbs.com domain name only to sell plant bulbs (a
circumstance that allowed him to defeat an earlier UDRP
proceeding brought by the plaintiff), he had begun selling lightbulbs
with full knowledge of the plaintiff’s prior rights.

Findings of acquired distinctiveness also came after trials,
including one before a Virginia federal district court.52> That court
held that “[s]econdary meaning ... can be shown through, among
other things, length and exclusivity of the mark’s use, advertising
expenditures, and sales success.”®26 The court then found each of
those factors favored the plaintiff’s position: “Here, [the plaintiff]
has exclusively used the mark for nearly three decades in the
Washington, D.C. metropolitan area, has spent millions on
advertising, and has enjoyed commercial success.”27 The defendant
responded in part with trademark registrations and state business
registrations of similar third-party marks, but the court rejected

622 LVL XIII Brands, 209 F. Supp. 3d at 680-81.
623 See Bulbs 4 E. Side, Inc. v. Ricks, 199 F. Supp. 3d 1151 (S.D. Tex. 2016).
624 Jd. at 1159.

625 See Select Auto Imps. Inc. v. Yates Select Auto Sales, LLC, 195 F. Supp. 3d 818 (E.D.
Va. 2016).

626 Jd. at 833.
621 [
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them because they did not constitute “evidence as to the extent of
actual day-to-day use of such marks.”¢2% It then dismissed the
defendant’s showing for the additional reason that the plaintiff had
no obligation to pursue potential third-party defendants outside of
1ts own geographic markets; indeed, the court observed, the plaintiff
was ineligible to do so0.62?

A Colorado federal district court articulated the following test
for acquired distinctiveness en route to a finding after a bench trial
that two geographically descriptive marks had achieved protectable
status:

A plaintiff may establish secondary meaning of its mark
through the use of direct evidence, such as consumer surveys
and consumers’ testimony. Secondary meaning may also be
established though circumstantial evidence regarding: (1)
the length and manner of its use; (2) the nature and extent
of advertising and promotion of the mark; and (3) the efforts
made to promote a conscious connection, in the public’s mind,
between the mark and a particular product or service.30

The court’s actual application of the test was more flexible than this
restatement might suggest. The plaintiff provided certification
services in the field of medical and aesthetic laser use, and the court
found that unspecified direct evidence “from students, a
competitor ..., and laser manufacturers” favored a finding of
acquired distinctiveness.®3! Moving on to circumstantial evidence,
the court credited the plaintiff’s showings that “the marks have been
used for many years to identify [the plaintiff], advertised on
multiple websites and on [the plaintiff's] materials, and consistently
associated with [the plaintiff] to distinguish its services from those
offered by other laser education facilities”;®32 moreover, the
defendant’s use of identical reproductions of the marks had
generated actual confusion among consumers.®3 These
considerations sufficed to demonstrate the validity of the plaintiff’s
marks, 634

65 Id.

629  As the court explained, “[a]lthough a federal trademark registration provides a
nationwide ‘presumption of priority,” injunctive relief for the senior user is appropriate
only ‘in those areas where the senior user can show sufficient actual use.” Id. (quoting
Emergency One, Inc. v. Am. Fire Eagle Engine Co., 332 F.3d 264, 268-69 (4th Cir. 2003)).

630  Electrology Lab., Inc. v. Kunze, 169 F. Supp. 3d 1119, 1156 (D. Colo. 2016) (citation
omitted).

631 Id. at 1157.
62 Id.
63 Id.
64 Id.
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Finally, one finding of acquired distinctiveness came on a
preliminary injunction motion.®5 The Illinois federal district court
weighing the motion applied Seventh Circuit authority to hold that
“[t]o establish secondary meaning, a court may consider several
factors to decide whether secondary meaning has been acquired or
established: (1) the amount and manner of advertising; (2) the sales
volume; (3) the length and manner of use; (4) consumer testimony;
and (5) consumer surveys.”¢6 The court’s discussion of the issue did
not strictly adhere to those factors, however, but instead rested on
showings the plaintiff had continuously used the marks it sought to
protect since 1984 and, additionally, that the marks had “been
mentioned in the media over the years.”%7 Those considerations
were enough for the court to find that “plaintiff has established a
more-than-negligible chance of showing that these marks have
acquired secondary meaning and are protected for purposes of its
unfair competition claim.”638

(ii) Opinions Declining to Find Acquired Distinctiveness

Despite the highly factual nature of the acquired-distinctiveness
inquiry, two New York federal district courts unusually disposed of
claims of trade dress protection at the pleadings stage, with the first
taking the even more unusual step of denying the plaintiff leave to
replead.®3® The claimed trade dress at issue before the first court
consisted of rectangular bar soaps modeled on the components of the
periodic table of elements. Reviewing the recitations of the
plaintiff’s amended complaint, the court found them lacking under
the Second Circuit’s test for distinctiveness, which takes into
consideration “(1) advertising expenditures; (2) consumer studies
linking the mark to a source; (3) unsolicited media coverage of the
product; (4) sales success; (5) attempts to plagiarize the mark; and
(6) length and exclusivity of the mark’s use.”40 Specifically, the
court observed, “absent from the pleadings are facts concerning
actual consumer surveys, unsolicited media coverage, sales success,
specific advertising expenditures, or specific acts by others, in
addition to plaintiff, to plagiarize the plaintiff’s trade dress. On
balance, these factors weigh against an inference that plaintiff’s
trade dress has acquired a secondary meaning.”%4! The plaintiff’s

635 See Checker Car Club of Am., Inc. v. Fay, 262 F. Supp. 3d 621 (N.D. I1l. 2017).

636  Jd. at 627 (quoting Platinum Home Mortg. Corp. v. Platinum Fin. Grp., 149 F.3d 722,
728 (7th Cir. 1998)).

637 Id.
638 Id.
639 See Bubble Genius LLC v. Smith, 239 F. Supp. 3d 586 (E.D.N.Y. 2017).

640 Jd. at 598 (quoting U-Neek, Inc. v. Wal-Mart Stores, Inc., 147 F. Supp. 2d 158, 172
(S.D.N.Y. 2001)).

641 Jd. at 600.
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troubles did not end there, for the court next held that “[p]laintiff’s
claims are deficient as a matter of law, and plaintiff has failed to
show how the legal deficiencies can be cured, and has already had
an opportunity to amend the complaint.”¢42 It therefore refused to
allow the plaintiff a third bite at the apple.

The second court finding allegations of acquired distinctiveness
fatally deficient at the pleadings stage did so in an action to protect
the allegedly distinctive appearance of the plaintiff's watches.643
The complaint broadly averred that the plaintiff was “known
primarily for its unique and famous Wrap Style Watches,” and that
“Plaintiff’s trade dress is widely recognized by consumers as being
associated with Plaintiff and has developed secondary meaning in
the marketplace.”®%4 Nevertheless, the court concluded, “the
Complaint fails to plead any facts, such as ones relating to Plaintiff’'s
advertising expenditures, consumer surveys, marketing coverage or
prior attempts to plagiarize Plaintiff’'s trade dress, that would
support a proper inference of secondary meaning.”%4> The complaint
therefore failed to state a cause of action upon which relief could be
granted.

The factual nature of the acquired-distinctiveness inquiry also
did prevent its resolution on defense motions for summary
judgment.®46 For example, in a trade dress action in which the
defendant had prevailed below on summary judgment, the Tenth
Circuit covered the two types of evidence potentially relevant to
acquired distinctiveness inquiries.®*’ First, “[slecondary meaning
can be established through ‘direct evidence, such as consumer
surveys or testimony from consumers.”648 Second, a plaintiff can
rely on circumstantial evidence consisting of:

(1) the length and manner of the trade dress’s use; (2) the
nature and extent of advertising and promotion of the trade
dress; (3) the efforts made in the direction of promoting a
conscious connection, in the public’s mind, between the trade
dress and a particular product or venture; (4) actual

612 Jd. at 604.

613 See Sara Designs, Inc. v. Classic Time Watch Co., 234 F. Supp. 3d 548 (S.D.N.Y. 2017).
644 Quoted in id. at 556.

615 Jd.

646 See, e.g., Comite Fiestas de la Calle San Sebastian, Inc., 207 F. Supp. 3d 129, 142 (D.P.R.
2016) (finding lack of acquired distinctiveness as a matter of law for use in connection
with festival lacked acquired distinctiveness in light of evidence and testimony that
plaintiff and defendant shared equal responsibility for festival and that attendees
therefore had no reason to associate the mark exclusively with plaintiff).

647 See Forney Indus. v. Daco of Mo., Inc., 835 F.3d 1238 (10th Cir. 2016).

648 Jd. at 1253 (quoting Donchez v. Coors Brewing Co., 392 F.3d 1211, 1218 (10th Cir. 2004)).



Vol. 108 TMR 131

consumer confusion; (5) proof of intentional copying; or
(6) evidence of sales volume. 649

In the absence of direct evidence, the plaintiff's circumstantial
evidence fell short. That evidence consisted of “extensive
promotional and advertising efforts at more than 10,000 stores . . .
over each of the past 25 years,” “over half a billion dollars in sales of
over 4,000 different products” associated with the claimed trade
dress, and consistent use of the trade dress.%5° Although
acknowledging that “advertising can be strongly probative,”65! the
court also held that “advertising alone is typically unhelpful to prove
secondary meaning when it is not directed at highlighting the trade
dress,”652 a circumstance the court saw reflected in the summary
judgment record before the district court. The court similarly
characterized the plaintiff’s sales evidence as “unavailing” because
“[i]t provides total sales volume but gives no indication of how those
sales relate to the color mark.”653 Likewise, the plaintiff's
allegations of exclusive use for twenty years proved inadequate to
the task because they were conclusory and contradicted by the
defendant’s showing to the contrary.®* The evolution of the
plaintiff’s trade dress over those two decades was a final
consideration disposing of its claim of acquired distinctiveness.655

Yet another reported opinion giving the boot to a claim of
acquired distinctiveness as a matter of law arose from a battle
between two purveyors of shoes and drove home the point that
secondary meaning must exist as of the defendant’s date of first
use.%56 The claimed mark consisted of a metal plate attached to the
toes of the plaintiff’s shoes, which appeared in the marketplace a
mere eight months before the introduction of the defendants’
allegedly infringing use. Even had the plaintiff’s use been exclusive
(which the summary judgment record demonstrated was not the
case), the court held “[tlhat duration ... far too brief to support
secondary meaning.”657 The plaintiff’s problems did not end there,
however, for it had neither engaged in “traditional paid

619 Jd. (quoting Savant Homes, Inc. v. Collins, 809 F.3d 1133, 1146 (10th Cir. 2016)).
650 I

651 Id

652 Id. at 1254.

653 I

654 Jd.

655 Id. at 1255 (“[The plaintiff’s] packaging has changed significantly over the 20 years
described by [its witness]. How then is a consumer supposed to have come to associate
the packaging with [the plaintiff]? [The witness] cannot say that [the plaintiff]
has exclusively used its trade dress for 20 years, since it has not even continuously used
the same trade dress for 20 years.”).

656 See LVL XIII Brands, Inc. v. Louis Vuitton Malletier S.A., 209 F. Supp. 3d 612 (S.D.N.Y.
2016), aff’d, No. 16-3488-CV, 2017 WL 6506353 (2d Cir. Dec. 20, 2017).

657 Id. at 663.
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advertising”6® nor “established that any of its promotional
materials called attention to the [claimed mark] as an indication of
source”’;%59 those deficiencies precluded acceptance of the plaintiff’s
argument that “its ‘savvy exploitation of low- and no-cost promotion
via social media’ and celebrity endorsements eliminated the need
for traditional paid advertising.”660 Moreover, the plaintiff also
failed to rebut or distinguish adverse survey evidence adduced by
the defendants,®! to document favorable media coverage featuring
the claimed mark,%62 to demonstrate the sales success of shoes
bearing it,%63 or intentional plagiarism of its mark by the defendants
(or any other party).66¢ “In sum,” the court concluded, “not one
relevant factor supports a finding of secondary meaning.”665

Despite having the benefit of several federal registrations of its
claimed mark, a different plaintiff similarly failed to fend off a
defense motion for summary judgment in an application of the
Ninth Circuit’s test for acquired distinctiveness:

To determine whether a descriptive mark has secondary
meaning, a finder of fact considers: (1) whether actual
purchasers of the product bearing the claimed trademark
associate the trademark with the producer, (2) the degree
and manner of advertising under the claimed trademark,
(3) the length and manner of use of the claimed trademark,
and (4) whether use of the claimed trademark has been
exclusive. 666

658 The plaintiff claimed to have spent $82,000 promoting its shoes. Nevertheless:

[N]early half of [the plaintiff’s] advertising expenditures were spent in connection
with its launch party and the two trade shows it attended ... —none of which
were open to the general public. Such promotion cannot be assumed to have
fostered consumer association of the [the claimed mark] with [the plaintiff].

Id. at 655.
659 Id.
660 Jd. at 656.
661 Jd. at 657-58.
662 Jd. at 658-59.

663 The court found from the summary judgment record that “[o]f the 1,000 pairs of sneakers
[the plaintiff] manufactured for its first collection, only half sold, generating $141,241 in
revenue. The remainder were returned to [the plaintiff] to be donated.” Id. at 660. The
plaintiff sought to explain away its “modest sales figures” by citing its decision to stop
selling its shoes because of confusion caused by the defendant’s entry into the market,
but the court rejected this argument because “even if that were true, it would not change
matters, because [the plaintiff] must show that the [claimed mark] acquired secondary
meaning before [the defendant’s] . . . Sneaker came on the market.” Id.

66¢ Jd. at 660-63.
665 Jd. at 665.

666 See Meth Lab Cleanup, LLC v. Bio Clean, Inc., 205 F. Supp. 3d 1243, 1253 (W.D. Wash.
2016) (quoting Yellow Cab Co. of Sacramento v. Yellow Cab of Elk Grove, Inc., 419 F.3d
925, 930 (9th Cir. 2005)).
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In prosecuting its various applications under Section 2(f), the
plaintiff represented to the USPTO that it enjoyed the substantially
exclusive use of its mark, but the defendants demonstrated the
inaccuracy of that representation with a showing that “competitors,
newspaper reporters, governmental agencies, and online Yellow
Pages all used the [disputed mark] to describe the services offered
by all competitors in the industry, and not just [the plaintiff].”667
Because “[the defendants have] shown that [the plaintiff’s] use was
not substantially exclusive,” the court held, “[the defendants have]
overcome the presumption of validity created by the registration,
and shifted the burden back to [the plaintiff] to show that consumers
associate the [claimed mark] with [its] company.”668 In an attempt
to carry that burden, the plaintiff relied upon testimony from its
principals and sub-contractors, as well as $92,521 in advertising
spend over a five-year period and “a couple of print ads.”6 Nothing
in the plaintiff’'s submissions, however, created a factual dispute as
to the lack of distinctiveness of its mark.

An application of the same Ninth Circuit factors similarly
disposed of the case brought by another federal registrant on a
defense motion for summary judgment.6’° The plaintiff was a rap
musician, and a key consideration underlying the court’s finding
that his mark lacked acquired distinctiveness as a matter of law was
the defendant’s showing of extensive third-party use of the identical
mark in the entertainment industry. In particular, the court
rejected the plaintiff's “conclusory statement that he is the only
person in the hip-hop industry on the West Coast” to use the
disputed mark, as well as his argument that evidence mined from
the social media platform Myspace was irrelevant “because the
website 1s not a relevant, active, or popular website.”6"* The
plaintiff’s case also suffered from his inability to substantiate his
allegations of actual confusion®’? and the absence of any dates on
hard-copy promotional materials.67 Under these circumstances, the
“overwhelming evidence” proffered by the defendants overcame the

667 Id
668 Jd. at 1253-54.
669 Jd. at 1254.

670 See Caiz v. Roberts, 224 F. Supp. 3d 944 (C.D. Cal. 2016), judgment entered, No. CV No.
15-09044-RSWL-AGRx, 2016 WL 7335777 (C.D. Cal. Dec. 16, 2016), appeal docketed, No.
17-55051 (9th Cir. Jan. 12, 2017).

671 With respect to the second of these arguments, the court concluded that “[t]he fact that
a website is not as popular as it once was does not change the fact that it does exist and
there are other artists utilizing [the disputed mark] in one form or another.” Id. at 952-
53.

672 Id. at 952.

673 Id. at 953.
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evidence of mark validity represented by the plaintiff’s
registration.®7

Findings of no acquired distinctiveness also occurred after full
trials on the merits of the issue.”> For example, three
geographically descriptive marks claimed by a counterclaim
plaintiff fell wvictim to findings they had not acquired the
distinctiveness necessary to render them protectable.® Applying
the D.C. Circuit’s test on the issue, the court held first that
“commonly considered evidence for ascertaining whether secondary
meaning has attached to a mark includes survey evidence, the
length and manner of use of the name, the nature and extent of
advertising and promotion of the name, the volume of sales, and
instances of actual confusion.”®’7 A chief consideration driving the
court’s findings of unprotectability was its conclusion that “[the
counterclaim plaintiff] offered little evidence on this issue at trial,
and the limited evidence that it did offer was unconvincing.”678
Apparently unable to make a showing of television, radio, or
newspaper advertising, the counterclaim plaintiff fell back on
alleged instances of actual confusion as circumstantial evidence of
distinctiveness. The court found the counterclaim plaintiff's
proffered testimony on the issue unconvincing, whether because the
witnesses were closely related to the counterclaim plaintiff’s lead
counsel or because that lead counsel had examined them using
suggestive or leading questions.®” The court similarly dismissed the
counterclaim plaintiff’s survey evidence of actual confusion after its
expert witness admitted he had not tested for the acquired
distinctiveness of the counterclaim plaintiff’s marks.680

Finally, two federal district courts in Texas and one in New York
reached findings of no acquired distinctiveness on preliminary
injunction motions. The first Texas court began its analysis by
reciting the Fifth Circuit’s test on the issue, which took into account:

(1) length and manner of use of the mark or trade dress,
(2) volume of sales, (3) amount and manner of advertising,
(4) nature of use of the mark or trade dress in newspapers
and magazines, (5) consumer-survey evidence, (6) direct

o1 Id.

675 See, e.g., Electrology Lab., Inc. v. Kunze, 169 F. Supp. 3d 1119, 1157 (D. Colo. 2016)
(finding no acquired distinctiveness without extended analysis but apparently on basis
of third-party use of similar marks).

676 See Paleteria La Michoacana, Inc. v. Productos Lacteos Tocumbo S.A. De C.V., 188 F.
Supp. 3d 22 (D.D.C. 2016), motion to amend denied, 247 F. Supp. 3d 76 (D.D.C. 2017),
appeal docketed, No. 17-7075 (D.C. Cir. May 3, 2017).

677 Id. at 85.
618 I
679 Id. at 86.
680 Id
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consumer testimony, and (7) the defendant's intent in
copying the trade dress.%81

The constantly evolving nature of the plaintiff’s trade dress, which
consisted of countertop easel displays used to promote the plaintiff’s
medical-identification jewelry, weighed heavily against its claim of
acquired distinctiveness.®2 The plaintiff also did itself no favors by
failing to adduce evidence or testimony of how many displays it had
shipped to physicians’ offices—which it characterized as the
“gatekeepers” for its customers—or how many of those offices
actually displayed the easels.®8 Beyond these factors, the defendant
commissioned two surveys, which, according to the court, further
demonstrated the absence of acquired distinctiveness attaching to
the plaintiff’'s materials.®¥ The court did give the plaintiff credit for
adopting its trade dress with the intent of having it serve as a brand
signal, but that did not sufficiently establish that consumers viewed
the easels as brand signals.®&

The second Texas plaintiff failing to demonstrate the acquired
distinctiveness of a claimed mark fell victim to the heightened
showing required of petitioners for interlocutory relief.68¢ The court
found a number of the relevant factors favored the plaintiff,
including the use of his claimed mark for over twenty years, his
7,000 customers, and his showing “that he has advertised the course
in various ways, including electronic newsletters, mass-mail
advertisements mailed to gyms, flyers, print advertisements in
major industry publications, domain names that link to [the
plaintiff’s] website, and word-of-mouth advertising”;7” moreover, it
credited the plaintiff’s “numerous declarations and affidavits
indicating that people associate the [mark] with him.”688
Nevertheless, the procedural disposition of the case ultimately
doomed the plaintiff’s bid for relief:

When the court weighs all of these factors, they weigh in
favor of [the plaintiff], notwithstanding the lack of a survey.
However, for the court to grant a motion for a preliminary
injunction, the factors must weigh in favor of a substantial

681 AMID, Inc. v. Medic Alert Found. United States, Inc., 241 F. Supp. 3d 788, 812 (S.D. Tex.
2017) (quoting Amazing Spaces, Inc. v. Metro Mini Storage, 608 F.3d 225, 243 (5th Cir.
Tex. 2010)).

682 Id. at 813 (“[The plaintiff] did not present evidence showing that mass-mailed countertop
easel displays have been consistent or that sufficiently consistently displays have been
used for a long period. This factor weighs against finding secondary meaning.”).

683 Id. at 813-14.

684 Id. at 814-18.

685 Id. at 818-19.

686 See Jones v. Am. Council on Exercise, 245 F. Supp. 3d 853 (S.D. Tex. 2017).
687  Id. at 862.

688 Id
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likelihood of success. The weight in favor of [the plaintiff] is
not significant enough for the court to determine that he has
a substantial likelihood of success on secondary meaning.%89

The New York federal district court rejecting a claim of acquired
distinctiveness on a preliminary injunction did so after articulating
a flawed understanding of the evidentiary value of a registration on
the Principal Register owned by the plaintiff.6%° That registration
covered the NYFW mark online entertainment ticket agency
services, and the plaintiff also claimed rights to the unregistered
NEW YORK FASHION WEEK mark for the organization of fashion
shows. Confusing the issues of validity and infringement, the court
required the plaintiff to show the acquired distinctiveness of even
its registered mark in the defendants’ field, which also was the
organization of fashion shows. The plaintiff failed to make such a
showing with respect to both its marks, even though it had itself
organized at least two fashion shows in the two years prior to the
use by the defendants that triggered the plaintiff’s suit. That short
period of time and limited use weighed against the plaintiff’s case,
as did its failure to submit “any evidence showing the typical indicia
of secondary meaning, such as consumer surveys, unsolicited media
coverage, or advertising expenditures.”®?! Equally to the point, the
record established the defendants had used variations of the
accused mark well before the plaintiff’s averred date of first use,
which the court found disposed of any claim of exclusivity the
plaintiff might make. “Accordingly,” the court concluded, “[the
plaintiff] has failed to make the requisite showing necessary to
prove that [the plaintiff] has a protectable trademark, making it
impossible to conclude that [the plaintiff] has a likelihood of success
on its trademark infringement and dilution claims.”692

(iii) Opinions Deferring Resolution of the
Acquired-Distinctiveness Inquiry

One opinion made the point that the fact-intensive nature of the
acquired-distinctiveness inquiry does not lend itself to resolution as
a matter of law, especially at the pleadings stage.®% It came from a
Nebraska federal district court assigned to hear a trade dress
infringement action involving competing athletic mouth guards.
The plaintiffs alleged their product’s configuration had acquired
distinctiveness, but the defendant challenged the sufficiency of that

689 Jd. at 863.

69  See Fashion Week, Inc. v. Council of Fashion Designers of Am., Inc., 121 U.S.P.Q.2d 1041
(S.D.N.Y. 2016).

691 Jd. at 1048.
692 Jd. at 1049.
693 See Battle Sports Sci., LL.C v. Shock Doctor, Inc., 225 F. Supp. 3d 824 (D. Neb. 2016).
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allegation, arguing it was too conclusory to support a claim for relief.
The court disagreed, noting that the plaintiffs claimed protection for
their configuration “by virtue of its wide-spread use, popularity,
advertising, and sales.”%9* Because that averment pushed the
plaintiffs’ cause of action “across the line from conceivable to
plausible,” the defendant’s motion to dismiss fell short of the
mark.69

(d) Survey Evidence of Distinctiveness

The most extensive discussion of survey evidence of acquired
distinctiveness appeared in an opinion rejecting a claim by the
producer of medical-identification jewelry that the promotional
materials it distributed to doctors’ offices constituted protectable
trade dress.®% The defendant commaissioned two surveys, the first of
which, a standard recognition study, targeted two test groups of
actual or likely purchasers of the parties’ competitive goods. (Each
test group saw different stimuli corresponding to different iterations
of the claimed trade dress.) Polling of the first test group yielded a
positive response rate of 32.1% compared to the 34.4% positive
response rate among respondents exposed to the control.®97
Likewise, polling of the second test group yielded only a 38.7%
positive response rate, while respondents viewing the control
responded positively at a greater rate of 39.7%.69 Not surprisingly,
and despite criticism of the survey by the plaintiff’'s counter-expert,
the court held the negative net positive response rate within both
test groups weighed in the defendant’s favor.699

The court received the defendant’s second survey with equal
enthusiasm. The defendant’s expert styled that study as an
“attribute and incidences” study and targeted physicians as
respondents; as the court described it, “[t]he attribute and
incidences survey measured the importance of eight attributes in
the decision to display advertising materials for products or services
in doctors’ offices.”’ It disclosed that “[t]hree of the top four
attributes in the decision to display advertising or promotional
literature or materials for products or services that can be
purchased by patients relate to the relevance, reputation, and
recognition of the products sold.”?0! Moreover, the second survey

694 Jd. at 837.
695 Id. at 838 (quoting Bell Atl. Corp. v. Twombly, 550 U.S. 544, 570 (2007)).

696  See AMID, Inc. v. Medic Alert Found. United States, Inc., 241 F. Supp. 3d 788 (S.D. Tex.
2017).

697 Id. at 815.

698 JId.

690 I

700 Jd. at 815-16.

701 Jd. at 816. The court explained the specific results of the survey in the following manner:
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also revealed that “if doctors decide to display materials from either
[the plaintiff] or [the defendant] and receive materials in the mail
from the other, they are likely to display both rather than display
one or the other.”792 Those results, the court concluded, also favored
a finding of acquired distinctiveness.?3

A less extensive, but still receptive, treatment of a defense
distinctiveness survey originated in the unsuccessful attempt by a
manufacturer of men’s luxury sneakers to protect the appearance of
a metal plate affixed to the toes of its goods.” The survey results
suggested that “at most, 3% of respondents associated the [claimed
mark] ... with the a single source.””% Those results prompted the
plaintiff to attack the survey’s methodology on the grounds that:
(1) the survey’s universe was overbroad because it included men
who bought or expected to buy any high-end shoes, as opposed to
luxury sneakers; and (2) it measured the distinctiveness of the
plaintiff’s mark at a time later than the date of the defendant’s entry
into the market.” The court acknowledged the possibility that the
plaintiff’s criticisms merited giving the results reduced weight.
Nevertheless, it held, “given [the plaintiff’s] failure to muster any
contrary survey evidence, even if the factfinder were to afford
the ... survey only limited weight, [the results] would still favor
[the defendant].”707

Another, and rather unusual, expert report to escape a motion
to exclude came from a private investigator hired by Deere & Co. in
an action to protect the green-and-yellow trade dress of that
company’s agricultural products.’® The investigator-turned-
witness had visited a number of dealers of agricultural equipment,
at which, he testified, he posed as a film producer seeking to rent or
purchase that equipment and:

From most important to least important, the results showed the mean
“importance”: relevance of the company’s product or service to patients (5.82);
company reputation among health care professionals (5.25); appearance of the
advertising or promotional literature or materials (4.90); brand recognition of
company by health-care professionals (4.62); relationship with company’s sales
representative (4.24); product or service is prominent in national or local news
(3.86); the company is a nonprofit or governmental organization (3.70); and
compensation or commission received from the company (2.94).

1d.
702 Jd.
703 Id. at 817-18.

704 See LVL XIII Brands, Inc. v. Louis Vuitton Malletier S.A., 209 F. Supp. 3d 612 (S.D.N.Y.
2016), aff'd, No. 16-3488-CV, 2017 WL 6506353 (2d Cir. Dec. 20, 2017).

705 Id. at 657