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UNITED STATES ANNUAL REVIEW

THE SEVENTY-FIRST YEAR OF
ADMINISTRATION OF THE
LANHAM ACT OF 1946*

INTRODUCTION

By Theodore H. Davis Jr.”

Any year producing two trademark-related opinions accepted for

review by the Supreme Court is an unusual one, and such was the
case during the twelve months between the seventieth and the
seventy-first anniversaries of the Lanham Act’s effective date. The
first of the two disputes to reach the Court bears on the question of
whether the rejection of an executory contract comprising a
trademark license by a bankrupt debtor that issued the license

ok

The Annual Review is a continuation of the work originated in 1948 by Walter J.
Derenberg and written by him through The Twenty-Fifth Year in 1972. This Review
primarily covers opinions reported between July 1, 2017, and June 30, 2018, as well as
certain proceedings falling outside that period.
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necessarily terminates the licensee’s right to continue using the
licensed mark.! Under Seventh Circuit law, the answer is yes,2 but
the First Circuit’s contrary conclusion over the past year created a
split in the circuits that attracted the Court’s attention.? A
determination of the proper resolution of that split is complicated
by a number of issues, including a deliberate decision by Congress
in 1988 not to provide an answer as a matter of statutory law, the
question of whether a licensor’s duty to exercise control over the
quality of the goods or services provided under the licensed mark
arises as a matter of contract law from the license itself or
independently under trademark law, and the nature and extent of
remedies available to a nonbreaching licensee outside the
bankruptcy context.

The second opinion (and the more interesting of the two) was the
Federal Circuit’s holding in In re Brunetti,* that the prohibition in
Section 2(a) of the Act on the registration of marks comprising
“Immoral ... or scandalous matter’> violates the Free Speech
Clause of the First Amendment. That disposition might appear
superficially similar to the Supreme Court’s invalidation of Section
2(a)’s prohibition on the registration of potentially disparaging
matter in Matal v. Tam,% but there are significant differences
between the outcomes in the two cases. Specifically, all participating
Justices in Tam (albeit in competing four-Justice opinions)
concluded that the prohibition on the registration of potentially
disparaging marks had a viewpoint-discriminatory effect” and
therefore was subject to strict scrutiny.® The Federal Circuit in
Brunetti similarly “question[ed] the viewpoint neutrality of the

1 See In re Tempnology, LL.C, 879 F.3d 389 (1st Cir. 2018), cert. granted in part sub nom.
Mission Prod. Holdings, Inc. v. Tempnology, LL.C, 139 S. Ct. 397 (2018).

2 See Sunbeam Prods., Inc. v. Chi. Am. Mfg., LLC, 686 F.3d 372, 377 (7th Cir. 2012).
3 See Tempnology, 879 F.3d at 404.

4 877 F.3d 1330 (Fed. Cir. 2017), cert. granted sub nom. Iancu v. Brunetti, No. 18-302, 2019
WL 98541 (U.S. Jan. 4, 2019).

5 15U.S.C. § 1052(a) (2012).
6 137 8. Ct. 1744 (2017).

7 The Court’s First Amendment decisions establish two categories of government
restrictions on, or regulation of, protected speech; those that are content-based, on the
one hand, and those that are viewpoint-based, on the other. As a general proposition, the
government acts in a content-discriminatory manner when it attempts to regulate all
speech on a particular topic; in contrast, viewpoint discrimination is a subset of content
discrimination and occurs when the government attempts to regulate only certain
opinions concerning that topic. The former is subject to intermediate scrutiny, while the
latter is highly disfavored and subject to strict scrutiny. See generally Rosenberger v.
Rector & Visitors of Univ. of Va., 515 U.S. 819, 829 (1995).

8 Tam, 137 S. Ct. at 1763 (Alito, J.) (“[The prohibition] denies registration to any mark
that is offensive to a substantial percentage of the members of any group. But in the
sense relevant here, that is viewpoint discrimination: Giving offense is a viewpoint.”); id.
at 1766 (Kennedy, J.) (“The law . . . reflects the Government’s disapproval of a subset of
messages it finds offensive. This is the essence of viewpoint discrimination.”).
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immoral or scandalous provision.”® Nevertheless, it ultimately
eschewed that inquiry in favor a holding that the prohibition
constituted content discrimination that could not survive even
intermediate scrutiny under the Supreme Court’s Central Hudson
testl® because: (1) the government had failed to establish a
substantial interest behind the prohibition; (2) the prohibition did
not directly advance the (unconvincing) interests the government
had advanced because the owners of marks denied registration
under the prohibition could still use the marks in commerce; and (3)
the United States Patent and Trademark Office (USPTO)’s
“inconsistent application” of the prohibition over the years
precluded a holding the prohibition was narrowly tailored.!
Because the USPTO’s evaluation of the registrability of
particular potentially immoral or scandalous marks has at times
turned on the agency’s approval or disapproval of applicants’
messages, the prohibition at issue has strong overtones of viewpoint
discrimination.!2 If the Supreme Court follows the Federal Circuit’s
lead and invalidates the prohibition as a content-discriminatory
mechanism unable to survive intermediate scrutiny, however, the
question will become whether that holding affects any other grounds
for refusal under Section 2. The answer to that question should be
no. For example, some prohibitions on registration address
deceptive and misleading commercial speech and therefore do not
qualify for First Amendment protection in the first place.® Those
include the bars on the registration of deceptive marks, 4 deceptively
misdescriptive marks lacking acquired distinctiveness,!® primarily
geographically deceptively misdescriptive marks,® and marks either

9 877 F.3d at 1341.

10 See Cent. Hudson Gas & Elec. Corp. v. Pub. Serv. Comm’n of N.Y., 447 U.S. 557, 566
(1980).

1 877 F.3d at 1350-54.

12 For example, in In re Old Glory Condom Corp., 26 U.S.P.Q.2d 1216 (T.T.A.B. 1993), the
Board reversed a refusal to register a mark comprising the words OLD GLORY
CONDOM CORP. and a stylized condom design in part because of the anti-HIV message
of the applicant’s marketing strategy, noting that “the seriousness of purpose
surrounding the use of applicant’s mark—a seriousness of purpose made manifest to
purchasers on the packaging for applicant’s goods—is a factor to be taken into account
in assessing whether the mark is offensive or shocking.” Id. at 1221. In contrast, in In re
Boulevard Entm't, Inc., No. 75414435, 2002 WL 1258274 (T.T.A.B. June 5, 2002), affd,
334 F.3d 1336 (Fed. Cir. 2003), Board affirmed a Section 2(a)-based refusal to register
because “[iln [Old Glory] ..., the Board pointed to the seriousness of purpose
surrounding the use of applicant’s mark as a campaign to prevent AIDS. Such a situation
does not exist herein.” Id. at *6.

13 See Bolger v. Youngs Drug Prods. Corp., 463 U.S. 60, 65 (1983) (“In light of the greater
potential for deception or confusion in the context of certain advertising messages,
content-based restrictions on commercial speech may be permissible.” (citation omitted)).

14 15U.S.C. § 1052(a) (2012).
15 Id. § 1052(e)(1).
6 Id. § 1052(e)(3).
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falsely suggesting an association with another person or entity,!7 or
likely to be confused with the marks of prior users.!® They may also
include Section 2(b)’s prohibition on the registration of “the flag or
coat of arms or other insignia of the United States, or of any State
or municipality, or of any foreign nation, or any simulation
thereof.”19

Moreover, even if Federal Circuit is correct that all prohibitions
unrelated to an applied-for mark’s source-identifying function
constitute content discrimination,2? that holding does not reach a
number of content-based grounds for unregistrability that do have
such a relation. These include the prohibitions on the registration of
generic terms, merely descriptive marks lacking acquired
distinctiveness,?! primarily geographically descriptive marks
lacking acquired distinctiveness,?2 surnames lacking acquired
distinctiveness,?? and functional matter.2* Future applicants might
challenge these prohibitions as content-based and therefore subject
to intermediate scrutiny under Central Hudson. If so, however, the
government has a substantial interest in preventing the use of
trademark law to acquire the exclusive rights to the categories of
claimed marks covered by them—indeed, that interest may have
constitutional dimensions.25

Of course, a number of courts also addressed the relationship
between the Lanham Act and the First Amendment outside the
registration context.?6 In infringement litigation, the past year saw
a retreat of sorts by the Ninth Circuit from its usual pro-defendant

17 Id. § 1052(a).

18 Id. § 1052(d).

19 Id. § 1052(b).

20 Brunetti, 877 F.3d at 1349.

21 15 U.S.C. § 1052(e)(1).

2 Id. § 1052(e)(2).

23 Id. § 1052(e)(4).

2 Id. § 1052(e)(5).

25 See Wilhelm Pudenz GmbH v. Littlefuse Inc., 177 F.3d 1204, 1208 (11th Cir. 1999) (“The
functionality doctrine . . . eliminat[es] the possibility of a perpetual exclusive right to the
utilitarian features of a product under trademark law, which would be impossible (as
well as unconstitutional) under the Patent Act.”); Deckers Outdoor Corp. v. Ozwear
Connection Pty Ltd., No. CV 14-2307 RSWL FFMX, 2014 WL 4679001, at *9 n.3 (C.D.
Cal. Sept. 18, 2014) (“First Amendment issues could be triggered if a person is enjoined
from using a generic . . . term . . ..").

26 Pro-plaintiff opinions on the issue included Estate of Barré v. Carter, 272 F. Supp. 3d 906
(E.D. La. 2017), and Daniels v. Fanduel, Inc., 124 U.S.P.Q.2d 1392 (S.D. Ind. 2017). Pro-
defendant opinions included Lombardo v. Dr. Seuss Enters., 279 F. Supp. 3d 497
(S.D.N.Y. 2017), Chaquico v. Freiberg, 274 F. Supp. 3d 942 (N.D. Cal. 2017), Dr. Seuss
Enters. v. ComicMix LLC, 256 F. Supp. 3d 1099 (S.D. Cal. 2017), and De Havilland v. FX

Networks, LLC, 230 Cal. Rptr. 3d 625 (Ct. App. 2018), review denied (July 11, 2018), cert.
denied, No. 18-453, 2019 WL 113121 (U.S. Jan. 7, 2019).
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interpretation of the already pro-defendant Rogers v. Grimaldi2?
test for liability in trademark-based challenges to the titles and
content of creative works, pursuant to which a plaintiff must
demonstrate that the defendant’s use has no artistic relevance to
the underlying work or, if the use does have some artistic relevance,
it explicitly misleads consumers as to the work’s source or content.2®
Although in one case that court affirmed the grant of a defense
motion for summary judgment,?® it vacated the same outcome in a
different one.30 Significantly, the second opinion acknowledged the
possibility that the wholesale misappropriation of another party’s
mark—which seemed to have occurred in that case—can itself can
be explicitly misleading in a manner that satisfies Rogers’s usually
difficult-to-meet second prong.3! As the court explained, “we cannot
decide as a matter of law that defendants’ use of [plaintiff’s] mark
was not explicitly misleading. There is at least a triable issue of fact
as to whether defendants simply used [plaintiff's] mark with
minimal artistic expression of their own, and used it in the same
way that [plaintiff] was using it . . . .”32

As always, the nonfunctionality prerequisite for protectable
rights tripped up some claimants to nontraditional marks before the
Trademark Trial and Appeal Board.?> Unusually, however, the
Board rejected a claim of functionality in a consolidated opposition
against applications to register the configurations of two vehicle tail
lamps.?* And federal courts were equally—if surprisingly—
unreceptive to claims of utilitarian and aesthetic functionality, at
least on defense motions for judgment on the pleadings or to dismiss
for failure to state a claim3 or for summary judgment.3¢ For

21 875 F.2d 994 (2d Cir. 1989).

28 Id. at 999.

29 See Twentieth Century Fox Television v. Empire Distrib. Inc., 875 F.3d 1192 (9th Cir.
2017), cert. denied, 139 S. Ct. 61 (2018).

30 See Gordon v. Drape Creative, Inc., 909 F.3d 257 (9th Cir. 2018).

31 Id. at 271.

2 Id.

33 See In re Kohler Co. v. Honda Giken Kogyo K.K., 125 U.S.P.Q.2d 1468 (T.T.A.B. 2018)
(refusing registration to configuration of internal combustion engine); In re Change Wind
Corp., 123 U.S.P.Q.2d 1453 (T.T.A.B. 2017) (refusing registration to configuration of
wind turbine); Poly-Am., L.P. v. Illinois Tool Works Inc., 124 U.S.P.Q.2d 1508 (T.T.A.B.
2017) (refusing registration to stripes adjacent to closures of zipper bags).

3¢ See Grote Indus. v. Truck-Lite Co., 126 U.S.P.Q.2d 1197 (T.T.A.B. 2018).

35 See Mercado Latino, Inc. v. Indio Prods., Inc., 122 U.S.P.Q.2d 1590 (C.D. Cal. 2017)

(denying, without extended analysis, defense motion for judgment on the pleadings
grounded in alleged aesthetic functionality of line of devotional prayer candles).

36 See, e.g., Can’t Live Without It, LLC v. ETS Express, Inc., 287 F. Supp. 3d 400 (S.D.N.Y.
2018) (denying defense motion for summary judgment in action to protect configuration
of bottle); Luci Bags LLC v. Younique, LLC, 125 U.S.P.Q.2d 1039 (E.D. Tex. 2017)
(denying defense motion for summary judgment in action to protect fabric stripe adjacent
to zippers on cosmetic bag).
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example, the Sixth Circuit vacated the grant of a functionality-
based defense motion for summary judgment in a case involving the
rights to an alleged trade dress comprising the design of a telescopic
rifle sight after concluding the district court had failed to consider
whether the particular arrangement of individually functional
features could result in a nonfunctional whole.3” Likewise, the
Ninth Circuit took the same action in a case presenting a claim to
the color green for earplugs based on evidence in the summary
judgment record of the availability of alternative colors.38

The most interesting opinions to address the issue of use in
commerce arose from the increasing trend toward looser state laws
governing the possession and sale of cannabis. One came from the
Board in an appeal from refusals to register two marks for “retail
store services featuring medical marijuana” and “dispensing of
pharmaceuticals featuring medical marijuana,” the unlawful nature
of which under federal law, the Board concluded, prevented the
applicant from having a bona fide intent to use the marks in
transactions across state lines.3® A federal court addressing a
similar issue—whether a registrant had fraudulently procured
several registrations by failing to disclose to the USPTO that its
goods constituted drug paraphernalia—declined to resolve that
question as a matter of law at the pleadings stage, citing at least
one good in question that was not clearly lawful under federal law.40

Disputes over the distinctiveness prerequisite for protectable
trademark and service mark rights also produced a large number of
reported opinions. Those included a burst of genericness findings by
the Trademark Trial and Appeal Board.#! Federal courts did not
follow suit, however; instead, they either rejected claims of
genericness on the merits*2 or chose to defer final resolutions of the
issue until trial.4® Those same courts produced the usual split on the

37 See Leapers, Inc. v. SMTS, LLC, 879 F.3d 731 (6th Cir. 2018)
38 See Moldex-Metric, Inc. v. McKeon Prods., Inc., 891 F.3d 878 (9th Cir. 2018).
39 See In re PharmaCann LLC, 123 U.S.P.Q.2d 1568 (T.T.A.B. 2017).

10 See Republic Techs. (NA), LL.C v. BBK Tobacco & Foods, LL.C, 262 F. Supp. 3d 605 (N.D.
T1L. 2017).

41 See In re Serial Podcast, LLC, 126 U.S.P.Q.2d 1061 (T.T.A.B. 2018) (“serial” for
“entertainment in the nature of an ongoing audio program featuring investigative
reporting, interviews, and documentary storytelling”); In re Mecca Grade Growers, LLC,
125 U.S.P.Q.2d 1950 (T.T.A.B. 2018) (“mechanically floor-malted” for “malt for brewing
and distilling”); In re Empire Tech. LLC, 123 U.S.P.Q.2d 1544 (T.T.A.B. 2017) (“coffee
flour” generic for “flour made by processing and blending together coffee cherry skins,
pulp, and pectin for use, along or in combination with other plant and milk based
products, as a dry ingredient in food and beverage products for consumer use”).

42 See Ossur hf v. Manamed Inc., 331 F. Supp. 3d 1005 (C.D. Cal. 2017) (UNLOADER and
UNLOADER ONE descriptive of orthopedic knee braces).

43 See ZW USA, Inc. v. PWD Sys., LL.C, 889 F.3d 441 (8th Cir. 2018) (vacating finding as a
matter of law that ONEPUL mark was valid and protectable when used in connection

with plastic bags for picking up and disposing of canine waste); Can’t Live Without It,
LLC v. ETS Express, Inc., 287 F. Supp. 3d 400 (S.D.N.Y. 2018) (declining to grant defense
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issue of whether the “prima facie evidence” of distinctiveness
attaching to a registration on the Principal Register for which no
declaration of incontestability has been filed shifts the burden of
proof or the burden of production to a party challenging the
registered mark’s validity: Some courts applied the majority rule
that the challenger bears the burden of proof,4* while at least one
reached the opposite conclusion.>

Although the significance of federal registrations properly is
limited to the inquiry into whether the marks covered by them are
valid, two federal courts concluded otherwise in spectacularly
misguided fashion. The first was the Eleventh Circuit, which, faced
with a claim that the defendants’ sale of goods bearing
reproductions of the plaintiff college’s federally registered service
marks, improbably questioned (albeit in dictum) the “legal basis for
extending the scope of a registered mark in a certain field (e.g.,
educational services) to a different category altogether (e.g.,
goods);”’46 in doing so, it overlooked a number of its opinions and
those of its predecessor court, the former Fifth Circuit, reaching the
opposite conclusion.4” The second court similarly lost its way by
granting a defense motion to dismiss because the defendant’s
allegedly infringing mark was not an exact reproduction of the mark
shown in the lead plaintiff’s federal registration.®

On the remedies front, the most significant opinion of the year
was a rare affirmance—at least in part—by the Ninth Circuit of a
finding that two plaintiffs had demonstrated sufficient irreparable
harm to support entry of preliminary injunctive relief.*® That
opinion arose from litigation between manufacturers of athletic
shoes producing two findings of liability, namely, that: (1) a model
of shoe offered by the defendant infringed, and was likely to dilute,
the trade dress of a shoe offered by the plaintiffs; and (2) a design

motion for summary judgment grounded in alleged genericness of registered bottle
design); Scheu & Scheu, Inc. v. Scheu, 123 U.S.P.Q.2d 1370, 1375-77 (S.D. Fla. 2017)
(denying defense motion for summary judgment grounded in alleged genericness of APE
mark for the repair of circuit boards and goods related to the repair of circuit boards).

44 See, e.g., ZW USA, 889 F.3d at 449; Can’t Live Without It, LLC v. ETS Express, Inc., 287
F. Supp. 3d 400, 406 (S.D.N.Y. 2018); Marketquest Grp. v. BIC Corp., 316 F. Supp. 3d
1234, 1257 (S.D. Cal. 2018).

45 See Uncommon, LLC v. Spigen, Inc., 305 F. Supp. 3d 825, 855 (N.D. Ill. 2018), appeal
docketed, No. 18-1917 (7th Cir. Apr. 26, 2018).

46 Savannah Coll. of Art & Design, Inc. v. Sportswear, Inc., 872 F.3d 1256, 1265 (11th Cir.),
cert. denied, 139 S. Ct. 57 (2018).

47 See Frehling Enters. v. Int’l Select Grp., 192 F.3d 1330, 1334 n.1 (11th Cir. 1999); see
also Beef/Eater Rests., Inc. v. James Burrough, Ltd., 398 F.2d 637 (5th Cir. 1968)
(affirming finding of infringement of registered trademark by use of service mark); World
Carpets, Inc. v. Dick Littrell's New World Carpets, 438 F.2d 482 (5th Cir. 1971)
(affirming finding of infringement of registered trademarks by use of service mark).

48 See Old S. Apparel, LLC v. JEB Designs, Inc., 272 F. Supp. 3d 734 (E.D.N.C. 2017).
49 See adidas Am., Inc. v. Skechers USA, Inc., 890 F.3d 747 (9th Cir. 2018).
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comprising three parallel stripes and appearing on the defendant’s
shoes infringed, and was likely to dilute, a federally registered
three-stripe design mark owned by the lead plaintiff. In breaking
from its past hostility to claims of irreparable harm by trademark
plaintiffs, the court affirmed the district’s finding of irreparable
harm with respect to the plaintiffs’ trade dress based on the
plaintiffs’ promotional efforts, which included a strategy of
deliberately restricting sales of the model in question, favorable
coverage by third-party media, and survey evidence of actual
confusion.?° The court’s receptiveness to the plaintiffs’ showings had
limits, however, for it also overturned the injunction with respect to
the infringed mark, rejecting in particular the plaintiffs’ reliance on
the likelihood of post-sale confusion.?!

Finally, the Board provided valuable guidance on a number of
procedural questions, including the circumstances under which
evidence from online sources may be submitted in support of, or in
opposition to, a claim of rights in the USPTO,52 the proper timing of
motions for summary judgment,> the service and filing of expert
disclosures,? the deadline for service of discovery requests,®® and
the appropriate location for the cross-examination of witnesses
otherwise testifying by declaration.5 The most interesting of all the
Board’s procedural opinions, however, addressed the question of
whether the Board is obligated to recuse itself in all proceedings
involving the President of the United States: The answer, it turns
out, is no.5?

5  Id. at 756-57.
51 Id. at 759-61.

52 See In re Mueller Sports Med., Inc., 126 U.S.P.Q.2d 1584 (T.T.A.B. 2018); WeaponX
Performance Prods. Ltd. v. Weapon X Motorsports, Inc., 126 U.S.P.Q.2d 1034 (T.T.A.B.
2018).

53 See KID-Systeme GmbH v. Turk Hava Yollari Teknik Anonim Sirketi, 125 U.S.P.Q.2d
1415 (T.T.A.B. 2018).

54 See Monster Energy Co. v. Martin, 125 U.S.P.Q.2d 1774 (T.T.A.B. 2018).
5 See Estudi Moline Dissey, S.L. v. BioUrn Inc., 123 U.S.P.Q.2d 1268 (T.T.A.B. 2017).
56 See U.S. Postal Serv. v. RPost Commc’n Ltd., 124 U.S.P.Q.2d 1045 (T.T.A.B. 2017).

57 See Prospector Capital Partners, Inc. v. DTTM Operations LLC, 123 U.S.P.Q.2d 1832
(T.T.A.B. 2017).
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PART I. EX PARTE CASES
By John L. Welch*

A. United States Court of Appeals for the Federal Circuit
1. Section 2(a) Scandalousness
In re Brunetti

In a companion of sorts to Matal v. Tam,! the United States
Court of Appeals for the Federal Circuit (“CAFC”) ruled that the
Section 2(a) bar on registering immoral or scandalous marks is an
unconstitutional restriction of free speech. The CAFC therefore
reversed the decision of the Trademark Trial and Appeal Board
(“TTAB”) that had affirmed the USPTO’s refusal to register the
mark FUCT for athletic apparel on the ground that the mark is
vulgar and therefore scandalous.2

Scandalous or Immoral?: Section 2(a), in pertinent part, provides
that the USPTO may refuse to register a mark that “[c]onsists of or
comprises immoral . . . or scandalous matter.”3 The USPTO does not
distinguish between “immoral” and “scandalous” matter but rather
applies the 2(a) bar as a unitary provision (“the immoral or
scandalous provision”).4 In considering this disqualification, the
USPTO asks whether “a substantial composite of the general public”
would find the mark scandalous, defined as “shocking to the sense
of truth, decency, or propriety; disgraceful; offensive; disreputable
. .. giving offense to the conscience or moral feelings; . . . or calling
out for condemnation.”® The USPTO may prove scandalousness by

* Author of Parts I and II of this volume. Counsel to Wolf, Greenfield & Sacks, P.C.,
Boston, Massachusetts. The author wishes to thank Kira-Khanh McCarthy for her
assistance in preparing the manuscript.

1 582 U.S. ___, 122 U.S.P.Q.2d 1757, 1761 (2017). In Matal v. Tam, the Supreme Court
ruled that the disparagement provision of Section 2(a) of the Lanham Act violated the
Free Speech Clause of the First Amendment.

2 In re Brunetti, 125 U.S.P.Q.2d 1072 (Fed. Cir. 2017). On January 4, 2019, the Supreme
Court granted the petition for writ of certiorari filed by the USPTO, sub nom. Iancu v.
Brunetti. The question presented by the USPTO is as follows: Is Section 1052(a)’s
prohibition on the federal registration of “immoral” or “scandalous” marks facially
invalid under the Free Speech Clause of the First Amendment?

3 Section 2(a) of the Lanham Act, 15 U.S.C. § 1052(a).

4 In re Brunetti, 125 U.S.P.Q.2d at 1073.

5 Id. at 1074, quoting In re Fox, 105 U.S.P.Q.2d 1247, 1248 (Fed. Cir. 2012) (“Cock Sucker
& Design” for rooster-shaped lollipop found to be scandalous and unregistrable under
Section 2(a)).
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proving that a mark is “vulgar.”® The determination is made “in the
context of contemporary attitudes.”?

The TTAB concluded that the mark FUCT is vulgar and
therefore scandalous.® Dictionary entries for the word “fuck”
deemed it “almost universally vulgar.”® The Board found that “fuct”
is the “phonetic twin” of “fucked,” the past tense of “fuck.”10
Evidence of the applicant’s use of the mark buttressed the Board’s
finding of a link between the mark and the word “fuck.” The Board
observed that the applicant’s assertion that “fuct’ is a coined term
for “Friends yoU Can’t Trust” “stretches credulity.”!!

The CAFC ruled that substantial evidence supported the
Board’s findings and the Board did not err in concluding that the
mark FUCT comprises immoral or scandalous matter.

Constitutionality: In Matal v. Tam, the Supreme Court held that
the disparagement provision of Section 2(a) was facially
unconstitutional because it violates the Free Speech Clause of the
First Amendment.’2 “It offends a bedrock First Amendment
principle: Speech may not be banned on the ground that it expresses
ideas that offend.”!3 Here the government contended that Matal v.
Tam does not resolve the constitutionality issue because the
disparagement provision implicated viewpoint discrimination,
whereas the immoral or scandalous provision is viewpoint neutral.
The CAFC, setting aside the question regarding viewpoint
discrimination, concluded that the immoral or scandalous provision
“Iimpermissibly discriminates based on content in violation of the
First Amendment.” 14

The government restricts speech based on content when “a law
applies to particular speech because of the topic discussed or the
idea or message expressed.”!® To survive a constitutional challenge,
such a law “must withstand strict scrutiny review, which requires
the government to ‘prove that the restriction furthers a compelling
interest and is narrowly tailored to achieve that interest.” 16

6 Id., quoting In re Boulevard Entm’t, Inc., 334 F.3d 1336, 1340, 67 U.S.P.Q.2d 1475 (Fed.
Cir. 2003).

7 Id., quoting In re Fox, 105 U.S.P.Q.2d at 1248.

8 In re Brunetti, Serial No. 85310960 (T.T.A.B. Aug. 1, 2014).
9 In re Brunetti, 125 U.S.P.Q.2d at 1075.

10 Id.

nId.

12 The First Amendment to the United States Constitution states, in pertinent part:
“Congress shall make no law . . . abridging the freedom of speech, or of the press ....”

13 Matal, 122 U.S.P.Q.2d at 1761.

4 In re Brunetti, 125 U.S.P.Q.2d at 1078.

15 Id., quoting Reed v. Town of Gilbert, 576 U.S. ___, 135 S. Ct. 2218, 2227 (2015).
16 Id., quoting Reed, 135 S. Ct. at 2231.
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The government contended that the immoral or scandalous
provision does not implicate the First Amendment because
trademark registration is either a government subsidy program or
a limited public forum. The CAFC rejected both arguments.

Alternatively, the government asserted, trademarks are
commercial speech requiring only the intermediate level of scrutiny
of Central Hudson,'” and under this standard the immoral or
scandalous provision 1s an appropriate content-based restriction
tailored to substantial government interests. The CAFC, however,
pointed out that trademarks convey a commercial message, but
often have an expressive content as well. There is no question that
the immoral or scandalous provision targets the expressive
component. Therefore, the provision should be subject to strict
scrutiny.1®

In any case, the CAFC concluded that, even under the
intermediate scrutiny framework, the immoral or scandalous
provision is unconstitutional. The government does not have a
substantial interest in protecting the public from profane and
scandalous marks. Nor does the provision advance the government’s
asserted interest, since Section 2(a) does not prevent applicants
from wusing their marks. And the inconsistent application of the
provision shows that the provision has not been “carefully tailored”
to serve the government’s alleged interests.?

Finally, the court acknowledged that it must construe statutes
narrowly to preserve their constitutionality when possible.20
However, it found no reasonable definition of the statutory terms
“scandalous” and “immoral” that would pass muster. In his
concurrence, Judge Dyk proposed that the court narrow the scope of
the provision to “obscene” marks in order to preserve the provision’s
constitutionality.2! The majority, however, found no basis for
construing “immoral or scandalous” to mean “obscene,” and pointed
out that it could not rewrite the statute.22

The court held that the immoral or scandalous provision is
unconstitutional because it violates the First Amendment, and it
therefore reversed the Board’s holding that applicant’s mark is
unregistrable under Section 2(a).

17 Cent. Hudson Gas & Elec. Corp. v. Pub. Serv. Comm’n, 447 U.S. 557, 563, 100 S. Ct. 2343
(1980) (Holding that although lesser constitutional protection is accorded to commercial
speech than to other constitutionally protected expression, the First Amendment
protects commercial speech from unwarranted regulation).

18 In re Brunetti, 125 U.S.P.Q.2d at 1084.

19 Jd. at 1087.

20 Id. at 1088. See Schneider v. Smith, 390 U.S. 17, 26, 88 S. Ct. 682 (1968).
21 Id.

2 Jd. at 1899-90.
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The First Amendment . . . protects private expression, even
private expression which is offensive to a substantial
composite of the general public. The government has offered
no substantial government interest for policing offensive
speech in the context of a registration program such as the
one at issue in this case.2?

2. Section 2(d) Likelihood of Confusion
a. Likelihood of Confusion Found

In rei.am symbolic, llc

I am not surprised that the CAFC upheld the TTAB’s decision in
In re i.am.symbolic, llc,2* affirming Section 2(d) refusals to register
the mark I AM for cosmetics and personal care products, sunglasses,
and jewelry “all associated with William Adams, professionally
known as will.i.am,” in view of the registered mark I AM for the
same or related products.2’ The Board correctly concluded that the
“will.i.am” restriction “does not impose a meaningful limitation in
this case for purposes of likelihood of confusion.26

The Board found that William Adams is the well-known front
man for the music group The Black-Eyed Peas and is known as
“will.i.am.” The Board also found that the evidence failed to
establish that Adams is well known as “i.am” or that “i.am” and
“will.i.am” are used interchangeably.

Applicant symbolic argued that the Board erred by deeming the
“will.i.am” restriction to be “precatory” and “meaningless,” by
ignoring third-party use and registration of other I AM marks, and
by finding a likelihood of reverse confusion.2?

The CAFC ruled that the Board correctly determined that the
first du Pont2® factor weighed heavily in favor of a likelihood of
confusion: the involved marks are legally identical in appearance,
identical in pronunciation, have the same meaning, and engender
the same overall commercial impression. Nothing in the record
indicated that the “will.i.am” restriction changed that.

23 Id. at 1090.

2 116 U.S.P.Q.2d 1406 (T.T.A.B. 2015).

25 In rei.am.symbolic, llc, 123 U.S.P.Q.2d 1744 (Fed. Cir. 2017).
26 Id. at 1748.

27 Id. at 1747.

28 In re E.I. du Pont de Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563, 567 (C.C.P.A.
1973). The du Pont case sets forth the principal factors that “must be considered” in
determining likelihood of confusion. The first du Pont factor is “The similarity or
dissimilarity of the marks in their entireties as to appearance, sound, connotation, and
commercial impression.”
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As to the second, third, and fourth du Pont factors,?® symbolic
maintained that the restriction fundamentally changes its goods
and channels of trade. According to symbolic, consumers purchase
goods associated with a celebrity in order to associate themselves
with the celebrity. The CAFC, however, concluded that the Board
did not err in holding that the “will.i.am” restriction does not limit
the goods with regard to trade channels or classes of purchasers,
alter the nature of the goods, or represent that the goods will be
marketed in any particular, limited way. In the absence of
meaningful limitations in the application or cited registrations, the
Board was correct in presuming that the goods travel through all
usual channels of trade to the usual classes of consumers.30

Other I AM marks: The court agreed with the TTAB that,
because there is no evidence of extensive or voluminous third-party
use or registration of I AM marks for the same or related goods, the
Jack Wolfskin3! and Juice Generation3? decisions are inapposite.
Those two cases involved oppositions to marks that were not
identical to the opposers’ marks. There, in view of evidence showing
the frequency of use of certain components of the applied-for marks,
the CAFC concluded that the Board had not adequately considered
the weakness of the opposers’ marks in the likelihood of confusion
analysis.

In sharp contrast, this case involves identical word marks.
Moreover, symbolic’s evidence of third-party use of I AM for the
same or similar goods fell short of the “ubiquitous”® or
“considerable”34 use of the mark components in the two cited cases.

Reverse confusion: “Reverse confusion” refers to a situation in
which a significantly larger or prominent newcomer “saturates the
market” with a mark that is confusingly similar to a smaller, senior
registrant for related goods or services.?>

29 The second, third, and fourth du Pont factors are: “[t]he similarity or dissimilarity and
nature of the goods or services as described in the application or registration . . .”; “[t]he
similarity or dissimilarity of established, likely-to-continue trade channels”; and “[t]he
conditions under which and buyers to whom sales are made, i.e., ‘impulse’ vs. careful,
sophisticated purchasing.” Id.

30 See In re Viterra Inc., 671 F.3d 1358, 101 U.S.P.Q.2d 1905, 1908 (Fed. Cir. 2012) (“[I]t is
well established that, ‘absent restrictions in the application and registration, goods and
services are presumed to travel in the same channels of trade to the same class of
purchasers.” (quoting Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1268
(Fed. Cir. 2002)).

31 Jack Wolfskin Ausrustung fur Draussen GmbH & Co. KGAA v. New Millennium Sports,
S.L.U., 797 F.3d 1363, 116 U.S.P.Q.2d 1129 (Fed. Cir. 2015).

32 Juice Generation, Inc. v. GS Enters. LLC, 794 F.3d 1334, 115 U.S.P.Q.2d 1671 (Fed. Cir.
2015)).

33 Jack Wolfskin, 116 U.S.P.Q.2d at 1136.
3¢ Juice Generation, 115 U.S.P.Q.2d at 1674.

35 Sands, Taylor & Wood Co. v. Quaker Oats Co., 978 F.2d 947, 957 n.12 (7th Cir. 1992).
See also In re Shell Oil Co., 992 F.2d 1204, 1208 (Fed. Cir. 1993).
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The Board suggested in a footnote that, to the extent that Adams
or symbolic’s marks are well known and reverse confusion exists,
“such fact supports refusal of [Symbolic’s] application, because when
confusion is likely, it is the prior Registrant which must prevail.
Even if it eclipses the renown of the prior Registrant, Applicant’s
fame does not entitle it to usurp the cited Registrant’s rights in the
mark.”36 The CAFC pointed out, however, that the Board did not
make a finding of fame, and it did not make a finding of reverse
confusion.

The court concluded that the Board’s factual findings were
supported by substantial evidence and its legal conclusions were not
erroneous. Therefore, it affirmed the Board’s decision.

3. Section 2(e)(1) Mere Descriptiveness
In re North Carolina Lottery

The North Carolina Lottery held a losing ticket in this
unsuccessful appeal from the TTAB’s decision finding the mark
FIRST TUESDAY to be merely descriptive of “lottery cards; scratch
cards for playing lottery games” and of “lottery services” under
Section 2(e)(1).3” The CAFC ruled that the Board did not err in
considering the explanatory text appearing on the applicant’s
specimens of use in determining the issue of descriptiveness.38

North Carolina’s specimens included explanatory text such as
“[n]Jew scratch-offs the first Tuesday of every month.”3® The
examining attorney found that, in the context of the applicant’s
promotional materials, the mark “merely describes a feature of [its]
goods and services, namely, new versions of the goods and services
are offered the first Tuesday of every month.”4? The Board agreed,
concluding that “[nJo mental thought or multi-step reasoning is
required to reach a conclusion as to the nature of the involved goods
and services.”#!

North Carolina argued that the Board’s reliance on the
explanatory text of the specimens to supplement the meaning of the
mark was improper, contending that the inquiry should be limited
to what a consumer with “only general knowledge” of the goods and
services, and without additional context from the explanatory text,

36 In re i.am.symbolic, 116 U.S.P.Q.2d at 1413 n.7.

37 Section 2(e)(1) of the Lanham Act, 15 U.S.C. § 1052(e)(1), in pertinent part, bars
registration of a mark that “when used on or in connection with the goods of the applicant
is merely descriptive . . . of them ....”

38 In re North Carolina Lottery, 123 U.S.P.Q.2d 1707 (Fed. Cir. 2017).
39 Id. at 1708.

0 Id.

a - Id.
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would immediately understand the mark to mean.*? Accordingly,
North Carolina maintained, the mark is suggestive because nothing
in the mark itself conveys the complete understanding that the
USPTO assigns to the mark, and therefore some imagination is
needed to connect the mark to the goods and services.3

North Carolina conceded that the USPTO is allowed to consider
the specimens of use to discern how a mark is used, but it argued
that explanatory text on the specimens cannot supply additional
meaning when “the mark itself does not convey that meaning.”44
When pressed at oral argument, North Carolina “had difficulty
articulating the significance of the explanatory text in this case if
not to serve as evidence of the significance of FIRST TUESDAY in
the commercial context.”*5 The CAFC declined to “carve out”
explanatory text from the USPTO’s consideration of the commercial
context in which a mark is used.4¢

That is not to say, however, that the use of explanatory text

with a mark necessarily renders that mark merely

descriptive. “Placement of a term on the continuum [of
distinctiveness] is a question of fact.” In re Dial-A-Mattress

Operating Corp., 240 F.3d 1341, 1344 (Fed. Cir. 2001).The

distinctiveness of a mark in the context of explanatory text

remains a case-specific analysis. As a legal matter, however,
the TTAB did not err by considering the explanatory text of
the specimens in the descriptiveness inquiry.4?

North Carolina further argued that the fact that it had to
explain the meaning of the mark showed that the mark is not
descriptive. The court, distinguishing several non-binding decisions
from other circuits,® found that the connection between the

12 Id. at 1709.

43 Id. The CAFC observed that “A mark is merely descriptive if it immediately conveys
information concerning a feature, quality, or characteristic of the goods or services for
which registration is sought. In re Bayer Aktiengesellschaft, 488 F.3d 960, 963 (Fed. Cir.
2007). In contrast, ‘a suggestive mark requires imagination, thought and perception to
reach a conclusion’ about the nature of the goods or services. DuoProSS Meditech Corp.
v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1252 (Fed. Cir. 2012) (internal quotation
marks omitted).”

4 Id.
4% Id. at 1710.
6 Id.

47 In re North Carolina Lottery, 123 U.S.P.Q.2d at 1710.

48 Tumblebus Inc. v. Cranmer, 399 F.3d 754, 759 (6th Cir. 2005) (holding that the mark
TUMBLEBUS for mobile gymnastics instruction services was suggestive, not merely
descriptive, based in part on “the fact that Tumblebus, Inc. has found it necessary to
include explanatory phrases such as ‘Gym On Wheels’ in its advertising material”);
Swatch AG v. Beehive Wholesale, LLC, 739 F.3d 150, 157 (4th Cir. 2014) (finding that
the mark SWAP for watches with interchangeable faces and bands was suggestive
because “[e]xplaining the function of [defendant’s] product” through promotional
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explanatory text, the mark, and the goods and services was not
complicated: “That text simply uses the same two words as the
mark—first Tuesday'—along with words like ‘new’ and ‘every
month’ to describe the relevant feature or characteristic of N.C.
Lottery’s scratch-off lottery games.”49

The commercial context here demonstrates that a consumer
would immediately understand the intended meaning of
FIRST TUESDAY. In other words, the evidence shows that
the mark is less an identifier of the source of goods or services
and more a description of a feature or characteristic of those
goods or services. Substantial evidence therefore supports
the TTAB’s finding that FIRST TUESDAY is a merely
descriptive mark.50

B. Trademark Trial and Appeal Board
1. Section 2(a) Deceptiveness
In re Canine Caviar Pet Foods, Inc.

Ruling that website evidence from a no-longer active website is
not probative, the Board found the term “caviar” to be not
misdescriptive of applicant’s pet foods and pet treats, and so it
reversed Section 2(a) deceptiveness® and Section 2(e)(1) deceptive
misdescriptiveness®? refusals of the mark CANINE CAVIAR. The
Board did, however, uphold the requirement that applicant disclaim
the word “canine.”?3

Deceptiveness under Section 2(a) requires a showing that (1) the
mark misdescribes the goods, (2) consumers would likely believe the
misdescription, and (3) the misrepresentation would materially
affect the purchasing decision.?* The examining attorney contended
that consumers would understand the word “caviar” to mean that
caviar is an ingredient of the applicant’s goods. There was no
dispute that the goods do not contain caviar.

The applicant maintained that consumers are likely to think of
CANINE CAVIAR not as a reference to “fish roe,” but as a laudatory

materials containing diagrams, arrows, and text, evidenced the need for “a further

leap.”).
49 In re North Carolina Lottery, 123 U.S.P.Q.2d at 1710.
50 Id.

51 Section 2(a) of the Lanham Act, 15 U.S.C. § 1052(a), in pertinent part, bars registration
of a mark that “Consists of or comprises . . . deceptive . .. matter....”

52 Section 2(e)(1) of the Lanham Act, 15 U.S.C. § 1052(e)(1), in pertinent part, bars
registration of a mark “which ... when used on or in connection with the goods of the
applicant is . . . deceptively misdescriptive of them . . ..”

53 In re Canine Caviar Pet Foods, Inc., 126 U.S.P.Q.2d 1590 (T.T.A.B. 2018).

54 In re Budge Mfg. Co., 857 F.2d 773, 8 U.S.P.Q.2d 1259, 1260 (Fed. Cir. 1988), citing In
re Shapely, Inc., 231 U.S.P.Q. 72, 73 (T.T.A.B. 1986).
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reference to the quality of the product as “the best of its kind,” as in
“the caviar of pet foods.”?> A declaration from an expert linguist
supported that assertion. The Board found that some consumers
would understand “caviar” to refer to fish roe, while others would
understand “caviar” in the laudatory sense, the latter meaning not
being misdescriptive.

Turning to the second prong of the test, the examining attorney
submitted evidence that pet foods and treats may contain caviar and
that pet owners give caviar to their pets. The Board, however, found
two problems with that evidence.

First, several of the websites referenced by the examining
attorney are “cached” or stored, and the applicant objected that the
sites were no longer active. The Board found that to be fatal to the
probative value of the evidence: “[A]lthough the Examining
Attorney’s evidence did properly include a URL and date, due to
Applicant’s objections that certain sites are not active, we find that
such evidence is not probative.”56

The Board noted that even if the URL resolves to an active link,
“there may still be issues raised as to the probative value of the
evidence, including, but not limited to, the probative weight to
assign consumer perceptions as of the original publishing date.”57

The second problem with the examining attorney’s website
evidence was that several webpages referred to foreign use (in the
United Kingdom). Evidence from foreign websites may be probative
in some cases (for example, technical fields),?® but in this case the
evidence “does not serve to tell us the norms specific to pet owners
in the United States who are relevant consumers.”??

The applicant submitted a declaration from a consultant in the
animal feed industry, stating that “[t]he use of caviar as an
ingredient in pet food essentially is non-existent.”®® Two of the
applicant’s distributors stated that they were unaware of anyone
being deceived or confused into thinking that the applicant’s
product contains caviar. Instead, the mark is understood as being a
metaphor for high-quality food. The examining attorney asserted
that the Board should reach its own legal conclusions, but the Board
noted that the witnesses were also providing factual testimony: that
is, that they were not aware of any confusion or deception that the
products in question contain caviar. “Consistent with longstanding

55 Inre Canine Caviar, 126 U.S.P.Q.2d at 1592.
56 Id. at 1595.
57 Id. at 1595 n.19.

58 See In re IBM, 81 U.S.P.Q.2d 1677, 1681 n.7 (T.T.A.B. 2006); In re Remacle, 66
U.S.P.Q.2d 1222, 1224 n.5 (T.T.A.B. 2002).

59 In re Canine Caviar, 126 U.S.P.Q.2d at 1596.
60 Jd.
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practice, we accord these declarations such probative value as they
may have, and weigh them with the totality of the evidence.”6!

The Board acknowledged that a few companies offer caviar for
pets as a special, luxury item, but the overwhelming evidence
showed that caviar is almost never used as an ingredient for pet
food. During twenty years of use of the CANINE CAVIAR mark,
consumers have not mistakenly believed that the applicant’s
products contain caviar. “While we expect most pet owners to
cherish their pets, we do not expect that they consider it be
reasonable to spend over one hundred times the cost of comparable
pet food on a single meal for these treasured creatures.”62

The Board concluded that consumers who perceive the word
“caviar” in the applicant’s mark to mean “fish roe” are not likely to
believe that the goods contain caviar. Therefore the mark is not
deceptive under Section 2(a), and since the first two prongs under
the applicable test were not met, it perforce is not deceptively
misdescriptive under Section 2(e)(1).

Turning to the requirement for disclaimer of CANINE, applicant
argued that the mark CANINE CAVIAR is unitary due to its
alliteration, and therefore that no disclaimer is required. The Board
noted, however, that the combination of the two words provides no
additional meaning beyond that proposed by the applicant and its
linguistics expert: “luxury dog food.” Similarly alliterative terms
like CANINE CRUNCHER and CANINE CANDY are registered
with disclaimers of CANINE. The Board had no doubt that CANINE
will be viewed as a separable term that conveys the information that
the product is dog food and thus the term is merely descriptive
thereof.

And so, the Board affirmed the disclaimer requirement.

2. Section 2(d) Likelihood of Confusion
a. Likelihood of Confusion Found
In re Solid State Design Inc.

Refusing to read limitations into a cited registration, the Board
affirmed a Section 2(d) refusal to register the mark shown below
left, for “Computer application software for mobile phones and
desktop computers, namely, software for visualizing the popularity
of places in real time, that uses an underlying map capability for
navigation, sold as ‘business to consumer’ (B2C) software, and not
as ‘business to business’ (B2B) software,” finding it likely to cause
confusion with the registered mark shown below right, for
“Downloadable mobile applications for mobile phones and mobile

61 Id. at 1597.
62 Id.



Vol. 109 TMR 19

electronic devices, primarily software for travel and destination
marketing organizations and travel marketing professionals.”
Applicant Solid State argued, to no avail, that the registration
improperly failed to specify the function of the software. The Board
observed, however, that it lacked the authority to read limitations
into the unrestricted identification of goods in the registration.6?

pnpulace Populace

The Board found the word “populace” dominant in both marks,
and the marks identical in sound, similar in appearance, and highly
similar in connotation and commercial impression.

[W]e agree with the Examining Attorney that “the average
consumer is most likely to recall generally the literal element
‘POPULACE’ ... rather than making a very nuanced
distinction that the outline of a person emphasizes the social
aspect of the applicant’s goods and the arguably globe or orb
image emphasizes the travel and tourism aspect of the cited
goods . .. .64

The goods in the cited registration were limited only by the
phrase “[dJownloadable mobile applications for mobile phones and
mobile electronic devices.” The Board is required to consider the
identification as including “all the goods of the nature and type
described therein.”6% Therefore, the goods in the registration must
be deemed to encompass the applicant’s more specifically identified
“computer application software for mobile phones.”

Solid State asserted that the cited registration is inconsistent
with the guidance provided by the USPTO’s Acceptable
Identification of Goods Manual, which states that “[m]obile
applications are software applications design for smartphones,
tablet computers, and other mobile devices, and require
specification of the function of the software.” The ID Manual further
provides that “[s]tating that the ‘downloadable mobile applications’
are ‘for use with mobile devices’ is not acceptable” to specify the

63 In re Solid State Design Inc., 125 U.S.P.Q.2d 1409 (T.T.A.B. 2018).
64 Id. at 1412.
65 In re Jump Designs LLC, 80 U.S.P.Q.2d 1370, 1374 (T.T.A.B. 2006).
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function of such applications.” It provides the following form
language: “Downloadable mobile applications for {indicate
function of software, e.g., managing bank accounts, editing
photos, making restaurant reservations, etc. and, if software
is content- or field-specific, the content or field of use}.”66

The Board noted that “[t]his appeal illustrates the problems that
can arise when the requirement to specify the function of a computer
program such as a downloadable app is not satisfied.”¢7 It pointed
out, however, that the TTAB lacks the authority to read limitations
into the identification of goods,®® including a specification of the
function of the apps, or to “grant relief under Section 18 sua
sponte.”% In such a situation, an applicant has the option of “seeking
a consent from the owner of the cited registration, or seeking a
restriction of the registration under Section 18 of the Trademark
Act.70

Trade channels and consumers: Because the involved goods are
legally 1dentical, the Board presumed that they travel in the same
channels of trade. As to the classes of consumers, the Board must
also deem these to be identical.” Although both the application and
cited registration “contain purported restrictions on the classes of
consumers for the respective apps, ... they do not negate the
presumptive overlap in the classes of consumers.””? The language
“sold as ‘business to consumer (B2C) software, and not as ‘business
to business’ (B2B) software” in the application is aspirational and
marketing-related and “does not exclude that businesses (which
range from sole proprietorships to large multinational corporations)
could purchase the software as well).” The word “primarily” in the
cited registration does not limit the classes of consumers to only the
listed travel professionals.

We therefore find that the apps identified in the cited

registration may be sold to general consumers as well as

travel professionals. We also find that Applicant’s software

could be purchased by businesses. Accordingly, we find that

66 Emphasis added by the Board.
67 Inre Solid State, 125 U.S.P.Q.2d at 1413.

68 Id. at 1414. See Squirtco v. Tomy Corp., 697 F.2d 1038, 1043, 216 U.S.P.Q. 937, 940 (Fed.
Cir. 1983).

69 In re Solid State, quoting In re Cook Med. Tech. LLC, 105 U.S.P.Q.2d 1377, 1384 n.6
(T.T.A.B. 2012).

70 Id. at 1410, citing Cook Med. Tech, 105 U.S.P.Q.2d at 1384. Section 18 of the Lanham
Act, 15 U.S.C. § 1068, provides in pertinent part that, in an inter partes proceeding, the
Director of the USPTO may “modify the application or registration by limiting the goods
or services specified therein.”

1 Inre Solid State at 1414, citing In re Viterra, 101 U.S.P.Q.2d at 1908.

2 Id.

B Id.
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the classes of customers in the application and registration
overlap.™

In re Aquitaine Wine USA, LLC

Addressing the issue of how to compare a design mark with a
standard character mark in a Section 2(d) determination, the Board
affirmed a refusal to register the mark shown immediately below,
for “Wine of French origin protected by the appellation of the origin
Cité de Carcassonne” [CITE DE CARCASSONNE disclaimed],
finding it likely to cause confusion with the registered, standard
character mark CHATEAU LAROQUE for “Wines having the
controlled appellation Saint-Emilion Grand Cru” [CHATEAU
disclaimed]. Judge Lorelei Ritchie concurred, but disagreed with the
panel majority’s ruling that in considering the cited standard
character mark CHATEAU LAROQUE, the Board will not take into
account design features that the registrant might include its
mark.”

LAROQUE

CITE DE CARCASSONNI

The Board found, not surprisingly, that both the applied-for
mark and the cited mark are dominated by the word “LAROQUE.”
There was nothing in the record indicating that LAROQUE has any
meaning—geographic, surname, or otherwise—and nothing
suggesting that it is weak or not inherently distinctive.

Applicant Aquitaine argued that wine consumers choose wine
based on the images on the labels, and therefore the design in the
applicant’s mark would be the dominant element. However, the
Board pointed out that, even assuming the applicant was correct
regarding consumer motivation, the applied-for mark is not a wine
label. In any case, wine is often ordered by the glass from a wine list
showing only the names of the wines, without images. Furthermore,

4 Id. at 1415.
% In re Aquitaine Wine USA, LLC, 126 U.S.P.Q.2d 1181, 1195-96 (T.T.A.B. 2018).
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it 1s axiomatic that the Board must compare the marks as they
appear in the application and cited registration, regardless of how
the marks are actually used.

Aquitaine and the examining attorney jousted over whether the
Board must consider only “reasonable variations” of the cited,
standard character mark, but the Board pointed out that they were
misreading the CAFC’s decision in In re Viterra, Inc.”” There, the
CAFC rejected the “reasonable manners” test as “unduly narrow”
and instead endorsed a standard “that allows a broader range of
marks to be considered in the DuPont analysis when a standard
character mark is at issue.””® The Viterra court stated that it was
“not suggesting that a standard character mark encompasses all
possible design elements,” leaving it “for future cases to determine
the appropriate method of comparing design marks with standard
character marks.”” The Board observed that this case presents an
opportunity for just such a determination:

We hold that when we are comparing a standard character
mark to a word + design mark for Section 2(d) purposes, we
will consider variations of the depictions of the standard
character mark only with regard to “font style, size, or color”
of the “words, letters, numbers, or any combination
thereof.”80

In comparing the applied-for mark with the cited mark, the
Board pointed out that the pictorial representation in Aquitaine’s
mark is taken into account in the du Pont analysis. Here, the
depiction of a “chateau” would at least call to mind the word
CHATEAU in the cited mark.

The Board concluded that when the involved marks are
considered in their entireties, they are partly similar in sound, more
similar than dissimilar in appearance, and convey similar
connotations and commercial impressions. Therefore, the first du
Pont factor weighed in favor of a finding of likely confusion.

Aquitaine argued that consumers would know that the involved
French wines come from different regions in France, but the Board
pointed out that nothing in the cited mark itself indicated the origin
of the registrant’s wine. Moreover, consumers intending to order the
registrant’s wine may remember it as LAROQUE or CHATEAU
LAROQUE and may be unaware of its geographic origin; upon
encountering Aquitaine’s mark, which includes an image of a

% See, e.g., In re i.am.symbolic, 123 U.S.P.Q.2d at 1749.
7101 U.S.P.Q.2d 1905 (Fed. Cir. 2012).

8 Inre Viterra, 101 U.S.P.Q.2d at 1910.

" Id.

80 JIn re Aquitaine Wine USA, 126 U.S.P.Q.2d at 1187 (emphasis added by the Board). See
Citigroup, 98 U.S.P.Q.2d at 1259; In re Viterra, 101 U.S.P.Q.2d at 1909.
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chateau, these consumers may mistakenly believe they are being
served the registrant’s wine.

In any case, the Board was “aware of no rule, and the record
contains no evidence from which we can infer, that confusion is not
likely when similar marks are used on wines from different
viticultural regions, especially where, as here, those regions are in
the same foreign country.”®? Moreover, Aquitaine provided no
evidence that American consumers of wine are aware of differences
in the specific appellations used in French wine production.

Channels of Trade: The evidence showed that wine purveyors
sell, on the same webpages, French wine from different regions,
including wines from the Cité de Carcassonne and the Saint-
Emilion regions. Moreover, Aquitaine did not show that a company
doing business in one region could not establish a winery in another
region, and so consumers encountering wines from different regions
under similar trademarks may believe that they emanate from the
same source.

Sophistication of Purchasers: Because there are no limitations
in the application and cited registration as to trade channels, classes
of consumers, or conditions of sale, the Board must presume that
they encompass inexpensive or moderately priced wines.82 In fact,
the evidence indicated that the average price of the Aquitaine’s
pinot noir is about $17, and the Saint-Emilion wines advertised
alongside Aquitaine’s wine on the websites of record ranged from
about $15 to $30.

The Board found that consumers are likely to believe that the
Applicant Aquitaine’s wines originate from, are associated with, or
are sponsored by the same entity as the registrant’s wines.

Judge Ritchie concurred in the result but disagreed with the
majority’s rationale. Specifically, dJudge Ritchie found “the
pronouncement of the majority that it will not consider ‘design
features’ to be both unnecessary and ultimately unhelpful.”83
Instead, Judge Ritchie would find that “the Registrant’s right to
display of CHATEAU LAROQUE in any ‘font, style, size, or color’
includes designs that would make it similar to the [logo] mark
sought by Applicant.”84

In re Inn at St. John’s, LLC

This applicant’s invocation of the thirteenth du Pont factor failed
to overcome a Section 2(d) refusal of the mark 5IVE STEAKHOUSE
& Design (below left) in view of the registered mark 5IVESTEAK in

81 Id. at 1188 (emphasis by the Board).
82 Id. at 1195.

83 Id. at 1196.

8¢ Id.
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stylized form (below right), both for “restaurant and bar services.”
The applicant pointed to its prior registration of a similar mark

(shown further below), but the Board found the applied-for mark to
be more similar to the cited mark than the prior one.85

7'V(3 OIVESTEAK

SI[H HoUSst

Third-party registration and usage: In an effort to show that
5IVE i1s a weak formative, the applicant pointed to twenty-one
registrations and applications for marks that include that term, two
registrations for marks that include FIFTH for restaurant services,
and one registration for 51 FIFTEEN for restaurant and bar
services.

The Board first pointed out that pending applications are not
evidence of use of the subject marks.8¢ Second, only five of the
submitted registrations related to restaurant and bar services, and
therefore the others had limited probative value.8” Moreover, one of
those five registrations had been cancelled and therefore had no
probative value at all.8 Two of the remaining four registrations
were for related but not identical services and the other two covered
identical services but contained the non-identical term “FIFTH.”

There was no evidence of third-party usage; only evidence of
“Just a few” third-party registrations.®® The Board pointed out once
again that the “existence of [third-party] registrations is not
evidence of what happens in the marketplace or that customers are
familiar with them.”90

8  In re Inn at St. John’s, LL.C, 126 U.S.P.Q.2d 1742 (T.T.A.B. 2018).

86  Nike Inc. v. WNBA Enters. LLC, 85 U.S.P.Q.2d 1187, 1193 n.8 (T.T.A.B. 2007);
Interpayment Servs. Ltd. v. Docters & Thiede, 66 U.S.P.Q.2d 1463, 1468 n.6 (T.T.A.B.
2003).

87 See In re i.am.symbolic, LLC, 123 U.S.P.Q.2d at 1751 (disregarding third-party
registrations for unrelated goods).

88 In re Kysela Pere et Fils Ltd., 98 U.S.P.Q.2d 1261, 1264 (T.T.A.B. 2011)) (“dead’ or
cancelled registrations have no probative value at all”).

89 Inre Inn at St. John’s, 126 U.S.P.Q.2d at 1746.

9% Jd., quoting AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403, 177 U.S.P.Q. 268, 269
(C.C.P.A. 1973).
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Nevertheless, in determining the degree of weakness, if any,
in the shared terms, we must “adequately account for the
apparent force of [third-party use and registration]
evidence,” regardless of whether “specifics” pertaining to the
extent and impact of such use have been proven. Juice
Generation, Inc. v. GS Enters. LLC, 794 F.3d 1334, 115
U.S.P.Q.2d 1671, 1674-5 (Fed. Cir. 2015). “[E]xtensive
evidence of third-party use and registrations is ‘powerful on
its face,” even where the specific extent and impact of the
usage has not been established.” Jack Wolfskin Ausrustung
Fur Draussen GmbH & Co. KGAA v. New Millennium
Sports, S.L.U., 797 F.3d 1363, 116 U.S.P.Q.2d 1129, 1136
(Fed. Cir. 2015), cert. denied, 136 S. Ct. 982 (2016) (citing
Juice Generation v. GS Enters., 115 U.S.P.Q.2d at 1674).9!

However, unlike Juice Generation, where “extensive evidence” of
third-party registration and use of similar marks was deemed
“powerful on its face,” the applicant here presented no evidence of
use and at most four third-party registrations of varying probative
value (two for non-identical services and two for non-identical
terms). “This is a far cry from the large quantum of evidence of
third-party use and third-party registrations that was held to be
significant in both Jack Wolfskin v. New Millennium Sports, 116
U.S.P.Q.2d at 1136, and Juice Generation v. GS Enters., 115
U.S.P.Q.2d at 1674.”92 Therefore the Board deemed this sixth du
Pont factor to be neutral.

The Board again observed that when the involved services are
identical, as here, a lesser degree of similarity between the marks is
necessary to support a finding of likelihood of confusion.9

The Board found the marks to be “highly similar” in appearance,
sound, connotation, and commercial impression. Applicant Inn at
St. John’s maintained that the marks have significant differences in
appearance, but the Board pointed out that the literal portion of a
word + design mark is often considered the dominant feature
because it is the portion that is most likely to indicate source. “In
other words, the literal elements of a mark are likely to make a
greater impression upon purchasers than any stylization of the
words or accompanying designs, and would be remembered by them
and used by them to request the services.”?* Moreover, the knife-
and-fork design in the applicant’s mark is a “relatively small

o1 Id.
92 Id.
93 Id., citing Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 101 U.S.P.Q.2d

1713, 1721 (Fed. Cir. 2012); Century 21 Real Estate Corp. v. Century Life of Am., 970
F.2d 874, 23 U.S.P.Q.2d 1698, 1700 (Fed. Cir. 1992).

9 JId. at 1747. See In re Viterra, 101 U.S.P.Q.2d at 1908 and 1911 (citing CBS Inc. v.
Morrow, 708 F.2d 1579, 218 U.S.P.Q. 198, 200 (Fed. Cir 1983)).
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element of the mark and is at best suggestive of restaurant
services.”9

Applicant’s prior registration: Under the thirteenth du Pont
factor, the Board may consider “any other established fact probative
of the effect of use.” The Board observed that “[w]here an applicant
owns a prior registration that is over five years old and the mark is
substantially the same as in the applied-for application, this can
weigh against finding that there is a likelihood of confusion.9

v

Citing Strategic Partners,®” Applicant Inn at St. John’s pointed
to its prior registration for the mark shown immediately above,
which had coexisted with the cited registration on the Trademark
Register for more than five years. However, the Board observed
that, unlike in Strategic Partners, the applied-for mark “moves
closer to the cited registration” than the mark in the prior
registration.® The Board acknowledged that STEAK,
STEAKHOUSE, and RESTAURANT are generic, or at best
descriptive terms, “but such terms, in appropriate circumstances
may—and here, do——contribute to the overall commercial
impression created by a mark.”99

Because of the similarity of the wording 5IVE STEAKHOUSE
and 5IVESTEAK, the Board deemed the existence of the prior
registration to be a neutral factor in the Section 2(d) analysis.

% Id.

9 Id. at 1748.

97 In re Strategic Partners Inc., 102 U.S.P.Q.2d 1397, 1399 (T.T.A.B. 2012):
[TThe present case involves the unique situation presented by the coexistence of
applicant’s existing registration [for the mark ANYWEARS] with the cited
registration [for ANYWEAR BY JOSIE NATORI & Design] for over five years,
when applicant’s applied-for mark [ANYWEAR (Stylized)] is substantially
similar to its existing registered mark, both for identical goods. When we consider
these facts under the thirteenth du Pont factor, we find in this case that this
factor outweighs the others and leads us to conclude that confusion is unlikely.

98 Inre Inn at St. John’s, 126 U.S.P.Q.2d at 1748.

99 JId. See Juice Generation, 115 U.S.P.Q.2d at 1676 (concluding that, in its Section 2(d)
analysis, the Board gave insufficient consideration to the word “JUICE” in the
applicant’s mark PEACE LOVE JUICE & Design for juice bar services).
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3. Section 2(e)(4) Primarily Merely a Surname
In re Weiss Watch Co.

The Board affirmed a Section 2(e)(4)!%0 refusal of WEISS
WATCH COMPANY for watches, clocks, and related goods
[WATCH COMPANY disclaimed], finding the applied-for mark to
be primarily merely a surname. The applicant argued that, applying
the doctrine of foreign equivalents, WEISS has non-surname
significance because “weiss” means “white” in German, and thus the
surname bar is inapplicable. Nein, said the Board.10!

WEISS is the surname of the applicant’s founder and head
watchmaker, Cameron Weiss. The surname “Weiss” ranks number
531 on the list of common surnames in America for the year 2000. A
LEXIS/NEXIS search revealed 99,683 appearances of the surname
“Weiss” in a nationwide telephone directory. In short, the evidence
showed that “WEISS is not rarely encountered as a surname in the
United States.”102

There was no evidence that WEISS has a recognized meaning in
English other than as a surname, but the applicant pointed to the
meaning of WEISS in German as “white,” relying on In re Isabella
Fiore LLC,10 where a surname refusal of FIORE was reversed
because the mark is the Italian equivalent of “flower.” This other
meaning of WEISS, the applicant argued, removed its mark from
the surname bar.

The doctrine of foreign equivalents applies when it is likely that
the ordinary American purchaser would “stop and translate” the
foreign wording into its English equivalent.’%¢ The “ordinary
American purchaser” includes “all American purchasers, including
those proficient in a non-English language, who would ordinarily be
expected to translate words into English.”105

The Board has found that consumers would stop and
translate a term when it is from a major, modern language,
spelled in the standard way in the foreign language, and is
the only translation of the English word to which it
translates, so that there is no question that its translated
meaning would be recognized and not considered obscure. 106

100 Section 2(e)(4) of the Lanham Act, 15 U.S.C. § 1052(e)(4), bars registration of a mark
that “is primarily merely a surname.”

101 Jn re Weiss Watch Co., 123 U.S.P.Q.2d 1200 (T.T.A.B. 2017).
102 Jd. at 1203.
103 75 U.S.P.Q.2d 1564, 1566 (T.T.A.B. 2005).

104 Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d
1369, 1377, 73 U.S.P.Q.2d 1689, 1696 (Fed. Cir. 2005).

105 Jn re Spirits Int’l, N.V., 563 F.3d 1347, 1352, 90 U.S.P.Q.2d 1489, 1492 (Fed. Cir. 2009).

106 Jn re Weiss Watch, 123 U.S.P.Q.2d at 1204, citing In re Isabella Fiore, LLC, 75 U.S.P.Q.2d
at 1569.
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The Board recognized that German is a major, modern language
and the proposed other meaning (“white”) is not obscure, but
“WEISS is not the standard orthography for the word ‘white’ in
German.”107 “White” translated from English into German is spelled
“weiB”—with the letter eszett—not as “Weiss.” The evidence did not
show that “weiss,” spelled without the eszett, translates into “white”
in English. The Board concluded that application of the doctrine of
equivalents was not appropriate here.

Moreover, the Board took judicial notice that WEISS derives
from a German habitational name—that is, a German surname
based on a location. That fact reinforces the consumer perception of
WEISS as a surname.

In Fiore, the term “FIORE” was spelled in the standard Italian
form and the English equivalent of “flower” resolved only to “fiore.”
There was no question that the term “fiore” would be recognized as
the Italian word for “flower.” Nor was the meaning obscure, and so
the Board there concluded that consumers would stop and translate
the term, a fact that detracted from its surname significance.

Here, however, WEISS is not spelled in the standard German
dictionary form. Moreover, “Weiss” is more common as a surname
than “Fiore” (5,193 NEXIS entries) and there was no evidence that
FIORE was a surname associated with the applicant, whereas here
WEISS is advertised to consumers as the name of the applicant’s
founder and head watchmaker. Finally, the surname “Weiss”
originated as a habitational name in Germany and therefore a
German speaker is likely to view WEISS as a surname rather than
translate it into another word.

The addition of the words “WATCH COMPANY” to WEISS does
not affect the surname significance of the mark, viewed in its
entirety, in the context of the applicant’s goods, since neither
“watch” nor “company” has any source-identifying significance.

Therefore, the Board affirmed the refusal to register.

In re Olin Corp.

Affirming yet another Section 2(e)(4) refusal, the Board found
the applied-for mark OLIN for certain chemical products to be
primarily merely a surname and lacking in acquired distinctiveness
under Section 2(f).108 Although the application was filed under the

107 Id.
108 Section 2(f) of the Lanham Act, 15 U.S.C. § 1052(f), provides in pertinent part:

Except as expressly excluded in subsections (a), (b), (c), (d), (e)(3), and (e)(5) of
this section, nothing herein shall prevent the registration of a mark used by the
applicant which has become distinctive of the applicant’s goods in commerce. The
Director may accept as prima facie evidence that the mark has become
distinctive, as used on or in connection with the applicant’s goods in commerce,
proof of substantially exclusive and continuous use thereof as a mark by the



Vol. 109 TMR 29

intent-to-use provisions of Section 1(b), the Board ruled that
acquired distinctiveness could be transferred to the involved mark
under Trademark Rule 2.41(a) in the same manner as with a use-
based application.199

Under Section 2(e)(4), a mark is barred from registration if it is
“primarily merely a surname.” Applicant Olin appeared to argue
that OLIN is not “primarily” merely a surname because it had
acquired distinctiveness. The Board, however, pointed out that the
question of whether a mark is primarily a merely a surname is
separate from whether the mark has acquired distinctiveness.10
The Lanham Act makes it clear that a mark that is inherently
primarily merely a surname may nonetheless be registered upon a
showing of acquired distinctiveness. As stated by Professor .
Thomas McCarthy:

The statutory word “primarily” refers to the main
significance of a word as a word, not to its significance as a
trademark due to advertising and promotion. MCDONALD’S
for quick service restaurants was found to be “primarily
merely a surname” even though it has achieved trademark
significance. Secondary meaning under § 2(f) must always be
submitted on the record to register such a surname as a
mark. 111

In short, “[a] term’s secondary meaning does not necessarily mean
second in importance or significance but, merely, second in time.”112

The Board has repeatedly rejected the argument that acquired
distinctiveness eliminates surname significance under Section
2(e)(4).113 An applicant must make a formal claim under Section 2(f)
in order to overcome a Section 2(e)(4) refusal.

Here, Applicant Olin did not explicitly request registration
under Section 2(f). Nonetheless, the examining attorney construed
its arguments in response to the Section 2(e)(4) refusal as an
apparent claim of acquired distinctiveness in the alternative.

Section 2(e)(4): The Board considered the factors set out in In re
Benthin Management GmbH"* in determining whether OLIN is
primarily merely a surname.

applicant in commerce for the five years before the date on which the claim of
distinctiveness is made.

109 JIn re Olin Corp., 124 U.S.P.Q.2d 1327 (T.T.A.B. 2017).
10 Jd. at 1329.

11 [Id., quoting McCarthy on Trademarks and Unfair Competition, § 13:28, 4th ed. 2017)
(citing In re McDonald’s Corp. 230 U.S.P.Q. 304 (T.T.A.B. 1986)).

12 Jn re McDonald’s Corp., 230 U.S.P.Q. at 307.

113 See In re Cazes, 21 U.S.P.Q.2d 1796, 1797 (T.T.A.B. 1991); In re Industrie Pirelli Societa
per Azioni, 9 U.S.P.Q.2d 1564, 1565 (T.T.A.B. 1998).

114 37 0U.S.P.Q.2d 1332, 1333-34 (T.T.A.B. 1995). In Benthin, the Board stated that “factors”
to be considered in determining whether a term is primarily merely a surname include
(1) the degree of a surname’s rareness; (2) whether anyone connected with applicant has
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Based on evidence showing that several thousand individuals in
this country have the surname “Olin,” the Board found that it is “not
rarely encountered as a surname, and therefore it is likely to be
perceived by the public as having surname significance.”!15

According to its website, Olin Corporation was founded by
Franklin Olin in 1892, and his two sons took over the company from
him decades later. The applicant stated that no one named Olin is
currently in upper management at the company. The Board
concluded that, since the applicant still promotes its founding by
Mr. Olin, this factor favors a finding that the public perceives OLIN
as primarily merely a surname.!16

So-called “negative dictionary evidence” submitted by the
examining attorney demonstrated an absence of any non-surname
meaning for OLIN. Finally, the Board found that OLIN has the
structure and pronunciation of a surname, although this finding has
“little significance” in view of the other evidence.17

The Board concluded that the evidence, taken as a whole,
established that OLIN is primarily merely a surname.

Section 2(f): The Board observed that an applicant “can establish
a prima facie case of acquired distinctiveness in the mark in an
intent-to-use application where it can show that same mark
acquired distinctiveness for sufficiently similar or related goods,
and that this acquired distinctiveness will transfer to the goods
specified in the application when the mark is used in connection
with them.”118

The Board ruled that for a Section 1(b) application, as with a
use-based application under Section 1(a), there are three methods
for establishing that a mark has acquired distinctiveness for goods
sufficiently similar or related to those identified in an intent-to-use
application. In brief, Trademark Rule 2.41(a)!!® provides that

that surname; (3) whether the term has any recognized meaning other than that of a
surname; (4) whether the term has the “structure and pronunciation” of a surname; and
(5) whether the stylization of lettering is distinctive enough to create a separate
commercial impression. Of course, when the mark at issue is in standard characters, it
is unnecessary to consider the fifth factor. See, e.g., In re Integrated Embedded, 120
U.S.P.Q.2d 1504, 1506 n.4 (2016).

115 In re Olin, 124 U.S.P.Q.2d at 1331.
116 See In re Adlon Brand GmbH & Co. KG, 120 U.S.P.Q.2d 1717, 1722 (T.T.A.B. 2016).
17 In re Olin, 124 U.S.P.Q.2d at 1332.

18 Jd. at 1333. See, e.g., In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 57
U.S.P.Q.2d 1807, 1812 (Fed. Cir. 2001); In re Highlights for Children, Inc.; 118
U.S.P.Q.2d 1268, 1273-74 (T.T.A.B. 2016).

119 Trademark Rule 2.41(a), 37 C.F.R. § 2.41(a), states:

For a trademark or service mark—(1) Ownership of prior registration(s). In
appropriate cases, ownership of one or more active prior registrations on the
Principal Register or under the Trademark Act of 1905 of the same mark may be
accepted as prima facie evidence of distinctiveness if the goods or services are
sufficiently similar to the goods or services in the application; however, further
evidence may be required. (2) Five years substantially exclusive and continuous
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distinctiveness may be proven under Section 2(f) by the following
means:

(1) Ownership of prior registration(s);
(2) Five years substantially exclusive and continuous use in
commerce; and/or

(3) Other evidence (declarations, etc.) showing the duration,
extent, and nature of the use in commerce.

Applicant Olin pointed to its ownership of several existing and
expired registrations for the mark OLIN for other products, the
registrations having issued on the Supplemental Register!2® or on
the Principal Register under Section 2(f).12! The question, then, was
whether the goods of the prior existing registrations were
“sufficiently similar or related” to the goods of the subject
application to allow “transfer” of the acquired distinctiveness of the
former to the latter. “We emphasize that, by the very nature of the
inquiry, Section 1(b) applicants face a heavy burden in establishing
that their mark will acquire distinctiveness when use commences.
Accordingly, the required showing for acquired distinctiveness to
“transfer” to new products is a rigorous one.”122

The goods of the subject application involved various chemicals,
including acids, resins, and solvents, while those of the Olin’s prior
registrations were “cartridges and high explosives,” “non-ferrous
metals and alloys,” “ammunition” and “shotguns.” The Board found
it “self-evident” that the goods of the registrations were unrelated
to those identified in the application, and Olin did not disagree.123

Putting aside the prior registrations, the Board next considered
whether Olin “made a prima facie showing of acquired
distinctiveness based on five years’ use of the same mark with

use in commerce. In appropriate cases, if a trademark or service mark is said to
have become distinctive of the applicant’s goods or services by reason of the
applicant’s substantially exclusive and continuous use of the mark in commerce
for the five years before the date on which the claim of distinctiveness is made, a
showing by way of verified statements in the application may be accepted as
prima facie evidence of distinctiveness; however, further evidence may be
required. (3) Other evidence. In appropriate cases, where the applicant claims
that a mark has become distinctive in commerce of the applicant’s goods or
services, the applicant may, in support of registrability, submit with the
application, or in response to a request for evidence or to a refusal to register,
verified statements, depositions, or other appropriate evidence showing duration,
extent, and nature of the use in commerce and advertising expenditures in
connection therewith (identifying types of media and attaching typical
advertisements), and verified statements, letters or statements from the trade or
public, or both, or other appropriate evidence of distinctiveness.

120 The Board did not explain why registrations on the Supplemental Register would have
any probative value on the issue of acquired distinctiveness.

121 The Board noted, not surprisingly, that the expired registrations were irrelevant.
122 Jn re Olin, 124 U.S.P.Q.2d at 1335.
123 Id.
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sufficiently similar or related goods under Rule 2.41(a)(2).”12¢ Olin
submitted two declarations, stating that it is a well-known company
whose stock is traded on the New York Stock Exchange, with
revenues exceeding $2 billion annually. It maintained that the mark
OLIN has been used with its “Historic Products”—chlorine,
hydrochloric acid, potassium hydroxide, sodium hydroxide, sodium
hypochlorite, hydrogen, and sodium chloride—for at least five years.
The Board noted that some of these Historic Products are included
in the identification of goods of the application at issue, but it also
observed that Olin made no attempt to divide out these goods into a
separate application.

In any case, Olin’s claim under Rule 2.41(a)(2) was inadequate
because Olin failed to aver that its use of the mark OLIN for these
“historic” goods had been “substantially exclusive,” as required by
the Rule.

Finally, turning to Rule 2.41(a)(3), the Board looked to Olin’s
“other evidence” of acquired distinctiveness and found it
insufficient. The Board noted that Olin did not provide evidence of
advertising expenditures, survey results, media recognition, or
third-party recognition. Although its declarations did address sales
and length of use, necessary details were not included: the
declarations did not specify how long the applicant has used the
mark OLIN with chlorine or any of the other Historic Products, or
what portion of the sales of those products occurred in the United
States.

Conclusion: The Board therefore found that the mark OLIN is
primarily merely a surname, and that Applicant Olin failed to
establish acquired distinctiveness under Section 2(f). Therefore, the
Board affirmed the refusal to register.

Concurrence: Judge Angela Lykos concurred in the result, but
only under Rule 2.41(a)(1).

While the language set forth in Trademark Rule 2.41(a)(1)
which makes no mention of use in commerce, and Federal
Circuit precedent supports the principle that a “transfer” of
acquired distinctiveness may occur from a previously
registered mark to an intent-to-use application, I disagree
that this tenet extends to either the second or third manner
of demonstrating acquired distinctiveness as set forth in
subsections (2) and (3) of Trademark Rule 2.41(a).125

Judge Lykos opined that, based on the plain language of these

subsections—"which clearly contemplate prior use of the applied-for
mark and make no mention of ‘the same mark’ or ‘sufficiently

124 Jd. at 1336.
125 Jd. at 1340.
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similar goods or services”—Rules. 2.41(a)(2) and Rule 2.41(a)(3) are
not applicable to intent-to-use applications.!26

4. Section 2(e)(5) Functionality

In re Change Wind Corp.

The TTAB affirmed a Section 2(e)(5) refusal to register the
product configuration mark shown below, for “Wind turbines;
Windpowered electricity generators,” finding the design to be
functional because “it is essential to the use or purpose of the
product.” Applicant Change Wind’s own utility patent took the wind
out of its sails. Moreover, assuming arguendo that the design was
not de jure functional, the Board also rejected Change Wind’s claim
that the applied-for mark had acquired distinctiveness under
section 2(f).127

Section 2(e)(5) of the Lanham Act bars registration of a proposed
mark that “comprises any matter that, as a whole, is functional.”128
A product design or product feature is considered to be functional
for trademark purposes (i.e., de jure functional) if it is: (1) “essential
to the use or purpose of the article;” or if it (2) “affects the cost or
quality of the article.”129

In In re Morton-Norwich Prods., Inc.,13° the U.S. Court of
Customs and Patent Appeals (CCPA) set forth four nonexclusive
types of evidence that may be helpful in determining the issue of
functionality: (1) the existence of a utility patent disclosing the
utilitarian advantages of the design; (2) advertising materials in
which the originator of the design touts the design’s utilitarian

126 Id.
127 Jn re Change Wind Corp., 123 U.S.P.Q.2d 1453 (T.T.A.B. 2017).
128 Section 2(e)(5) of the Lanham Act, 15 U.S.C. § 1052(e)(5).

129 TrafFix Devices Inc. v. Mktg. Displays Inc., 532 U.S. 23, 58 U.S.P.Q.2d 1001, 1006 (2001)
(quoting Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 214 U.S.P.Q. 1, 4 n.10
(1982)).

10 671 F.2d 1332, 213 U.S.P.Q. 9, 15-16 (C.C.P.A. 1982).
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advantages; (3) the availability to competitors of functionally
equivalent designs; and (4) facts indicating that the design results
in a comparatively simple or cheap method of manufacturing the
product.

However, the Supreme Court in TrafFix made it clear that there
is no need to consider alternative designs if the product
configuration at issue is functional under the Inwood standard.
“Thus, there is no requirement that all of the categories of evidence
identified in Morton-Norwich appear in every case in order to make
a functionality refusal.”131

Here, in considering the functionality of the configuration as
a whole, we may consider the functional role of the individual
features of the design—the conical housing and the helical
wings—to determine whether the applied-for mark is
functional and thus, unregistrable.132

Utility Patent: In TrafFix, the Supreme Court stated that a
utility patent is “strong evidence” that the features an applicant
claims are functional.!?3 A utility patent need not “claim the exact
configuration for which trademark protection is sought in order to
undermine an applicant’s assertion that an applied-for mark is not
de jure functional.”134

Change Wind provided its U.S. Patent 9,103,321.135 The Board
found that the features contained in the applied-for mark (helical
wings and a housing enclosing a frame structure) are “specified in
the twenty-one claims of the [patent]:”136

A wind turbine, comprising: a frame structure; a housing
enclosing said frame structure . .. helical swept wings that
rotate to capture wind throughout a circumference of the
rotary wing assembly from both windward and leeward sides
so that a torque input spreads evenly to mitigate damaging
harmonic pulsations that would otherwise arise without the
torque input spreading evenly . . . .137

Change Wind contended that the patent describes certain
advantages associated with “the mechanical gear drive train system

131 In re Change Wind, 123 U.S.P.Q.2d at 1456, citing In re Heatcon, Inc., 116 U.S.P.Q.2d
1366, 1370 (T.T.A.B. 2015).

182 [d.
133 TrafFix Devices, 58 U.S.P.Q.2d at 1005.

134 In re Becton, Dickinson and Co., 675 F.3d 1368, 102 U.S.P.Q.2d 1372, 1377 (Fed. Cir.
2012).

135 The patent is entitled “ON OR OFF GRID VERTICAL AXIS WIND TURBINE AND
SELF CONTAINED RAPID DEPLOYMENT AUTONOMOUS BATTLEFIELD ROBOT
RECHARGING AND FORWARD OPERATING BASE HORIZONTAL AXIS WIND
TURBINE.”

136 In re Change Wind, 123 U.S.P.Q.2d at 1457.
137 ]d., citing to the ’321 patent by column and line.
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and with components that are NOT found in the design sought to be
registered.”13® The Board disagreed:

[Bloth the disclosures and the claims of the patent reveal
that the shape of the housing and the use of helical wings
and their placement are not merely arbitrary, ornamental,
or incidental, but serve an essential function in the invention
for the VAWT [Vertical Axis Wind Turbine] and that these
features are necessary for its use.!3?

The Board pointed out that the protective housing enclosing the
structural frame and the helical wings “are features of the invention
as set forth in the specified claims.”'40 The patent specification
described the utilitarian advantages of those features. The
preferred embodiment of the invention is shown in patent figures
that are essentially the same as the drawing of the applied-for mark.

The patent thus plainly discloses the functional role of the
three components disclosed and claimed in Applicant’s
drawing of the mark: the conical tower, the helical wings,
and the boundary fences affixed to the helical wings. These
features are necessary elements of the invention and are
essential to the functioning of Applicant’s wind turbine.4

Because Change Wind’s utility patent “demonstrates the
utilitarian advantages of the VAWT design at issue,”!*2 the Board
found that the product configuration is functional under Section
2(e)(5).

Advertising: The Board found the advertising evidence in the
record to be “inconclusive” on the issue of functionality because it
did not “explicitly” tie the touted benefits of Change Wind’s products
to the aspects of the turbine depicted in the trademark drawing.143
“While we think that some consumers may connect the listed
advantages as flowing from the external design aspects depicted in
the application, some may not.” 144

Alternative Designs: Because the Board found the applied-for
design to be functional under the Inwood test, there was no need to
consider design alternatives.4® Nonetheless, the Board reviewed
the evidence provided by Change Wind but found that the proposed

138 Id.

139 Id.

140 Jd. at 1457-58.
141 Jd. at 1459-60.
12 Jd. at 1460.

143 Jd. at 1461-62.
44 Id.

145 TrafFix Devices v. Mktg. Displays Inc., 532 U.S. 23, 58 U.S.P.Q.2d 1001, 1006 (2001)
(“Where the design is functional under the Inwood formulation there is no need to
proceed further to consider if there is a competitive necessity for the feature.”)



36 Vol. 109 TMR

alternatives “are all merely variations of a single basic VAWT
design.”146 Indeed, the Board observed, “[i]Jt is probative of
functionality that others in the industry use similar designs; they
do not have to be identical.”147

It is apparent there are only a limited number of variations
in these design elements which maintain the functional
advantages inherent in those design elements and in the
overall VAWT design. To allow Applicant to register a design
incorporating one of that quite limited number of superior
designs as a trademark clearly would hinder competition.!48

Cost of Manufacture: Because the utility patent and the
advertisements disclosed use-related benefits, the lack of cost
savings did not undermine the finding of functionality. A product
feature can be found functional if its affects either the quality or cost
of the product. “In other words, evidence that a design costs more,
or has no impact on cost, is irrelevant if the design is found to work
better.”149 In any case, the Board found Change Wind’s evidence of
purported cost savings to be inconclusive as to whether the savings
were attributable to the design features depicted in the trademark
drawing or to the turbine’s internal workings.

Conclusion on Functionality: That Board found that the
evidence, viewed as a whole, established that the subject design is
functional under Section 2(e)(5) because it is essential to the use or
purpose of the product. Applicant Change Wind failed to rebut that
evidence, “specifically, the utility patent and the possible adverse
effect on competition because of the similarity of Applicant’s design
to those of other VAWTs.”150

Acquired Distinctiveness: Of course, a product configuration
that 1s functional under Section 2(e)(5) is barred from registration.
Product configurations that are not de jure functional may be
registered under Section 2(f) upon a showing of acquired
distinctiveness.’® For the sake of completeness, the Board
considered Change Wind’s Section 2(f) claim.!52

146 In re Change Wind, 123 U.S.P.Q.2d at 1465.
147 Id

148 Jd. at 1466.

19[4

150 Id.

151 Section 2(f) of the Lanham Act, 15 U.S.C. § 1052(f), provides in pertinent part: “Except
as expressly excluded in subsections (a), (b), (c), (d), (e)(3), and (e)(5) of this section,
nothing herein shall prevent the registration of a mark used by the applicant which has
become distinctive of the applicant’s goods in commerce.”

152 Product configurations cannot be inherently distinctive but may be registrable on the
Principal Register upon a showing of acquired distinctiveness under Section 2(f). See
Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 54 U.S.P.Q.2d 1065, 1068-69
(2000).
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Change Wind asserted five years of exclusive use and provided
declaration evidence that it spent $48,750 for sales consulting and
$3,000 in marketing expenditures for a trade show booth. Change
Wind was also mentioned a few times in media, and it featured a
picture of the product on its website, where it claimed $12 million
in pre-production orders for its $59,000 wind turbine. Finally,
Change Wind pointed to its purported “look for” advertising.

The Board observed that five years of use is not alone sufficient
to establish acquired distinctiveness for a product configuration.!3
As to the “look for” advertising, there was no evidence regarding
extent of exposure to, or effect on, relevant consumers. Likewise,
there was no evidence of the effect of the trade show and website
promotion on consumer perception. The pre-production sales figure
may indicate commercial success of the product, but it does not show
that consumers view the design as a trademark. The evidence
regarding media coverage on Fox News and on a radio show failed
to indicate the subject matter of the coverage, and the sole
newspaper article focused on the advantages of the design, not on
any configuration mark.

And so the Board blew away Change Wind’s Section 2(f) claim.

Grote Indus. v. Truck-Lite Co.

Although Defendant Truck-Lite dodged Plaintiff Grote’s Section
2(e)(5) functionality claim despite owning a relevant utility patent,
and although it steered around Grote’s aesthetic functionality claim,
the Board concluded that Truck-Lite’s two product configuration
marks lacked acquired distinctiveness under Section 2(f).154 The
Board therefore sustained Grote’s opposition to registration of the
product design shown below left, for “Electric lighting fixtures,
namely, lights for vehicles,” and granted its petition for cancellation
of a registration for the product design shown below right, for
“Lighting products for vehicles, namely, a combined stop-turn-tail
lamp.”

153 See, e.g., In re R. M. Smith, Inc., 734 F.2d 1482, 222 U.S.P.Q. 1, 3 (Fed. Cir. 1984) (eight
years of use not sufficient evidence of acquired distinctiveness for configuration of pistol
grip water nozzles); In re Van Valkenburgh, 97 U.S.P.Q.2d 1757, 1766 (T.T.A.B. 2011)
(sixteen years of use not conclusive or persuasive to show acquired distinctiveness of
motorcycle stands); In re ic! berlin brillen GmbH, 85 U.S.P.Q.2d 2021, 2024 (T.T.A.B.
2008) (five years of use not sufficient to establish acquired distinctiveness for
configuration of an earpiece for frames for sunglasses and spectacles).

154 Grote Industries v. Truck-Lite Co., 126 U.S.P.Q.2d 1197 (T.T.A.B. 2018).



38 Vol. 109 TMR

Functionality: A product design or feature is de jure functional
under Section 2(e)(5) “if it is essential to the use or purpose of the
article or if it affects the cost or quality of the article.”??> In making
a determination regarding functionality, the Board is guided by the
analysis set forth in In re Morton-Norwich Prods., Inc.15¢

Morton-Norwich identifies the following inquiries or
categories of evidence as helpful in determining whether a
particular design is functional: (1) the existence of a utility
patent disclosing the utilitarian advantages of the design; (2)
advertising materials in which the originator of the design
touts the design’s utilitarian advantages; (3) the availability
to competitors of functionally equivalent designs; and (4)
facts indicating that the design results in a comparatively
simple or cheap method of manufacturing the product.57

The Board first reviewed Truck-Lite’'s U.S. Patent 6,654,172,
entitled “Combined Stop/Turn/Tail/Clearance Lamp Using Light
Emitting Diode Technology.” The claims of that patent require “at
least one light emitting diode,” but not necessarily the six diodes of
the applied-for marks. Moreover, although other aspects of the lamp
assembly are claimed, the specific pattern of the lights is not
claimed.

The Board agreed with Truck-Lite that its so-called “Penta-Star
Pattern” is “only incidentally disclosed” in the ‘172 patent.158
Moreover, Truck-Lite presented evidence that the Penta-Star
Pattern was chosen for aesthetic reasons from among other six-
diode designs. The Board noted that “although the design is the
‘preferred embodiment’ for the light, any number of diodes can be
used” and further that the patent “does not disclose any utilitarian
aspect of the specific placement of the optical elements.”159

Reviewing Truck-Lite’s advertising, the Board concluded that
Truck-Lite did not promote any utilitarian advantages arising from
the Penta-Star Pattern.

155 See Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 214 U.S.P.Q. 1, 4 n.10 (1982).
156 671 F.2d 1332, 213 U.S.P.Q. 9, 15-16 (C.C.P.A. 1982).

157 Grote Indus., 126 U.S.P.Q.2d at 1202-03, citing Morton-Norwich, 213 U.S.P.Q. at 15-16.
158 Jd. at 1206.

159 Id
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As to alternative designs, Truck-Lite pointed to a number of
allegedly “functionally-equivalent” lights on the market, but the
Board found this factor to be neutral. Although the record evidence
indicated that competing lights meet applicable federal safety
standards without employing the six-diode LED light pattern, it did
not establish whether the different patterns offer varying
advantages in terms of cost, voltage, longevity, etc.

Finally, the evidence suggested that use of the Penta-Star
Pattern makes Truck-Lite’s product more expensive and complex to
manufacture.

The Board deemed the design to be non-functional:

In sum, we find that (1) no patent specifically discloses the
benefits of the Penta-Star Pattern; (2) the relevant
advertising does not suggest a benefit arising from the
pattern per se; (3) there appear to be alternative designs that
satisfy federal regulations; and (4) there is no clear benefit
as to either cost or ease of manufacture attributable to the
pattern.160

Plaintiff Grote also asserted that the Penta-Star Pattern is
aesthetically functional because “[c]onsumers prefer that the lights
on their vehicles match each other” and “a pentagon is a common
aesthetically pleasing geometric arrangement.”'6! The Board
observed that a proposed mark will be deemed aesthetically
functional, and barred from registration under Section 2(e)(5), if
there is a “competitive need” for the feature.62 It found Grote’s
contention unpersuasive: “Grote’s argument that consumers want
to be able to find matching replacement lights would apply to any
design, even one whose light array design is solely arbitrary and
whimsical and is known by customers to be a source identifier. Thus,
this argument ultimately proves nothing.”163

Acquired Distinctiveness: Of course, a product configuration
cannot be inherently distinctive, but it may be registered—
assuming it is not functional under Section 2(e)(5)—upon a showing
of acquired distinctiveness under Section 2(f).164

Truck-Lite submitted sales figures ($192 million through 2015),
trade show attendance data (40-50 shows per year), and print and
media statistics (reaching 400,000 customers per year). The Board

160 Jd. at 1209.
61 Id.
162 See, e.g., Brunswick Corp. v. British Seagull Ltd., 32 U.S.P.Q.2d 1120, 1122 (Fed. Cir.

1994) (the color black for outboard boat engines found to be functional because it served
the non-trademark purpose of reducing the apparent size of outboard boat engines).

163 Grote Indus., 126 U.S.P.Q.2d at 1209.

164 Jd. at 1210, citing Wal-Mart, 54 U.S.P.Q.2d at 1065 (“Consumers are aware of the reality
that, almost invariably, even the most unusual of product designs—such as a cocktail
shaker shaped like a penguin—is intended not to identify the source, but to render the
product itself more useful or more appealing.”).
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pointed out, however, that a product’s commercial success is not by
itself indicative of customer recognition of a product configuration
as an indicator of source because such success may merely indicate
the popularity of the product itself.165

The Board found that the record, viewed in its entirety,
contained insufficient probative evidence that the primary
significance of Truck-Lite’s design is to identify the source of its
lights in the minds of consumers. “What is needed—and what is
missing from this record—is probative evidence demonstrating that
the design presently serves as an indicator of source in the minds of
the consuming public.”166

The Board noted that “look-for” advertising may be crucial in
product configuration cases, but Truck-Lite’s advertising did not
call attention to the six-diode configuration, let alone tell consumers
to “look for” that pattern to identify a Truck-Lite product.

Concluding that the evidence was insufficient to show that the
configuration at issue indicates source or that consumers so
recognize it, the Board sustained the opposition and granted the
cancellation petition.

5. Section 2(f) Acquired Distinctiveness
In re General Mills IP Holdings 11, LLC

Affirming a refusal to register the color yellow appearing on
packaging for “toroidal-shaped, oat-based breakfast cereal,” the
TTAB found that the alleged mark lacked acquired distinctiveness
and therefore failed to function as a trademark.6” Although
Applicant General Mills submitted voluminous evidence to support
its claim of acquired distinctiveness, the Board was convinced by
proof of third-party use of yellow packaging for cereal products, that
consumers “do not perceive the color yellow as having source
significance for the goods.”168

165 Jd. at 1212.

166 Id.

167 In re General Mills IP Holdings II, LL.C, 124 U.S.P.Q.2d 1016 (T.T.A.B. 2017).
168 Jd. at 1025.
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L

The Board observed that a single color applied to a product or its
packaging may function as a trademark and be entitled to
registration.®® However, a color can never be inherently distinctive
as a source indicator.! General Mills contended that the public has
come to recognize the color yellow on its packaging as indicating the
source of its oat-based breakfast cereal.

In light of the evidence of staggering promotional and sales
revenues, the Board recognized that General Mills “has worked
assiduously to create an association between the color yellow and its
‘regulary CHEERIOS brand cereal.”'™™ The Board observed,
however, that “no matter how hard a company attempts to make an
inherently nondistinctive word or symbol serve as a unique source
identifier, it is proof of results—that consumers so perceive the
purported mark—that is the touchstone of our inquiry into acquired
distinctiveness.”172

The examining attorney based the refusal to register primarily
on a lack of substantially exclusive use of the color yellow by General
Mills. The evidence showed that General Mills “is not alone in
offering oat-based cereal, or even toroidal-shaped, oat-based cereal,
in a yellow package.”'™ Moreover, the presence in the market of
yellow-packaged cereals from various sources—even cereals that
are not made of oats or are not toroidal in shape—further
undermined any possible source significance for the color yellow.

When customers see a color appearing on products from
many different sources, they are less likely to expect the color
to point to a single source of goods. Instead, customers are

169 See Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 34 U.S.P.Q.2d 1161 (1995).
170 Wal-Mart, 54 U.S.P.Q.2d at 1068 (citing Qualitex, 34 U.S.P.Q.2d at 1162-3).
11 Jn re General Mills, 124 U.S.P.Q.2d at 1019.

172 Id. at 1019 n.16, citing Plastilite Corp. v. Kassnar Imps., 508 F.2d 824, 184 U.S.P.Q. 348,
350 (C.C.P.A. 1975).

13 Id. at 1023.
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likely to perceive the color on packages as a device designed
to make the packages attractive and eye-catching. This is
especially true of a primary color, like yellow, which is used
by many merchants and is not “a color that in context seems
unusual.”174

General Mills pointed to its survey evidence purporting to show
that 48.3% of respondents associated the yellow box with the
CHEERIOS brand. The Board, however, saw a hole in the survey,
namely that the wording of the survey questions suggested that the
respondents could name only one brand: after being shown a
drawing of the applied-for mark, the respondents were asked, “If
you think you know, what brand of cereal comes in this box?”

Because General Mills did not demonstrate that the yellow
background had acquired distinctiveness under Section 2(f), the
Board found that the applied-for mark failed to function as a
trademark for the applicant’s cereal.

In re American Furniture Warehouse CO

The Board ruled that a phrase may acquire distinctiveness
under Section 2(f), even though it contains a generic portion, as long
as the generic portion is disclaimed. It affirmed a refusal to register
the mark shown below, for “Retail furniture stores,” absent a
disclaimer of the generic phrase “furniture warehouse” and it
upheld the USPTO’s determination that “AMERICAN
FURNITURE WAREHOUSE” 1is primarily geographically
descriptive under Section 2(e)(2).1”> However, it found that the
phrase American Furniture Warehouse enjoyed acquired
distinctiveness by reason of the applicant’s registration for that
phrase in standard character form for the same services.176

LIFESTYLE FURNITURE

Geographical descriptiveness: The Board first considered
whether “American Furniture Warehouse” is primarily

174 Id. at 1025, quoting Qualitex, 34 U.S.P.Q.2d at 1162-63.

175 Section 2(e)(2) of the Lanham Act, 15 U.S.C. § 1502(e)(2), in pertinent part, bars
registration of a mark that “when used on or in connection with the goods of the applicant
is primarily geographically descriptive of them . ...”

176 In re American Furniture Warehouse Co., 126 U.S.P.Q.2d 1400 (T.T.A.B. 2018).
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geographically descriptive, applying its standard Section 2(e)(2)
requirements: (1) that the primary significance of the term in the
mark sought to be registered is the name of a place generally known
to the public; and (2) that the public would make an association
between the services and the place named in the mark by believing
that the services originate in that place.'’” The second prong, the
services-place association, may be presumed when the services do
in fact emanate from the place named.1’® Of course, the presence of
a generic term does not detract from the geographical
descriptiveness of the mark as a whole.1™

Not surprisingly, the Board found that “American” is a
geographic term for a place generally known to American
consumers, namely, the United States. The applicant’s stores are
located in the United States, and furthermore consumers would
believe that its services originate in America.

As to “Furniture Warehouse,” dictionary definitions and third-
party registrations and website pages, along with the applicant’s
own description of its services as “a shop with a large stock of
furniture at wholesale prices” and its website showing furniture
displayed in a warehouse setting, convinced the Board that the
phrase is “the common descriptive name of a class of goods or
services.”180

Unitary Mark?: The applicant maintained that a disclaimer
should not be required because the applied-for mark is “unitary,”
but it provided no explanation for its position other than its prior
registrations for two highly similar marks—but both of them
included claims of acquired distinctiveness-in-part, which “signal
that these marks are not unitary in nature.”!8! In other words, if a
mark is unitary, a partial Section 2(f) claim would not be needed to
avoid a disclaimer.

Acquired Distinctiveness: The USPTO did not maintain that
“American Furniture Warehouse” is incapable of indicating source,
but only that the phrase is primarily geographically descriptive.
However, the examining attorney erroneously maintained that “the
alleged genericness of FURNITURE WAREHOUSE means that it
cannot be a part of the claim of acquired distinctiveness.”!82 Not so,
said the Board: “the generic term may be included in the claim of

177 Id. at 1403, citing In re Societe Generale des Eaux Minerals de Vittel S.A., 824 F.2d 957,
3 U.S.P.Q.2d 1450, 1451-52 (Fed. Cir. 1987); In re Hollywood Lawyers Online, 110
U.S.P.Q.2d 1852, 1853 (T.T.A.B. 2014).

178 In re Hollywood Lawyers Online, 110 U.S.P.Q.2d at 1853.
179 Jd. at 1583-84.

180 In re Am. Furniture Warehouse Co., 126 U.S.P.Q.2d at 1405, quoting In re Cordua Rests.,
Inc., 118 U.S.P.Q.2d 1632, 1634 (Fed. Cir. 2016).

181 Jd. at 1406.
182 JId. at 1407.



44 Vol. 109 TMR

acquired distinctiveness as long as an accompanying disclaimer of
the generic term is provided.”183

The examining attorney made no challenge to the sufficiency of
the applicant’s Section 2(f) claim—which was based on its
ownership of registrations for AMERICAN FURNITURE
WAREHOUSE in standard character form, and for a design + word
mark identical to the mark at issue but without the phrase
“Lifestyle Furniture.” For example, the examining attorney did not
claim that AMERICAN FURNITURE WAREHOUSE is so highly
descriptive that a higher standard of proof for acquired
distinctiveness should apply.

The Board therefore accepted the applicant’s Section 2(f) claim
for AMERICAN FURNITURE WAREHOUSE, but required a
disclaimer of the generic phrase “Furniture Warehouse.” The Board
noted that the applicant was not required to disclaim “Furniture
Warehouse” in its prior registrations, but that was irrelevant:

While we recognize that “consistency is highly desirable,” In
re Omega SA, 494 F.3d 1362, 83 U.S.P.Q.2d 1541, 1544 (Fed.
Cir. 2007), consistency in examination is not itself a
substantive rule of trademark law, and a desire for
consistency with the decisions of prior examining attorneys
must yield to proper determinations under the Trademark
Act and rules. See In re Cordua Rests., 118 U.S.P.Q.2d at
1635. The Board must assess each mark on its own facts and
record. In re Nett Designs Inc., 236 F.3d 1339, 57 U.S.P.Q.2d
1564, 1566 (Fed. Cir. 2001).184

6. Failure to Function/Specimen of Use/Phantom Mark
In re University of Miami

The Board reversed two refusals to register the mark shown
immediately below, for various paper products, clothing, and
educational and entertainment services, finding that it comprised
neither a mutilation of the mark as actually used, nor a phantom
mark. The applied-for mark, which “consists of an ibis wearing a hat
and a sweater,” depicts the mascot of the University of Miami,
Sebastian the Ibis.185

183 [d.
184 Id.
185 In re Univ. of Miami, 123 U.S.P.Q.2d 1075 (T.T.A.B. 2017).
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Mutilation: Section 1(a)(1) of the Lanham Act requires that an
applicant submit a specimen of its mark as used.'® An applicant
must also submit a drawing that is a “substantially exact
representation of the mark” as used.8? If the mark in the drawing
contains only a minor alteration of the mark as used—that is, if it
does not create a different commercial impression from the mark as
used—the drawing is acceptable.188

Here the mark in the drawing (above) differed from the mark as
used (example below) in several ways: in use, the stylized letter “U”
appears in the center of the hat; the word “Miami” is displayed on
the front of the sweater, and the sweater has striping along the sides
and shoulders.

186 Section 1(a)(1) of the Lanham Act, 15 U.S.C. § 1051(a)(1), provides that:

The owner of a trademark used in commerce may request registration of its

trademark on the principal register hereby established by paying the prescribed

fee and filing in the Patent and Trademark Office an application and a verified

statement, in such form as may be prescribed by the Director, and such number

of specimens or facsimiles of the mark as used as may be required by the Director.
See also Trademark Rule 2.56(a), 37 C.F.R. § 2.56(a) (“An application under section 1(a)
of the Act . . . must [ ] include one specimen per class showing the mark as used on or in
connection with the goods or services.”).

187 See Trademark Rule 2.51(a), 37 C.F.R. § 2.51(a), which states that “In an application
under section 1(a) of the Act, the drawing of the mark must be a substantially exact
representation of the mark as used on or in connection with the goods and/or services.”

188 In re Univ. of Miami, 123 U.S.P.Q.2d at 1077, quoting In re Schechter Bros. Modular
Corp., 182 U.S.P.Q. 694, 695 (T.T.A.B. 1974); see also In re Frankish Enters. Ltd., 113
U.S.P.Q.2d 1964, 1974 (T.T.A.B. 2015).
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The Board noted that the examining attorney was contending,
in effect, that Applicant Miami had mutilated its mark by “severing
part of it and seeking registration only of that part.”18° The question
for the Board was this: “What exactly is the ‘trademark,” and does
the designation for which registration is sought comprise a separate
and distinct ‘trademark’ in and of itself?”190

The Board observed that an applicant is allowed some latitude
in selecting the mark that it wants to register, as long as the portion
it selects creates a separate and distinct commercial impression. If
not, the result is an impermissible mutilation of the mark as used.
The Board pointed to several prior decisions as examples of a design
or word being registrable separate from accompanying matter,
including a monster truck design without the words “JURASSIC
ATTACK” that appeared on the vehicle,¥! the word “PSYCHO”
apart from accompanying words and design,!%?2 and the design of a
bear with a can or container around its torso, separate from the
word “STERNQO” appearing on the label of the container.193

In light of those prior decisions, the Board found that the
applied-for design mark creates a separate and distinct commercial
impression from the letter “U” and the word “Miami” that appear on
the specimens of use. Despite the appearance of that text, “the
overall display on the specimens creates the commercial impression
of a personified 1bis.”194

As to the stripes on the sweater, the Board found their absence
to be a minor alteration (like the stylized gills or stripes in the
monster truck case) that does not create a different mark with a
different commercial impression from that of the specimens.

And so the Board found that Miami’s drawing is a substantially
exact representation of Miami’s mark as actually used, and it
reversed this refusal to register.

Phantom Mark: The examining attorney further contended that
Miami was attempting to register more than one mark because the
sweater “operates as a blank slate for whatever additional elements
the applicant, in its sole discretion, sees fit to include.”19

The Board noted that under the Lanham Act an applicant may
seek to register only a single mark, and a mark that includes a
changeable or phantom element constitutes more than one mark.19

189 Jd. at 1078.

190 I

191 Jn re Frankish Enters. Ltd., 113 U.S.P.Q.2d 1964, 1974 (T.T.A.B. 2015).
192 JIn re Big Pig Inc., 81 U.S.P.Q.2d 1436 (T.T.A.B. 2006).

193 In re Sterno, Inc., 137 U.S.P.Q. 328 (T.T.A.B. 1963).

194 Jn re Univ. of Miami, 123 U.S.P.Q.2d at 1079.

195 Id

196 Jn re Int’l Flavors & Fragrances Inc., 183 F.3d 1361, 51 U.S.P.Q.2d 1513, 1516 (Fed. Cir.
1999); In re Primo Water Corp., 87 U.S.P.Q.2d 1376, 1378 (T.T.A.B. 2008).
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Registration of phantom marks is prohibited because “they do not
disclose the designation used to identify and distinguish the goods
covered by the mark, which makes it impossible to conduct an
effective search.”197

Here, neither the drawing nor the mark description (“The mark
consists of an ibis wearing a hat and a sweater”) identifies a
changeable or missing element. The refusal arose because of the
extra elements that appear within the ibis design on the specimens
of use. However, these extra elements are not “integral to
Applicant’s mark.”198

Applicant claims no rights to any wording in either the
drawing or the mark description. We do not find Dial-A-
Mattress'®® to be on point here because Applicant has not
applied to register a series of marks, or a mark with dashes
or a blank space reserved for a term; rather, the applied-for
mark incorporates no wording whatsoever. A registration of
the ibis design covers only that mark as shown on the
drawing, not any house marks or other literal elements
Applicant chooses to add to it.200

In short, Applicant Miami was not applying to register multiple
marks, and so the Board reversed the phantom mark refusal.

In re Keep A Breast Foundation

The TTAB affirmed three refusals to register the design mark
shown below, comprising a “three-dimensional cylindrical cast of
female breasts and torso,” for associational, educational, and fund-
raising services related to breast cancer awareness, finding that (1)
the applicant’s specimens of use failed to show the applied-for-mark
in use with the recited services, (2) the design fails to function as a
service mark, and (3) assuming arguendo that the first two refusals
were overcome, the design constitutes nondistinctive trade dress
that lacks acquired distinctiveness.201

197 In re Int’l Flavors, 51 U.S.P.Q.2d at 1517.
198 In re Univ. of Miami, 123 U.S.P.Q.2d at 1080.

199 JIn re Dial-A-Mattress Operating Corp., 57 U.S.P.Q.2d 1807 (Fed. Cir. 2001) (Concluding
that the mark (212) M-A-T-T-R-E-S (the “(212)” portion of the mark being depicted in
broken lines to indicate that “the area code will change”) did not contain a phantom
element and was registrable because the variable element comprised “an area code, the
possibilities of which are limited by the offerings of the telephone companies.”).

200 Jn re Univ. of Miami, 123 U.S.P.Q.2d at 1080.

201 Jn re Keep A Breast Foundation, 123 U.S.P.Q.2d 1869 (T.T.A.B. 2017).
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Specimens of Use: “A specimen that shows only the mark with
no reference to, or association with, the services does not show
service mark usage.”202 The Foundation’s original specimen of use
gave no indication of the services being offered.

Its first substitute specimen did not display the breast cast
depicted in the application drawing, but rather six different breast
casts. The Foundation’s own promotional materials stated that
these breast casts are “one-of-a-kind plaster forms of the female
torso ... given to the castee to document a specific point in their
breast cancer journey.”293 The casts are individual works that lack
uniformity and thus they fail to depict a “substantially exact
representation of the mark.”204

Furthermore, although the first substitute specimen referred to
the services, it appeared to identify the services by the more
traditional word mark “The Keep A Breast Foundation”: that is, the
presence of other readily perceived source identifiers “makes it
impossible to conclude that the public would perceive the casts
themselves as source identifiers.”205

A second substitute specimen displayed five breast casts of
different sizes and shapes on a table along with other
paraphernalia. Again there was no mention of an association with
the recited services. This specimen neither depicted the design
shown in the application drawing, nor did it associate the supposed
mark with any services such that the breast casts would be
perceived as a source indicator.

And so, the Board affirmed the refusal on the ground that the
Foundation’s specimens failed to show use of the applied-for mark
as a source indicator for the recited services.

Failure to Function: The USPTO is “statutorily constrained,” by
Section 1, 2, 3, and 45 of the Lanham Act, “to register matter on the

202 Jn re DSM Pharm., Inc., 87 U.S.P.Q.2d 1623, 1624 (T.T.A.B. 2008).
203 In re Keep A Breast Foundation, 123 U.S.P.Q.2d at 1878.

204 Id., citing Trademark Rule 2.51(a) (“the drawing of the mark must be a substantially
exact representation of the mark as used on or in connection with the goods and/or
services”).

205 Id.
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Principal Register only if it functions as a mark.”2%6 The critical
determination is how the proposed mark is perceived by relevant
consumers.207

The Board agreed with the examining attorney that the
Foundation’s proposed mark fails to function as a service mark. The
specimens of use did not associate the design with the services,
“thus making it unlikely that the relevant consumers will perceive
the casts as indicating source.”208

If anything, the applied-for mark appears to be created as
part of the educational and associational services offered
under the designation “Keep A Breast Foundation Treasured
Chest Program.” As stated in Applicant’s pamphlet, “The
Keep A Breast Foundation’s Treasured Chest Program
strives to gives women that are newly diagnosed with breast
cancer a unique opportunity to document their body and
their feelings at a specific time in their treatment by turning
their casted torso into a beautiful piece of art.”209

The evidence also showed that other charitable organizations
similarly make breast/torso casts as part of their support services.
The Board concluded that the cast will be perceived as part of the
Foundation’s services rather than as a source indicator.

Acquired Distinctiveness: If a term or design fails to function as
a mark, no amount of evidence of acquired distinctiveness can
overcome such a refusal.?l0 Nonetheless, for the sake of
completeness, and assuming arguendo that the design served as a
source indicator and that the specimens of use were acceptable, the
Board considered the Foundation’s Section 2(f) claim.

Given that the alleged mark is not Applicant’s main
identifier (Keep A Breast Foundation is), and given that it is
in the form of a product, which consumers do not tend to view
as marks but as what they are (products), we find Applicant’s
use since April 2000 is insufficient, in itself, to demonstrate
that consumers perceive the breast/torso cast as an indicator
of source.21!

The Foundation pointed to more than $1 million in donations
and $100,000 spent on advertising for its services, but that evidence
was of minimal probative value because the applicant failed to
indicate what amounts were raised and spent in connection with the
mark at issue. The Foundation displays its breast/torso casts along

206 Jd. at 1879.

207 Id. citing In re Eagle Crest Inc., 96 U.S.P.Q.2d 1227, 1229 (T.T.A.B. 2010).
208 Jd. at 1880.

209 Id.

210 Jd. at 1881-82.

211 Jd. at 1883.
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with other potential source identifiers, and promotes its services
under the name “Treasured Chest Program.” Thus, the Board could
not infer from the Foundation’s advertising that consumers will
perceive the breast/torso cast as a source identifier.

The Foundation provided declarations attesting that the 1,500
breast casts it had developed include those of numerous celebrities,
musicians, and professional athletes, and that media outlets have
published stories about “The Keep A Breast Foundation’s Breast
Casts and the organization’s services associated with the Breast
Cast campaigns.”212 But there was no indication that the breast cast
was displayed or discussed as a source indicator, for example, by
way of “look for” advertising. Moreover, the fact that the breast casts
differ from one another make it more unlikely that the Foundation
could show that such individualized casts serve as a mark.

In addition, an applicant’s use of a mark must be “substantially
exclusive” in order to achieve acquired distinctiveness under Section
2(f).213 The fact that third parties offer breast casting as part of
breast cancer awareness programs “strongly undercuts Applicant’s
claim that it is making substantially exclusive use of its proposed
breast cast configuration as a service mark or trade dress.”214
Therefore, the Foundation’s claim of acquired distinctiveness failed
on that basis also.

In re Pitney Bowes, Inc.

Taking into consideration the applicant’s explanation regarding
its specimen of use, the Board reversed the USPTO’s refusal to
register the mark shown below, for various mailing services,
overturning the examining attorney’s rejection of the specimen.215
The examining attorney maintained that Applicant Pitney-Bowes’s
webpage specimen described a self-service kiosk that consumers use
to mail and ship items, but did not clearly indicate that Pitney-
Bowes itself provides the subject services. The Board, however,
ruled that “Applicant’s explanation of the specimen and how
Applicant provides the outsourced mailing services referenced on
the specimen resolved the ambiguity, and the refusal should not
have been maintained.”216

212 Jd. at 1884.

213 See, e.g., Levi Strauss & Co. v. Genesco, Inc., 742 F.2d 1401, 222 U.S.P.Q. 939, 940-41
(Fed. Cir. 1984) (“When the record shows that purchasers are confronted with more than
one (let alone numerous) independent users of a term or device, an application for
registration under Section 2(f) cannot be successful, for distinctiveness on which
purchasers may rely is lacking under such circumstances.”).

214 Jn re Keep A Breast Foundation, 123 U.S.P.Q.2d at 1884.
215 In re Pitney Bowes, Inc., 125 U.S.P.Q.2d 1417 (T.T.A.B. 2018).
216 Jd. at 1420.



Vol. 109 TMR 51

Pitney-Bowes’s specimen of use displayed the applied-for mark
next to the wording “pitney bowes” in the upper left corner of a
webpage, directly above the wording “Outsourced Mailing Services.”
The webpage text stated that the postal kiosk pictured and
described on the webpage “allows users to mail bills [and] ship
packages.”

According to the examining attorney, the specimen did not show
that Pitney-Bowes actually provides the mailing and shipping
services; it showed only that Pitney-Bowes provides a kiosk where
a purchaser may purchase postage, weigh letters and packages, and
compare rates. “The Examining Attorney infers from the webpage
reference to third-party services, such as those of USPS (the U.S.
Postal Service), that the only services provided through the kiosk
are not Applicant’s.”217

Under Section 45 of the Lanham Act,?18 a service mark is used
in commerce “when it is used or displayed in the sale or advertising
of services.”?19 “To determine whether a mark is used in connection
with the services described in the [application], a key consideration
is the perception of the user.”220 With regard to the specimen in this
case, the webpage must show the mark used or displayed as a
service mark in advertising the services.

For advertisement specimens such as Pitney-Bowes’s webpage,
“[i]n order to create the required ‘direct association,” the specimen
must not only contain a reference to the service, but also the mark
must be used on the specimen to identify the service and its
source.”?2! Thus, an acceptable specimen must show “some direct

27 Id.

218 Section 45 of the Lanham Act, 15 U.S.C. § 1127, in pertinent part, states that
a mark shall be deemed to be in use in commerce . . . on services when it is used
or displayed in the sale or advertising of services and the services are rendered
in commerce, or the services are rendered in more than one State or in the United
States and a foreign country and the person rendering the services is engaged in
commerce in connection with the services.

219 See also Trademark Rule 2.56(b)(2), 37 C.F.R. 2.56(b)(2), states: “A service mark
specimen must show the mark as used in the sale or advertising of the services.”

220 In re Pitney Bowes, Inc., 125 U.S.P.Q.2d at 1419, quoting In re JobDiva, Inc., 843 F.3d
936, 121 U.S.P.Q.2d 1122, 1126 (Fed. Cir. 2016).

221 Id., quoting In re Osmotica Holdings Corp., 95 U.S.P.Q.2d 1666, 1668 (T.T.A.B. 2010).
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association between the offer of services and the mark sought to be
registered therefor.”222

Both precedent and examination guidance make clear that
in assessing the specimens, consideration must be given not
only to the information provided by the specimen itself, but
also to any explanations offered by Applicant clarifying the
nature, content, or context of use of the specimen that are
consistent with what the specimen itself shows.223

In the response submitted and signed by its in-house counsel,
Pitney-Bowes clarified the specimen’s direct reference to “Mailing
Services,” stating that:

[t]hese kiosks are furnished by Applicant and are placed in
different locations for use by consumers. Consumers use the
kiosk to place postage on a letter or package, and then place
that [letter or package] in the receptacle that is part of the
kiosk system for Applicant to pick up the letter or package
and place it in the mail stream for delivery.224

The Board found that the webpage specimen “supports
Applicant’s identified ‘postal delivery services for letters and
packages,” given the proximity of Applicant’s mark to the reference
to ‘Outsourced Mailing Services,” along with the other explanatory
text on the webpage (e.g., ‘Kiosk allows users to mail bills [and] ship
packages’).”225 “While the Examining Attorney reasonably found the
specimen unclear as to whether Applicant, rather than a third
party, provides the services, Applicant’s explanation of the specimen
and how Applicant provides the outsourced mailing services
referenced on the specimen resolved the ambiguity, and the refusal
should not have been maintained.”226

The Board concluded that the webpage specimen “demonstrates
use of the mark in a manner that creates in the minds of potential
consumers a direct association between the mark and at least some
of the services in the class, and the explanation corroborates this in
a manner that removes any doubt.”227

222 Id., quoting In re Universal Oil Prods. Co., 476 F.2d 653, 177 U.S.P.Q. 456, 457 (C.C.P.A.
1973).

223 Jd. at 1420. See In re DSM Pharm., Inc., 87 U.S.P.Q.2d 1623, 1626 (T.T.A.B 2008) (“In
determining whether a specimen is acceptable evidence of service mark use, we may
consider applicant’s explanations as to how the specimen is used, along with any other
available evidence in the record that shows how the mark is actually used.”); see also
TMEP § 1301.04 (October 2017).

224 Jd. at 1418-19. Cf. In re U.S. Tsubaki, Inc., 109 U.S.P.Q.2d 2002, 2006 (T.T.A.B. 2014)
(disregarding outside counsel’s conclusory unverified statements made without proper
foundation regarding marketing of goods).

225 Id. at 1420.
226 Jd.
21 4.



Vol. 109 TMR 53

In re Minerva Assocs., Inc.

Overturning another specimen rejection, the TTAB reversed a
refusal to register the mark AWLVIEW for, inter alia, warehouse
inventory management software. Because the mark appears on the
login and search screens of Applicant Minerva’s downloadable
software when the software is in use, the Board concluded that the
specimen was acceptable.228

The first page of Minerva’s two-page specimen (the login screen)
displayed the wording “AWLview WMS for Sterling Jewelers”
appearing above “AWL Logon WS 202” shown in the title bar of the
login page. The second page (the SKU search query page) contained
the wording “AWLview WMS for Sterling Jewelers WS 202 - LCM”
appearing above “Inventory By SKU Report-WS 202” shown in the
title bar of the SKU search query window.

The Board observed that, according to Section 904.03(e) of the
Trademark Manual of Examining Procedure (October 2017), an
acceptable specimen for software “might be a photograph or printout
of a display screen projecting the identifying trademark for a
computer program.”

Because software providers have adopted the practice of
applying trademarks that are visible only when the software
programs are displayed on a screen, see TMEP § 904.03(e),
an acceptable specimen might be a photograph or screenshot
of a computer screen displaying the identifying trademark
while the computer program is in use. The second substitute
specimen features screenshots of Applicant’s mark
appearing on the log-in and search screens viewable by
Applicant’s customers utilizing the downloaded software.
Because the mark appears on the login and search screens of
Applicant’s downloadable software when the software is in
use, we find that the second substitute specimen shows the
applied-for mark used in connection with the goods in Class
9 and would be perceived as a trademark identifying the
source of those goods.229

Finally, the Board noted that, again according to Section
904.03(e) of the TMEP:

[i]t is not necessary that purchasers see the mark prior to
purchasing the goods, as long as the mark is applied to the
goods or their containers, or to a display associated with the
goods, and the goods are sold or transported in commerce.
See, e.g., In re Brown Jordan Co., 219 U.S.P.Q. 375 (T.T.A.B.
1983) (holding that stamping the mark after purchase of the

228 In re Minerva Assocs., Inc., 125 U.S.P.Q.2d 1634 (T.T.A.B. 2018).
229 Jd. at 1639.
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goods, on a tag attached to the goods that are later
transported in commerce, is sufficient use).230

7. Genericness

In re Empire Technology Development LLC

Finding COFFEE FLOUR to be generic for “flour made by
processing and blending together coffee cherry skins, pulp, and
pectin for use, alone or in combination with other plant and milk
based products, as a dry ingredient in food and beverage products
for consumer use,” the Board affirmed a refusal to register the term
on the Supplemental Register.23! After an exhaustive review of the
evidence, the Board concluded that relevant consumers understand
“coffee flour” to refer to flour made from the skin, pulp, and pectin
of the coffee cherry portion of the coffee plant.

The test for determining whether a proposed mark is generic is
its primary significance to the relevant public.232 “Making this
determination ‘involves a two-step inquiry: First, what is the genus
of goods or services at issue? Second, is the term sought to be
registered . . . understood by the relevant public primarily to refer
to that genus of goods or services?”’233 The examining attorney must
demonstrate that COFFEE FLOUR is generic by “clear evidence” of
generic use.234

Genus: The Board first determined that the genus of Empire’s
goods 1s adequately defined as “flour made from coffee cherry skins,
pulp, and pectin,” a definition that “capture[s] the essence of the
genus involved herein, using somewhat fewer words than [was]
required by the Office in order for this Applicant to present a
definite identification of goods . .. .”235

Understanding of Relevant Consumers: The Board found that
the relevant purchasing public consists of persons who use flour for
baking, including retailers of food and beverages, restaurants,

230 Jd. at 1639 n.15.

231 In re Empire Tech. Dev. LLC, 123 U.S.P.Q.2d 1544 (T.T.A.B. 2017). Section 23 of the
Lanham Act, 15 U.S.C. § 1091, permits registration on the Supplemental Register of
“[a]ll marks capable of distinguishing applicant’s goods or services and not registrable
on the principal register herein provided [with certain specified exceptions].”

22 Jd. at 1547 citing In re Emergency Alert Sols. Grp., LLC, 122 U.S.P.Q.2d 1088, 1089
(T.T.A.B. 2017) (citing In re Am. Fertility Soc’y, 188 F.3d 1341, 51 U.S.P.Q.2d 1832, 1837
(Fed. Cir. 1999)).

233 In re Emergency Alert, 122 U.S.P.Q.2d at 1089 (quoting H. Marvin Ginn Corp. v. Int’l
Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 228 U.S.P.Q. 528, 530 (Fed. Cir. 1986)).

234 In re Hotels.com, L.P., 573 F.3d 1300, 91 U.S.P.Q.2d 1532, 1535 (Fed. Cir. 2009); In re
Emergency Alert, 122 U.S.P.Q.2d at 1090 (citing cases).

235 In re Empire Tech. Dev., 123 U.S.P.Q.2d at 1548, quoting In re ActiveVideo Networks,
Inc., 111 U.S.P.Q.2d 1581, 1602 (T.T.A.B. 2014).
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bakeries, food and beverage producers, and members of the general
public who bake.

The Board noted that this appeal involves the rare situation in
which an applicant has created a new genus of goods by being the
first (and apparently the only) producer and seller of a new product.
Professor McCarthy has noted the branding challenges involved in
such a situation: “If the public adopts as the generic name of the
thing the word that the seller thinks is a mark, then it is no longer
a mark at all . ... The critical period is when the product first hits
the market.”236 Prof. McCarthy suggests that the creator adopt two
new words—the mark and the generic name.237

The Board particularly focused on

(1) whether Applicant has adopted an existing generic term,
or developed a new one, and has used that generic term
together with its proposed COFFEE FLOUR mark;
(2) whether Applicant has promulgated to the relevant
purchasing public a generic term other than “coffee flour” for
its new product; and (3) whether Applicant has policed the
misuse of “coffee flour” as the generic term for the new genus,
and otherwise has taken steps “to educate the public to use
some name other than the term [it] wants to call [its]
mark.”238

Empire conceded that “flour” is a generic term as used in its
proposed mark. The Board found this to be significant because the
public is accustomed to seeing different types of flour identified by
the name of the grain, fruit, etc., from which they are made: for
example, apple flour, corn flour. The Board agreed with the
examining attorney that the combination of “coffee” and “flour”
yields “essentially the apt or common name for the genus of goods
at issue.”?%9 The aptness of the term is confirmed by Empire’s use of
“coffee flour” in its application to patent a process for making flour
from coffee.

Aptness, however, is insufficient to establish genericness.240
Although aptness makes it likely that consumers will understand
the term as the generic name of the goods, the question was whether
the public does so, or whether the public recognizes it as a
trademark.24!

236 McCarthy on Trademarks and Unfair Competition, §§ 12.25, 12.26 (4th ed. June 2017
update).

237 Id.

238 In re Empire Tech. Dev., 123 U.S.P.Q.2d at 1549, quoting McCarthy on Trademarks and
Unfair Competition, §§ 12.25, 12.26 (4th ed., June 2017 update).

239 Id. at 1550.
240 See In re Am. Fertility Soc’y, 51 U.S.P.Q.2d at 1836.
21 In re Empire Tech. Dev., 123 U.S.P.Q.2d at 1551.
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Applicant Empire did not state what the generic term is for its
product, nor has the public so used any other term. Empire’s label,
promotional video, and website use of “coffee flour” in lower case
lettering as a compound noun, without an accompanying generic
term, constituted a “classic example of the use of a putative mark as
a generic term.”242 In short, Empire’s own use of the term provided
“damaging evidence that its alleged mark is generic.”243

Empire maintained that media articles using the term “coffee
flour” are all “about Applicant and/or Applicant’s products,” and it
asserted that no third party uses “coffee flour” as a generic term.244
However, the relevant question is how the public perceives the
proposed mark.245

The Board distinguished the THUMBDRIVE case,?4¢ where the
applicant used other terminology to identify the goods (“external
storage device”) and successfully policed the mark, and where the
record showed no use of the term by competitors after ten years in
the marketplace. Here there was no mixed record regarding use of
the term, and the absence of competitive use was explained by the
lack of any competitors.

Empire acknowledged that consumers who see the term “coffee
flour” will likely recognize that the product referenced is “a coffee
product ground up into a powder like flour.”?¢” That, the Board
found, i1s essentially a confirmation of genericness.

In sum, Empire failed to develop and promulgate a generic term
other than “coffee flour,” used the term generically itself,
encouraged the public to use the term generically, and failed to take
steps to correct media uses of the term in a generic manner.

[T]he record here shows that the relevant purchasing public
understands “coffee flour” to refer specifically to flour made
from the skin, pulp, and pectin of the coffee cherry portion of
the coffee plant. Applicant itself has communicated this
meaning of the term “coffee flour” to the public, and the
articles in the record, from which we can infer the public’s
understanding of the term, show that this message has been
received and understood.248

242 Jd. at 1556.

23 Jd. at 1560, quoting In re Gould Paper Corp., 834 F.2d 1017, 5 U.S.P.Q.2d 1110, 1112
(Fed. Cir. 1987).

244 Id. at 1564.
w5 I,

246 Jn re Trek 2000 Int’l Ltd., 97 U.S.P.Q.2d 1106 (T.T.A.B. 2010) (reversing genericness
refusal of THUMBDRIVE for portable digital electronic storage devices).

247 In re Empire Tech. Dev., 123 U.S.P.Q.2d at 1565.
248 Id
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Therefore, finding that the USPTO established by clear evidence
that “coffee flour” is generic for Applicant Empire’s goods, the Board
affirmed the refusal to register.

In re Serial Podcast, LLC

The Board upheld a refusal to register the term SERIAL in
standard character form, finding it to be generic for “entertainment
in the nature of an ongoing audio program featuring investigative
reporting, interviews, and documentary storytelling.” However, the
Board reversed refusals to register two design forms of the mark,
shown Dbelow, ruling that these two marks had acquired
distinctiveness, but requiring a disclaimer of the word “SERIAL” in

BERIAD
BERINE

SERIAL in standard characters: Applicant Podcast and the
examining attorney agreed that the genus at issue is set forth in the
applicant’s recitation of services. The relevant public, the Board
found, consists of ordinary listeners of audio programs.

The examining attorney submitted dictionary definitions
showing that “serial” means something that is published or
broadcast in installments at regular intervals. The Board found that
serial audio programs have “a staple of the radio waves” for decades,
continuing to this day.250

Applicant Podcast argued that use of the term “serial” as a noun
is antiquated and archaic, and that in modern usage “serial” is an
adjective describing a characteristic of audio programs. Therefore,
“serial” 1s at most descriptive and it may acquire distinctiveness
under Section 2(f). The Board, however, rejected the noun/adjective
distinction, pointing out that both nouns and adjectives may be
generic.25! Moreover, “serial” is used as a noun even today.

Internet articles and websites of record show that the term
“serial,” whether it is used as a noun or an adjective, refers
categorically to ongoing audio programs—programs that

2499 Jn re Serial Podcast, LLC, 126 U.S.P.Q.2d 1061 (T.T.A.B. 2018).
250 Id. at 1064.

251 JId. at 1067. See, e.g., Sheetz of Del. Inc. v. Doctor’s Assocs. Inc., 108 U.S.P.Q.2d 1341,
1366 (T.T.A.B. 2013) (finding the adjective “footlong” to be generic for sandwiches).
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may emanate from multiple sources, not just a single source.
These examples of producers and commentators using the
term to refer to a category of services is persuasive evidence
that the term would be perceived by the relevant public,
listeners of audio programs, as a generic designation of those
services.252

Applicant Podcast pointed to the frequent media references to
the SERIAL podcast as demonstrating the term’s source-identifying
significance, but the Board was unmoved. It noted that media
stories used capitalization, italics, quotation marks, or context to
indicate that the “Serial” to which they referred was one particular
serial. At the same time, other articles, website, and Internet stories
used the term “serial” in a generic sense. The Board concluded that
even though some articles refer to the applicant’s podcast by its
name “Serial,” “that amounts, at most, to ‘de facto secondary
meaning’ in a generic term,”253 and does not entitle applicant to
registration.

Turning to the alternative refusal on the ground of mere
descriptiveness, the Board noted that “Applicant’s unequivocal
claim of acquired distinctiveness under Section 2(f) tacitly concedes
that the applied-for marks are not inherently distinctive, and must
acquire distinctiveness to be registrable.”254

Because the applied-for mark is at best highly descriptive, “more
substantial evidence” 1is required to establish acquired
distinctiveness.2® The examining attorney acknowledged that
Applicant Podcast had “high sales figures in the form of number of
downloads,” but argued that these figures may demonstrate the
commercial success of the services but not consumer recognition of
the mark.2>¢ The Board agreed.

[Wlhere the media coverage uses devices such as
capitalization, italics, and quotation marks to designate
Applicant’s program in particular, we do not think that
Internet searches for the qualified phrase “podcast serial”
and the number of downloads shows consumer acceptance of
the source-indicating nature of the word SERIAL. In short,
the evidence is insufficient to meet Applicant’s heavy burden

252 Jd. at 1069.

253 Jd. at 1070. See, e.g., In re Northland Aluminum Prods., Inc., 777 F.2d 1556, 227 U.S.P.Q.
961, 964 (Fed. Cir. 1985) (“Having affirmed the Board’s conclusion that BUNDT is a
common descriptive name, neither obsolete nor obscure, evidence of secondary meaning
cannot change the result.”).

254 Jd. at 1071. See Cold War Museum, Inc. v. Cold War Air Museum, Inc., 586 F.3d 1352,
92 U.S.P.Q.2d 1626, 1629 (Fed. Cir. 2009); Yamaha Int’l Corp. v. Hoshino Gakki Co., 840
F.2d 1572, 6 U.S.P.Q.2d 1001, 1005 (Fed. Cir. 1988).

255 Id., citing Alcatraz Media Inc. v. Chesapeake Marine Tours Inc., 107 U.S.P.Q.2d 1750,
1767 (T.T.A.B. 2013), aff'd mem., 565 Fed. Appx. 900 (Fed. Cir. 2014).

256 Jd. at 1072.
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of proving that that the word SERIAL, taken alone, has
acquired distinctiveness under Section 2(f).257

Regarding SERIAL in design form, the Board agreed with the
examining attorney that the design elements in these two applied-
for logo marks are not inherently distinctive, but the question was
whether the composite logos, taken as a whole, have acquired
distinctiveness. If so, then the two design marks may be registered
with a disclaimer of the word “SERIAL.”

Applicant Podcast’s burden was heavy because the elements of
the logo are common. Moreover, the word “SERIAL” is depicted in
nondescript san serif capital letters with little stylization; the
coloring of the letters does not generally render a mark distinctive;
and the rectangular shapes with rounded corners are common
geometric shapes.258

Nonetheless, the Board found that the composite logos have
achieved public recognition as source indicators for the applicant’s
services. The evidence showed that others have copied and parodied
the design elements of the logos, including Saturday Night Live and
Sesame Street. The Board found these parodies to be “highly
unusual and highly significant evidence,” since a mark “has to be
well known in the first place to be parodied.”?’® In addition,
unauthorized copying by merchandisers “bears silent testament to
public demand for articles bearing the logos.”260

The Board ruled that, based on the unique evidence in this case,
Podcast had proven acquired distinctiveness for the composite logo
marks.

In re Mecca Grade Growers, LLC

Confirming the CAFC’s admonition that there is only one test
for genericness, the Board affirmed the USPTO’s refusal to register
the term “mechanically floor-malted,” in standard characters,
finding it to be generic for “malt for brewing and distilling” in
International Class 31 and “processing of agricultural grain” in
International Class 40. Applicant Mecca, relying primarily on the
CAFC’s Princeton Vanguard decision,?6! contended that the
examining attorney’s evidence did not include use of the exact term
“mechanically floor-malted” as a generic designation for the

%1 Id,

258 Jd. at 1073. See, e.g., In re Benetton Grp. S.p.A., 48 U.S.P.Q.2d 1214, 1215-16 (T.T.A.B.
1998) (green rectangle design); In re Anton/Bauer Inc., 7 U.S.P.Q.2d 1380, 1381 (T.T.A.B.
1988) (background parallelogram design).

29 Id. at 1076.
260 Jd.

261 Princeton Vanguard, LLC v. Frito-Lay N. Am., Inc., 114 U.S.P.Q.2d 1827 (Fed. Cir.
2015).
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identified goods or services. The Board pointed out, however, that
Mecca was misreading the precedent.262

Mere Descriptiveness: Mecca first argued that the applied-for
term is not merely descriptive of the goods or services, but the Board
concluded that the term immediately conveys to prospective
consumers characteristics of both the goods and the services.

The explanatory text from Mecca’s specimen of use stated that
it produces a specific type of malt known as “floor-malted” malt and
that Mecca’s grain processing services substitute mechanization for
traditional floor-malting techniques: “By combining the old world
approach to floor-malting with today’s modern technology, we have
designed a malting machine capable of producing the finest quality,
consistent malt available. We call this proprietary process:
‘Mechanical Floor-Malting.”263

Mecca argued that the juxtaposition of “mechanical” with “floor-
malted” creates an incongruity, but the evidence established that
“mechanical assistance has been used in the past for some time in
order to facilitate the floor malting process.”26¢ Moreover, the record
showed it is “not uncommon” for artisan brewers to market their
beer as “floor malted” or for malt producers to use a mechanized
version of floor malting.265

The Board therefore affirmed the Section 2(e)(1) mere
descriptiveness refusal.

Genericness: Mecca argued in the alternative that its proposed
mark was registrable on the Supplemental Register. “In order to
qualify for registration on the Supplemental Register, a proposed
mark ‘must be capable of distinguishing the applicant’s goods or
services.”’266 “Generic terms do not so qualify.”267

“The critical issue in genericness cases is whether members of
the relevant public primarily use or understand the term sought to
be protected to refer to the genus of goods or services in question.”268

Making this determination “involves a two-step inquiry:
First, what is the genus of goods or services at issue? Second,
is the term sought to be registered ... understood by the
relevant public primarily to refer to that genus of goods or

262 In re Mecca Grade Growers, LLL.C, 125 U.S.P.Q.2d 1950 (T.T.A.B. 2018).
263 Id. at 1954.

264 Id. at 1955.

265 Jd. at 1954-55.

266 Jd. at 1956, quoting In re Emergency Alert Sols. Grp., LLC, 122 U.S.P.Q.2d 1088, 1089
(T.T.A.B. 2017) (quoting 15 U.S.C. § 1091(c)).

267 Jd. See also Clairol, Inc. v. Roux Distrib. Co., 280 F.2d 863, 126 U.S.P.Q. 397, 398
(C.C.P.A. 1960) (“The generic name by which a product is known is not a mark which
can be registered on the Supplemental Register under [S]ection 23 because such a name
is incapable of distinguishing applicant’s goods from goods of the same name
manufactured or sold by others.”).

268 Id.
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services?”” Marvin Ginn, 228 U.S.P.Q. at 530. See also
Princeton Vanguard, 114 U.S.P.Q.2d at 1829 (“there is only
one legal standard for genericness: the two-part test set forth
in Marvin Ginn”).269

The USPTO has the burden of proving genericness by “clear and
convincing evidence.”270

The Board agreed with the examining attorney that the genus
of goods and services is defined by Mecca’s identification of goods
and services.2’! The relevant purchasing public comprises
purchasers and users of malt for brewing and distilling, and persons
and entities that have or obtain grain and need to have it malted.

The Board explained that Mecca’s reliance on Princeton
Vanguard was misplaced. “The fact that there is no evidence of
third-party use of the precise term ‘mechanically floor-malted’ is
not, by itself, necessarily fatal to a finding of genericness.”272

According to Princeton Vanguard, “[T]here is only one legal
standard for genericness: the two-part test set forth in Marvin
Ginn . ... Regardless of whether the mark is a compound term or a
phrase, the applicable test is the same and the Board must consider
the record evidence of the public’s understanding of the mark as a
whole.”273

Princeton Vanguard explicitly did not overturn In re Gould,?™ in
which dictionary definitions and explanatory text in the applicant’s
specimen sufficed to establish genericness. By remanding the
Princeton Vanguard case to the Board for full consideration of the
parties’ dueling surveys, the CAFC merely underscored that all
evidence bearing on public perception must be given appropriate
consideration.

Here, as in In re Gould, the record consists of dictionary and
industry specific evidence demonstrating the use of the
words, “mechanical,” “mechanically,” “malt,” “malting,”
“malter,” “malted,” “floor-malting,” “floor-malted,” and
“floor-malter,” and demonstrating how these words may be
used together. These examples clearly show the meanings
that relevant consumers attribute to those words when they

269 [
270 Id., quoting In re Cordua Rests., 118 U.S.P.Q.2d at 1635.

211 Jd. See Magic Wand Inc. v. RDB Inc., 940 F.2d 638, 19 U.S.P.Q.2d 1551, 1552 (Fed. Cir.
1991) (“[A] proper genericness inquiry focuses on the description of [goods or] services
set forth in the [application or] certificate of registration.”).

272 Id. at 1957.
273 Princeton Vanguard v. Frito-Lay N. Am., 114 U.S.P.Q.2d at 1830-32, citing Am. Fertility,
188 F.3d at 1348-49.

274 Jn re Gould Paper Corp., 834 F.2d 1017, 5 U.S.P.Q.2d 1110 (Fed. Cir. 1987)
(SCREENWIPE deemed generic for “pre-moistened, anti-static cloth for cleaning
computer and television screens.”).
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are used separately and when they are used together. The
purchasers in this case are not members of the general public
who might not be familiar with the processing of grain for
brewing or distilling. Here, the customers are those in the
brewing and distilling business who are likely to know
exactly what MECHANICALLY FLOOR-MALTED malt is
and the process for producing this type of malt, regardless of
the grammatical form of the word “mechanical” or whether
“floor-malted” is spelled with a hyphen.27

The Board observed that “an applicant’s own website or
marketing materials may be probative, or even, as in Gould, ‘the
most damaging evidence,” in indicating how the relevant public
perceives a term.”276 On its specimen website page, Applicant Mecca
“admits that ‘floor-malted’ refers to a type of malt (available not only
from Applicant but from others) for brewing and distilling and that
‘floor-malting’ is a process performed by others.”?”7 As to the
services, Mecca conceded that floor-malted malt may be produced
using machinery.

The record as a whole establishes that with regard to the
International Class 31 goods, consumers would understand
the designation “mechanically floor-malted” to signify a
specific kind of “[m]alt for brewing and distilling.” Similarly,
with respect to the International Class 40 services, this
evidence also shows that consumers would understand
Applicant’s proposed mark as a whole to identify
“[p]rocessing of agricultural grain.”278

In short, the record evidence demonstrated that the phrase that
Mecca sought to register would be understood by the relevant public
primarily as referring to the identified genus of goods and services.
The fact that the term is an adjective rather than a noun “does not
render it less generic.”279

Regardless of whether Mecca was the first and only user of the
designation, it is not entitled to register a generic term. The test is
not whether relevant consumers use the term to identify the genus,
but whether consumers perceive the term as such.

The Board therefore concluded that MECHANICALLY FLOOR-
MALTED is incapable of functioning as a mark for the subject good
and services, and it affirmed the refusal to register on the
Supplemental Register.

275 In re Mecca Grade Growers, 125 U.S.P.Q.2d at 1958.

276 Jd. at 1958, quoting In re Gould Paper, 5 U.S.P.Q.2d at 1112.
277 Id.

218 Id. at 1959.

219 Jd. See In re Central Sprinkler Co., 49 U.S.P.Q.2d 1194, 1199 (T.T.A.B. 1998) (ATTIC for
fire sprinklers); see also Sheetz of Del., Inc. v. Doctor’s Assocs. Inc., 108 U.S.P.Q.2d 1341,
1366 (T.T.A.B. 2013) (FOOTLONG for sandwiches).
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8. Lawful Use in Commerce
In re PharmaCann LLC

Concluding that PharmaCann can’t, the Board affirmed refusals
to register the marks PHARMACANN and PHARMACANNIS for
“Retail store services featuring medical marijuana” and for
“Dispensing of pharmaceuticals featuring medical marijuana,” on
the ground that applicant lacked a bona fide intent to use the marks
in commerce. Because the recited services are prohibited by a
federal statute, they cannot be in lawful use.

In claiming that its use of the marks in connection with medical
marijuana was not unlawful, PharmaCann pointed out that
Congress had forbidden the Department of Justice from expending
any funds to prevent any state that has legalized medical marijuana
from implementing its own laws. The Board was not moved,
observing that the funding prohibition is temporary and the law
could be changed at any time.280

In order for a mark to qualify for registration, the use of the
mark in commerce must be “lawful.”28! If the goods/services are
illegal under federal law “the applicant cannot use its mark in
lawful commerce, and it is a legal impossibility for the applicant to
have the requisite bona fide intent to use the mark.”?82 The
examining attorney maintained that the applications at issue here
involve per se violations of federal law because the dispensing of
marijuana is illegal under the federal Controlled Substances Act
(“CSA”).283

Applicant PharmaCann put forth two principal arguments: first,
that the Departments of Justice announced [in the so-called “Cole
Memorandum”?84] that it would not prosecute caregivers for
providing medical marijuana or individuals for using medical
marijuana, so long as the “actions are in clear and unambiguous
compliance with existing state laws providing for the medical use of
marijuana;’?8$ and second, that Congress “has taken the same
position as the Department of Justice,” in several Appropriations
Acts, by prohibiting the Department of Justice from expending
funds to prevent states that have legalized medical marijuana
(including Applicant PharmaCann’s home state of Illinois) from
implementing their own state laws.286

280 In re PharmaCann LLC, 123 U.S.P.Q.2d 1122 (T.T.A.B. 2017).
281 In re JJ206, LLC, 120 U.S.P.Q.2d 1568, 1569 (T.T.A.B. 2016).
282 Id.

283 21 U.S.C. §§ 801 et seq.

284 The Cole Memorandum was rescinded by the U.S. Department of Justice in January
2018.

285 In re PharmaCann LLC, 123 U.S.P.Q.2d at 1124.
286 Jd. at 1125.
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PharmaCann’s first argument, the Board pointed out, “is
foreclosed by our decision in JJ206, in which we ‘reject[ed]
Applicant’s argument that its use and intended use of the mark are
lawful based on the [Cole] memorandum.”287 There, the Board held
that the Cole Memorandum by its terms was “intended only ‘as a
guide to the exercise of investigative and prosecutorial discretion’
and specifically provide[d] that ‘(n]either the guidance herein nor
any state or local law provides a defense to a violation of federal law,
including any civil or criminal violation of the CSA.”288

The Board then ruled that the conclusions reached in JJ206
regarding recreational marijuana applied equally to medical
marijuana. “In both contexts, the Cole Memorandum lacks the force
of law and “does not and cannot override the CSA.”289

PharmaCann’s second argument, albeit novel, was equally
unsuccessful. The Board observed that in United States v.
Meclntosh,??° the United States Court of Appeals for the Ninth
Circuit decided “whether criminal defendants may avoid
prosecution for various federal marijuana offenses on the basis of a
congressional appropriations rider [sometimes called the
Rohrabacher-Farr Amendment] that prohibits the United States
Department of Justice from spending funds to prevent states’
implementation of their own medical marijuana laws.”29! The court
ultimately concluded that the answer was “yes” if “their conduct was
completely authorized by state law, by which we mean that they
complied with all relevant conditions imposed by state law on the
use, distribution, possession, and cultivation of medical
marijuana.”?92 In doing so, however, the court also concluded that
the Appropriations Acts and the Rohrabacher-Farr Amendment did
not make medical marijuana legal under the CSA.

The Board found the Ninth Circuit’s reasoning to be persuasive:
although the Department of Justice is currently prohibited from
spending funds for prosecution of those who are in compliance with
state law, Congress could change its mind tomorrow. The appellate
court further noted: “Moreover, a new president will be elected soon,
and a new administration could shift enforcement priorities to place
greater emphasis on prosecuting marijuana offenses.”??3 In any
event, the CSA is still the law.

Nor does any state law “legalize” possession, distribution, or
manufacture of marijuana. Under the Supremacy Clause of

287 In re JJ206, 120 U.S.P.Q.2d at 1571.
288 Jd. at 1571 n.18.

289 Jd.

290 833 F.3d 1163, 1169-70 (9th Cir. 2016).
21 Jd. at 1168.

292 Jd. at 1179.

293 Id. at 1180 n.5.
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the Constitution, state laws cannot permit what federal law
prohibits. U.S. Const. art VI, cl. 2.294 Thus, while the CSA
remains in effect, states cannot actually authorize the
manufacture, distribution, or possession of marijuana. Such
activity remains prohibited by federal law.29

The Board observed that there may be support in Congress for
reclassification of medical marijuana under the CSA to a status that
would make its possession, distribution, and dispensing lawful
under federal law. However, that was not the law as of the date of
the Board’s decision.

We must determine the eligibility of marijuana-related
marks for federal registration by reference to the CSA as it
1s written, not as it might be enforced at any point in time by
any particular Justice Department. The CSA in its current
form makes Applicant’s intended uses of its marks unlawful,
and its marks are thus ineligible for federal registration.2%

9. Res Judicata
Inre FCA US LLC

Ruling that the court’s findings in a federal lawsuit had no
estoppel effect on this ex parte appeal, the Board affirmed a Section
2(d) refusal to register the mark MOAB for “Motor vehicles, namely,
passenger automobiles, their structural parts, trim and badges,”
finding the mark likely to cause confusion with the registered mark
MOAB INDUSTRIES for “Automotive conversion services, namely,
installing specialty automotive equipment” [INDUSTRIES
disclaimed].297

Estoppel: While the subject application was pending (and
suspended), the federal district court in Arizona ruled in favor of
Applicant FCA US LLC (f/k/a Chrysler Group LLC) in a trademark
infringement and unfair competition action brought by the cited
registrant.2% At the district court, registrant failed to prove that
Applicant FCA’s use of the mark MOAB in connection with its
“JEEP WRANGLER MOAB Special Edition” vehicles “was likely to

294 The Supremacy Clause of the U.S. Constitution states:

This Constitution, and the Laws of the United States which shall be made in
Pursuance thereof; and all Treaties made, or which shall be made, under the
Authority of the United States, shall be the supreme Law of the Land; and the
Judges in every State shall be bound thereby, any Thing in the Constitution or
Laws of any State to the Contrary notwithstanding.

295 In re PharmaCann, 123 U.S.P.Q.2d at 1127, quoting McIntosh, 833 F.3d at 1180 n.5
(emphasis added).

296 Jd. at 1128.
297 Jn re FCA US LLC, 126 U.S.P.Q.2d 1214 (T.T.A.B. 2018).

298 Moab Industries LLC v. Chrysler Group LLC, No. CV-12-08247-PCT-HRH (D. Ariz.
2016).
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cause confusion on the part of reasonably prudent customers for
[Registrant’s] upfitted vehicles.”299

The district court was aware of the pending trademark
application and the USPTO’s refusal to register, but observed that
“[t]he USPTO finding of potential confusion is entitled to very little
weight inasmuch as the USPTO would not have had access to most
of the evidence which is before the court.”3%

FCA here argued that “The Board . . . should defer to the more
fulsome record upon which the District Court relied to draw its
conclusions, and the District Court’s careful consideration of
likelihood-of-confusion factors....”301 The Board, however,
observed that “[a]lthough there is some overlap between Applicant’s
defense and counterclaims in the federal court action and the basis
of refusal of Applicant’s application, they also raise discrete issues.
In other words, the issues are not identical.”3%2 In the lawsuit, FCA
secured a finding that “specific alleged marketplace activities did
not infringe Registrant’s rights in the mark MOAB
INDUSTRIES.”303 However, in the registration context,

likelihood of confusion is determined by the marks, the goods
and services, and the usages disclosed in the application and
the cited registration. Evidence of actual marketplace usages
that seeks to limit or alter the usages encompassed by the
marks, goods and services, or usages listed in the application
and registration are [sic] not considered in assessing
likelihood-of-confusion in the registration context.304

Applicant FCA sought to register MOAB alone, whereas the
court considered its use of the mark MOAB together with the terms
JEEP and WRANGLER. Moreover, the court did not consider
automobiles in general, but rather only “expensive” “highway-legal,
off-road enhanced performance vehicle[s]” that are “upfitted . . . to
enhance their off-road capabilities” and are “intended for off-
highway use under difficult to extreme circumstances.”3%5 Applicant
FCA also was seeking registration for “structural parts, trim and
badges” of passenger automobiles, goods that were not considered in
the lawsuit.

FCA requested that the Board apply issue preclusion in the
present appeal, but the court pointed out that the USPTO was not
a party to the lawsuit. “The Federal Circuit has long held that a

299 Jn re FCA US, 126 U.S.P.Q.2d at 1216.
300 Id

301 Id.

302 Jd. at 1217.

308 I

304 Id.

305 Jd. at 1218.
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determination in district court litigation does not bind the USPTO
in a later ex parte proceeding.”306

In sum, at least some of the issues raised in this TTAB appeal
were different from those raised in the lawsuit and required
different analyses that could result in different determinations. “As
the Supreme Court said of the trademark registration process as
compared to infringement litigation, ‘it is a separate proceeding to
decide separate rights.” 307

Section 2(d): The Board found that customers may expect
automotive structural parts to emanate from the same source as
automotive conversion services. Furthermore, customers would
expect that sellers of new automobiles would provide installation of
specialty automotive equipment. And the evidence showed that
OEM structural parts, like those of applicant FCA, may be obtained
through an independent installer like the registrant. Therefore, this
relationship between the goods and service favored a finding of
likely confusion.

As to trade channels, there may be little overlap between FCA’s
finished automobiles and the registrant’s upfitted autos, but the
registrant’s service “is, itself, a trade channel for automotive
structural parts, and so this also weighed in favor of a finding of
likely confusion.”308

With regard to the conditions of sale, the registrant’s customers
would be careful and sophisticated automotive enthusiasts but
FCA’s automobile customers would include ordinary drivers with no
particular automotive sophistication.3%® Those customers would
exercise care in purchasing automobiles, with particular attention
to the source of the goods, but as to parts or trim they would employ
less care. Thus, the facts relevant to this du Pont factor were mixed.

Turning to the marks, the Board not surprisingly found them
similar in commercial impression. The term “Moab” (a geographic
location in Utah known for its off-road trails) may have some
suggestiveness vis-a-vis FCA’s vehicles and registrant’s services,
but the impact of this fact on the likelihood of confusion 1is
“minor.”310

Expert testimony offered by Applicant FCA in the lawsuit on the
issue of actual confusion was given little weight by the Board since
the expert did not test the impact of the mark MOAB that FCA
sought to register. He limited the universe of respondents to

306 Id. See, e.g., In re Trans Texas Holdings Corp., 498 F.3d 1290, 83 U.S.P.Q.2d 1835 (Fed.
Cir. 2007).

307 In re FCA US, 126 U.S.P.Q.2d at 1219, quoting B&B Hardware Inc. v. Hargis Indus.
Inc., 135 S. Ct. 1293, 113 U.S.P.Q.2d 2045, 2053 (2015).

308 Jd. at 1222.
309 Jd. at 1223-24.
310 Jd. at 1225.
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individuals considering the purchase of off-road vehicles, and he
employed an unfair survey test for confusion.

Balancing the relevant du Pont factors, the Board found
confusion likely and it affirmed the refusal to register under Section

2(d).

10. Internet Evidence
In re Mueller Sports Med., Inc.

Observing that there were no precedential decisions regarding
an examining attorney’s failure to properly submit Internet
evidence, the Board ruled that both applicants and examining
attorneys must provide a URL and the date the webpage was
accessed.?! If an applicant does not object to the examining
attorney’s failure to do so, “the Board will consider the website for
whatever probative value it may have.”312 If an applicant fails to
provide the required information, without objection from the
examining attorney, the Board may consider the objection waived.

Until Safer Inc. v. OMS Invs. Inc.,3!3 there was no requirement
that a party include a webpage address when introducing a webpage
into evidence in inter partes proceedings. The Trademark Manual
of Examining Procedure adopted the Safer requirements for
examining attorneys in ex parte proceedings.3* But the TMEP is
not the law.315

In determining whether to make those requirements the law, the
Board first considered an analogous situation for guidance (namely,
lists of third-party registrations):

If the applicant, during the prosecution of the application,
provided a listing of third-party registrations, without also

311 In re Mueller Sports Med., Inc., 126 U.S.P.Q.2d 1584 (T.T.A.B. 2018).
312 Id. at 1586.

313 94 U.S.P.Q.2d 1031 (T.T.A.B. 2010). Safer is now codified in Trademark Rule 2.122(e),
37 C.F.R. § 2.122(e).

314 Trademark Manual of Examining Procedure (TMEP), § 710.01(b) (October 2017):

When making Internet evidence part of the record, the examining attorney must
both (1) provide complete information as to the date the evidence was published
or accessed from the Internet, and its source (e.g., the complete URL address of
the website), and (2) download and attach the evidence to the Office action. See
Safer Inc. v. OMS Invs. Inc., 94 USPQ2d at 1039.

315 The Forward to the TMEP, October 2017 revision, states:

The Manual contains guidelines for Examining Attorneys and materials in the
nature of information and interpretation, and outlines the procedures which
Examining Attorneys are required or authorized to follow in the examination of
trademark applications. Trademark Examining Attorneys will be governed by
the applicable statutes, the Trademark Rules of Practice, decisions, and Orders
and Notices issued by the Under Secretary of Commerce for Intellectual Property
and Director of the United States Patent and Trademark Office, Commissioners,
or Deputy Commissioners.
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submitting actual copies of the registrations, and the
examining attorney did not object or otherwise advise the
applicant that a listing is insufficient to make such
registrations of record at a point when the applicant could
cure the insufficiency, the examining attorney will be
deemed to have waived any objection to the admissibility of
the list. Trademark Trial and Appeal Board Manual of
Procedure (“TBMP”) § 1207.03 (June 2017); see also TBMP
§ 1208.02.316

Following that example, the Board ruled that “if an examining
attorney fails to include the website URL and the date that the
webpage was accessed but the applicant fails to lodge an objection
on that ground, then the Board will consider the website for
whatever probative value it may have.”317

Furthermore, the Board extended those requirements not only
to examining attorneys, but to applicants in ex parte proceedings as
well.

Similar to the submission of third-party registrations,
Examining Attorneys have a responsibility to make sure that
applicants properly submit Internet evidence. If the
applicant’s response includes Internet evidence without a
URL or date it was printed, the examining attorney must
object to the evidence in the first Office action following the
response and advise the applicant as to the proper way to
make the Internet evidence of record. Otherwise the Board
may consider the objection to be waived.318

If the applicant files an appeal, the examining attorney should
continue the objection to the evidence in his or her appeal brief.

Turning to the substantive issue in the case, the Board affirmed
a Section 2(e)(1) mere descriptiveness refusal of the mark RECOIL
for medical and athletic cohesive tape. Dictionary definitions, third-
party website pages, and Applicant Mueller’s own packaging
confirmed that “recoil” is used to describe the ability of the
applicant’s tape to return to its original form.

In re I-Coat Co.

In another decision involving the admissibility of Internet
evidence, the Board made clear that its ruling in In re Mueller
Sports Medicine3'® extends to trademark applicants as well as
examining attorneys.320 In Mueller, the Board held that Internet

316 In re Mueller Sports Med., 126 U.S.P.Q.2d at 1586.

17 Id.

318 Id. at 1587.

319 126 U.S.P.Q.2d 1584 (T.T.A.B. 2018) (discussed immediately above).
320 Jn re I-Coat Co., 126 U.S.P.Q.2d 1730 (T.T.A.B. 2018).



70 Vol. 109 TMR

evidence submitted by an examining attorney that did not include
the pertinent URL and the date of access was objectionable. Here,
the evidence at issue was submitted by the applicant. However,
since this applicant’s faulty submission occurred prior to issuance of
the Mueller decision, the Board decided to consider the evidence.
Nonetheless, the Board affirmed Section 2(d) refusals of the mark
INDIGO in standard character form and in the design forms shown
below [AR disclaimed] for “optical lenses, namely, corrective lenses
sold through eye care professionals,” in view of the registered mark
INDIGO for “ski glasses, ski goggles, goggles for sports, protective
sport helmets; sunglasses, bags specifically adapted for protective
helmets.”

S
IGO.

Internet Evidence: In the past, the Board preferred, but did not
require, that a webpage submitted by an applicant “be identified by
the full address (url) for the web page, and the date it was
downloaded, either by the information printed on the web page
itself, or by providing this information in an Office action or an
applicant’s response.”321

Website evidence submitted without the URL and access date
“lacks authenticity and cannot be readily verified by the non-
offering party.”322 In Mueller, the Board ruled that “to properly
make such website evidence of record, a trademark examining
attorney must include the URL and the date when the material was
accessed, and ... if an examining attorney fails to do so, and the

321 Jd. at 1733, quoting TBMP § 1208.03; see also In re Max Capital Grp. Ltd., 93 U.S.P.Q.2d
1243, 1245 n.6 (T.T.A.B. 2010). The Board noted that the better practice is to print or
otherwise display the URL and access date on the documents themselves. Alternatively,
the URL and access date may be provided by declaration.

22 I,
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applicant objects, the material will not be considered.”323 According
to the Board, in Mueller it “stated [its] intention” to hold applicants
to the same standard.32¢

In accordance with our decision in Mueller Sports Medicine,
we will no longer consider Internet evidence filed by an
applicant in an ex parte proceeding to be properly of record
unless the URL and access or print date has been identified,
either directly on the webpage itself, or by providing this
information in a response, except where the examining
attorney does not object.325

Here, because Applicant I-Coat submitted its website evidence
during prosecution of the subject applications (with its request for
reconsideration), prior to the Mueller decision, the Board chose to
consider the evidence.

Likelihood of confusion: The Board’s Section 2(d) analysis was
straightforward. I-Coat, in an effort to show the weakness of the
word “INDIGO,” submitted three third-party registrations and
Internet evidence from three websites. The Board acknowledged
that, in determining the degree of weakness of the shared terms, it
must “adequately account for the apparent force of [third-party use
and registration] evidence,” regardless of whether “specifics”
pertaining to the extent and impact of such use have been proven.326
“[E]xtensive evidence of third-party use and registrations is
‘powerful on its face,” even where the specific extent and impact of
the usage has not been established.”327

As to the three websites, the Board found that this evidence fell
“well short of the volume of evidence found convincing in Jack
Wolfskin and Juice Generation.”328 The three registrations involved
marks (GREAT NORTHWEST INDIGO, INDIGOFERRA, and
INDIGO SCHUY) that were significantly different from the marks
at issue. Moreover, only two of the registrations recited goods
identified in the cited registration, and none of the marks were as
similar to the cited mark INDIGO as Applicant Indigo’s marks.

323 126 U.S.P.Q.2d 1584, 1587 (T.T.A.B. 2018).

324 Jn re I-Coat Co., 126 U.S.P.Q.2d at 1733. Actually, in Mueller the Board did not merely
state its intention to extend the Safer requirements to applicants. It said: “we further
extend these requirements to both examining attorneys and applicants in ex parte
proceedings.” In re Mueller Sports Medicine, Inc., 126 U.S.P.Q.2d at 1587.

325 JId.
326 Jd. at 1735, quoting Juice Generation, Inc. v. GS Enters. LLC, 115 U.S.P.Q.2d 1671,
1674-5 (Fed. Cir. 2015).

327 Jack Wolfskin Ausrustung fur Draussen GmbH & Co. KGAA v. New Millennium Sports,
S.L.U.,, 116 U.S.P.Q.2d 1129, 1136 (Fed. Cir. 2015) (2016) (citing Juice Generation, 115
U.S.P.Q.2d at 1674).

328 JIn re I-Coat Co., 126 U.S.P.Q. at 1735. In Jack Wolfskin, the Board considered at least
14 third-party registrations and uses, and in Juice Generation there were 26
registrations and uses.
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In sum the totality of Indigo’s evidence failed to show that
INDIGO is significantly weak in connection with the involved goods.

As to Indigo’s two word + design marks, the Board not
surprisingly found the word “INDIGO” to be the dominant feature.
The evidence established that the disclaimed term “AR” is an
acronym for “anti-reflective” and identifies a feature of the goods. In
addition, “AR” 1s displayed in much smaller type than “INDIGO.”
The rectangle-with-folded-corner design does not create a
commercial impression separate from the wording but rather serves
merely as a frame therefor. Of course, it is settled that the literal
portion of a word + design mark will likely be the dominant
portion.329 The Board concluded that the differences between the
cited mark INDIGO and the applicant’s word + design marks were
outweighed by the similarity in appearance, sound, and meaning.

Third-party website and registration evidence established that
the registrant’s sunglasses and Indigo’s optical lenses travel in the
same channels of trade. Although Indigo’s goods were limited to sale
“through eye care professionals,” there were no limitations in the
cited registration. The examining attorney submitted evidence that
both corrective lenses and sunglasses are sold on the same
webpages.

Assuming that the purchasers of the involved goods will be more
careful purchasers—seeking vision correction and vision
enhancement or eye protection—the Board observed once again that
even careful, sophisticated consumers are likely to believe that such
goods emanate from the same source when sold under identical or
similar marks.330

And so, the Board found confusion likely, and it affirmed the
refusals to register.

329 Id. at 1736. See, e.g., In re Viterra Inc., 671 F.2d 1358, 101 U.S.P.Q.2d 1905, 1911 (Fed.
Cir. 2012) (“the verbal portion of a word and design mark likely will be the dominant
portion”).

330 See, e.g., In re Research & Trading Corp., 793 F.2d 1276, 230 U.S.P.Q. 49, 50 (Fed. Cir.
1986):

That the relevant class of buyers may exercise care does not necessarily impose
on that class the responsibility of distinguishing between similar trademarks for
similar goods. “Human memories even of discriminating purchasers . . . are not
infallible.” Carlisle Chemical Works, Inc. v. Hardman & Holden Ltd., 434 F.2d
1403, 1406, 167 U.S.P.Q. 110, 112 (C.C.P.A. 1970).).
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PART II. INTER PARTES CASES
A. United States Court of Appeals for the Federal Circuit
1. Section 2(e)(4) Primarily Merely a Surname
Earnhardt v. Kerry Earnhardt, Inc.

Because the CAFC found it unclear whether the Board properly
applied In re Hutchinson Technology Inc.33! when it dismissed the
opposer’s claim that the mark EARNHARDT COLLECTION was
primarily merely a surname, the CAFC vacated the TTAB’s decision
and remanded the case to the Board for further consideration.332

Teresa H. Earnhardt, widow of race car driver Dale Earnhardt,
opposed the application of Kerry Earnhardt, Inc. (KEI)333 to register
the mark EARNHARDT COLLECTION for “furniture” and “custom
construction of homes,” claiming a likelihood of confusion with her
registered mark DALE EARNHARDT for a variety of goods and
services, and also alleging that the mark EARNHARDT
COLLECTION 1is primarily merely a surname under Section
2(e)(4).33* The Board ruled in favor of KEI on both claims. Opposer
Teresa Earnhardt appealed on only the Section 2(e)(4) ground.

In denying the Section 2(e)(4) claim, the Board explained that
the addition of the term “collection” diminished the surname
significance of “Earnhardt” in the mark as a whole, because
“collection” is not the “common descriptive or generic name” for
KETI’s goods and services. The Board found the situation similar to
that in Hutchinson, where the term “technology” in HUTCHINSON
TECHNOLOGY was deemed not merely descriptive of Hutchinson’s
goods, and therefore the mark, taken as a whole, was not primarily
merely a surname. The Board reasoned that “[w]hen the wording (in
this case, ‘Collection’) combined with the surname (in this case,
‘Earnhardt’) is capable of functioning as a mark, the mark (in this
case, EARNHARDT COLLECTION) is not considered to be
primarily merely a surname.”335

The parties agreed that the word “Earnhardt” by itself is
primarily merely a surname but disagreed on whether the mark
EARNHARDT COLLECTION, as a whole, is primarily merely a

331 852 F.2d 552, 7 U.S.P.Q.2d 1490 (Fed. Cir. 1988).
332 Karnhardt v. Kerry Earnhardt, Inc., 123 U.S.P.Q.2d 1411 (Fed. Cir. 2017).

333 The applicant’s co-founder and CEO, Kerry Dale Earnhardt (Kerry Earnhardt), is the
son of Dale Earnhardt and stepson of Opposer Teresa H. Earnhardt.

334 Section 2(e)(4) of the Lanham Act, 15 U.S.C. § 1052(e)(4), bars registration of a mark
that “is primarily merely a surname.”

335 Earnhardt v. Kerry Earnhardt, Inc., Oppositions Nos. 91205331 (parent) and 91205338
(T.T.A.B. Feb. 26, 2016).
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surname. A “key element” in the determination of that issue is the
relative distinctiveness of the second term in the mark.336

Appellant Theresa Earnhardt contended that the Board made
an incomplete assessment of the term “collection” because it looked
only at whether the term is generic for KEI's goods and services.
Under a proper analysis, she maintained, the addition of the merely
descriptive term “collection” does not alter the surname significance
of EARNHARDT. Appellee KEI agreed that the Board should
determine both genericness and mere descriptiveness but, KEI
maintained, the Board had done so.

In Hutchinson, the CAFC reversed the Board’s ruling that the
mark HUTCHINSON TECHNOLOGY (for electronic components
and computer products) was primarily merely a surname because
the Board failed to consider the mark as a whole and incorrectly
found that “technology” was merely descriptive of the involved goods
and did not alter the surname significance of HUTCHINSON. The
CAFC ruled that, because many other goods may be included within
the broad term “technology,” that term was not merely descriptive
because it did not convey an “immediate idea” of the “ingredients,
qualities or characteristics of the goods.”337 Because the Board had
failed to consider “the effect of the inclusion of ‘technology’ in the
mark, as a whole,” its findings were clearly erroneous.338

Here, the CAFC agreed with the parties that the TTAB was
required to determine whether the addition of “collection” to the
surname “Earnhardt” altered the primary significance of the mark
as a whole. As part of that inquiry, the Board must consider whether
“collection” is merely descriptive of KEI's goods and services. The
TTAB’s decision, however, left the CAFC “uncertain” as to the
Board’s findings on the issue of the descriptiveness of “collection.”339
It was “unclear” to the court whether the Board confined its analysis
to only a genericness inquiry.340 Therefore the Board’s analysis of
the mark as a whole was deficient. “On remand, the Board should
determine (1) whether the term ‘collection’ is merely descriptive of
KETI’s furniture and custom home construction services, and (2) the
primary significance of the mark as a whole to the purchasing
public.”341

336 Earnhardt v. Kerry Earnhardt, Inc., 123 U.S.P.Q.2d at 1413.
337 Hutchinson Tech., 7 U.S.P.Q.2d at 1493.

338 Jd.

339 Earnhardt v. Kerry Earnhardt, Inc., 123 U.S.P.Q.2d at 1415.
340 Id

341 Jd. On remand, the Board sustained the opposition on the Section 2(e)(4) ground, finding
the term “COLLECTION” to be merely descriptive of both furniture and custom
construction of homes, and concluding that “the primary significance of the mark
EARNHARDT COLLECTION is that it merely indicates that the goods and services are
sold in a group or collection by a person named EARNHARDT.” Earnhardt v. Kerry
Earnhardt, Inc., Oppositions Nos. 91205331 and 91205338 (T.T.A.B. Nov. 19, 2018).
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2. Ownership

Lyons v. American College of
Veterinary Sports Medicine and Rehabilitation

Registrant Sheila Lyons finished out of the money in her appeal
from the TTAB’s decision granting a petition for cancellation of her
Supplemental Registration for the mark THE AMERICAN
COLLEGE OF VETERINARY SPORTS MEDICINE AND
REHABILITATION for various “veterinary education services.” The
CAFC endorsed the legal framework applied by the Board in
resolving ownership disputes when a member has departed a group,
and it ruled that substantial evidence supported the Board’s
findings that Lyons never owned the mark. The court consequently
agreed with the Board’s conclusion that her underlying application
was void ab initio.342

Lyons, along with five other equine veterinarians, formed an
organizing committee for the purpose of creating a veterinary
specialist organization (“VSQO”) for treating athletic animals. The
committee began using the subject mark by 2002. Lyons was
dismissed from the organizing committee in 2004. She then applied
to register the mark and in 2006 received a Supplemental
Registration.

In 2010, the American Veterinary Medical Association
(“AVMA”) granted provisional recognition to the proposed VSO
under the name “American College of Veterinary Sports Medicine
and Rehabilitation.” The college administered its first certification
test in 2012 and has conducted annual meetings and continuing
education programs since then.

The CAFC found no error in the framework applied by the Board
in resolving this ownership dispute, a framework developed for
situations in which a member of a group has departed and (in the
absence of a formal agreement governing ownership of the mark)
both the member and the remnant group claim ownership of the
mark.343 Although various sources enunciated the relevant factors
differently, they all include three main factors:

(1) the parties’ objective intentions or expectations;
(2) who the public associates with the mark; and

(3) to whom the public looks to stand behind the quality of goods
or services offered under the mark.344

342 Lyons v. Amer. Coll. of Veterinary Sports Med. & Rehab., 123 U.S.P.Q.2d 1024 (Fed. Cir.
2017).

343 Id. at 1027-28. See, e.g., Wonderbread 5 v. Gilles, 115 U.S.P.Q.2d 1296, 1305 (T.T.A.B.
2015); see generally, McCarthy on Trademarks and Unfair Competition § 16:45 (4th ed.
2015).

344 Jd. at 1028.
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The Parties’ Collective Intent: Although Lyons may have
subjectively believed that she owned the mark and would control the
VSO once formed, the objective expectations of the parties were that
the organizing committee would form the VSO under the chosen
name, not that Lyons would render personal services under the
mark. At no time did Lyons communicate to other committee
members her belief that she owned the mark, any prior use of the
mark, or any objection to the committee naming the VSO after the
mark. Thus, her objectively manifested expectations contradicted
any subjective notion that she owned the mark. The CAFC
concluded that substantial evidence supported the Board’s
determination that “the collective expectation of the parties, as
objectively manifested, was that Lyons and the rest of the
organizing committee would form an AVMA-accredited VSO with a
name that became the mark.”345

Who Does the Public Associate with the Mark?: Lyons cited as
her first use of the mark a paper, written in the future tense,
indicating her plans to form a VSO under the name at issue.
However, the mere preparation and publication of future plans
(assuming her paper was published) do not constitute use in
commerce.?*® Moreover, Lyons never advertised the mark, never
maintained a website, has no employees, no volunteers, no students,
and no certification program.

On the other hand, the college has certified at least 115
veterinarians, established 13 active residency programs in
veterinary colleges, and conducted conferences and continuing
education programs. The college has obtained corporate
sponsorships from companies in the veterinary industry, has
received considerable attention in the press, and is listed on the
AVMA website under the mark.

The CAFC concluded that substantial evidence supported the
Board’s finding that the relevant public looks to the college, not to
Lyons, for services in connection with the mark “because Lyons’s use
of the mark has not created distinctiveness inuring to Lyons.”347

To Whom the Public Looks for Quality Control: Lyons provided
no evidence that she obtained certification from the AVMA or that
she has students enrolled in educational services offered under the
mark, or that she offers any certification programs at all. The
college, on the other hand, earned AVMA accreditation so that the
veterinarians it certifies may hold themselves out as AVMA-
approved specialists. Furthermore, “as the Board observed, the
college’s very name carries the ‘AVMA’s seal of approval’ because
many AVMA-accredited VSOs, and none that are not AVMA-

345 Id. at 1029.
346 Id. See, e.g., Aycock Eng’g, Inc. v. Airflite, Inc., 90 U.S.P.Q.2d 1301 (Fed. Cir. 2009).
347 Id. at 1030.
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accredited, have names beginning with the words “American
College of Veterinary.” 348

The CAFC concluded that substantial evidence supported the
Board’s finding that “members of the public who seek out veterinary
sports medicine and rehabilitation services will rely upon the
College’s certification as evidence of a particular veterinarian’s
expertise.”349

In summary, the CAFC held that the Board’s findings were
supported by substantial record evidence. “One might even say that
the lion’s share of the evidence supports the Board’s decision.”350

Although Lyons may have been the first to use the mark, the
record shows that her use never rose to the level of use in
commerce. Rather, she initiated efforts to form an AVMA-
accredited VSO with the name of the mark, and that
endeavor moved forward without her after she was dismissed
from the organizing committee. Her involvement with the
committee may have been the very reason that the
committee adopted the mark; nevertheless, it is clear from
the record that the College used the mark in commerce
before Lyons, and Lyons cannot in effect appropriate it. The
Board’s findings to that effect were supported by substantial
evidence.351

B. Trademark Trial and Appeal Board
1. Section 2(d) Likelihood of Confusion
a. Likelihood of Confusion Found
Tao Licensing, LLC v. Bender Consulting Ltd.

The Board granted a petition for cancellation of a registration
for the mark TAO VODKA for “alcoholic beverages except beer”
[VODKA disclaimed] on two grounds: nonuse and likelihood of
confusion with petitioner’s registered and famous mark TAO for
restaurant and nightclub services.352 Respondent Bender’s
“eyebrow-raising activities” in choosing its mark after Petitioner
Tao Licensing refused to purchase its vodka, including adoption of
a font very similar to the font used by Tao Licensing, factored into
the Board’s Section 2(d) ruling.

Nonuse: Under Section 45 of the Lanham Act, a trademark is in
“use” when the goods bearing the mark “are sold or transported in

38 d,
29 Id,
350 d,
B Id,

352 Tao Licensing, LL.C v. Bender Consulting Ltd., 125 U.S.P.Q.2d 1043 (T.T.A.B. 2017). The
issue of nonuse is discussed in Part I1.B.6, below.
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commerce.”353 Here, the Board considered whether the importation
or distribution of samples of the goods met the use-in-commerce
requirement. Respondent Bender conceded that, prior to filing its
statement of use it had not sold any goods under the mark TAO
VODKA, but it contended that the distribution of samples sufficed.
Bender appeared to concede that mere importation of the goods from
the Vietnamese manufacturer did not constitute use in commerce.354

Turning to the issue of distribution of samples, the Board first
observed that alcohol is distributed in a three-tiered system: a
manufacturer may sell only to a distributor, who may sell only to a
retailer, who may sell only to the public. The Board also noted that
the testimony of Bender’s witness showed a lack of knowledge of the
underlying facts and a lack of corroborating documentation. 35

Bender testified that it distributed samples to three entities. The
first, J.M. Stevens, was not a distributor of alcohol but rather was a
shareholder of Kai Vodka, an entity related to Bender. There was
no evidence as to the disposition of those samples.

The second was a restaurant called Tango Cafe, but Tango was
not a distributor. The testimony indicated that this activity was
“preliminary and exploratory, and [Bender] was not yet ready to
introduce the product in the ordinary course of trade.”356

The third was a distributor named Northern Wine & Spirits
who, according to Bender, would “review [the product] and see if
they had interested parties in their market.”35” There was no
written follow-up, and so sales were never made to or by Northern.

None of the three entities purchased or sold any product called
TAO VODKA. In fact, the first sale did not occur until two and one-
half years later. The Board found that “the record as a whole reflects
that Respondent was not yet using or even ready to use the mark in
the ordinary course of trade, but was merely exploring such use at
some point in the future.”3%® The “sharing of these samples . . . was

353 Section 45 of the Lanham Act, 15 U.S.C. § 1127, states in pertinent part”:

A mark shall be deemed to be in use in commerce . .. on goods when—(4) it is
placed in any manner on the goods or their containers or the displays associated
therewith or on the tags or labels affixed thereto, or if the nature of the goods
makes such placement impracticable, then on documents associated with the
goods or their sale, and (B) the goods are sold or transported in commerce.

354 See Avakoff v. S. Pac. Co., 765 F.2d 1097, 226 U.S.P.Q. 435, 436 (Fed. Cir. 1985)
(shipment of goods from the manufacturer to the trademark owner did not satisfy the
use or transportation in commerce requirement because “it was a shipment of the goods
in preparation for offering the goods for sale. It did not make the goods available to the
purchasing public”).

355 Tao Licensing, LLC, 125 U.S.P.Q.2d at 1053. Cf. Research in Motion Ltd. v. NBOR Corp.,
92 U.S.P.Q.2d 1926 (T.T.A.B. 2009) (lack of documentation contributes to a finding of
lack of bona fide intent to use mark).

56 Id. at 1054.
357 Id. at 1055.
55 Id.
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more in the nature of a preliminary advisory consultation than bona
fide use of the TAO VODKA mark in the ordinary course of trade.”359

Therefore, the Board concluded that respondent did not use the
mark TAO VODKA in commerce prior to the statement of use
deadline (September 20, 2012), and so the registration was invalid
due to nonuse.

Likelihood of Confusion: Petitioner Tao Licensing’s evidence of
customer volume and revenue, advertising expenditures,
unsolicited media coverage, and industry awards convinced the
Board that TAO is a famous mark for restaurant services. The
Board noted, however, that even if the mark were of “average
strength,” its conclusion under Section 2(d) would be the same.360

Respondent Bender argued that, based on third-party
registration and use, TAO was a weak and diluted mark. The Board,
however, discounted the third-party use evidence (two dozen or so
restaurants) because it was somewhat outdated, it lacked specifics
regarding the extent of use, Bender’s witness did not collect the
information, and Petitioner Tao Licensing had successfully
challenged numerous restaurants using “T'ao” in their names. The
third-party registrations submitted by Bender were mostly for
unrelated goods or services; only one related to alcoholic beverages.

The third-party evidence did show, however, that “tao” suggests
that a restaurant has an Asian theme or serves Asian food.
Nonetheless, in light of the “compelling evidence” of the fame of Tao
Licensing’s mark, the third-party evidence did not convince the
Board that TAO is weak or entitled to a limited scope of protection.
“The commercial strength of Petitioner’s TAO mark outweighs any
conceptual weakness.”361

Not surprisingly, the Board found the marks to be similar in
look, sound, meaning, and commercial impressions. As to the
involved goods and services, the Board recognized that it is not
enough to show that restaurants serve food and beverages:
“something more” is required to establish that alcoholic beverages
and restaurant and nightclub services are related. 362

The evidence showed that Petitioner Tao Licensing uses its TAO
mark to promote alcoholic beverages, that its restaurants offer
drinks (including at least one vodka drink) that bear TAO-formation
names (e.g., “T'ao-love potion #9”), that it sometimes engages in joint
promotional efforts with vodka manufacturers, and that it
advertises “Vodka Open Bars” at events in its venues. The evidence
also showed that “private-label” bottling is an industry trend, and

5 Id.
360 Id. at 1056.
361 Id. at 1059.

362 Jd. at 1060, citing In re Coors Brewing Co. 343 F.3d 1340, 68 U.S.P.Q.2d 1059, 1063 (Fed.
Cir. 2003).
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the Board concluded that “consumers on a widespread basis must
be aware of the practice.”363

Moreover, Respondent Bender’s own actions “show that it
believed that consumers would view Respondent’s vodka and
Petitioner’s services as related.”364 The record indicated that Bender
rebranded an existing vodka product, Kai Vodka, as TAO VODKA
after its unsuccessful attempt to sell its Kai Vodka to TAO venues.
Bender also initially displayed the mark in a stylized font very
similar to Tao Licensing’s font. Bender then sought an agreement to
sell its registration to Tao Licensing at a “high price” and to supply
Tao Licensing with large volumes of vodka. From this evidence, the
Board found that “Respondent anticipated a benefit from implying
a connection to Petitioner, a benefit that could only exist if
Respondent believed that consumers would actually see
Respondent’s products as related to Petitioner’s restaurant
services.”365

The Board therefore concluded that consumers would likely
infer that Bender’s goods emanate from the same source as
Petitioner Tao Licensing’s services, or are sponsored by Tao
Licensing.

Because Bender’s goods may be sold to individual consumers in
restaurants and nightclubs, the channels of trade and classes of
consumers overlap. As to the lack of actual confusion evidence, the
Board agreed with Tao Licensing that because of Bender’s limited
use of its mark, there was little opportunity for actual confusion to
occur.

Finally, Tao Licensing maintained that, under the catch-all
thirteenth du Pont factor, Bender’s bad faith weighed in favor of a
finding of likely confusion.366 The Board agreed that Bender’s “more
eyebrow-raising activities,” discussed above, were further evidence
that confusion is likely.367

And so, the Board found a likelihood of confusion and ruled that
Section 2(d) is a second, independent ground for granting the
petition for cancellation.

363 Id. at 1061.
4 Id. at 1062.
85 Id,

366 Jd. at 1063. See, e.g., J & J Snack Foods Corp. v. McDonald’s Corp., 932 F.2d 1460, 14622,
18 U.S.P.Q.2d 1889, 1891 (Fed. Cir. 1991) (“Whether there is evidence of intent to trade
on the goodwill of another is a factor to be considered”).

367 Id. The thirteenth du Pont factor considers “[a]ny other established fact probative of the
effect of use.”
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b. Likelihood of Confusion Not Found

Bell’s Brewery, Inc. v. Innovation Brewing

In a rare case involving alleged “conjoint use” of trademarks, the
Board dismissed an opposition to registration of the mark
INNOVATION BREWING for beer, finding that Opposer Bell’s
Brewery had failed to prove a likelihood of confusion with its
registered mark INSPIRED BREWING, also for beer (the word
BREWING being disclaimed in each mark).368 Opposer Bell’s also
pled likely confusion with its common law mark BOTTLING
INNOVATION SINCE 1985, but it failed to raise that issue in its
briefing and so the Board deemed that claim to be waived.

In its reply brief, Bell’s for the first time asserted that confusion
is likely under a “conjoint use” analysis: that the opposed mark
INNOVATION BREWING combines elements of both of the Bell’s
Brewery’s marks. The Board, however, found that Bell’s had failed
to plead that claim, and further that the issue of conjoint use had
not been tried by consent of the parties. In any case, Opposer Bell’s
failed to prove the extent of any conjoint use.

Because the involved goods are identical, the Board presumed
that they travel through the same, normal channels of trade to the
same classes of consumers. The goods are low-priced and subject to
impulse purchase, increasing the risk of likelihood of confusion.
Bell’s marks, the Board found, are inherently distinctive. Evidence
of third-party use and registration of marks containing formatives
of INSPIRE or INNOVATION was insufficient to show that the
terms “either have a descriptive significance or are in such
widespread use that consumers have come to distinguish marks
containing them based on minute differences.”?%® The Board
concluded that Bell’s marks are to be accorded to “the normal scope
of protection to which inherently distinctive marks are entitled.”37

As indicated above, the Board found that Opposer Bell’s had pled
a likelihood of confusion with each of its two marks, but “[nJowhere
in the notice did Opposer allege that Applicant’s mark would create
a likelihood of confusion with Opposer’s conjoint use of INSPIRED
BREWING and BOTTLING INNOVATION SINCE 1985.7371 In the
leading cases on conjoint use, the claim had been clearly pled.372

We hold that a likelihood of confusion claim based on the
claimant’s use of two marks conjointly must be pleaded

368 Bell’s Brewery, Inc. v. Innovation Brewing, 125 U.S.P.Q.2d 1340 (T.T.A.B. 2017).
369 Jd. at 1347.

370 Id. The Board did not explain what the “normal scope of protection” is.

371 Id. at 1348.

372 Id. See, e.g., Schering-Plough HealthCare Prods., Inc. v. Huang, 84 U.S.P.Q.2d 1323
(T.T.A.B. 2007) (finding applicant’s mark DR. AIR likely to cause confusion with the
jointly used marks DR. SCHOLL’S and AIR-PILLO).
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clearly enough to provide fair notice of the claim to the
defendant. Our holding is analogous to our familiar
requirement that a plaintiff must plead reliance on a family
of marks.373

The Board also found that the issue of conjoint use was not tried
by consent. Opposer Bell’s claimed that Applicant Innovation
consented because it did not object to evidence of such conjoint use,
but the Board concluded that the testimony cited by Bell’s “does not
directly address the specific extent to which the two marks are used
together.”37* Although the cited evidence did show use of the marks
together, “this evidence also is relevant to Opposer’s pleaded claim
that confusion is likely as to each of its marks individually” and was
insufficient to put Innovation on notice of a claim of conjoint use.37>

In any event, Bell’s failed to establish that use of its pleaded
marks together “has been effective to qualify them for conjoint
analysis.”376 According to Schering-Plough, two elements must be
established for conjoint use: (1) the marks have been and are being
used together, and (2) the marks “have been used ... in such a
manner and to such an extent in connection with a single product
that they have come to be associated together, in the mind of the
purchasing public, as indications of origin for opposer’s product.”377
Bell’s satisfied the first element but not the second.

The Board found that Bell’s used the two marks together on
vehicle wraps, in three magazine issues, on a digital billboard, and
at several beer festivals, but that was insufficient to show that the
marks “have been used conjointly to such an extent that together
they have come to indicate source. Even for the evidence displaying
both marks, there is no reason to assume that purchasers would see
them as anything other than two distinct marks.”378

In sum, Opposer Bell’'s waived its claim of likelihood of confusion
as to the mark BOTTLING INNOVATION SINCE 1895 and failed
to plead or prove conjoint use.

As to Bell’s mark INSPIRED BREWING, the Board concluded
that it differs from the applied-for mark INNOVATION BREWING
in sight, sound, meaning, and overall commercial impression to such
an extent that the first du Pont factor was dispositive.

And so, the Board dismissed the opposition.

313 Id. at 1349. Cf. Wise F&I, LLC v. Allstate Ins. Co., 120 U.S.P.Q.2d 1103, 1107 (T.T.A.B.
2016) (“A plaintiff must plead ownership of a family of marks in its complaint in order
to rely on the marks as a family as a basis for sustaining the opposition at trial or in a
motion for summary judgment.”).

3714 Id.

375 Id.

376 Id.

377 Schering-Plough, 84 U.S.P.Q.2d at 1326.

378 Bell’s Brewery, Inc. v. Innovation Brewing, 125 U.S.P.Q.2d 1340, 1350 (T.T.A.B. 2017).
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RxD Media, LLC v. IP Application Development LLC

The Board dismissed this Section 2(d) opposition to registration
of the mark IPAD for various business and computer services,
including storage and retrieval of data. Opposer RxD Media claimed
prior use of the identical mark for “providing temporary use of a
web-based software application for mobile-access database
management whereby users can store and access their personal
information,” but it failed to prove that its mark had acquired
distinctiveness prior to Applicant IP’s constructive first-use
dates.37

The Board began by chastising the parties for their introduction
of thousands of pages of testimony and other evidence “without
regard to what they needed to prove, apparently in the hope that in
wading through it, we might find something probative.”380
Furthermore, the parties failed to cite to TTABVUE docket
entries38! and improperly designated testimony and evidence as
confidential, which “made reconciling their references to evidence
difficult and inordinately time-consuming, placing the
persuasiveness of the presentations at risk.”382

This is not productive. “Judges are not like pigs, hunting for
truffles buried in briefs.” United States v. Dunkel, 927 F.2d
955, 956 (7th Cir. 1991). The case was neither prosecuted nor
defended based on any clear theory of the case. Neither party
made a concise and compelling evidentiary showing, and
neither was judicious in the introduction of only relevant
testimony and evidence.383

The Board found most of the evidence to be irrelevant. The only
issue was Opposer RxD Media’s priority; Applicant IP’s proof of
post-filing use of its mark and of acquired distinctiveness was
unnecessary. Similarly, the Board disregarded RxD Media’s
evidence regarding its activities after IP’s constructive filing dates.

Priority: Section 2(d) permits an opposition based on “a mark or
trade name previously used in the United States.”38* Because RxD
Media relied on common law rights in the mark IPAD, it was
required to establish proprietary rights in that mark, under the rule

379 RxD Media, LLC v. IP Application Dev. LLC, 125 U.S.P.Q.2d 1801 (T.T.A.B. 2018).
380 Jd. at 1803.

381 TTABVUE is the search engine at the TTAB website by which one may view a TTAB
proceeding file by entering the proceeding number, or search for proceedings by
application number, registration number, mark, party, or correspondent.

382 RxD Media, 125 U.S.P.Q.2d at 1804.
383 Id. at 1803.
384 Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).
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of Otto Roth.385 In other words, it had to show that its mark was
distinctive, either inherently or through acquired distinctiveness,
prior to Applicant IP’s actual or constructive first use of its mark.

An applicant may rely on the filing date of its foreign
applications under Section 44(d) of the Act as its dates of
constructive use: here, July 16, 2009 (Trinidad and Tobago) and
January 25, 2010 (Canada).3®¢ The Board noted that even though
the opposed applications were published under the provisions of
Section 2(f)—a concession by IP that its IPAD mark was not
inherently distinctive—IP was still entitled to rely on its foreign
filing dates for purposes of priority.387

RxD Media claimed use of its mark since September 1, 2007, but
the evidence showed that, prior to Applicant IP’s constructive
priority dates, RxD Media was using only the “IPAD.mobi logo”
shown immediately below. Moreover, in that logo the pen design is
an integral part of the term “IPAD,” and RxD Media did not show
that the term “IPAD” creates a separate commercial impression
from the composite logo. “Simply stating that .mobi is a generic TLD
1s not sufficient to show that the term “IPAD” creates a separate
commercial impression . . . .”388

,-/'PHD.mm

Your Mobile Internet Notepad

Even assuming that the term “IPAD” created a separate
commercial impression, the Board found that RxD Media failed to
prove a proprietary interest in that term. RxD Media neither

385 Otto Roth & Co. v. Universal Foods Corp., 640 F.2d 1317, 209 U.S.P.Q. 40 (C.C.P.A.
1981).

386 RxD Media, 125 U.S.P.Q.2d at 1808. See, e.g., Fioravanti v. Fioravanti Corrado S.R.L.,
230 U.S.P.Q. 36, 40 n.9 (T.T.A.B. 1986) (confirming that applicant’s constructive date of
first use is derived from the filing date of its foreign application). See also Section 44(d)
of the Lanham Act, 15 U.S.C. § 1126(d), which provides, in pertinent part:

An application for registration of a mark under section[] 1051 ... filed by [an
eligible] person who has previously duly filed an application for registration of
the same mark in [an eligible foreign country] shall be accorded the same force
and effect as would be accorded to the same application if filed in the United
States on the same date on which the application was first filed in such foreign
country: Provided, that—(1) the application in the United States is filed within
six months from the date on which the application was first filed in the foreign
country . ...

387 Id. at 1809. See Larami Corp. v. Talk to Me Programs Inc., 36 U.S.P.Q.2d 1840, 1846
(T.T.A.B. (1995)) (benefits of constructive use under Section 7(c) of the Lanham Act apply
“even if the claim of acquired distinctiveness was made after the filing date of the
application and even if the use on which the claim of distinctiveness was predicated was
made mostly after the filing date of the application”).

w5 Id.
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asserted nor proved that “IPAD” is inherently distinctive. As to
acquired distinctiveness, the Board must first assess the degree of
descriptiveness of the term, since the more descriptive a term, the
more evidence is required under Section 2(f).389

The Board found that, since prior to July 16, 2009 (Applicant
IP’s earliest priority date), the letter “I” placed before a word or
phrase may mean “Internet-based or enabled.” Third-party
registrations, publications, and websites demonstrated the use of “I”
formative marks for Internet-based goods and services. The word
“Pad” is defined as, among other things, “a collection of sheets of
paper glued together at one end.” The word “Notepad” is “a pad of
blank pages for writing notes.”3%

When the “I” prefix is combined with the “Pad” suffix, and
when considered in conjunction with Opposer’s services, the
combination directly refers to an Internet-enabled or
accessible medium for storing and accessing information, as
one can do with a notepad. The combined term, IPAD, does
not create a non-descriptive or incongruous meaning, and,
thus, it is not an inherently distinctive mark. When used in
connection with a web-based software application for mobile-
access databases management whereby users can store and
access their personal information, the term IPAD directly
conveys to consumers the purpose and function of Applicant’s
services.391

RxD Media’s own use of “IPAD” corroborated the descriptive
meaning of the term: for example, in the tagline “Your Mobile
Internet Notepad.”

Turning to the issue of acquired distinctiveness, RxD Media was
unable to say how many subscribers it had prior to the end of 2009.
Its website never received more than 100 hits per day. As of 2010,
RxD Media’s revenues were small and it was not profitable. As of
2013, it had expended $412 on advertising the IPAD.mobi website.
There was no evidence that the relevant public, as of July 16, 2009,
understood the primary significance of IPAD to be a source-
identifier rather than a descriptor of RxD Media’s services.

The Board found that Opposer RxD Media had failed to establish
acquired distinctiveness for the term IPAD. The Board therefore
concluded that RxD Media had failed to prove proprietary rights in
that term prior to Applicant IP’s constructive priority dates, and it
dismissed the opposition.

% Id. at 1810.
390 Jd. at 1813.
w1 .
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2. Section 2(e)(5) Functionality
Poly-America, L.P. v. Illinois Tool Works Inc.

Once again, the existence of a utility patent proved to be of
critical importance on the issue of de jure functionality. The Board
granted a petition for cancellation of three registrations for the
product configurations shown immediately below, on the ground of
Section 2(e)(5)392 functionality: on the left, a “horizontal stripe
adjacent the bag top” for “plastic bags;” in the center, the
configuration of flexible plastic reclosable fastener strips (the
“zipper flange” mark); and on the right, “a continuous colored stripe
extending for the length of plastic film tubing and plastic film
sheeting having a continuous reclosable strip on the surface” (the
“rollstock” mark) for “reclosable film tubing and plastic film
sheeting, not for wrapping.”393

Standing: Of course, standing is a threshold issue that must be
proven by a plaintiff in every inter partes case. The plaintiff must
show that it has a “real interest,” i.e., a direct and personal stake,
in the outcome of the proceeding and a reasonable basis for its belief
of damage.3%4

The evidence showed that Petitioner Poly-America, a
manufacturer and supplier of plastic film and garbage bag products,
was planning to sell reclosable food storage bags with colored
closures. Although Poly-America was not intending to sell flexible
plastic reclosable fastener strips or film tubing and sheeting, it
intended to manufacture or purchase those goods for purposes of
manufacturing reclosable food storage bags. Poly-America
submitted evidence that it risked being sued for infringement of all
three of the subject trademark registrations. The Board concluded

392 Section 2(e)(5) of the Lanham Act, 15 U.S.C. § 1052(e)(5), bars registration of a mark
that “comprises any matter that, as a whole, is functional.”

393 Poly-America, L.P. v. Illinois Tool Works Inc., 124 U.S.P.Q.2d 1508 (T.T.A.B. 2017).
394 Ritchie v. Simpson, 170 F.3d 1092, 50 U.S.P.Q.2d 1023, 1025 (Fed. Cir. 1999).
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that Poly-America had established its standing to challenge the
three registrations.

Functionality: A product configuration or product feature is
considered to be functional under Section 2(e)(5) if it is (1) “essential
to the use or purpose of the article,” or if it (2) “affects the cost or
quality of the article.”3% The Board, in making its determination
under Section 2(e)(5), is guided by the analysis of In re Morton-
Norwich Prods., Inc.?%6 However, the Supreme Court in TrafFix
Devices ruled that if functionality is properly established under its
Inwood test, further inquiry as to the Morton-Norwich factors is
unnecessary.397

The first Morton-Norwich factor considers whether a utility
patent discloses the utilitarian advantages of the design at issue.
Poly-America submitted expired U.S. Patent No. 3,054,434, entitled
“BAG CLOSURE,” issued to the respondent’s predecessor for an
“article such as a pouch or similar container having a new and
improved resilient type fastener structure.”3% The stated object of
the patent is to provide a resilient fastener that would reduce the
risk of accidental separation of the fastener. In one embodiment, a
pair of flanges assist in the separation of the two strips that form
the seal. The patent states that “[e]xcellent results may be obtained”
when the strips are of a clear color while one or both of the flanges
are colored red.399

Claim 6 of the patent specifically recites that “said flange” is
“colored differently than the strips to facilitate identification of the
flange and assist in separation of the strips.”4%° The Board found
that this language “defines the same features of the registered
trademarks as described by Respondent, namely, the colored stripe
on the reclosable fastener strips shown in each of the three
registrations.”401

Respondent Illinois Tool Works (“ITW”) argued that the patent
did not describe any utilitarian advantages with regard to the
registered marks, and further that the inventor came to understand

395 TrafFix Devices Inc. v. Mktg. Displays Inc., 532 U.S. 23, 58 U.S.P.Q.2d 1001, 1006 (2001)
(quoting Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 214 U.S.P.Q. 1, 4 n.10
(1982)).

3% 671 F.2d 1332, 213 U.S.P.Q. 9, 15-16 (C.C.P.A. 1982). The Morton-Norwich factors, used
in determining functionality, are: (1) the existence of a utility patent disclosing the
utilitarian advantages of the design; (2) advertising materials in which the originator of
the design touts the design’s utilitarian advantages; (3) the availability to competitors of
functionally equivalent designs; and (4) facts indicating that the design results in a
comparatively simple or cheap method of manufacturing the product.

397 TrafFix Devices, 58 U.S.P.Q.2d at 1006.

398’434 patent, column 1, lines 8-13.

399’434 patent, column 4, lines 52-70.

400’434 patent, column 6, lines 29-46.

401 Jd. at 1516.
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that “his initial belief was incorrect” and that there never was any
functionality to the “Color Line Trademark.”402

The Board was wholly unimpressed because ITW’s predecessor,
in arguing against the patent examiner’s rejection of the color line
feature as lacking utility, asserted that it “affords an advantage.”403
Moreover, the predecessor touted the value of the color line: it
“serves a practical purpose. It immediately identifies the point of
opening.”4%4 The predecessor listed the 434 patent in its advertising
brochures and submitted the brochures in the underlying
application for the color line trademark registration. “Simply put,
its predecessors having availed themselves of the protection of the
434 patent until its expiration, Respondent’s convenient change of
heart falls far short of convincing us that the features described in
the sixth claim were never functional and may now be the subject of
trademark protection.”405

ITW contended that, even if the Color Line Trademark “may
have been intended to have some functional benefits when first
conceived, a trademark can become non-functional over time.”406
However, there was no explanation as to how the Color Line
Trademark became non-functional over time, and ITW’s reliance on
Eco Manufacturing LLC v. Honeywell International Inc.*%7 was
misplaced. There, the court never decided the ultimate issue of
functionality of the “trademarked” round thermostat (although it
did suggest three different ways in which the design could be
functional).

In sum, the mere argument that one of the inventors of the 434
patented invention conveniently changed his mind about the
functionality of the color strip was not sufficient to outweigh Poly-
America’s proofs. It is irrelevant that the invention claimed in the
’434 patent was a closure mechanism. “The fact that the color was
part of a larger claim ... does not reduce its significance,
particularly in light of the reliance by Respondent’s predecessors on
the color recited in claim 6.7408

Because Poly-America established functionality under Inwood
based upon claim 6 of the 434 patent, it was not required to provide
evidence that consumers recognize color as a functional feature of
the involved goods. Nor was it necessary to present evidence under
all four Morton-Norwich factors. Once Poly-America established a

402 Jd. at 1517.

103 [d.

104 Id.

105 [d.

406 Jd.

407 357 F.3d 649, 653, 69 U.S.P.Q.2d 1296 (7th Cir. 2003).

108 Poly-America, L.P. v. Illinois Tool Works Inc., 124 U.S.P.Q.2d 1508, 1519 (T.T.A.B.
2017).



Vol. 109 TMR 89

prima facie case of functionality, it was Respondent I'TW’s burden
to provide sufficient evidence of non-functionality. ITW did not do
S0.

Therefore, the Board concluded that ITW’s registered
trademarks are functional under Section 2(e)(5), and it ordered that
the three registrations be cancelled.

Kohler Co. v. Honda Giken Kogyo K. K.

In an exhaustive 129-page opinion (including a 12-page
appendix), the Board sustained an opposition to registration of the
product configuration shown below, for “engines for use in
construction, maintenance and power equipment,” finding the
applied-for mark to be functional under Section 2(e)(5) and lacking
in acquired distinctiveness.409

The Board observed that the mark Applicant Honda sought to
register is depicted in the drawing. “[T]he drawing of the mark, not
the words an applicant uses to describe it, controls what the mark
1s.7410 Matter not claimed must be shown in broken lines. The Board
thus noted that Honda was seeking protection for what Honda
described as “the configuration of an engine with an overall cubic
design, with a slanted fan cover, the fuel tank located above the fan
cover on the right, and the air cleaner located to the left of the fuel
tank.”411

Evidentiary Issues: The parties raised many evidentiary
objections, several of which merited the Board’s discussion. Honda
objected to the admission of copies of fourteen utility model
applications that it filed in Japan, contending that the Japanese
utility model system has no counterpart in American law and that
it is unclear whether the Japanese applications were ever examined
or issued. The Board found this to be an issue of first impression. It

109 Kohler Co. v. Honda Giken Kogyo K.K., 125 U.S.P.Q.2d 1468 (T.T.A.B. 2017).

410 Jd. at 1488, quoting In re Change Wind Corp., 123 U.S.P.Q.2d 1453, 1459 n.6 (T.T.A.B.
2017).

411 Id.
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overruled the objection, observing that the “analysis requires us to
do what we must do in considering Applicant’s issued United States
patents—determine whether the claims and disclosures in the
patent show the utilitarian advantages of the design sought to be
registered as a trademark.”412

The Board sustained Honda’s objection to the admissibility of a
decision by the Office of Harmonization in the Internal Market
(“OHIM”) affirming a refusal to register a depiction of an engine
design and containing a summary of Honda’s argument under
European Community Law as to whether the design was inherently
distinctive. The Board observed that European Community Law is
“at odds with United States law” because in this country a product
configuration mark cannot be inherently distinctive.*'3 The Board,
however, overruled an objection to the admissibility of certain
statements made by Honda’s Turkish counsel before a Turkish court
because those were “factual statements made by an authorized
agent of Applicant that do not implicate Turkish law.”414

Functionality: Section 2(e)(5) bars registration of “a mark which

. comprises any matter that, as a whole, is functional.”415 In

general, “a product feature is functional,” and cannot serve as a
trademark, ‘if it is ‘essential to the use or purpose of the article or if
it affects the cost or quality of the article.”46 The functionality
doctrine is intended to encourage legitimate competition by
maintaining the proper balance between patent law and trademark
law.417

The Board observed that its analysis may begin with a
consideration of the functionality of individual features, as long as
those features are considered in the context of the design as a
whole.418 In particular, the Board considered the air cleaner cover
(A), the fuel tank (B), the carburetor cover (C), and the fan cover
(D). 419

In assessing the functionality of the design as a whole, the Board
must determine whether the mark “is in its particular shape

412 Id

413 Id. at 1479.

414 Id

415 Section 2(e)(5) of the Lanham Act, 15. U.S.C. § 1052(e)(5).

416 TrafFix Devices Inc. v. Mktg. Displays Inc., 532 U.S. 23, 58 U.S.P.Q.2d 1001, 1006 (2001)
(quoting Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 34 U.S.P.Q.2d 1161, 1163-64
(1995)); see also Inwood Labs, Inc. v. Ives Labs., Inc., 456 U.S. 844, 214 U.S.P.Q. 1,4 n.10
(1982).

47 See Qualitex, 34 U.S.P.Q.2d at 1163-64.

418 Kohler Co. v. Honda Giken Kogyo K.K., 125 U.S.P.Q.2d 1468, 1490 (T.T.A.B. 2017), citing
In re Change Wind Corp., 123 U.S.P.Q.2d 1453, 1456 (T.T.A.B. 2017).

419 Letter designations added by the Board for reference.
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because it works better in that shape.”420 The Board found that the
fan cover (D) “is in its particular slanted shape because (as both
experts agree) that slanted shape works better to direct cooling air
to the hottest part of the engine than a non-slanted shape.”42!

The shape of the fuel tank (B) has both utilitarian and design
elements, but its positioning and its overall “roughly rectangular”
shape are “more prominent, thus making the features of the fuel
tank as a whole primarily functional.”422 As to the carburetor cover
(O), 1t also has utilitarian and decorative elements, but its relative
positioning and placement make its features as a whole functional,
despite its inclusion of purely decorative ribs.423

The air cleaner cover (A) also includes functional and non-
functional elements, but here the Board found its features not to be
primarily functional: the choice to use a cube or rectangular shape
was a design choice.424

The Board concluded that the “overall cubic design” of the engine
has the utilitarian benefit that Honda sought to achieve when it
designed its GX engine, including compactness and adaptability to
a range of OEM options.

Finally, the Board considered the “critical question”: “the degree
of utility present in the overall design of the mark,” taking into
account the impact of any “specific styling elements” of each
component.*?> The Board found these styling components to be
relatively insignificant, and it concluded that the overall
appearance of the applied-for mark is essential to the use or purpose
of the engine and affects its quality under the Inwood test because
the mark as a whole “is in its particular shape because it works
better in that shape.”426

Because the Honda engine design is functional under Inwood,
there was no need to consider the Morton-Norwich factors.*2
Nonetheless, for the sake of completeness, the Board addressed
those factors briefly. It found the seven United States patents
proffered by Opposer Kohler to be non-probative of functionality but

420 Kohler Co. v. Honda Giken Kogyo K.K., 125 U.S.P.Q.2d at 1493, citing In re Becton,
Dickinson and Co., 675 F.3d 1368, 102 U.S.P.Q.2d 1372, 1376 (Fed. Cir. 2012): see also
In re Change Wind Corp., 123 U.S.P.Q.2d at 1456.

421 Id.

422 Jd. at 1495.
423 Jd. at 1496.
124 Jd. at 1497.
425 Jd. at 1499.
426 Jd. at 1500.

427 Jd. at 1489. See TrafFix Devices Inc. v. Mktg. Displays Inc., 532 U.S. 23, 58 U.S.P.Q.2d
1001, 1006 (2001) (“Where the design is functional under the Inwood formulation there
is no need to proceed further to consider if there is a competitive necessity for the
feature.”).
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found two of the Japanese utility models to be corroborative of its
finding of functionality.

Honda argued that its expired design patent D282,071 is
presumptive evidence of non-functionality, but the Board found this
evidence “not persuasive” because the patented design differed from
the mark at issue here.*28

Honda’s advertising touted performance attributes of the GX
Engine design but did not specifically tie those benefits to the
applied-for design. As to alternative designs, Honda did not show
that other engines “offer the same performance benefits” as the
applied-for mark.429 In any case, as explained in TrafFix Devices,
once a product feature 1s found functional based on other
considerations, there is no need to consider the availability of
alternative designs. The testimony regarding cost of manufacture
was inconclusive, but in any case, since the Board already found
that the design has use-related benefits, whether the design was
more expensive to manufacture was irrelevant.

Acquired Distinctiveness: Assuming arguendo that Honda’s
engine design was eligible for registration, the Board considered the
issue of acquired distinctiveness. Of course, under Wal-Mart, 430 a
product configuration can never be inherently distinctive. Opposer
Kohler had the initial burden to establish a prima facie case that
the Honda design did not qualify for acquired distinctiveness under
Section 2(f).431

The burden to prove acquired distinctiveness is heavier when
considering a product configuration.432 Furthermore, where, as
here, many third parties use similarly shaped configurations, “a
registration may not issue except upon a substantial showing of
acquired distinctiveness.”433 The Board found, based on the third-
party uses together with other deficiencies in Honda’s evidence, that
Kohler had established a prima facie case that the applied-for mark
does not serve as a source identifier.

Honda’s sales and advertising figures, although very
substantial, were not probative of purchaser recognition.
Declarations from Honda distributors were not persuasive: they
were substantively identical, were based on both the trademark
drawing and a color photo of the engine and were conclusively

128 Jd. at 1502. See, e.g., In re Loggerhead Tools, LL.C., 119 U.S.P.Q.2d 1429, 1432 (T.T.A.B.
2016).

429 Jd.
430 Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 54 U.S.P.Q.2d 1065 (2000).

431 See AS Holdings, Inc. v. H & C Milcor, Inc., 107 U.S.P.Q.2d 1829, 1837 (T.T.A.B. 2013)
(“[W]lhen the same mark is challenged in an inter partes proceeding such as this
opposition, it is the opposer that has the initial burden to establish prima facie that the
applicant did not satisfy the acquired distinctiveness requirement of Section 2(f).”).

432 In re Udor U.S.A. Inc., 89 U.S.P.Q.2d 1978, 1986 (T.T.A.B. 2009),
43 Id. at 1986.
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worded and failed to explain what it was about the design that was
unique or distinctive.

Both parties submitted surveys, which the Board reviewed in
some detail. Honda’s survey purported to show a 42% level of
recognition while Kohler’s survey showed 18%. The deficiencies in
the Honda survey significantly impacted its probative value: it
employed a photograph of the Honda engine rather than the
application drawing, as well as a poorly chosen control. The Kohler
survey, conducted by Hal Poret, contained some flaws, but they did
not significantly reduce the value of the survey. The Board
concluded that the true level of association “is likely closer to the net
level reported in the Poret survey.”43¢ In any case, however, a net
level of association between 18% and 42% has “little evidentiary
value” on the issue of the distinctiveness of the applied-for mark.43

As to the circumstantial evidence, Honda’s long use of the
applied-for design had diminished importance in light of the many
third-party engines with similar configurations. Its sales volume
and advertising expenditures, though very substantial, were not
probative of consumer recognition of the engine design as a source
indicator.436 Although the advertising displayed a picture of the
Honda engine, none of the advertising directed consumers to the
specific features of the applied-for mark.

Honda claimed that intentional copying of the design supported
a finding of acquired distinctiveness, but the Board found this
evidence of limited value. Although Honda enjoyed some success in
enforcing its purported rights, such evidence may show a desire to
avoid litigation rather than a confirmation of the distinctiveness of
the design.437

The Board therefore ruled that Honda failed to establish
acquired distinctiveness under Section 2(f).

434 Kohler Co. v. Honda Giken Kogyo K.K., 125 U.S.P.Q.2d 1468, 1515 (T.T.A.B. 2017).
435 Id.

436 Jd. at 1516. See, e.g., Stuart Spector Designs Ltd. v. Fender Musical Instruments Corp.,
94 U.S.P.Q.2d 1549, 1572 (T.T.A.B. 2009) (evidence of substantial sales and market
share over the years insufficient to show recognition of guitar body configurations as
trademarks).

137 Id. at 1518; Cf. In re Wella Corp., 565 F.2d 143, 196 U.S.P.Q. 7, 8 n.2 (C.C.P.A. 1977)
(“Appellant argues that various letters (of record) from competitors indicating their
discontinuance of use of its mark upon threat of legal action are evidence of its
distinctiveness, but we agree with the TTAB that such evidence shows a desire of
competitors to avoid litigation rather than distinctiveness of the mark.”).
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3. Section 2(f) Acquired Distinctiveness

Apollo Medical Extrusion Technologies Inc. v.
Medical Extrusion Technologies, Inc.

In an enervating decision, the Board sustained an opposition to
registration of  the mark MEDICAL EXTRUSION
TECHNOLOGIES, in standard character form, for polyurethanes
for use in the manufacture of medical devices, finding the mark to
be merely descriptive of the goods under Section 2(e)(1), and further
finding that Applicant Medical Extrusion’s evidence was inadequate
to establish acquired distinctiveness for this highly descriptive
term.438

By seeking registration under Section 2(f) of the Lanham Act,
Medical Extrusion conceded that its mark was not inherently
distinctive.43® An applicant who resorts to Section 2(f) bears the
ultimate burden to prove by a preponderance of the evidence that
the applied-for mark has acquired distinctiveness.*40 Moreover, “the
applicant’s burden of showing acquired distinctiveness increases
with the level of descriptiveness; a more descriptive term requires
more evidence of secondary meaning.”441

Degree of Descriptiveness: Dictionary definitions of the
constituent words, numerous examples of third-party use of wording
such as “medical extrusion,” “extrusion technolog(y/ies),” “medical
extrusion industry” and “medical extrusion technolog(y/ies)” in
connection with similar goods, Medical Extrusion’s own use of the
phrase, and its testimony regarding the descriptiveness of the
phrase, convinced the Board that the applied-for mark is highly
descriptive of the identified goods. “Clearly, no thought or
imagination is required to immediately understand that medical
extrusion products sold under the designation MEDICAL
EXTRUSION TECHNOLOGIES are just that, namely, medical
extrusion goods produced by using medical extrusion technologies
(or methods or processes).”442

Acquired Distinctiveness: The examining attorney accepted
Medical Extrusion’s claim of acquired distinctiveness based solely

438 Apollo Medical Extrusion Techs., Inc. v. Medical Extrusion Techs., Inc., 123 U.S.P.Q.2d
1844 (T.T.A.B. 2017).

139 See In re RiseSmart Inc., 104 U.S.P.Q.2d 1931, 1932 (T.T.A.B. 2012) (“[W]hen an
applicant responds to a refusal based on mere descriptiveness of a mark, or portion of a
mark, by claiming acquired distinctiveness, such amendment to seek registration under
Section 2(f) of the Trademark Act is considered an admission that the proposed mark is
not inherently distinctive.”).

440 See Yamaha Int’l Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 6 U.S.P.Q.2d 1001, 1005-6
(Fed. Cir. 1988).

441 In re Steelbuilding.com, 415 F.3d 1293, 75 U.S.P.Q.2d 1420, 1424 (Fed. Cir. 2005).

42 Apollo Medical Extrusion Techs., Inc. v. Medical Extrusion Techs., Inc., 123 U.S.P.Q.2d
at 1851.
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on a declaration of continuous use of the purported mark in
commerce since 1990. Of course, “the Board is not bound by the
Examining Attorney’s decision to allow publication of the mark.”443

The Board found that the “nature and number of third-party
descriptive uses in the record” demonstrate that Medical
Extrusion’s use has not been “substantially exclusive” as required
for a Section 2(f) showing.%4* “Non-exclusive use presents a serious
problem for Applicant in obtaining trademark rights in a
designation that is not inherently distinctive, because it interferes
with the relevant public’s perception of the designation as an
indicator of a single source.”44

Medical Extrusion claimed that it was unaware of anyone else
in the industry using the specific wording “medical extrusion
technologies” as a trademark. The Board pointed out, however, that
even if Medical Extrusion were the first and only user of MEDICAL
EXTRUSION TECHNOLOGIES as a purported mark in the
industry, that would not overcome the highly descriptive nature of
the wording nor suffice to establish acquired distinctiveness in this
case. %6

The fact that this wording has been used repeatedly by
unrelated entities in the industry is inconsistent with the
requirement of acquired distinctiveness that the word
indicate a single source. Given the number of third-party
uses, consumers are likely to perceive the word “medical
extrusion technologies” when used for medical extrusion
goods, not as a trademark for one company, but rather as
common terminology used by different entities in the
industry to describe those goods. 447

The Board noted that the record was devoid of any sales figures
whatsoever, and that Medical Extrusion’s promotional expenditures
were “hardly impressive, falling far below levels deemed persuasive
in other cases involving the acquired distinctiveness of marks that
may be highly descriptive.”448 There was no evidence regarding the
number of visitors to Medical Extrusion’s trade show booths or to its
website, nor regarding the circulation of the trade magazines in
which 1t advertised. “In sum, the record falls far short of

43 Jd. at 1852. See In re La. Fish Fry Prods., Litd., 797 F.3d 1332, 116 U.S.P.Q.2d 1262, 1265
(Fed. Cir. 2015); Alcatraz Media Inc. v. Chesapeake Marine Tours Inc., 107 U.S.P.Q.2d
1750, 1765 (T.T.A.B. 2013), aff’d mem., 565 Fed. Appx. 900 (Fed. Cir. 2014).

444 Jd. at 1853.

45 Id. See, e.g., Levis Strauss & Co. v. Genesco, Inc., 742 F.2d 1401, 222 U.S.P.Q 939, 940-
41 (Fed. Cir. 1984); Ayoub, Inc. v. ACS Ayoub Carpet Serv., 118 U.S.P.Q.2d 1392, 1404
(T.T.A.B. 2016); Miller v. Miller, 105 U.S.P.Q.2d 1615, 1625 (T.T.A.B. 2013).

46 Jd. at 1854.
1 Jd.
48 Jd. at 1856.
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establishing that Applicant’s promotional efforts have borne fruit
with respect to acquired distinctiveness.”449

Given that the proposed mark is highly descriptive, much
more evidence, especially in the quantity of direct evidence
from the relevant purchasing public, than what Applicant
has submitted would be necessary to show that the
designation MEDICAL EXTRUSION TECHNOLOGIES has
become distinctive for Applicant’s medical extrusion
goods. 450

4. Abandonment

Executive Coach Builders, Inc. v. SPV Coach Co.

The TTAB dismissed this Section 2(d) opposition to registration
of the mark ARMBRUSTER STAGEWAY for “vehicles, namely,
customized limousines,” finding that Opposer Executive Coach had
abandoned its nearly identical mark ARMBRUSTER/STAGEWAY
for limousines, prior to Applicant SPV’s constructive first use date
(December 4, 2012). The Board found Executive Coach’s testimony
and evidence to be riddled with inconsistencies and contradictions
as to whether it ever used the mark at issue, and totally lacking as
to its intent to resume use. 5!

Under Section 45 of the Lanham Act, %52 a mark is deemed to be
abandoned “[w]hen its use has been discontinued with intent not to
resume use.” Nonuse for three consecutive years constitutes prima
facie evidence of abandonment, triggering a rebuttable presumption
that the mark was abandoned without intent to resume use. The
party contesting the claim of abandonment must come forward with
evidence of use, or with evidence of intent to resume use. The
ultimate burden of persuasion, however, remains with the party
claiming abandonment.453

The original Armbruster/Stageway company dates back to 1966.
Opposer Executive Coach purchased the ARMBRUSTER/
STAGEWAY mark and other assets in 1993. Its president testified
at one point that from 1993 to 1998 approximately 20% of the cars
bore the ARMBRUSTER/STAGEWAY badge, but he later testified

a9 Jd.
450  Jd.

451 Executive Coach Builders, Inc. v. SPV Coach Co., 123 U.S.P.Q.2d 1175 (T.T.A.B. 2017).
452 Section 45 of the Lanham Act, 15 U.S.C. § 1127, states, in pertinent part:

A mark shall be deemed to be “abandoned if . .. the following occurs: (1) When
its use has been discontinued with intent not to resume use. ... Nonuse for 3
consecutive years shall be prima facie evidence of abandonment. “Use” of a mark
means the bona fide use of such mark made in the ordinary course of trade, and
not made merely to reserve a right in a mark.

453 See Cerveceria Centroamericana S.A. v. Cerveceria India Inc., 892 F.2d 1021, 13
U.S.P.Q.2d 1307, 1309 (Fed. Cir. 1989).
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that he was uncertain as to the number. Executive Coach had no
documents regarding use of the mark on cars: no invoices,
photographs, or customer or sales records. Its president testified at
one point that the company ran out of badges by 2011, but later
stated that it still had some badges at the time of trial, although it
provided none.

Nonuse: The Board observed that the oral testimony of a single
witness may be sufficient to establish priority,45* but it “should not
be characterized by contradictions, inconsistencies, and
indefiniteness.”45® Here, however, “the testimony is indefinite and
internally inconsistent; unsupported by documentary evidence; and
contradicted by the documentary evidence that is of record, as well
as by the clear and consistent testimony of eight other trial
witnesses.”456 The testimony of the opposer’s president, the Board
observed, was “consistent with a subjective desire to reserve a right
in the ARMBRUSTER/STAGEWAY mark.”457 However, “[t]he
Lanham Act was not intended to provide a warehouse for unused
marks.”458

The Board found by a preponderance of the evidence that the
mark “was not used on vehicles in the ordinary course of trade after
Opposer purchased the company in 1993.7459

Executive Coach claimed that it used the subject mark in
other ways in connection with custom vehicle manufacturing and
sales services: in vehicle warranty manuals; on signs, plaques,
and memorabilia displayed in its plant; on a trade show banner;
in two domain names (armbrusterstageway.com and
armbrusterstagewaylimousines.com); and in association with
replacement parts.

The Board, however, deemed these uses to be “isolated and de
minimis,” and “insufficient to constitute bona fide use of [the] mark
in the ordinary course of trade.”460 Executive Coach did not contend
that it took orders for ARMBRUSTER/STAGEWAY cars in
association with the banner. The domain names, per se, did not
identify opposer’s goods or services. The sale of unbranded
replacement parts for ARMBRUSTER/STAGEWAY vehicles was

454 See Powermatics, Inc. v. Globe Roofing Prods. Co., 341 F.2d 127, 144 U.S.P.Q. 430, 432
(C.C.P.A. 1965); Kohler Co. v. Baldwin Hardware Corp., 82 U.S.P.Q.2d 1100, 1108
(T.T.A.B. 2007).

455 B.R. Baker Co. v. Lebow Bros., 150 F.2d 580, 66 U.S.P.Q. 232, 236 (C.C.P.A. 1945);
Nationstar Mortg. LL.C v. Ahmad, 112 U.S.P.Q.2d 1361, 1372 (T.T.A.B. 2014).

456 Executive Coach Builders, Inc. v. SPV Coach Co., 123 U.S.P.Q.2d at 1184.
457 Id at 1192.

458 Jd., quoting Imperial Tobacco Ltd. v. Philip Morris Inc., 899 F.2d 1575, 14 U.S.P.Q. 1390,
1394 (Fed. Cir. 1990).

459 Id. at 1193.
460 Jd. at 1197.
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“insufficient to maintain rights in the mark.”#61 And the displays in
Executive Coach’s plant merely reflect the historical use of the
ARMBRUSTER/STAGEWAY mark on cars.

Therefore, the Board found that Executive Coach presumably
“abandoned the ARMBRUSTER/STAGEWAY mark through nonuse
by at least 1996, that is, through nonuse for three consecutive years
after Opposer apparently purchased the mark.”462 The burden of
production shifted to Executive Coach to produce evidence that it
intended to resume use.

Intent to Resume Use: To prove that its nonuse of the mark was
excusable, Executive Coach was required to provide evidence that
its activities were “those that a reasonable business with a bona fide
intent to use a mark in U.S. commerce would have undertaken,” and
that it planned to use the mark in the “reasonably foreseeable
future.”463

Here there was no evidence that Executive Coach “developed an
intent to resume commercial use of the ARMBRUSTER/STAGEWAY
mark in the reasonably foreseeable future within the three-year
period of nonuse from 1993 to 1996.”464

The Board found that Executive Coach abandoned the subject
mark by 1996 and did not resume use of the mark prior to Applicant
SPV’s constructive priority date of December 4, 2012.

Yazhong Investing Ltd. v.
Multi-Media Technology Ventures, Ltd.

The Board granted a petition for cancellation of four
registrations for the mark GIDGET for clothing, cosmetics, jewelry,
entertainment, and various other goods and services in eight
classes, ruling that Respondent Multi-Media had discontinued use
of the mark with intent not to resume use. Multi-Media failed to
show either activities or special circumstances negating or excusing
1ts nonuse. 465

A mark is abandoned “when its use has been discontinued with
intent not to resume use. Intent not to resume may be inferred from
circumstances. Nonuse for 3 consecutive years shall be prima facie
evidence of abandonment.”466

The testimony of officers of Multi-Media’s predecessors-in-
interest and of third parties established that there was no use of the

461 Jd. at 1198.

462 Id.

463 JId. at 1198-99.
464 Id. at 1199.

465 Yazhong Investing Ltd. v. Multi-Media Tech. Ventures, Ltd., 126 U.S.P.Q.2d 1526
(T.T.A.B. 2018).

466 Section 45 of the Lanham Act, 15 U.S.C. § 1127.
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GIDGET mark from at least 2008 to 2012. Because this established
a prima facie case of abandonment, the burden of coming forward
and rebutting the prima facie showing fell on Multi-Media.467

To support a finding of intent to resume use, an owner “must do
more than simply assert a vague, unsubstantiated intent to make
use of the mark at some unspecified time in the future.”46¢ Multi-
Media did not carry its burden of proof.

Simply put, there is no credible evidence that Respondent or
its predecessors made any use of the GIDGET mark apart
from a few sporadic promotions of surfing events—which
activity is not listed among the goods or services identified in
the subject registrations—and vaguely described,
unsuccessful attempts at licensing the GIDGET mark in
connection with 1its numerous identified goods and
services. 469

Multi-Media’s “vaguely explained attempts”470 to license the
mark fell far short of rebutting the presumption of abandonment.
All other activities of Multi-Media and its predecessors added up to
little more than attempts to secure additional investors. There was
no evidence of serious negotiations toward a license agreement.
“Respondent’s efforts were neither consistent nor sustained, and
assertions of discussions concerning the potential use of the mark
at some unknown point in the future are insufficient to show an
intent to resume use.”471

Quite simply, the record is devoid of any evidence showing a
specific and consistent plan to resume use—to the extent
Respondent ever used the GIDGET mark—during a period
of at least four years from 2008 through 2012.472

5. Genericness
Frito-Lay North America, Inc. v. Princeton Vanguard, LLC

In May 2015, the CAFC vacated the TTAB'’s decision finding the
term “PRETZEL CRISPS” to be generic for “pretzel crackers,” and
it remanded the case to the Board for application of the correct legal

standard for genericness, namely the two-part test set forth in the
Marvin Ginn decision.* The CAFC concluded that the Board had

467 Yazhong, 126 U.S.P.Q.2d at 1538.
468 Id

469 Id. at 1539

470 Id

471 Id

12 Jd.

413 Princeton Vanguard, LLC v. Frito-Lay N. Am., Inc., 114 U.S.P.Q.2d 1827 (Fed. Cir.
2015).
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failed to consider evidence of the relevant public’s understanding of
the term “pretzel crisps” as a whole. On remand, the TTAB again
ruled that PRETZEL CRISPS is generic for pretzel crackers.4

Frito-Lay petitioned for cancellation of Princeton Vanguard’s
Supplemental Registration for the mark PRETZEL CRISPS for
“pretzel crackers” [PRETZEL disclaimed], and it opposed Princeton
Vanguard’s application to register that same mark on the Principal
Register. In February 2014, the Board ruled in favor of Frito-Lay.47
In reaching its original decision, the Board gave controlling weight
to dictionary definitions of the constituent words, evidence of use by
the public, including use by the media and by third parties in the
food industry, and Princeton Vanguard’s own use of the term. The
Board found that when “pretzel” and “crisps” are combined, no
additional meaning results, and therefore the purported mark
PRETZEL CRISPS may be analyzed via its constituent terms, in
accordance with In re Gould, using “the ordinary grammatical
construction.”476

The CAFC, however, concluded that the Board had failed to
consider evidence of the relevant public’s understanding of
“PRETZEL CRISPS” in its entirety. The Board “stated in passing”+7’
that had if it had analyzed “PRETZEL CRISPS” as a phrase* it
would have reached the same conclusion because “the words strung
together as a unified phrase also create a meaning that we find to
be understood by the relevant public as generic for ‘pretzel
crackers.”4™ The appellate court, however, found “no evidence that
the Board conducted the necessary step of comparing its findings
with respect to the individual words to the record evidence
demonstrating the public’s understanding of the combined term:
PRETZEL CRISPS.”480

Regardless of whether the mark is a compound term or a
phrase, the applicable test is the same and the Board must
consider the record evidence of the public’s understanding of
the mark as a whole. Am. Fertility, 188 F.3d at 1348-48. Our
decision in Gould merely provides additional assistance in
assessing the genericness of compound terms where it can be
shown that “the public understands the individual terms to

474 Frito-Lay N. Am., Inc. v. Princeton Vanguard, LLC, 124 U.S.P.Q.2d 1184 (T.T.A.B.
2017).

475 Frito-Lay N. Am., Inc. v. Princeton Vanguard, LLC, 109 U.S.P.Q.2d 1949 (T.T.A.B.
2014).

416 Id. at 1953, quoting In re Gould Paper Corp., 834 F.2d 1017, 5 U.S.P.Q.2d 1110, 1112
(Fed. Cir. 1987).

477 Princeton Vanguard v. Frito-Lay N. Am., 114 U.S.P.Q.2d at 1833.

118 See In re Am. Fertility Soc’y, 188 F.3d 1341, 51 U.S.P.Q.2d 1832, 1837 (Fed. Cir. 1999)).
419 Princeton Vanguard v. Frito-Lay N. Am., 114 U.S.P.Q.2d at 1829.

480 Jd. at 1833.
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be generic,” and the joining of those terms into one compound
word provides no additional meaning. Id. It is not a short-cut
and does not supplant the two-part test set forth in Marvin
Ginn.*81

The CAFC therefore concluded that the Board applied the
incorrect legal standard. On remand, the Board was directed to
consider the evidence concerning the relevant public’s
understanding of the term “pretzel crisps” in its entirety.
Furthermore, the Board must give “appropriate consideration to the
proffered survey evidence.”452

Genericness: The test for genericness has two parts: (1) what is
the genus of the goods; and (2) does the relevant public understand
the designation at issue primarily to refer to that genus?48 There
was no dispute that the category of goods here at issue is adequately
defined by Princeton Vanguard’s identification of goods: “pretzel
crackers.” The relevant public comprised ordinary consumers who
purchase and eat pretzel crackers. The focus, then, was on the
relevant public’s understanding of the term “pretzel crisps.”

The Board considered the dictionary definitions of “pretzel” and
“crisp,” the results of LexisNexis database searches of “pretzel
crisps,” media references, negative dictionary evidence, and
consumer feedback.

The search results contained many references to the term
“pretzel crisps” in lowercase letters, while uppercase letters were
used for other terms that were “presumably considered by the
authors to be brand names.”4%4 On the whole, this evidence indicated
“that consumers reading these articles may see Defendant as a
potential source of ‘pretzel crisps,” or ‘pretzel crackers,” but would
not view the applied-for mark ‘PRETZEL CRISPS’ as a trademark
identifying the source of the goods.”48> Similarly, emails and product
reviews used uppercase letters for some words—often to indicate
brands—Dbut not for “pretzel crisps.”

The Board deemed several declarations submitted by Princeton
Vanguard to be of limited probative value because the declarants
were distributors of its products, not consumers. Moreover,
although Princeton Vanguard had used PRETZEL CRISPS in the
manner of a source identifier, it also used the term “pretzel crisps”

481 Jd. at 1832.
182 Jd. at 1834.

483 H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 228 U.S.P.Q. 528,
530 (Fed. Cir. 1986).

484 Frito-Lay N. Am., Inc. v. Princeton Vanguard, LLC, 124 U.S.P.Q.2d 1184, 1193 (T.T.A.B.
2017).

185 Jd. at 1193.
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to identify the type of goods, “which has contributed to and
otherwise reflects a generic understanding of the term.”486

Each party submitted the results of a “Teflon survey”’487
conducted to test how consumers perceive the term “PRETZEL
CRISPS.” The Board, however, found these surveys to be irrelevant
because the Teflon survey format is not appropriate for a term that
1s not inherently distinctive.4®® Because PRETZEL CRISPS is at
least merely descriptive of the goods, the survey results merely
reflect what the CCPA referred to as “de facto secondary
meaning.”489 Moreover, even if the survey results were relevant,
they were not probative due to methodological flaws in the two
surveys. And even if they were probative, the survey results overall
supported a finding of genericness.

Considering all relevant evidence and arguments, the Board
found that Frito-Lay had proven by a preponderance of the evidence
that PRETZEL CRISPS is generic for “pretzel crackers.”

Acquired Distinctiveness: For the sake of completeness, the
Board also considered Princeton Vanguard’s claim that the term
“PRETZEL CRISPS” had achieved acquired distinctiveness under
Section 2(f). Frito-Lay established at least a prima facie case that
PRETZEL CRISPS is highly descriptive of pretzel crackers. The
burden therefore shifted to Princeton Vanguard to present evidence
to overcome Frito-Lay’s showing. Since the Board found the term
“PRETZEL CRISPS” to be generic for “pretzel crackers,” it
considered, for purposes of the alternative Section 2(f) analysis, that
the term is “close to the genericness boundary on the continuum.”4%
Consequently, Princeton Vanguard had a “heavy burden of showing
acquired distinctiveness.”491

Princeton Vanguard pointed to 1its extensive sales and
advertising, unsolicited media coverage, and its survey results, but
the Board found that evidence inadequate. A secondary meaning
survey (the “Mantis survey”) proffered by Princeton Vanguard

486 Jd. at 1195.

487 The term “Teflon survey” refers to the format of the survey used in E. I. du Pont de
Nemours & Co. v. Yoshida Intl., Inc., 393 F. Supp. 502, 185 U.S.P.Q. 597 (E.D.N.Y. 1975)
to demonstrate that the coined term “Teflon” had not become generic. Professor
McCarthy describes a “Teflon survey” as a mini-course in the generic versus trademark
distinction, followed by a test. McCarthy on Trademarks and Unfair Competition,
§ 12:16 (4th ed. June 2017 Update).

488 See Hunt Masters, Inc. v. Landry’s Seafood Restaurant, Inc. 240 F.3d 251, 255, 57
U.S.P.Q.2d 1884, 1886 (4th Cir. 2001); Miller Brewing Co. v. Jos. Schlitz Brewing Co.,
605 F.2d 990, 203 U.S.P.Q. 642, 647 (7th Cir. 1979); Schwan’s IP, LL.C v. Kraft Pizza Co.,
460 F.3d 971, 79 U.S.P.Q.2d 1790, 1794 (8th Cir. 2006).

489 Frito-Lay N. Am., Inc. v. Princeton Vanguard, LLC, 124 U.S.P.Q.2d at 1203. See Weiss
Noodle Co. v. Golden Cracknel and Specialty Co., 290 F.2d 845, 129 U.S.P.Q. 411, 414
(C.C.P.A. 1961) (“Ha-Lush-Ka” generic for egg noodles).

490 Frito-Lay N. Am., Inc. v. Princeton Vanguard, LLC, 124 U.S.P.Q.2d at 1205.
491 Id



Vol. 109 TMR 103

concluded that 38.7% of participants associated the term “PRETZEL
CRISPS” with “only one company.”492 While the parties disagreed as
to whether that fraction is sufficient to establish secondary
meaning, the Board observed that “it has been stated that numbers
in this range are ‘marginal.” 493

While this evidence regarding sales and advertising is
impressive, it is significantly undercut by the evidence
discussed previously that the relevant public and many
survey respondents, including more than half the
respondents to the Mantis survey, perceive the term “pretzel
crisps” as referring to a product that may derive from
multiple sources. Ultimately, the question is not the extent
of advertising and promotion, but the success of it in
establishing brand recognition.494

The Board found that Princeton Vanguard’s evidence was
insufficient to establish acquired distinctiveness under Section 2(f).

The Board granted the petition for cancellation of Princeton
Vanguard’s Supplemental Registration for PRETZEL CRISPS, and
it sustained the opposition to registration of the same mark on the
Principal Register. The Board also found, assuming arguendo that
PRETZEL CRISPS is not generic, that the requirements for
registration under Section 2(f) were not satisfied.

6. Use in Commerce
Jung v. Magic Snow, LLC

Because Opposer Sun Hee Jung failed to allege use of her mark
SULBING in the United States, the Board dismissed her claim of
likelihood of confusion under Section 2(d). The Board observed that
the “well-known mark” doctrine does not provide a basis for a
Section 2(d) claim, nor does the United States—Korea Free Trade
Agreement (“KORUS”). However, Jung’s claim that the opposed
application was void ab initio due to non-use survived Magic Snow’s
motion to dismiss.9

Opposer Jung alleged, in a second amended notice of opposition,
that she filed applications with the USPTO to register her marks
(containing the word “SULBING”) under Sections 1(b) or 66(a) of the
Lanham Act, and that her marks had become famous to Korean

192 Id. at 1206.

493 Id. See Shuffle Master Inc. v. Awada, 83 U.S.P.Q.2d 1054, 1057 (D. Nev. 2006) (finding
a secondary meaning survey showing 35% association to be probative); but see Thomas
& Betts Corp. v. Panduit Corp., 138 F.3d 277, 46 U.S.P.Q.2d 1026, 1040 (7th Cir. 1998)
(secondary meaning figures in the 30s, while they can be probative, are generally
“marginal”).

494 Id. at 1205-06.
495 Jung v. Magic Snow, LLC, 124 U.S.P.Q.2d 1041 (T.T.A.B. 2017).
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Americans in the United States and had acquired secondary
meaning by means of her website, social media, and persons
traveling between Korea and this country. However, she did not
allege that her marks were in use in the United States.49

Section 2(d) expressly requires that an opposer establish either
a mark registered in the United States or “a mark or trade name
previously used in the United States.” Jung was relying on the so-
called “well-known mark” doctrine, under which “a party asserts
that its mark, while as yet unused in the United States, has become
so well known here that it may not be registered by another.”497

The Board pointed out, however, that the “well-known mark”
doctrine “provides no basis for a Section 2(d) ground for opposition
because it does not establish use of the mark in the United States
as required by the statutory language of the section.”49% The Board
does not recognize the well-known mark doctrine as a basis for
establishing priority in inter partes proceedings, and so opposer’s
pleading of priority under Section 2(d) was insufficient.499

The Board therefore dismissed the Section 2(d) claim with
prejudice, observing that further attempts to plead the claim would
be futile.

Jung also invoked KORUS,500 but it was not clear whether she
meant to assert an independent cause of action, or whether this was
part of her claim of priority and likelihood of confusion under the
“well-known mark” doctrine. In any event, KORUS (like the Paris
Convention®?) is not self-executing and does not provide an
independent cause of action in Board proceedings. If KORUS was
invoked in support of Jung’s Section 2(d) claim, Jung failed, for the
reasons discussed above, to establish priority.

Finally, turning to Jung’s non-use claim, the Board observed
that an application may be opposed on the ground that the applied-
for mark was not in use in commerce on the identified goods or
services at the time that the use-based application was filed, or at
the time an allegation of use was filed in a Section 1(b) application.

496 Note that Opposer Jung’s applications were filed after Magic Snow’s filing date, and
therefore Jung could not establish priority based on her own application filing dates. See,
e.g., Spirits Int’l B.V. v. S. S. Taris Zeytin Ve Zeytinyagi Tarim Satis Kooperatifleri
Birligi, 99 U.S.P.Q.2d 1545, 1549 (T.T.A.B. 2011); Larami Corp. v. Talk to Me Programs
Inc., 36 U.S.P.Q.2d 1840, 1844 (T.T.A.B. 1995).

497 Fiat Grp. Autos. S.p.A. v. ISM Inc., 94 U.S.P.Q.2d 1111, 1113 (T.T.A.B. 2010).

498 See Bayer Consumer Care AG v. Belmora LLC, 90 U.S.P.Q.2d 1587, 1592 n.4 (T.T.A.B.
2009).

199 Jung, 124 U.S.P.Q.2d at 1044.

500 United-States-Korea Free Trade Agreement Implementation Act, 125 Stat. 428, Pub. L.
112-41 (Oct. 21, 2011).

501 International Convention for the Protection of Intellectual Property, Mar. 20, 1883, as
revised at Stockholm on July 14, 1967.
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Jung alleged that Applicant Magic Snow had only one store
(located in Virginia) at the time it filed its allegation of use, that
Magic Snow’s sales were made in person to individuals at its store,
and that such use was not in regulable commerce: that is, that Magic
Snow’s use was intrastate and not in “commerce” as defined by the
Lanham Act.?02 The Board, however, pointed out that goods need
not cross state lines in order that Congress may regulate that
activity under the Commerce Clause.?% Similarly, services need not
be rendered in more than one state to satisfy the use-in-commerce
requirement.5%4

Although Jung alleged that Magic Snow’s services were limited
to intrastate commerce, she failed to allege that “Applicant’s
rendering of its services, in the aggregate, does not have an effect
on commerce that is regulable by Congress.”5% Therefore, the Board
found that Jung had failed to adequately plead her non-use claim,
and it granted the motion to dismiss.

However, the Board allowed Jung twenty days within which to
re-plead her non-use claim.

Tao Licensing, LLC v. Bender Consulting Ltd.

The Board granted a petition for cancellation of a registration
for the mark TAO VODKA for “alcoholic beverages except beer”
(VODKA disclaimed) on two grounds: nonuse and likelihood of
confusion with petitioner’s registered and famous mark TAO for
restaurant and nightclub services.’%6 As to the nonuse claim,
respondent conceded that, prior to filing its Statement of Use, it had
not sold any goods under the mark TAO VODKA, but it contended
that the distribution of samples to three entities—a restaurant, a
distributor, and a shareholder of a related entity—sufficed. The
Board, however, concluded that the “sharing of these samples . ..
was more in the nature of a preliminary advisory consultation than
bona fide use of the TAO VODKA mark in the ordinary course of
trade.”?7 It therefore upheld Petitioner Tao Licensing’s nonuse
claim.

502 As used in the Lanham Act, “commerce” means “all commerce which may lawfully be
regulated by Congress.” Section 45 of the Lanham Act, 15 U.S.C. § 1127.

503 Christian Faith Fellowship Church v. adidas AG, 120 U.S.P.Q.2d 1640, 1647 (Fed. Cir.
2016).

504 Larry Harmon Pictures Corp. v. Williams Rest. Corp., 18 U.S.P.Q.2d 1292, 1295 (Fed.
Cir. 1991).

505 Jung, LLC, 124 U.S.P.Q.2d at 1045.

506  Tao Licensing, LLC v. Bender Consulting Ltd., 125 U.S.P.Q.2d 1043 (T.T.A.B. 2017). The
issue of likelihood of confusion is discussed in Part II.B.1.a, above.

507 Id. at 1055.
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7. Priority of Use
Moreno v. Pro Boxing Supplies, Inc.

In a case of first impression, the TTAB ruled that a licensee
cannot establish priority based on use of the subject mark by her
licensor. Consequently, the Board dismissed Plaintiff Julie A.
Moreno’s oppositions to registration of the marks shown
immediately below and denied her petition for cancellation of a
registration for the word mark CASANOVA, all for boxing
equipment. Moreno claimed prior rights in the mark CASANOVA
for boxing gloves based on her licensor’s use of the mark since 1972,
well before Defendant Pro Boxing’s priority dates.598

O/EP%
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Moreno is the exclusive U.S. licensee of Deportes Casanova of
Mexico City. Moreno alleged that Deportes owns a Mexican
registration for a mark highly similar to the mark shown above
right. She claimed priority for herself and for Deportes Casanova
based on common law use of the latter’s mark CASANOVA since at
least 1972.

Moreno and Deportes Casanova entered into a license
agreement on July 23, 2013, granting Moreno the exclusive right to
use the mark CASANOVA and the design mark, and to protect the
marks by “all appropriate legal means.”509

Standing: Pro Boxing challenged Moreno’s standing to bring
these proceedings, claiming that the license was invalid because it
did not contain a control provision. The Board disagreed, finding
quality control to be “inherent in this particular licensing agreement
because Moreno is buying the licensed products from Deportes
Casanova and simply re-selling them.”510

Priority: There was no question that the marks at issue are
confusingly similar. The critical issue to be determined was priority.
Defendant Pro Boxing relied on the filing dates of its applications in
March 2013 as its priority dates. Because Moreno did not use the
licensed mark before Pro Boxing’s constructive first use dates, she

508 Moreno v. Pro Boxing Supplies, Inc., 124 U.S.P.Q.2d 1028 (T.T.A.B. 2017).
509 Id. at 1032.
510 Jd. at 1033.
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based her priority claim on the common law use of the mark
CASANOVA by non-party Deportes Casanova.

Although the Board had not previously addressed this precise
issue, it had encountered cases in which a licensor and licensee were
joint plaintiffs, and each was required to establish its own
priority.>11 However, whether a licensee can assert priority based on
use by the licensor of the licensed mark, as Moreno claimed, was an
issue of first impression for the Board.

Of course use of a mark by a licensee inures to the benefit of the
licensor.512 Moreno provided no support for the converse principle—
“that use of a mark by the controlling trademark owner inures to
the benefit of the licensee’3—nor was the Board aware of any
supporting authority. The Board found such a proposition troubling:
“Allowing a licensee to claim priority for itself in an inter partes
proceeding based on the licensor’s use of the mark (whether through
the license or otherwise), could result in a licensee being able to
claim de facto ownership of the licensed mark.”514 The license was
clear, however, that Moreno obtained no ownership rights in the
mark.

The Board found that Moreno, as a mere licensee, could not rely
on her licensor’s use to establish priority. Therefore, she could not
prevail on her Section 2(d) claim. And so the Board dismissed the
oppositions and denied the petition for cancellation.

Kemi Organics, LLC v. Gupta

In another priority battle, the Board granted a petition for
cancellation of a registration for the mark KEMI OYL for cosmetics
and personal care products, finding the mark likely to cause
confusion with Opposer Kemi’s identical mark previously used for
overlapping goods. In stipulating to invoke the Board Accelerated
Case Resolution (“ACR”) procedure,5'5 the parties agreed that the

511 JId. at 1034-35. See, e.g., Chicago Bears Football Club Inc. v. 12th Man/Tenn. LLC, 83
U.S.P.Q.2d 1073, 1075 (T.T.A.B. 2007); Chem. New York Corp. v. Conmar Form Sys.,
Inc., 1 U.S.P.Q.2d 1139, 1142 and 1144 (T.T.A.B. 1986); Gen. Mills, Inc. v. Fage Dairy
Processing Indus. SA, 100 U.S.P.Q.2d 1584, 1594 n.12 (T.T.A.B. 2011).

512 Jd. at 1035-36. See, e.g., Gen. Motors Corp. v. Aristide & Co., 87 U.S.P.Q.2d 1179, 1184
(T.T.A.B. 2008) (“A trademark owner can rely on the use of a licensee for its priority.”);
Quality Candy Shoppes/Buddy Squirrel of Wisconsin, Inc. v. Grande Foods, 90
U.S.P.Q.2d 1389, 1392 (T.T.A.B. 2007) (“A basic principle underpinning trademark law
in the United States is use of a mark in commerce; and years of precedent make it very
clear that proper use of a mark by a trademark owner’s licensee or related company
constitutes ‘use’ of that mark attributable to the trademark owner.”).

513 Jd. at 1036.

514 Id

515 The TTAB provides considerable information regarding various ACR options at its
website at http://www.uspto.gov/trademarks-application-process/trademark-trial-and-

appeal-board-ttab. See also Section 702.04 of the Trademark Trial and Appeal Board
Manual of Procedure (TBMP) (June 2018 revision).
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sole issue for resolution regarding the Section 2(d) claim was
priority, but that Respondent Rakesh Gupta could pursue his
affirmative defense of laches.5!6

Priority/Abandonment: Respondent Gupta was allowed to rely
on the filing date of his underlying trademark application, which in
turn claimed the priority of his U.K. filing under Section 44(d) (in
2010). While there was some question as to what exact date Gupta
was entitled to because he misstated the foreign filing date in his
application, that was of no consequence since Petitioner Kemi
established its use before Gupta’s earliest priority date.

Section 2(d) provides a ground for cancellation based upon
likelihood of confusion with “a mark ... previously used in the
United States ... and not abandoned....” A mark is deemed
abandoned when its use has been discontinued with intent not to
resume use.”’57 Respondent Gupta asserted abandonment as a
defense to Kemi’s claim of prior use.

Looking at the record as a whole, as required, the Board found
that Kemi’s documentary evidence had little or no probative value.
However, its principal witness testified that Kemi sold hair and skin
care products under the KEMI OYL mark for more than thirty
years, that the products are sold throughout the United States, and
that annual sales for the years 2010 through 2016 have been in the
six-figure range.

Gupta contended that Kemi’s testimony failed to establish that
the KEMI OYL mark was in continuous use, but the Board pointed
out that “continuous use is not required to establish Petitioner’s
priority.”518

Section 2(d) “does not speak of ‘continuous use,” but rather of

whether the mark or trade name has been ‘previously used

in the United States by another and not abandoned.” West

Fla. Seafood, 31 U.S.P.Q.2d at 1665. *** Although the record

as a whole suggests sporadic past use of the KEMI OYL

mark, Petitioner is only required to show “proprietary rights

in its pleaded common-law mark that precede [Respondent’s]

actual or constructive use of its involved mark,” Exec. Coach

Builders, 123 U.S.P.Q.2d at 1180, which rights were not

thereafter abandoned. West Fla. Seafood, 31 U.S.P.Q.2d at

1665.519

The Board observed that even if Petitioner Kemi abandoned the
KEMI OYL mark through non-use between 2001 and 2005, as

516 Kemi Organics, LLC v. Gupta, 126 U.S.P.Q.2d 1601 (T.T.A.B. 2018). The laches issue is
discussed in Part I1.B.8, below.

517 Section 45 of the Lanham Act, 15 U.S.C. § 1147.
518 Kemi Organics, 126 U.S.P.Q.2d at 1607.
519 Id.
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Gupta claimed, or at some other point, it was Gupta’s burden to
show that Kemi did not resume use before Gupta’s priority date.520
Gupta’s attacks on the probative value and credibility of Kemi’s
witness were rejected by the Board. “[O]ral testimony even of a
single witness may be adequate to establish priority, but only if it is
sufficiently probative. Such testimony ‘should not be characterized
by contradictions, inconsistencies, and indefiniteness but should
carry with it conviction of its accuracy and applicability.”52!
Although the witness’s testimony declaration was “far from being a
model of clarity and completeness” and was not accompanied by “the
type or quantity of documentary evidence that one would expect to
be readily available”522 to show use of a supposedly famous mark,
the critical portions of his testimony were clear and neither
contradicted by Gupta nor indefinite or internally inconsistent.

The Board found that this testimony “established, at minimum,
that Petitioner used the KEMI OYL mark at least as early as 2010,
prior to Respondent’s constructive use date, and that Petitioner has
not abandoned the mark.”523 The Board was also persuaded by two
third-party witnesses who sold Kemi’s products from a time prior to
Gupta’s constructive use date.

“Petitioner’s evidence of prior use stands unrebutted.”524
Therefore, the Board concluded, Petitioner Kemi was entitled to
cancellation of Gupta’s registration, unless Gupta could establish its
claim of laches.

8. Laches
TPI Holdings, Inc. v. TrailerTrader.com, LLC

The Board dismissed this petition for cancellation of a
Supplemental Registration for the mark TRAILERTRADERS.COM,
in standard character form, for advertising and informational
services in the field of trailers, ruling that Petitioner TPI
unreasonably delayed for more than four years before filing the
petition, and finding that TPI could not prove that confusion was
inevitable between the respondent’s mark and TPI's alleged but
unproven family of -TRADER marks.525

The defense of laches requires that the defendant prove two
elements: “(1) unreasonable delay in assertion of one’s rights

520 Jd. See Executive Coach Builders, Inc. v. SPV Coach Co., 123 U.S.P.Q.2d 1175, 1180
(T.T.A.B. 2017).

521 Executive Coach Builders, 123 U.S.P.Q.2d at 1184, quoting B.R. Baker Co. v. Lebow
Bros., 66 U.S.P.Q. 232, 236 (C.C.P.A. 1945).

522 Kemi Organics, 126 U.S.P.Q.2d at 1608.

523 Jd.

524 Id. at 1609.

525 TPI Holdings, Inc. v. TrailerTrader.com, LLC, 126 U.S.P.Q.2d 1409 (T.T.A.B. 2018).
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against another; and (2) material prejudice to the latter attributable
to the delay.”526

Delay: In measuring the period of delay, the Board recognized
that there are important differences between registrations on the
Supplemental Register and those on the Principal Register.
Applications for registration on the Supplemental Register are not
published for opposition and, although the issuance of a registration
on the Supplemental Register is published in the Official Gazette,
this does not give constructive notice of a claim of rights in the
mark.527

Therefore, in the present case, one must look to the date when
TPI had actual notice of the issuance of the Supplemental
Registration. Here, the challenged registration issued on October
23, 2012, and the TPI admitted that its counsel received notice of
the registration on or about October 29, 2012. Therefore, laches
began to run on October 29, 2012. This cancellation proceeding was
commenced on December 8, 2016, more than four years later, a
period of delay that is “within the realm of time found to be sufficient
for purposes of laches.”528

The Board found, in view of the record evidence, that it was
unreasonable for Petitioner TPI to hold off as long it did before filing
the petition to cancel. It admittedly had actual knowledge of
Respondent TrailerTrader’s filing of the underlying application as
early as December 2010, and sent a cease-and-desist letter in April
2011 alleging likelihood of confusion and acknowledging the
existence of TrailerTrader’s website. TrailerTrader’s reply made it
clear that it would not comply with TPI’'s demands for a cessation of
use. TPI's asserted excuses for its subsequent delay had little or no
merit, or were unsubstantiated.

Prejudice: The Board found that TrailerTrader and its
predecessor “made significant efforts to grow their businesses, which

526 Jd. at 1413. See Lincoln Logs Ltd. v. Lincoln Pre-Cut Logs Homes Inc., 971 F.2d 732, 23
U.S.P.Q.2d 1701, 1703 (Fed. Cir. 1992).

527 Id. at 1414, citing Loma Linda Food Co. v. Thompson & Taylor Spice Co., 279 F.2d 522,
126 U.S.P.Q. 261, 263 (C.C.P.A. 1960). See Section 26 of the Lanham Act, 15 U.S.C.
§ 1094, which states:

The provisions of this chapter shall govern so far as applicable applications for
registration and registrations on the supplemental register as well as those on
the principal register, but applications for and registrations on the supplemental
register shall not be subject to or receive the advantages of sections . .. 1057(c)
... of this title.

Section 7(c) of the Lanham Act, 15 U.S.C. § 1057(c) provides, in pertinent part, that
“Contingent on the registration of a mark on the principal register provided by this
chapter, the filing of the application to register such mark shall constitute constructive
use of the mark .. ..”

528 Id. at 1414. See Ava Ruha Corp. v. Mother’s Nutritional Ctr., Inc., 113 U.S.P.Q.2d 1575,
1580-81 (T.T.A.B. 2015). (three years and two months); Teledyne Techs. Inc. v. Western
Skyways Inc., 78 U.S.P.Q.2d 1203, 1211 (T.T.A.B. 2006) (more than three and one-half
years).
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are based in large part on the website www.trailertraders.com and
the mark TRAILERTRADERS.COM.”529 Consequently, cancellation
of its registration would result in severe economic prejudice.

Therefore, the Board found merit in TrailerTrader’s laches
defense. However, laches cannot serve as a bar to a Section 2(d)
claim when confusion is, in fact, inevitable. In such a case, injury to
the defendant is outweighed by the public’s interest in preventing
confusion.?¥Inevitable Confusion: Generally, in cases where
confusion is found to be inevitable, the marks and goods/services are
identical or nearly so0.53! The Board applied the du Pont factors in
assessing the inevitability of confusion.

Rather than rely on any individual mark, TPI relied on an
alleged family of -TRADER marks for “classified advertising listing
services for vehicles and vehicle-related equipment,” contending
that the TRAILERTRADERS.COM mark is “confusingly similar to
the TRADER family of marks in that it also consists of a
vehicle/category followed by the term “TRADER.”532 TPI therefore
had the burden to prove priority by showing that it established a “
TRADER” family of marks before the respondent’s first use date
(July 2010).533

To establish a family of marks, the TPI had to prove three
elements:

(1) prior use of marks that share the common characteristic
(the TRADER family “surname”); (2) the common
characteristic, the -TRADER formation, is distinctive and
not highly descriptive or suggestive and is not so commonly
used as not to constitute a distinguishing feature; and (3)
prior to July 2010, Respondent’s first use of its mark,
Petitioner’s marks were used in advertising or sales so as to
create common exposure to and recognition by purchasers of
the common characteristic as indicating origin. Wise F & 1,

529 Id. at 1418.

530 Id. at 1418-19. See, e.g., Ultra-White Co. v. Johnson Chem. Indus., Inc., 465 F.2d 891,
175 U.S.P.Q. 166, 167 (C.C.P.A. 1972) (“notwithstanding the equities between the
parties and the equitable principles of § 1069, the public interest expressed in § 1052 is
the dominant consideration”). Section 19 of the Lanham Act, 15 U.S.C. § 1069, states:
“In all inter partes proceedings equitable principles of laches, estoppel, and acquiescence,
where applicable, may be considered and applied.”

531 Id. at 1419. See, e.g., Metro Traffic Control, Inc. v. Shadow Network Inc., 104 F.3d 336,
41 U.S.P.Q.2d 1369, 1373 (Fed. Cir. 1997) (affirming Board finding that confusion was
“so likely that it is virtually inevitable, because the parties are using the identical mark
for the identical services”) (internal citation omitted); Ultra-White, 175 U.S.P.Q. at 167
(confusion inevitable for nearly identical BRIGHT WHITE and BRIGHTWHITE marks
for laundry products).

532 Id.

533 Jd. at 1420.
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LLC v. Allstate Ins. Co., 120 U.S.P.Q.2d 1103, 1109 (T.T.A.B.
2016) (citing Truescents, 81 U.S.P.Q.2d at 1337-38).534

As to the first and third elements, the record evidence showed
that since the 1970s, TPI has used various -TRADER marks in
connection with print publications. As early as 1996, it expanded to
websites, using similar mastheads for both its print and online
publications, and it launched a TRADER ONLINE website
highlighting the different publications. Sales of its publications
have been substantial and impressive: from 2007 to 2012 revenues
exceeded $500 million. By 2005, TPI's various websites were
averaging 30 million hits per month. It spent $250 million on
advertising between 2000 and 2005.

The second element, however, proved to be TPI's downfall. “A
term cannot serve as a separate, distinctive family characteristic if
it 1s descriptive or highly suggestive and commonly adopted by
others.”535 The evidence revealed that numerous third parties have
adopted -TRADER formative marks preceded by generic or
descriptive terms, in connection with the sale or advertisement of
various types of goods. Respondent TrailerTrader provided copies of
67 live, third-party registrations for such marks, accompanied by
printouts or photographs showing use of the marks. In addition,
other third-party, unregistered -TRADER marks were shown to be
in use.

The Board observed that the term “trader” is inherently weak,
and perhaps descriptive, in this context. Indeed, “the weakness is
accentuated when it is preceded by terms that are descriptive or
generic for the particular type or field of goods being offered for
sale.”536 In view of the third-party “-“TRADER” formative marks, the
Board found this case to be similar to Juice Generation,>” in which
evidence of widespread third-party formative marks was “powerful”
evidence of weakness, even without evidence of the extent of use.

The Board concluded that -TRADER formative marks are so
commonly used that the shared element ““TRADER” does not
constitute a distinguishing feature, and therefore Petitioner TPI
could not claim a family of marks based on this common element.
Consequently, TPI’s claim of likelihood of confusion could not
succeed.

534 Id.

535 Id. at 1421, citing Hester Indus. Inc. v. Tyson Foods Inc., 2 U.S.P.Q.2d 1645, 1647
(T.T.A.B. 1987) (finding no family of CHIK’N marks and observing that “a ‘family’ of
marks cannot be acquired in a nonarbitrary term or a term that has been so commonly
used in the trade that it cannot function as the distinguishing feature of any one party’s
mark”).

53 Id. at 1427.

537 Juice Generation, Inc. v. GS Enter. LLC, 794 F.3d 1334, 115 U.S.P.Q.2d 1671, 1674 (Fed.
Cir. 2015).
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The question of inevitable confusion was therefore moot, but the
Board noted that even if it had found that the TPI had established
prior rights in a family of marks, it did not find confusion inevitable.
This conclusion was based on the weakness of the -TRADER
formative marks, the numerous third-party uses, and the lack of
actual confusion despite more than seven years of coexistence of the
parties’ respective marks.

Petitioner TPI’s Section 2(d) claim was barred by the doctrine of
laches, and the petition for cancellation was therefore denied.

Kemi Organics, LLC v. Gupta

The Board granted this petition for cancellation of a registration
for the mark KEMI OYL for cosmetics and personal care products,
finding the mark likely to cause confusion with Opposer Kemi’s
identical mark previously used for overlapping goods. Invoking the
Board Accelerated Case Resolution procedure, the parties agreed
that the sole issue for resolution as to the Section 2(d) claim was
priority, but that Respondent Rakesh Gupta could pursue his
affirmative defense of laches.?3® The defense failed.

Laches: Section 19 of the Lanham Act53° provides that in “all
inter partes proceedings equitable principles of laches, estoppel, and
acquiescence, where applicable, may be considered and applied.”540
The affirmative defense of laches requires the defendant to prove
undue or unreasonable delay and resulting prejudice.54!

Respondent Gupta’s registration issued on June 3, 2014, and
this proceeding commenced on March 14, 2017. Gupta contended
that Petitioner Kemi was on notice of his mark on May 1, 2013,
when Kem1’s pending application was suspended based on Gupta’s
(non-use based) underlying application. The Board was
unimpressed, noting that Gupta cited no authority for the
proposition that “the prospective citation of Respondent’s intent-to-
use application . .. put Petitioner on notice of Respondent’s use of
his mark.”542 There was no evidence that the mark was in use at the
time, and, in fact, Gupta’s statement of use alleged a first use date
of November 1, 2013. “In the absence of evidence of Petitioner’s
actual knowledge of Respondent’s actual use of his mark prior to the
close of the opposition period, the June 3, 2014 date of registration
1s the operative date for laches.”543

538 Kemi Organics, LLC v. Gupta, 126 U.S.P.Q.2d 1601 (T.T.A.B. 2018). The issue of priority
is discussed in Part II.B.7, above.

539 15 U.S.C. § 1069.
510 Kemi Organics, 126 U.S.P.Q.2d at 1609-10.

541 Jd. at 1610. See, e.g., Ava Ruha Corp. v. Mother’s Nutritional Ctr., Inc., 113 U.S.P.Q.2d
1575, 1580 (T.T.A.B. 2015).

52 Id,
a3 Id,
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Although Kemi’s delay was a bit less than three years, shorter
and slightly longer periods of delay have sufficed to support a laches
defense.54* The Board then turned to consideration of the reasons
for the delay.

Shortly after the registration issued, the parties exchanged
correspondence, but after Gupta provided information about his
mark, Kemi was silent for two years. During that period, Kemi’s
pending application was abandoned and revived on three separate
occasions, but ultimately went abandoned. In a letter in June 2016,
Gupta stated that he had priority and accused Kemi of being the
infringer. There was no testimony explaining why Kemi waited
another nine months or so to file its petition.

Kemi’s assertion that its delay was justified because Gupta’s use
of the marks was inconspicuous was supported by discovery
responses, which indicated that Gupta’s sales between 2014 and
2016 were negligible.

The Board observed that “[tlhe defense of laches is not
determined by adherence to rigid legal rules; rather, we analyze
laches by a consideration of the specific facts and a balancing of the
respective interests and equities of the parties, as well as of the
general public.”545 Noting Gupta’s negligible sales and his inaction
after July 2014, the Board found Kemi’s delay to be not
unreasonable, and it concluded that Gupta failed to prove his laches
defense.

For completeness, the Board also considered Gupta’s claim of
prejudice but found it unsupported. Gupta’s sales increased 18-fold
from 2015 to 2016, but that was only from about $500 to $7000, and
his sales trended downward in 2017. Thus, Gupta did not, as he
claimed, build up a “valuable business and goodwill”546 during the
relevant period. The Board concluded that this lack of prejudice was
a further ground for denial of the laches defense.

9. Procedural Issues
a. Arbitrability
Hu v. TJ Food Serv., LLC

The Board suspended this opposition proceeding in view of an
LLC operating agreement that called for arbitration of any dispute

544 See, e.g., Ava Ruha Corp., 113 U.S.P.Q.2d at 1580 (delay of three years and two months
sufficient to support a laches claim), citing Teledyne Techs. Inc. v. Western Skyways Inc.,
78 U.S.P.Q.2d 1203, 1203 (T.T.A.B. 2006) (finding laches based on three years and eight
months of unexplained delay) and Trans Union Corp. v. Trans Leasing Int’l Inc., 200
U.S.P.Q. 748, 756 (T.T.A.B. 1978) (finding laches based on a two and a half year delay).

545 Kemi Organics, 126 U.S.P.Q.2d at 1612, quoting Jansen Enters. Inc. v. Rind, 85
U.S.P.Q.2d 1104, 1117 (T.T.A.B. 2007).

546 Id.
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between the members of the LLC arising out of or relating to the
agreement. The particular dispute centered on the issue of
ownership of the mark LATEA and whether Applicant TJ Food
Service transferred its ownership of the mark to the LLC when it
became a member thereof.547

The Arbitration Clause: Opposer Hu filed a motion for summary
judgment on the ground that the Board lacked jurisdiction in view
of the arbitration clause. That clause stated that “[a]ny dispute,
claim, or controversy among the Members [of the Company [(the
LLC)] or between a Member and the Company arising out of or
related to this agreement shall be settled by arbitration in
Tippecanoe County, Indiana.”548

Section 2 of the Federal Arbitration Act (the “FAA”) provides
that an agreement to arbitrate “shall be valid, irrevocable, and
enforceable . ...’ The Supreme Court has recognized that this
statute “requires that we rigorously enforce agreements to
arbitrate.”?50 “[A]lny doubts concerning the scope of arbitrable issues
should be resolved in favor of arbitration.”551

The Board found that the arbitration clause here is broad. At
issue was whether Applicant Td contributed the LATEA mark to the
LLC in exchange for an equity position in the company, or whether
it contributed a mere nonexclusive license. The Board concluded
that, since Applicant TJ’s contribution was made pursuant to the
operating agreement—which authorized a member’s contribution of
any cash, property, labor, or services to obtain an equity position in
the LLC—the nature of TdJ’s contribution “arguably falls within the
purview of the arbitration clause . .. .”52 The agreement does not
expressly exclude Lanham Act claims or any statutory claims. The
Board therefore was not persuaded that the parties’ trademark
ownership dispute is excepted from the arbitration clause.

Arbitrability of Trademark Ownership: The next question for
the Board was whether trademark ownership can be arbitrated.
Administrative proceedings are not necessarily exempt from the
FAA even when there is a federal statute enabling a federal agency
to resolve the dispute. The focus is on the intent of Congress, in this
case as expressed in the Lanham Act.

The Board noted that the Lanham Act provides the Board with
authority to determine only the right to register marks, but it may

547 Hu v. TJ Food Serv., LLC, 123 U.S.P.Q.2d 1777 (T.T.A.B. 2017).
548 Id. at 1778.
59 9US.C.§2.

550  Mitsubishi Motors Corp. v. Soler Chrysler-Plymouth Inc., 473 U.S. 614, 625-26 (1985)
(quoting Dean Witter Reynolds Inc. v. Byrd, 470 U.S. 213, 221 (1985)).

551 Moses H. Cone Mem’l Hosp. v. Mercury Constr. Corp., 460 U.S. 1, 24-25 (1983).
552 Hu, 123 U.S.P.Q.2d at 1780.
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consider the construction or validity of an agreement.55? Moreover,
the Act does not contain language expressly exempting such
determinations from being decided by arbitration.55¢

The question presented in this case is whether Applicant
transferred any ownership rights in the subject mark to
WNH [the LLC] when it relied on the value of the mark as
part of its capital contribution. Because one cannot register
a mark that it does not own, the ownership issue is central
to deciding the registrability of the mark in dispute.
[citations omitted]. Accordingly, the issue of whether the
WNH Operating Agreement is determinative of ownership
rights in the mark is arbitrable.?%®

The Board deemed it appropriate to honor the arbitration clause
with regard to the dispute over trademark ownership (a question
turning on the parties’ intent). It therefore suspended the opposition
proceeding for sixty days, with the proceeding to be resumed unless
an arbitration had been commenced on the ownership issues. If
arbitration did occur, the parties were required to report to the
Board the decision of the arbitrator on the arbitrability and
ownership issues so that the Board may decide how to proceed.5%¢

b. Court-Ordered Transfer of Ownership of Application
Piano Wellness, LLC v. Williams

The United States District Court for the District of New Jersey
issued a final judgment ordering the Commissioner of Trademarks
to “transfer” to Piano Wellness LLC the application of Charlotte K.
Williams to register the mark KEYBOARD WELLNESS.COM for
“Computer education training services.” The Board, however,
concluded that the District Court lacked authority to order the
transfer of a pending application, but the Board proposed several
alternative ways to give effect to the court’s judgment.557

This opposition proceeding, commenced in 2009, was suspended
in view of a civil action filed by Piano Wellness, LLC against
Applicant Williams. The district court found that “the trademark
‘KEYBOARD WELLNESS.COM,” together with the associated
goodwill, is rightly the property of Piano Wellness, LLC.”558 The
court directed the Commissioner of Trademarks to transfer the

553 JId. at 1779. See Selva & Sons, Inc. v. Nina Footwear, Inc., 705 F.2d 1316, 217 U.S.P.Q.
641, 647 (Fed. Cir. 1983); M-5 Steel Mfg. Inc. v. O’Hagin’s Inc., 61 U.S.P.Q.2d 1086, 1094-
95 (T.T.A.B. 2001).

554 Jd. at 1781. See Lanham Act Sections 13, 14, 17, and 18.

555 Id

556 The parties subsequently stipulated to dismissal of the opposition with prejudice.

557 Piano Wellness, LLC v. Williams, 126 U.S.P.Q.2d 1739 (T.T.A.B. 2018).

558 Piano Wellness, LLC v. Williams, Civil Action No. 1:11-cv-01601 (D.N.dJ. June 29, 2017).
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subject application to Piano Wellness, LLC, permanently enjoined
Williams from using or claiming any rights in the mark, and entered
judgment in favor of Piano Wellness, LLC.

The Board concluded that the court’s directive to “transfer the
application” fell outside the court’s statutory authority to rectify the
register under Section 37 of the Lanham Act (15 U.S.C. § 1119),
which is limited to registrations and does not encompass pending
applications.559 Section 37 provides:

In any action involving a registered mark the court may
determine the right to registration, order the cancelation of
registrations, in whole or in part, restore canceled
registrations, and otherwise rectify the register with respect
to the registrations of any party to the action. (Emphasis
added by the Board.)

The Board recognized that a district court may “determine the
right to registration” of an applied-for mark, as it did here.?¢° But
when it determines that an application should be transferred, the
source of its authority is not Section 37, “but rather its plenary
power to order to parties to take the steps required to effectuate
such transfer.”561 Here, for example, the court could direct Applicant
Williams to assign the application to the opposer and to record the
assignment with the USPTO (or it could appoint the opposer as
attorney in fact for Applicant Williams for purposes of the
recordation of the assignment).

Secondly, the Board pointed to another mechanism by which the
court’s judgment could be given effect. Under Section 18 of the
Lanham Act,?%2 the Board may, upon motion of any party before it,
amend the ownership of an application pursuant to the Board’s
authority to “register the mark or marks for the person or persons
entitled thereto, as the rights of the parties . .. may be established
in the proceedings.”?%3 As a third alternative, the Board could, upon
motion, sustain the opposition—which would have the effect of an
abandonment of the application—in view of the District Court’s
permanent injunction against Applicant Williams.

559 See Pinnacle Pizza Co. v. Little Caesar Enters., Inc., 395 F. Supp. 2d 891, 905 (D.S.D.
2005) (“[Section 37] is limited to cancellation of registered marks, not trademark
applications.”); Johnny Blastoff Inc. v. L.A. Rams Football Co., 48 U.S.P.Q.2d 1385, 1386
(W.D. Wis. 1998) (“this court is without authority to direct [the USPTO] to grant or deny
the pending applications”), aff'd on other grounds, 188 F.3d 427 (7th Cir. 1999)).

560 Piano Wellness, 126 U.S.P.Q.2d at 1741.
561 Jd.

562 15 U.S.C. § 1068.

563 Piano Wellness, 126 U.S.P.Q.2d at 1741.
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The Board allowed Opposer Piano Wellness LLC thirty days in
which to inform the Board as to which of the three alternatives it
wished to pursue.564

c. Motion to Add Counterclaim
Jive Software, Inc. v. Jive Communications, Inc.

In this consolidated opposition and cancellation proceeding, the
Board considered whether an answer may be amended to add an
omitted counterclaim “when justice so requires,’%% or whether a
compulsory counterclaim must be pleaded in the original answer
(unless based on newly discovered grounds). The Board ruled that
the failure to plead a compulsory counterclaim in an original answer
1s not a per se bar to its later assertion of the claim in the same
proceeding. 566

This proceeding began with a notice of opposition filed on
October 14, 2014. Applicant Jive Communications filed its answer
on November 5, 2014, without any counterclaim. Beginning on
December 12, 2014, the parties sought and obtained numerous
suspensions of the opposition in view of settlement negotiations, and
the proceeding remained in suspension until May 11, 2017.

Each of the parties then filed two petitions for cancellation.
Shortly thereafter, Applicant Jive Communications filed a motion
for leave to amend its answer in the opposition to add a counterclaim
for cancellation, and it sought to amend its answer as a matter of
course in one of the cancellation proceedings brought by Opposer
Jive Software to add a counterclaim for cancellation of two of the
latter’s registrations. Applicant Jive Communications also moved to
consolidate all five proceedings.

Opposer  dJive  Software challenged Applicant dJive
Communications’ amendments and its two petitions for cancellation
on the ground that the new claims were compulsory counterclaims
that should have been raised in Jive Communications’ original
answer in the opposition, and therefore were time barred.

The Board observed that, under Trademark Rule 2.106(b)(3)(1),
a “defense attacking the validity of a registration pleaded in an
opposition 1s a compulsory counterclaim if grounds for the
counterclaim exist at the time when the answer is filed or are
learned during the course of the opposition proceeding.”567

564  Qpposer Piano Wellness chose the second option. It filed a motion under Section 18 to
amend the ownership of the application, which the Board granted. The Board then
dismissed the opposition as moot.

565 Rule 15(a)(2), Fed. R. Civ. P.
566 Jive Software, Inc. v. Jive Commc’ns, Inc., 125 U.S.P.Q.2d 1175 (T.T.A.B. 2017).

567 Trademark Rule 2.106(b)(3)(i), 37 C.F.R. § 2.106(b)(3)(1). Trademark Rule 2.114(b)(3)(),
37 C.F.R. § 2.114(b)(3)(i), the counterpart for compulsory counterclaims in cancellation
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The purpose of the compulsory counterclaim rules is to avoid
multiple proceedings. The rule states that

If grounds for a counterclaim are known to the applicant
when the answer to the opposition is filed, the counterclaim
shall be pleaded with or as part of the answer. If grounds for
a counterclaim are learned during the course of the
opposition proceeding, the counterclaim shall be pleaded
promptly after the grounds therefor are learned.”568

The Board observed that the language of the rule “does not suggest
that the answer may never be amended to include an omitted
counterclaim.”569

The Trademark Rules explicitly provide that “[p]leadings in
[Board proceedings] may be amended in the same manner and to
the same extent as in a civil action in a United States district
court.”®” Federal Rule 15(a), made applicable to inter partes
proceedings by Trademark Rule 2.116(a),>™ further provides that
“leave [to amend a pleading] shall be freely given when justice so
requires.”

The Board has previously ruled on motions to amend to add an
omitted compulsory counterclaim under the Trademark Rules, in
view of the flexible standard of Fed. R. Civ. P. 15(a), allowing
amendment when justice so requires, even in cases where the
counterclaim was not included in the original answer and was not
based on newly discovered evidence.?72

To be clear, Trademark Rules 2.106(b)(3)(1) and 2.114(b)(3)(1)
do not require that, after a defendant’s initial answer,
amendment to add an omitted compulsory counterclaim
must be denied where the movant has not demonstrated that
the counterclaim is based on newly-acquired evidence.

proceedings, has the same requirement for bringing counterclaims, and equivalent
language.

568 Trademark Rule 2.114(b)(3)(i), 37 C.F.R. § 2.114(b)(3)(i).
569 Jive Software, 125 U.S.P.Q.2d at 1178.

570 Trademark Rule 2.107(a), 37 U.S.C. 2.107(a) provides that: “Pleadings in an opposition
proceeding against an application filed under section 1 or 44 of the Act may be amended
in the same manner and to the same extent as in a civil action in a United States district
court, except that, after the close of the time period for filing an opposition including any
extension of time for filing an opposition, an opposition may not be amended to add to
the goods or services opposed, or to add a joint opposer.” Trademark Rule 2.115, 37 C.F.R.
§ 2.115 states: “Pleadings in a cancellation proceeding may be amended in the same
manner and to the same extent as in a civil action in a United States district court.”

51 Trademark Rule 2.116(a), 37 C.F.R. § 116(a), states: “Except as otherwise provided, and
wherever applicable and appropriate, procedure and practice in inter partes proceedings
shall be governed by the Federal Rules of Civil Procedure.”

512 See, e.g., Zanella Ltd. v. Nordstrom Inc., 90 U.S.P.Q.2d 1758 (T.T.A.B. 2008); Libertyville
Saddle Shop Inc. v. E. Jeffries & Sons Ltd., 22 U.S.P.Q. 1994 (T.T.A.B. 1992); See’s Candy
Shops, Inc. v. Campbell Soup Co., 12 U.S.P.Q.2d 1395 (T.T.A.B. 1989).
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* x X

The rules require compulsory counterclaims to be pleaded in
the answer, if known, but under Fed. R. Civ. P. 15(a), where
justice requires, answers may be amended to add an omitted
compulsory counterclaim, subject to the same rules
applicable to other amendments to pleadings.573

Turning to the circumstances of this case, the Board found that
Applicant Jive Communications did not unduly delay by waiting two
years after filing its answer to introduce the counterclaim. The delay
in attempting to amend its answer and assert its counterclaim was
limited to the brief period of time during which the case was not
suspended. Neither party pointed to any evidence of prejudice
caused by the short delay. “Although it would have been better
practice for Applicant to plead the counterclaim with its original
answer, Applicant’s forbearance from filing an amendment as a
matter of course, or later with a motion for leave to amend was not
unreasonable.”574

Moreover, the Board observed, it would be unfair to deem the
motion to amend untimely just because a few weeks passed after the
answer was filed and before proceedings were formally suspended.
Opposer Jive Software would not be prejudiced by the amendment,
whereas a refusal to allow a compulsory counterclaim “could
preclude Applicant from raising those claims in any subsequent
proceeding between these parties.”57

Taking all circumstances into account, and applying the liberal
standards of Rule 15, the Board ruled in favor of Applicant Jive
Communications on the subject motion to amend and it deemed its
two petitions for cancellation to be timely. The Board also ordered
consolidation of the proceedings in view of their common claims of
priority and likelihood of confusion as to the parties’ marks.

d. Compulsory Counterclaims
Freki Corp. N.V. v. Pinnacle Entertainment, Inc.

The Board granted in part a Respondent Pinnacle’s motion for
summary judgment on the ground of claim preclusion, finding that
Petitioner Freki’s claim of abandonment due to naked licensing was
a compulsory counterclaim that should have been pleaded in a prior
proceeding between the same two parties. However, the Board ruled
that Freki’s claims of nonuse, fraud, and abandonment through
nonuse were not precluded by the prior judgment.576

573 Jive Software, 125 U.S.P.Q.2d at 1180.

574 Id. at 1181.

575 Id

576 Freki Corp. N.V. v. Pinnacle Entm’t, Inc., 126 U.S.P.Q.2d 1697 (T.T.A.B. 2018).
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In October 2016, Pinnacle commenced a cancellation proceeding,
seeking to cancel Freki’s registrations for the marks PINNACLE
SPORTS AFFILIATES and PINNACLE SPORTS DIRECT for
various advertising services. Pinnacle Entertainment claimed
ownership of, inter alia, the registered mark PINNACLE
ENTERTAINMENT for amusement centers and nightclubs. Freki’s
answer included an “affirmative defense” that Pinnacle had
abandoned its marks through naked licensing. In April 2017, during
the discovery period, Pinnacle withdrew its petition for cancellation
without consent, the Board then dismissed the proceeding with
prejudice.

In August 2017, Freki filed a petition to cancel Pinnacle’s
registrations, alleging nonuse, abandonment through nonuse,
abandonment via naked licensing, and fraud. Pinnacle then filed a
motion for summary judgment, asserting that all of Freki’s claims
were compulsory counterclaims in the prior proceeding and
therefore were barred by claim preclusion in light of the prior
judgment.

The Board observed that when a party seeks to preclude a
defendant in a first action from bringing certain claims in a second
action the rules of defendant preclusion apply.

A defendant is precluded only if: (1) the claim or defense
asserted in the second action was a compulsory counterclaim
that the defendant failed to assert in the first action; or (2)
the claim or defense represents what i1s essentially a
collateral attack on the first judgment.577

The Board observed that, under Trademark Rule 2.114(b)(3)(),
“a defense attacking the validity of a registration pleaded in a
cancellation action is a compulsory counterclaim if grounds for the
counterclaim existed at the time when the answer is filed or are
learned during the course of the cancellation action.”78

Compulsory Counterclaim?: To the extent Freki’'s naked
licensing affirmative defense was an attack on the validity of
Pinnacle’s pleaded registrations, it was a compulsory counterclaim
that should have been pleaded with the original answer or pleaded
promptly after the grounds were learned.5” Freki’s assertion of its
naked licensing claim as an affirmative defense in the prior
proceeding demonstrated that the claim and its underlying facts
were known at the time the answer in that proceeding was filed.
There was nothing to indicate that Freki learned of any information

577 Id. at 1701, citing Nasalok Coating Corp. v. Nylok Corp., 522 F.3d 1320, 86 U.S.P.Q.2d
1369, 1372 (Fed. Cir. 2008).

578 Id., citing Jive Software, Inc. v. Jive Commc'ns, Inc., 125 U.S.P.Q.2d 1175, 1177 (T.T.A.B.
2017), discussed immediately above.

519 Jd. See Section 14 of the Lanham Act, 15 U.S.C. § 1064; Jive Software, 125 U.S.P.Q.2d
at 1177.
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about the naked licensing claim asserted in the second proceeding
that it did not have when it asserted the naked licensing affirmative
defense in the first proceeding. Because Freki knew of the basis for
the counterclaim when it filed its answer in the first proceeding, its
failure to counterclaim served as a bar to bringing that claim as a
plaintiff in the new action.580

On the other hand, Freki did not assert nonuse, abandonment,
and fraud in the first proceeding, and the record did not indicate
that Freki was aware of the grounds for these counterclaims during
the first proceeding.

Collateral Attack?: Turning to the second basis for applying
defendant claim preclusion, the CAFC has found a collateral attack
where the later action would impair the other party’s rights as
established in the first action.58! In the prior proceeding, however,
the Board dismissal with prejudice did not determine any specific
rights of Pinnacle with respect to its pleaded registrations.582
Therefore, this basis for applying claim preclusion did not apply to
Freki’s naked licensing claim in the second proceeding.

As to Freki’s claims of nonuse, abandonment, and fraud, those
claims were not before the Board, and therefore Freki’s assertion of
these claims in the new proceeding could not be considered a
collateral attack on the judgment in the prior proceeding.
Consequently, the second basis for defendant claim preclusion did
not apply to these claims.

The Board granted Pinnacle’s motion for summary judgment
with respect to Freki’s claim of abandonment due to naked licensing
but denied the motion as to the claims of abandonment due to
nonuse, nonuse, and fraud.

The Board went on to find that Freki’s claims of nonuse and
fraud were not properly pleaded: the nonuse allegations had not
been clearly delineated as a separate claim, and the fraud
allegations were based merely on “information and belief” rather
than on specific factual allegations as required by FRCP 9(b).583 The
Board allowed Freki nineteen days within which to file an amended
petition for cancellation.

580  Jd. See Libertyville Saddle Shop, Inc. v. E. Jeffries & Sons Ltd., 24 U.S.P.Q.2d 1376, 1379
(T.T.A.B. 1992).

581 Id., citing Nasalok Coating Corp., 86 U.S.P.Q.2d at 1376.
582 Jd. at 1702. See Am. Hygienic Lab., Inc. v. Tiffany & Co., 228 U.S.P.Q. 855 (T.T.A.B.

1986) (the only claims extinguished by virtue of the stipulated dismissal in the previous
action are claims made by the plaintiff in the previous action).

583 Rule 9(b), Fed. R. Civ. P. (FRCP), states: “In alleging fraud or mistake, a party must
state with particularity the circumstances constituting fraud or mistake. Malice, intent,
knowledge, and other conditions of a person’s mind may be alleged generally.”
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e. Motion to Limit Scope Section 66(a) Opposition
Destileria Serralles, Inc. v. Kabushiki Kaisha Dong

Every year or two, the Board reminds us that Madrid Protocol
applications are not treated like other trademark applications.
Here, the Board struck Opposer Destileria Serralles’s evidence
regarding common law rights in its DON Q marks for certain goods
(other than rum, the subject of its pleaded registrations) because
Destileria did not list those alleged rights when it completed the
ESTTA?%84 cover sheet for this opposition to Applicant Dong’s Section
66(a) request for extension of protection under the Madrid
Protocol. 585

The Board pointed out once again that “Madrid applications are
treated differently in many key respects from other applications.”586
The USPTO, in order to meet its obligations under the Madrid
Protocol, has promulgated specific regulations and requirements to
accommodate the Madrid system.

[TThe USPTO must . . . notify the International Bureau (“IB”)
of the World Intellectual Property Organization, informing it
of certain information required under U.S. law implementing
the Madrid Protocol. This notice must be sent within strict
time limits, and any USPTO failure to fully and timely notify
the IB may result in the opposition being limited by the
information sent or dismissed in its entirety.587

The ESTTA cover sheet “performs an integral function in
cataloguing and reporting to the IB information on oppositions filed
against Madrid applications.”?38 The ESTTA sends to WIPO only the
information that is entered on the ESTTA electronic form. The
system 1s fully automated, and “Board personnel do not review or
edit the information provided on the electronic form in order to
ensure that it is complete.”589

584 “ESTTA” is an acronym for the USPTO’s Electronic System for Trademark Trials and
Appeals.

585 Destileria Serralles, Inc. v. Kabushiki Kaisha Donqg, 125 U.S.P.Q.2d 1463 (T.T.A.B.
2017). The opposition was dismissed the same day, in a nonprecedential opinion.
Destileria Serralles, Inc. v. Kabushiki Kaisha Dong, Opposition No. 91204129 (T.T.A.B.
December 28, 2017). The Board found the applicant’s mark DONQ for a variety of food
and non-alcoholic beverages in Classes 29, 30, and 32, and for food and beverage services,
not likely to cause confusion with the opposer’s registered marks DON Q and DONQ
COCO for rum. The Board also dismissed the opposer’s dilution claim due to failure to
prove the fame of the pleaded marks.

586 Jd. at 1465.

587 Id., quoting CSC Holdings, LLC v. SAS Optimhome, 99 U.S.P.Q.2d 1959, 1960 (T.T.A.B.
2011).

588 Id.
589 Id., quoting CSC Holdings, 99 U.S.P.Q.2d at 1960.
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ESTTA allows the opposer to identify the grounds for
opposition, as well as the registrations and/or pending
applications of which it claims ownership, and on which it
relies as a basis for its opposition. ESTTA also permits an
opposer to identify common law rights in a mark or marks,
and the goods and/or services associated therewith as a basis
for its asserted claims.590

The Board ruled that Destileria’s failure to identify on the
ESTTA cover sheet its common law rights in “other goods and
services” (including rum cakes, chocolates and bar services)
precluded Destileria from relying on such common law rights in
connection with its likelihood of confusion and dilution claims.59!

Indeed, if an opposer is precluded from amending its
pleading to add an additional claimed registration to support
a previously asserted likelihood of confusion claim under
Section 2(d) of the Trademark Act [See Rule 2.107(b) and
accompanying Notice of Proposed Rulemaking], it would
follow that an opposer also could not add common law
trademark rights not previously identified on the ESTTA
cover sheet. By doing so, an opposer would be impermissibly
expanding, not clarifying, the scope and/or basis of its
Section 2(d) claim.592

The Board, construing Dong’s objection to the evidence as a
motion to strike, granted the motion and refused to consider
Destileria’s common law rights in its DON Q marks for these
additional goods or services, and it further refused to allow
Destileria to amend its pleading to add said common law rights.

f. Timeliness Issues Under 2017 Rule Changes
i. Motion for Summary Judgment

KID-Systeme GmbH v.
Tiirk Hava Yollari Teknik Anonim Sirketi

On dJune 29, 2017, the day its pretrial disclosures were due,
Opposer KID-Systeme filed a motion to reopen its time to file a
motion for summary judgment. Trademark Rule 2.127(e)(1),59 as
amended in January 2017, provides that a summary judgment
motion must be filed “prior to the deadline for pretrial disclosures,
as originally set or reset.” The Board noted that “prior to” means the

50 Jd.

591 Id. at 1467.

592 Jd. at 1467-68.

593 Trademark Rule 2.127(e)(1), 37 C.F.R. § 2.127(e)(1).
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day before the deadline.?®* Therefore, KID-Systeme missed the
deadline by one day. Would the Board reopen? Not to worry!
Because KID-Systeme’s motion was filed during the period of
transition to the amended Rules, and because the Board clarified
Rule 2.127(e)(1) in a dJuly 21, 2017, notice issued after KID-
Systeme’s filing,%95 the Board chose to consider the summary
judgment motion and to treat the motion to reopen as moot.

Before January 14, 2017, the deadline for filing a motion for
summary judgment was “prior to the commencement of the first
testimony period, as originally set or as reset.” In January 2017,
that was changed to “prior to the deadline for pretrial disclosures,
as originally set or reset.” The Board’s July 21, 2017, clarification of
Rule 2.127(e)(1) merely changed the words “prior to the deadline” to
“before the day of the deadline.” In any event, the Board looked
kindly on KID-Systeme and its predicament, pointing to the Notice
of Proposed Rulemaking of April 4, 2016, which states:

[A]lny issues that may arise concerning the transition to the
revised rules for cases pending as of the effective date of the
rules would be addressed by the Board and the parties on a
case-by-case basis, allowing for flexibility to respond to the
unique needs in each case, particularly with respect to
scheduling matters. (Emphasis by the Board).?%

The Board allowed the applicant thirty days to respond to Kid-
Systeme’s motion for summary judgment.

ii. Motion for Judgment on the Pleadings
Shared, LLC v. SharedSpaceofAtlanta, LLC

The TTAB was not so forgiving to this party who ran afoul of the
amended Rules. The Board denied Opposer Shared, LLC’s motion
for judgment on the pleadings under FRCP 12(c)?7, directed at the
applicant’s counterclaims, because the motion was untimely.?9 The
Board followed its established practice of applying to motions for
judgment on the pleadings the same deadline applicable to
summary judgment motions under recently amended Rule
2.127(e)(1).5%9

594 KID-Systeme GmbH v. Tirk Hava Yollari Teknik Anonim Sirketi, 125 U.S.P.Q.2d 1415,
1416 (T.T.A.B. 2018).

595 Miscellaneous Changes to Trademark Trial and Appeal Board Rules of Practice;
Clarification, 82 Fed. Reg. 33804, 33804 (July 21, 2017).

596  Miscellaneous Changes to Trademark Trial and Appeal Board Rules of Practice, 81 Fed.
Reg. 19296, 19396 (Apr. 4, 2016).

597 Rule 12(c), Fed. R. Civ. P., provides that “After the pleadings are closed—but early
enough not to delay trial—a party may move for judgment on the pleadings.”

598 Shared, LLC v. SharedSpaceofAtlanta, LLC, 125 U.S.P.Q.2d 1143 (T.T.A.B. 2017).
59 Trademark Rule 2.127(e)(1), 37 C.F.R. § 2.127(e)(1).
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A motion for judgment on the pleadings, like a summary
judgment motion, is

[A] pretrial device intended to save the time and expense of

a full trial when a party is able to demonstrate, prior to trial,

that there is no genuine dispute of material fact to be

resolved, and the moving party is entitled to judgment on the

substantive merits of the controversy as a matter of law.600

According to TBMP § 504.01 (June 2017), a motion for judgment
on the pleadings should be filed “[a]fter the pleadings are closed, but
within such time as not to delay the trial.” More significantly, FRCP
12(c) states that “After the pleadings are closed—but early enough
not to delay trial—a party may move for judgment on the pleadings.”
The Board’s “established practice” has been to apply to such motions
the deadline that applies to summary judgment motions as set forth
in Trademark Rule 2.127(e)(1).601

Before January 14, 2017, the deadline for filing a summary
judgment was, according to Rule 2.127(e)(1), “prior to the
commencement of the first testimony period, as originally set or as
reset.” That Rule was amended as of January 14, 2017, and clarified
on July 21, 2017,%02 to provide that a summary judgment motion
“must be filed before the day of the deadline for pretrial disclosures
for the first testimony period, as originally set or as reset.”

Applying the new summary judgment deadline to the subject
motion, the Board ruled that a motion for judgment on the pleadings
must likewise be filed before the day of the deadline for pretrial
disclosures for the first testimony period, as originally set or as
reset.

Here, the deadline for Opposer Shared’s pretrial disclosures, as
reset in the Board’s July 26, 2017, order, was August 7, 2017 (fifteen
days before the opening of Shared’s testimony period on August 22).
Shared’s motion filed August 19, 2017, was therefore untimely, and
the Board denied the motion.

iii. Service and Filing of Expert Disclosures
Monster Energy Co. v. Martin

In this consolidated cancellation proceeding involving
registrations for the marks MONSTER SEAL A FLAT, MONSTER
UP, and UNLEASH THE BEAST for “tire sealing compound,”
Respondent Martin moved to strike Petitioner Monster Energy’s
notice of expert disclosure and to preclude the testimony of the
named expert. The Board denied both motions, finding the notice to

600 Shared, 125 U.S.P.Q.2d at 1143.
601 [

602 Miscellaneous Changes to Trademark Trial and Appeal Board Rules, 81 Fed. Reg. 69950,
69967 (Oct. 7, 2016).
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be timely and pointing out that Martin may request additional time
to take discovery of the expert.603

The Notice: The deadline for Monster’s notice of expert
disclosure was set for July 4, 2017, by the Board scheduling order.
Because July 4th is a Federal holiday in the District of Columbia,
the due date was automatically extended to the next day.¢%* On July
5, 2017, Monster Energy filed with the TTAB its notice of expert
disclosure (and it served its expert report on the same day). The
notice stated the correct proceeding number, but Monster’s law firm
entered the wrong proceeding number during the electronic filing.
On July 6th, the firm informed the Board of the error and on July
7th the Board entered the notice in the correct case and assigned it
a date of July 5.

Respondent Martin claimed that the notice was untimely
filed.®%5 Martin did not say that he did not receive the notice
(correctly captioned) on July 5th.

In the context of discovery, the Board has made clear that an
“obvious typographical error” should not operate to derail the
discovery process, and that it expects parties who become
aware of such an error to cooperate so as to avoid
unnecessary delay and increased costs. Cadbury UK Ltd. v.
Meenaxi Enter., Inc., 115 U.S.P.Q.2d 1404, 1407 (T.T.A.B.
2015) (parties are expected to demonstrate good faith and
cooperation during discovery; a party cannot avoid discovery
obligations due to an obvious typographical error in
discovery requests).6%6

The Board therefore considered the filing as timely, and it
denied Martin’s quixotic motion to strike the notice of expert
disclosure.

Respondent’s Discovery: Pointing to a seeming clash of the
applicable rules, Martin asserted that because the amended rules
require written discovery requests be served at least thirty days
prior to the close of discovery (August 3),597 he would be denied the

603 Monster Energy Co. v. Martin, 125 U.S.P.Q.2d 1774 (T.T.A.B. 2018).

604 Trademark Rule 2.196, 37 C.F.R. § 2.196, entitled “Times for taking action: Expiration
on Saturday, Sunday or Federal holiday,” states:

Whenever periods of time are specified in this part in days, calendar days are
intended. When the day, or the last day fixed by statute or by regulation under
this part for taking any action or paying any fee in the Office falls on a Saturday,
Sunday, or Federal holiday within the District of Columbia, the action may be
taken, or the fee paid, on the next succeeding day that is not a Saturday, Sunday,
or a Federal holiday.

605 This author wonders why the filing date was even an issue, since there is no requirement
that expert disclosures be filed with the Board.

606  Monster Energy, 125 U.S.P.Q.2d at 1777.
607 Trademark Rule 2.120(a)(3), 37 C.F.R. § 2.120(a)(3), provides in pertinent part that:
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right to written discovery regarding Monster’s expert if the Board
found the July 5th expert disclosure (and the expert report)
acceptable. Moreover, Rule 2.120(a)(3) provides that “[t]he time to
respond may be extended upon stipulation of the parties, or upon
motion granted by the Board, or by order of the Board, but the
response may not be due later than the close of discovery.” (Emphasis
added by the Board.) No problem, said the Board.

The requirement in Trademark Rule 2.120(a)(3) that
discovery requests be served early enough in the discovery
period so that responses are due no later than the close of
discovery does not, and is not intended to, preclude or
encumber the opportunity to take discovery of an expert,
regardless of whether the party makes an expert disclosure
on or after the deadline therefor, provided that the Board is
informed of the disclosure and finds it appropriate under the
circumstances, so that it can issue an order that allows time
for the discovery to occur.

* % %

Trademark Rule 2.120(a)(2)(i1i) provides the Board wide
latitude in managing a proceeding following any party’s
disclosure of plans to use expert testimony, including but not
limited to, suspending proceedings to allow for discovery of
the expert and for any other party to disclose plans to use a
rebuttal expert.608

The Board therefore found no reason to preclude the expert’s
testimony on the basis of Rule 2.120(a)(3), since Martin could
request additional time for discovery. The Board then suspended the
proceeding under Trademark Rule 2.117(a)®% in light of a pending
civil action between the parties.

[R]equests for production of documents and things, and requests for admission
must be served early enough in the discovery period, as originally set or as may
have been reset by the Board, so that responses will be due no later than the close
of discovery. Responses to interrogatories, requests for production of documents
and things, and requests for admission must be served within thirty days from
the date of service of such discovery requests.

See also Estudi Moline Dissey, S.L. v. BioUrn Inc., 123 U.S.P.Q.2d 1268, 1270 (T.T.A.B.
2017), discussed immediately below.

608 Monster Energy, 125 U.S.P.Q.2d at 1777-78.

609 Trademark Rule 2.117(a), 37 C.F.R. § 2.117(a), provides that:
Whenever it shall come to the attention of the Trademark Trial and Appeal Board
that a party or parties to a pending case are engaged in a civil action or another
Board proceeding which may have a bearing on the case, proceedings before the
Board may be suspended until termination of the civil action or the other Board
proceeding.
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iv. Service of Discovery Requests
Estudi Moline Dissey, S.L. v. BioUrn Inc.

Once again addressing the revised TTAB Rules effective as of
January 14, 2017, the Board found that the Petitioner Dissey had
served its discovery requests too late. Under Rule 2.120(a)(3),610
written discovery requests must be served early enough in the
discovery period so that responses will be due no later than the close
of discovery. Here, the last day to serve discovery (31 days before
the end of the discovery period, not counting the day of service) was
February 19, 2017. Because that was a Sunday, Dissey concluded
that, under Rule 2.196,61! it had until Monday, February 20, to
timely serve its discovery requests. Not so, said the Board.
Nonetheless, the Board reopened discovery so that Dissey’s
previously served written discovery requests could be considered
timely.612

Prior to January 14, 2017, written discovery requests could be
served at any time during the discovery period, including on the last
day. The revised Rule 2.120(a)(3), however, provides that written
discovery requests must be served “early enough in the discovery
period, as originally set or as may have been reset by the Board, so
that responses will be due no later than the close of discovery.”613 It
also provides that responses to written discovery requests must be
served within thirty days from the date of service of such discovery
requests.614

Rule 2.196 provides that when the last day of a period for taking
action is fixed by statute or rule and falls on a Saturday, Sunday, or
Federal holiday within the District of Columbia, the action may be
taken on the next business day. However, the Board pointed out, in
light of the revision of Rule 2.120(a)(3), Rule 2.196 no longer applies
to the deadline for service of written discovery requests.

Thus, discovery requests must be served with at least thirty-
one days remaining in the discovery period, including the
date of service, regardless of whether the day of service falls
on a weekend or holiday. The date of service of the requests

610  Trademark Rule 2.120(a)(3), 37 C.F.R. § 2.120(a)(3).

611 Trademark Rule 2.196, 37 C.F.R. § 2.196.

612 Estudi Moline Dissey, S.L. v. BioUrn Inc., 123 U.S.P.Q.2d 1268 (T.T.A.B. 2017).
613 Trademark Rule 2.120(a)(3), 37 C.F.R. § 2.120(a)(3), in pertinent part, states that

Interrogatories, requests for production of documents and things, and requests
for admission must be served early enough in the discovery period, as originally
set or as may have been reset by the Board, so that responses will be due no later
than the close of discovery. Responses to interrogatories, requests for production
of documents and things, and requests for admission must be served within thirty
days from the date of service of such discovery requests.

614  Under Trademark Rule 2.119(b), 37 C.F.R. §2.119(b), service of written discovery
requests must be made by email, absent special circumstances.
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1s not counted as part of the response period, so the first day
of the 30-day response period is the day after service.15

In this case, Dissey was required to serve its discovery requests
no later than Sunday, February 19, 2017, for Respondent BioUrn to
have the full thirty days to respond by the close of discovery on
March 21, 2017. Because Dissey served its requests on February 20,
BioUrn’s responses were due on March 22, after the close of
discovery, in violation of Rule 2.120(a)(3). Therefore, BioUrn’s
objection to the requests was proper.

The Board noted, however, that Dissey’s delay of one day in
serving its discovery requests appears to have arisen from a
misunderstanding of how Rule 2.196 applies to the revised discovery
rules. Because the case was commenced under the old rules,516 the
current dispute arose during the transition to the new rules, and the
dispute involved a scheduling matter, the Board exercised its
discretion to reopen discovery for the limited purpose of allowing
BioUrn time to respond to Dissey’s written discovery requests.

v. Motion to Use Third-Party Discovery Deposition
Azalea Health Innovations, Inc. v. Rural Health Care, Inc.

In yet another decision involving application of the 2017
Trademark Rule changes, the Board refused to allow Applicant
Rural Health to submit thirteen third-party discovery deposition
transcripts by way of notice of reliance. However, because the 2017
amendments changed the time for making a motion to allow use of
a non-party discovery deposition, the Board looked kindly on Rural
Health, allowing it time to take oral cross-examination of the
witnesses (nine of the thirteen) whose testimony declarations had
been submitted by Opposer Azalea.6!7

Rural Health submitted via notice of reliance thirteen discovery
deposition transcripts of witnesses who were employees of Azalea,
but who were not officers, directors, or managing agents of Azalea.
Rural Health contended that the discovery depositions were being
used for impeachment purposes in connection with the testimony
declarations of these employees. Azalea moved to strike, arguing
that the Rules do not permit the introduction of non-party discovery
depositions via notice of reliance, and that Rural Health should have
elected to conduct oral cross-examination of the nine witnesses for
whom Rural Health submitted testimony declarations.

The Board divided the discovery depositions into two groups.
Four of these depositions involved individuals for whom Azalea did

615 Estudi Moline Dissey, 123 U.S.P.Q.2d at 1270 (emphasis added).
616  The proceeding was commenced on May 18, 2015.

617 Azalea Health Innovations, Inc. v. Rural Health Care, Inc., 125 U.S.P.Q.2d 1236
(T.T.A.B. 2017).
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not submit trial declarations. Therefore, there was no trial
testimony to impeach. The Board granted Azalea’s motion to strike
these four discovery deposition transcripts from the record.

The second group included nine discovery depositions of
individuals whose testimony declarations were submitted by
Azalea. Rural Health did not avail itself of the opportunity to cross-
examine these witnesses.

The Board observed that under FRCP 32, FRE 613, and
Trademark Rule 2.120(k)(6),6'® a discovery deposition may be used
during the examination or cross-examination of a party or a non-
party witness. In addition, Rule 2.120(k)(1)6® permits the use, for
all purposes, of a discovery deposition of a party in Board
proceedings. For a non-party, however, the discovery deposition may
be introduced only pursuant to a stipulation between the parties or
by order of the Board upon motion. Here there was no stipulation
and no Board order.

Having failed to cross-examine Azalea’s trial witnesses, Rural
Health had two options: (1) file a motion at the time of its pre-trial
disclosures seeking Board approval of its use of the discovery
depositions, or (2) file a motion claiming exceptional circumstances.
See Rule 2.120(k)(2).620 Rural Health did neither.

The Board therefore granted the motion to strike these nine
discovery depositions.

However, the Board noted that Rule 2.120(k)(2) was amended on
January 24, 2017, “to change the time for a motion to use a discovery
deposition to when the offering party makes its pretrial disclosures
and to clarify that the exceptional circumstance standard applies
when this deadline has passed.”®2! Prior to the Rule change, the

618 Trademark Rule 2.120(k)(6), 37 C.F.R. § 2.120(k)(6), provides that:

Paragraph (k) of this section [entitled “Use of discovery deposition, answer to
interrogatory, admission or written disclosure”] will not be interpreted to
preclude reading or use of written disclosures or documents, a discovery
deposition, or answer to an interrogatory, or admission as part of the examination
or cross-examination of any witness during the testimony period of any party.

619 Trademark Rule 2.120(k)(1), 37 C.F.R. § 2.120(k)(1), states:

The discovery deposition of a party or of anyone who at the time of taking the
deposition was an officer, director or managing agent of a party, or a person
designated by a party pursuant to Rule 30(b)(6) or Rule 31(a) of the Federal Rules
of Civil Procedure, may be offered in evidence by an adverse party.

620 Rule 2.120(k)(2), 37 C.F.R. § 2.120(k)(2), provides in pertinent part that:

The use of a discovery deposition by any party under this paragraph will be
allowed only by stipulation of the parties approved by the Trademark Trial and
Appeal Board, or by order of the Board on motion, which shall be filed when the
party makes its pretrial disclosures, unless the motion is based upon a claim that
such exceptional circumstances exist as to make it desirable, in the interest of
justice, to allow the deposition to be use